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Im  preparing  the  Sixth  Edition  of  this  Work  for  the  preBS, 
Gonsiderable  changes  have  been  made  both  by  way  of 
enlargement  and  in  the  arrangement  of  the  matter.  The 
provisions  of  three  supplementary  Acts  of  Parliament  and 
of  four  new  sets  of  official  Rules,  now  consolidated  with 
the  previous  Rules,  have  been  noticed,  whilst  numerous 
decisionfi  of  the  Courts  during  the  last  six  years,  many  of 
which  have  an  important  bearing  on  the^  Law  of  Patents, 
have  been  cited.  Several  chapters  have  been  divided  with 
a  view  to  a  fuller  and  more  convenient  treatment  of  the 
subjects,  and  additional  chapters  on  other  branches  of  the 
law  have  been  introduced.  Every  page  has  undergone 
careful  revision,  and  no  pains  have  been  spared  to  render 
the  treatise  one  that  patentees  and  inventors  may  consult 
with  confidence  as  a  trustworthy  exposition  of  that  branch 
of  law  with  which  their  interests  are  most  closely  con- 
cerned. It  may  be  added,  that  although  the  treatise  was 
originally  written  especially  for  their  use,  the  authors  ven- 
ture to  think  that  in  its  enlarged  form  it  may  deserve  the 
notice  of  the  legal  profession,  since  the  large  experience  of 
one  of  them  in  obtaining  Patents,  and  in  the  conduct  of 
litigation  arising  out  of  Patents  for  forty  years,  has  been 
tamed  to  account  in  the  production  of  the  volume. 
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Beprints  are  given  of  all  the  Acts  of  Parliament  which 
have  any  direct  bearing  on  the  subject  of  this  work ; 
as  well  as  of  the  Roles  and  Forms  issued  by  the  Board  of 
Trade  under  the  authority  of  the  Acts,  of  the  Bules  framed 
by  the  Law  Officers  in  regard  to  proceedings  before  them, 
and  of  the  Bules  of  the  Privy  Council  with  respect  to 
applications  for  the  extensions  of  Patents. 

Great  additions  to  and  alterations  in  the  Patent  Laws 
of  Foreign  States  and  British  Colonies  have  been  made  of 
recent  years.  The  Appendix  contains  summaries  of  the  whole 
of  these  laws  to  date,  revised  by  professional  correspondents. 

The  Appendix  also  contains  a  reprint  of  the  International 
Convention  and  Protocol  relating  to  arrangements  for  the 
mutual  protection  of  industrial  property  including  Patents^ 
To  this  Convention  Great  Britain  gave  her  adhesion,  and  a 
chapter  has  therefore  been  devoted  to  the  subject  in  the  body 
of  the  treatise. 

A  copy  of  the  Bules  lately  issued  by  the  Board  of  Trade 
in  relation  to  appUcations  for  Patents  under  this  Convention 
will  also  be  found  in  the  Appendix. 

The  copious  Index  will  be  found  of  material  assistance 
by  those  readers  who  are  in  search  of  any  particular  topic. 


The  following  summary  of  the  alterations  effected  by  the 
recent  Acts  of  Parliament  may  be  given  here,  meinoria 
causa : — 

The  Act  of  1888  abolished  the  Commissioners  of  Patents, 
who  were  replaced  by  the  Board  of  Trade  as  the  governing 
body  of  the  Patent  Office.  The  Comptroller-General  is  the 
chief  officer  of  the  Board,  and  upon  him  devolves  the  charge 
of  managing  the  business  and  superintending  the  work  of 
the  office.  The  Board  was  authorised  to  make  rules,  having 
the  same  effect  as  if  forming  part  of  the  Act,  for  regulating 
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the  conduct  of  Patent  business ;  and  it  has  accordingly  pro- 
mulgated  a  long  series  of  rules  for  that  purpose  accompanied 
by  forms. 

The  chief  alterations  in  the  procedure  were: — 1.  Non- 
inventors  may  join  with  inventors  in  applying  for  a  Patent. 
2.  The  applications  and  specifications  are  referred  to  offi- 
cial examiners,  who  report  whether  the  documents  are  in 
proper  form ;  if  they  are  not  in  proper  form,  the  Comp- 
troller may  reject  them  or  require  them  to  be  amended 
before  acceptance,  subject  to  appeal  to  a  Law  Officer.  B. 
Oppositions  to  the  gi-ant  of  Patents  are  decided  by  the 
Comptroller,  subject  to  appeal  to  a  Law  Officer.  4.  The 
steps  necessary  to  be  taken  for  obtaining  a  Patent  are  fewer. 
5.  Applications  and  other  documents  may  be  sent  to  the 
Patent  Office  through  the  post-office.  6.  Patents  are 
sealed  by  the  Comptroller  with  the  seal  of  the  Patent 
Office.  7.  The  Government  fees  are  reduced  from  251.  for 
a  three  years'  Patent  to  4Z.  for  a  four  years*  Patent,  and 
the  remaining  fees  of  50L  and  lOOZ.  are  payable  in 
small  annual  sums.  8.  Applications  for  leave  to  amend 
specifications  are  decided  in  the  first  instance  by  the  Comp- 
troller and  on  appeal  by  a  Law  Officer.  9.  A  new  mode  of 
obtaining  the  repeal  of  invalid  Patents  is  substituted  for  the 
old  proceeding  of  scire  facias. 

Whilst  the  procedure  underwent  great  alterations,  the 
substantive  law  was  but  little  touched.  The  old  decisions 
of  the  Courts  regarding  the  subject-matter  of  patentable 
inventions  ;  the  incidents  of  utility  and  novelty  which  every 
patentable  invention  must  possess  ;  the  contents  of  specifica- 
tions and  the  infringement  of  Patents  still  remain  applicable 
to  Patents  issued  under  the  late  Act.  The  duration  of  a 
Patent  is  the  same  as  before  the  Act,  and  its  extent  is 
practically  the  same,  being  only  smaller  by  the  omission  of 
the  Channel  Islands.  The  principal  changes  to  be  noticed 
are : — 1.  The  Board  of  Trade  was  empowered,  to  order 
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patentees  to  grant  licences  if  they  make  default  in  granting 
them  on  reasonable  terms. ,  2.  The  right  of  the  Grown  to 
use  patented  inventions  without  making  compensation  was 
abolished.  8.  A  Patent  may  be  assigned  for  any  place  in 
or  part  of  the  United  Kingdom.  4.  A  British  Patent  no 
longer  comes  to  an  end  at  the  expiration  of  any  earlier 
foreign  Patent  for  the  same  invention. 

The  three  supplementary  Acts  have  made  a  few  altera- 
tions in  the  details  of  procedure,  and  cleared  away  some 
doubts  as  to  the  meaning  of  certain  provisions  in  the 
master  act.  And  by  the  latest  of  those  Acts  a  Begister  of 
Patent  Agents  has  been  established,  which  has  been  com- 
mitted to  the  charge  of  the.  Institute  of  Patent  Agents. 

To  recapitulate  in  brief  the  changes  effected  by  recent 
legislation :  The  provisions  of  many  earlier  statutes  were 
consolidated  and  amended ;  several  features  hitherto  un- 
known in  our  system  were  introduced ;  the  procedure  was 
simplified;  the  fees  payable  to  Government  on  applica- 
tions for  Patents  were  reduced,  and  greater  facilities  for  the 
payment  of  the  subsequent  fees  were  afforded. 

It  was  hoped  that  by  these  changes  the  inventive  talent 
of  the  nation  would  be  stimulated  into  more  vigorous  action, 
and  that  hope  has  not  been  disappointed,  as  a  glance  at  the 
statistics  furnished  by  the  Comptroller  in  his  reports  will 
clearly  prove.  The  average  annual  number  of  Patents 
sealed  in  the  four  years  prior  and  in  the  four  years  sub- 
sequent to  the  coming  into  operation  of  the  Act  of  1883 
were  8,928  and  9,814  respectively.  The  annual  number  of 
applications  for  Patents  during  the  first  four  years  of  the 
new  system  was  on  the  average  17,108,  but  no  fewer  than 
7,792  of  them,  that  is,  about  45  per  cent.,  were  annually 
abandoned  or  otherwise  came  to  naught.  The  number  of  ap- 
plications increases  at  the  rate  of  about  a  thousand  a  year. 

47  Lincoln's  Inn  Fields,  London  : 
May  1890. 
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CHAPTEE  I. 

PBELIMINABT. 

That  the  Grown  has  the  power  in  certain  cases  of  granting 
to  inventors  the  privilege  of  a  monopoly  in  working  their 
inventions  for  a  certain  number  of  years  is  probably  known 
to  every  reader  before  he  opens  this  volume.  During  that 
period  the  entire  community  is  precluded  from  making  use 
of  the  invention,  except  by  the  permission  of  the  inventor 
or  the  person  who  has  duly  succeeded  to  his  rights ;  the 
law  declaring  that  the  privileged  person  shall  derive  the 
exclusive  benefit,  whatever  that  may  be,  of  the  invention 
for  the  specified  time. 

This  privilege  was  formerly  secured  to  the  inventor  by 
letters  patent  passed  imder  the  Great  Seal.  It  is  now  se- 
cured to  him  by  a  patent  obtained  at  the  Patent  Office,  and 
the  person  to  whom  the  privilege  is  granted  is  termed  in 
common  parlance  the  patentee. 

For  the  purposes  of  the  present  treatise,  there  is  no  need 
that  we  should  enter  upon  any  historical  disquisition  as  to 
the  common-law  right  of  the  Crown  in  matters  of  patent 
privileges.  It  will  be  sufficient  to  state  that  the  right  of 
the  Grown  to  grant  privileges  by  letters  patent  to  subjects 
obtaining  its  favour  was  exercised  in  very  early  times,  and 
it  was  only  disputed  when  exclusive  rights  to  sell  various 
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commodities,  such  843  salt,  iron,  and  coal,  had  been  granted 
to  certain  persons,  to  the  great  grievance  of  their  fellow- 
subjects,  and  to  the  oppression  of  trade.  The  Statute  of 
Monopolies,  passed  in  the  twenty-first  year  of  James  I.,  was 
levelled  at  the  abuses  which  an  undue  exercise  of  prerogative 
had  produced,  and  being,  says  Sir  Edward  Coke,  forcibly 
and  vehemently  penned  for  their  suppression,  cut  off  all 
claim  on  the  part  of  the  Grown  to  the  right  of  granting 
monopolies  and  exclusive  privileges,  whereby  the  subjects  of 
the  realm  could  be  aggrieved  and  inconvenienced.^ 

That  statute  {see  the  Appendix)  declared  that  all  mono- 
polies, grants,  and  letters  patent,  for  the  sole  buying,  selling, 
making,  working,  or  using  of  anything  within  the  reahn, 
were  contrary  to  the  laws,  and  void.  But  it  excepted  from 
the  operation  of  this  enactment  all  letters  patent  and  grants 
of  privilege  of  the  sole  working  or  making  of  any  manner  of 
new  manufactures  to  the  true  and  first  inventor  of  such  manu- 
factwrcy  which  others  at  the  time  of  making  such  letters  patent 

1  *  The  King  had  iindonbtedly,  by  the  ancient  laws  of  the  reahn,  large 
powers  for  the  regulation  of  trade;  bat  the  ablest  jndges  would  have  found  it 
difficult  to  say  what  was  the  precise  extent  of  those  powers.  ...  In  addition 
to  his  undoubted  right  to  grant  special  commercial  privileges  to  particular 
places,  he  long  claimed  a  right  to  grant  special  coounercial  privileges  to 
particular  societies  and  to  partictdar  individuals;  and  our  ancestors,  as 
usual,  did  not  think  it  worth  their  while  to  dispute  this  claim  till  it  produced 
serious  inconvenience.  At  length,  in  the  reign  of  Queen  Elizabeth,  the 
power  of  creating  monopolies  began  to  be  grossly  abused ;  and  as  soon  as  it 
began  to  be  grossly  abused,  it  began  to  be  questioned.  The  Queen  wisely 
declined  a  conflict  with  the  House  of  Commons  backed  by  the  whole  nation. 
She  frankly  acknowledged  that  there  was  reason  for  complaint ;  she  can- 
celled the  patents  which  had  excited  the  public  clamours ;  and  her  people, 
delighted  by  this  concession,  and  by  the  gracious  manner  in  which  it  had 
been  made,  did  not  require  from  her  an  express  renunciation  of  the  disputed 
prerogative.  The  discontents  which  her  wisdom  had  appeased  were  revived 
by  the  dishonest  and  pusillanimous  policy  of  her  successor,  called  King- 
craft. He  readily  granted  oppressive  patents  of  monopoly.  When  he  needed 
the  help  of  his  Parliament,  he  as  readily  annulled  them;  and  as  soon  as  the 
Parliament  had  ceased  to  sit,  his  Great  Seal  was  put  to  instruments  more 
odious  than  those  he  had  recently  cancelled.  At  length  that  excellent  House 
of  Commons  which  met  in  1628  determined  to  apply  a  strong  remedy  to  the 
evil.  The  King  was  forced  to  give  his  assent  to  a  law  which  declared  mono- 
polies established  by  royal  authority  to  be  null  and  void.*  (Macaulay*s 
•History  of  England,'  iv.  127.) 


PEEUMINABY  3 

and  grants  should  not  use^  so  they  be  not  contrary  to  law, 
nor  mischievous  to  the  state,  by  raising  prices  of  commodi- 
ties at  home,  or  hurt  of  trade,  or  generally  inconvenient. 
It  was  afterwards  declared  that  these  excepted  grants  of 
privilege  should  have  the  same  validity  that  they  had  pre^ 
vious  to  the  passing  of  the  statute,  but  no  other.  *  It  is  to 
be  observed '  (said  Lord  Justice  James  in  the  case  of  Von 
Heyden  v.  Neustadt,  50  L.  J.  n.  s.  Ch.  126)  '  that  the  statute 
of  James  gives  no  right  to  the  inventor.  The  statute  is  a 
statute  for  the  abolishing  and  forbidding  monopoUes,  and 
the  sixth  section,  under  which  the  Grown  acts  in  these 
matters,  is  a  mere  proviso  excepting  from  the  operation  of 
that  Act  certain  patents  or  grants  of  privileges,  which  are 
to  be  '^  of  such  force  as  they  should  be  if  that  Act  had  never 
been  made,  and  of  none  other."  And  it  is  from  the  ancient 
power  and  prerogative  of  the  Grown  so  saved  and  preserved 
that  every  patentee  derives  his  monopoly.  What  the  Crown 
could  lawfully  do,  and  has  lawfully  done,  after  that  statute, 
is  shown  by  the  uniform  tenor  of  the  letters  patent  which 
have  been  since  issued,  by  the  advice  and  authority  of  every 
law  oflScer  and  every  holder  of  the  Great  Seal  for  upwards 
of  two  centuries  and  a  half.  The  power  of  the  Grown  to 
grant  letters  patent  of  such  tenor  has  never  been  brought 
in  question.' 

When  the  validity  of  a  monopoly  comes  into  question, 
the  first  point  to  consider  is,  whether  it  is  rendered  void 
by  the  statute ;  and  secondly,  if  it  should  not  be  thereby 
avoided,  whether  it  is  a  privilege  permitted  by  the  common 
law. 

In  this  treatise,  however,  we  restrict  ourselves  to  a  con- 
sideration of  Patents  for  inventions.  It  is  not  every  kind 
of  discovery  that  can  be  protected  by  a  patent.  The  statute 
of  James  I.  requires  a  patentable  invention  to  be  referable 
to  some  manner  of  manufacture,  as  these  words  have  been 
interpreted  by  the  courts  of  law. 

Nor  is  it  every  one  who  may  succeed  in  obtaining  the 
grant  of  a  patent  for  an  invention  that  is  able  to  sustain  it 
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under  strict  legal  Bcrutiny.    In  order  that  a  patent  should 
be  held  valid  in  a  court  of  law : 

1 .  The  Invention  must  possess  a  certain  amount  of  utility ; 
must  display  some  degree  of  novelty ;  and  must  have  been 
attained  by  the  exercise  of  some  measure  of  ingenuity. 

2.  Hie  Patentee  must  be  the  true  and  first  inventor, 
that  is,  he  must  not  have  obtained  the  invention  from 
another  person  (unless  he  has  imported  it  from  abroad); 
nor  must  he  have  derived  it  from  a  printed  book ;  nor  from 
a  patent  specification  pubUshed  in  this  country  or  intro- 
duced  from  abroad. 

8.  The  Specification,  that  is  the  patentee's  formal  de- 
scription of  his  invention,  must  be  accurate,  intelligible,  and 
sufficient ;  it  must  point  out  distinctly  what  the  patentee 
claims  as  his  own ;  and  must  not  claim  anything  that  is  not 
his  own. 

Besides  treating  of  these  subjects,  the  procedure  in  ap- 
plications for  patents  will  be  explained  in  this  volume.  The 
Patent  itself,  its  form,  intent,  and  duration,  and  the  deal- 
ings with  it  by  way  of  Assignment  and  Licence,  will  be  ex- 
pounded. Various  contentious  matters,  such  as  oppositions 
to  grants,  the  infringement  of  patent  rights,  the  revocation 
of  patents,  and  the  proceedings  taken  to  restrain  a  patentee's 
threats  will  be  dealt  with.  Certain  collateral  topics,  such  as 
the  amendment  of  specifications,  the  registration  of  patents 
and  of  documents  relating  thereto,  and  the  international 
and  colonial  arrangements  for  the  reciprocal  issue  of  patents, 
wUl  be  handled.  A  brief  account  of  the  Patent  Office  esta- 
blishment, where  the  business  of  obtaining  patents  is  trans- 
acted, will  be  given ;  and  lastly,  a  short  chapter  on  the 
Institute  of  Patent  Agents  will  be  found  at  the  end  of  the 
treatise. 
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CHAPTER  II. 

THE  SUBJECT-MATTER  OR  NATURE  OF  A  PATENTABLE  INTEN- 
TION — A  BARE  PRINCIPLE  NOT  PATENTABLE— PROCESSES 
— CHIEF   CLASSES   OF   PATENTABLE   INVENTIONS. 

In  proceeding  to  consider  the  subject-matter  or  nature  of 
the  inventions  which  may  be  legally  protected  by  patents, 
it  is  proper  to  premise  that  no  general  definition  can  be 
given  which  shall  exactly  mark  out  what  can  and  what  can- 
not be  included  in  a  valid  patent.  Where  the  invention  is 
not  one  of  a  well-known  class,  it  will  be  much  better  for  the 
inventor  to  consult  some  one  conversant  with  such  matters 
— some  one  whose  practical  experience  comes  in  aid  of 
general  principles,  and  who  is  bound  by  his  profession  and 
standing  in  society  to  the  utmost  secrecy — than  to  rely 
altogether  upon  what  is  stated  in  books,  or  upon  a  narrow 
range  of  precedent.  It  is  the  more  important  that  the  in- 
ventor's attention  should  be  drawn  to  this  point  previous  to 
his  incurring  expense,  since  a  patent  is  taken  out  entirely  at 
the  risk  of  the  inventor,  the  Grown  in  no  degree  guarantee- 
ing the  validity  of  its  grant,  which,  if  contested,  will  be 
judged  by  the  abstract  rules  of  law  applicable  to  the  case. 

Ab  we  have  already  remarked,  it  is  not  every  kind  of 
discovery  which  can  be  protected  by  a  patent.  No  inven- 
tion is  patentable  which  does  not  fall  within  the  language 
of  the  Act  of  King  James,  and  is  not  referable  to  some 
'  maimer  of  new  manufactures.'  It  is  true,  as  we  shall  see 
further  on,  that  these  words  have  received  a  very  wide  in- 
terpretation;  still  they  have  never  been  held  to  include 
such  inventions  and  discoveries  as  that  of  an  abstract  prin- 
ciple without  reference  to  any  of  its  practical  applications ; 
or  that  of  a  game  of  skill  or  chance  irrespective  of  the 


8  PRINCIPLES 

known,  the  plaintiff  had  first  invented  a  mode  of  applying 
it  by  a  mechanical  apparatus  to  furnaces;  and  the  inven- 
tion then  consisted  in  this — the  application  of  air  heated 
up  to  red-heat,  or  nearly  so,  and  the  interposition  of  a 
receptacle  for  heating  air  between  the  blowing-apparatus 
and  the  furnace.  And  Mr.  Baron  Alderson,  in  reply  to  the 
argument  of  the  plaintiff's  counsel  that  he  claimed  every 
vessel  and  every  shape  of  closed  vessel  in  which  air  could  be 
heated  between  the  blowing-apparatus  and  the  furnace,  said, 
*  Then  I  think  that  is  a  principle,  if  you  claim  every  shape. 
If  you  claim  a  specific  shape,  and  go  to  the  jury  and  say 
that  which  the  other  people  have  adopted  is  a  colourable 
imitation,  then  I  can  understand  it.  If  you  claim  every 
shape,  you  claim  a  principle.  There  is  no  difference  between 
a  principle  to  be  carried  into  effect  in  any  way  you  will, 
and  claiming  the  principle  itself.  You  must  detail  some 
specific  mode  of  doing  it.'  (See  L.  J.  Lindley's  approving 
remarks  on  this  dictum.  Automatic  Weighing  Machine  Co. 
V.  Knight,  6  E.  P.  C.  808.) 

In  the  same  case  (1  W.  P.  C.  842)  Ald^rson,  B.,  said,  *  I 
take  it  that  the  distinction  between  a  patent  for  a  principle 
and  a  patent  which  can  be  supported  is,  that  you  must 
have  an  embodiment  of  the  principle  in  some  practical  mode, 
described  in  the  specification,  of  carrying  the  principle  into 
actual  effect ;  and  then  you  take  out  your  patent,  not  for 
the  principle,  but  for  the  mode  of  carrying  the  principle  into 
effect.  In  Watt's  patent,  which  comes  the  nearest  to  the 
present  of  any  you  can  suggest,  the  real  invention  of  Watt 
was,  that  he  discovered  that  by  condensing  steam  in  a  sepa^ 
rate  vessel,  a  great  saving  of  fuel  would  be  effected  by  keeping 
the  steam-cylinder  as  hot  as  possible,  and  applying  the  cool- 
ing process  to  the  separate  vessel,  and  keeping  it  as  cool  aa 
possible ;  whereas  before,  the  steam  was  condensed  in  the 
same  vessel ;  but  then  Mr.  Watt  carried  that  practically  into 
effect  by  describing  a  mode  which  would  effect  the  object.' 

The  words  of  Lord  Justice  Clerk  Hope,  in  the  case  of 
the  HousehiU  Company  v.  NeiUon  (1  W.  P.  C.  683),  may  be 
cited  in  reference  to  the  same  point.     '  A  patent  cannot  be 
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taken  out  solely  for  an  abstract  philosophical  principle — for 
instance,  for  any  law  of  nature  or  any  property  of  matter, 
apart  from  any  mode  of  turning  it  to  account  in  the  practi* 
cal  operations  of  manufiacture,  or  the  business,  and  arts, 
and  utilities  of  life.  The  mere  discovery  of  such  a  principle 
is  not  an  invention  in  the  patent-law  sense  of  the  term. 
Stating  such  a  principle  in  a  patent  may  be  a  promulga- 
tion of  the  principle,  but  it  is  no  application  of  the  principle 
to  any  practical  purpose.  And  without  that  application  of 
the  principle  to  a  practical  object  and  end,  and  without  the 
application  of  it  to  human  industry  or  to  the  purposes  of 
human  enjoyment,  a  person  cannot  in  the  abstract  appro* 
priate  a  principle  to  himself.  But  a  patent  will  be  good, 
though  the  subject  of  the  patent  consists  in  the  discovery 
of  a  great  general  and  most  comprehensive  principle  in 
science  or  law  of  nature,  if  that  principle  is  by  the  specifi* 
cation  applied  to  any  special  purpose,  so  as  thereby  to 
effectuate  a  practical  result  and  benefit  not  previously 
attained.  ...  It  is  no  longer  an  abstract  principle.  It 
comes  to  be  a  principle  turned  to  account  to  a  practical 
object,  and  applied  to  a  special  result.  It  becomes  then 
not  an  abstract  principle,  which  means  a  principle  con- 
sidered apart  from  any  special  purpose  or  practical  obser- 
vation, but  the  discovery  and  statement  of  a  principle  for  a 
special  purpose,  that  is,  a  practical  invention,  a  mode  of 
carrying  a  principle  into  effect.  .  .  .  The  instant  that  the 
principle,  although  discovered  for  the  first  time,  is  stated 
in  actual  application  to,  and  as  the  agent  of,  producing 
a  certain  specified  effect,  it  is  no  longer  an  abstract  prin- 
ciple; it  is  then  clothed  with  the  language  of  practical 
application,  and  receives  the  impress  of  tangible  direction 
to  the  actual  business  of  life.' 

Minter's  patent  was  for  an  improvement  in  the  con* 
struction  of  chairs,  which  consisted  in  the  application  of  a. 
self-adjusting  leverage  to  the  back  and  seat  of  a  chair^ 
whereby  the  weight  on  the  seat  acted  as  a  counter-balance 
to  the  pressure  against  the  back.  The  patentee  having 
obtained  a  verdict  at  the  trial  of  an  action  for  the  infringe* 
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ment  of  the  patent,  it  was  contended,  on  a  motion  for  a 
nonsuit,  that  the  patentee  had  claimed  a  principle^  and  not 
any  partictdar  means  of  carrying  the  principle  into  effect. 
Now,  to  a  principle  per  se  he  was  not  entitled;  and  as 
to  the  particular  means  adopted,  the  defendant  had  not 
borrowed  it.  The  plaintiff,  it  was  further  argued,  had 
attempted  to  appropriate  by  his  specification  one  of  the 
first  principles  in  mechanics,  viz.  the  lever.  '  But,'  said 
Lord  Lyndhurat,  C  B.,  '  it  is  not  a  leverage  only,  but  it  is 
a  self-adjusting  leverage;  and  it  is  not  a  self-adjusting 
leverage  only,  but  it  is  a  self-adjusting  leverage  producing 
a  particular  effect,  by  means  of  which  the  weight  on  the 
seat  counterbalances  the  pressure  on  the  back  of  a  chair.' 
And  Parke,  B,,  said, '  For  the  application  of  a  self-adjusting 
leverage  to  a  chair,  cannot  he  patent  that  ?  He  claims  the 
combination  of  the  two,  no  matter  in  what  shape  or  way 
you  combine  them ;  but  if  you  combine  the  self-adjusting 
leverage,  which  he  thus  applies  to  the  subject  of  a  chair, 
that  is  an  infringement  of  the  patent.'  Lord  Lyndhurst 
went  on  to  say  that  the  application  of  a  self-adjusting 
leverage  producing  the  effect  constituted  the  machine,  and 
the  patentee  claimed  that  machine,  and  the  right  to  make 
it,  by  the  application  of  a  self-adjusting  leverage  producing 
a  pajrticular  effect.    {Minter  v.  Wells,  1  W.  P.  C.  184.) 

Again,  Sir  W.  P.  Wood,  V.  C,  said  in  Dangerfield  v. 
Jones  (18  L.  T.  k.  s.  142),  ^If,  having  a  particular  purpose 
in  view,  you  take  the  general  principles  of  mechanics  and 
apply  one  or  other  of  them  to  a  manufacture  to  which  it 
has  never  been  before  applied,  that  is  a  sufficient  ground 
for  taking  out  a  patent,  provided  that  the  Court  sees  that 
which  has  been  invented  is  new,  desirable,  and  for  the 
public  benefit.' 

In  the  case  of  the  Electric  Telegraph  Company  v.  Brett 
(10  G.  B.  B.  888)  it  was  argued  that  the  giving  of  duplicate 
signals  at  intermediate  stations  was  not  the  proper  subject 
of  a  patent,  being  an  idea  or  principle  only,  and  not  a  new 
manufacture.  But  it  was  held  by  the  Court,  that  as  the 
patentees  had  not  only  communicated  the  idea  or  principle. 
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but  showed  how  it  might  be  carried  into  effect,  viz.  by 
appropriate  apparatus  at  each  station,  the  patent  was  valid. 
See  also  the  remarks  upon  this  subject  of  Sir  O.  Jessel, 
M.  R.^  in  the  case  of  Otto  v. Linford  (46 L.  T.  n.  s.^9,  Goodeve 
Patent  Gases,  843). 

PROCESSES. 

It  will  have  been  observed  that  what  the  statute  of  King 
James  excepts  from  the  operation  of  the  invalidating  first 
clause  is  the  privilege  of  the  sole  working  or  making  of  any 
manner  of  new  manufactures.  Now  it  seems  to  have  been 
at  one  time  doubted  whether  a  mere  method  or  process  was 
embraced  by  these  words  of  the  statute.  Perhaps^  said 
Lord  Tenterden,  C,  J.,  in  the  case  of  Rex  v.  Wheeler  (2  B. 
&  A.  850),  the  statute  '  may  extend  to  a  new  process  to  be 
carried  on  by  known  implements,  or  elements  acting  upon 
known  substances,  and  ultimately  producing  some  other 
known  substance,  but  producing  it  in  a  cheaper  or  more 
expeditious  manner,  or  of  a  better  and  more  useful  kind.' 
The  current  of  decision  since  Lord  Tenterden's  time  has 
converted  what  he  put  in  a  doubtful  way  into  a  certainty ; 
for  the  books  are  full  of  cases  which  prove  beyond  a  doubt 
that  a  process  is  patentable.  The  patent  contested  in 
Oibson  V.  Brand  (1  W.  P.  C.  681)  was  for  a  new  or  improved 
process  or  manufacture  of  silk.  Tvndaly  C,  e7.,  said  that 
there  was  strong  reason  to  suppose  that  a  patent  for  a 
process,  in  the  strict  or  proper  sense  of  the  term,  might  be 
good  in  law.  Such  certainly  was  the  opinion  of  Chief 
Justice  Eyre  in  Bovlton  v.  Bull  (1  Carp.  B.  146).  '  It  was 
admitted  in  the  argument  at  the  bar  that  the  word  ''manu- 
facture "  in  the  statute  was  of  extensive  signification ;  that 
it  applied  not  only  to  things  made,  but  to  the  practice  of 
making,  to  principles  carried  into  practice  in  a  new  manner, 
to  new  results  of  principles  carried  into  practice.' 

It  has  been  said  that  the  doubt  as  to  whether  a  process 
is  patentable  has  been  needlessly  raised,  and  that  it  is  a 
misuse  of  terms  to  speak  of  a  patentable  process  at  all. 
The  subject-matter  of  the  patent,  it  is  urged,  is  in  reality  a 
manufacture  according  to  a  new  process^  and  this  is  there- 
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fore  a  new  manufacture.  For  example,  in  Crane  v.  Price 
(1  W.  P.  C.  877),  the  subject  of  the  patent  was,  according 
to  this  view,  the  manufacture  of  iron  by  means  of  a  new 
process,  viz.  the  combination  of  a  hot-air  blast  and  anthra- 
cite in  the  furnace.  In  Oibson  v.  Brand  it  was  the  manu- 
forcture  of  silk  by  a  new  process. 

We  are  told  by  Sir  F.  PoUock^  C.  B.  {Stevens  v.  Keating ^ 
2  W.  P.  C.  182) ,  that '  the  real  invention  may  be,  not  so 
much  the  thing  when  produced,  as  the  mode  in  which  it  is 
produced ;  and  its  novelty  may  consist,  not  so  much  in  its 
existence  as  a  new  substance,  as  in  its  being  an  old  sub- 
stance, but  produced  by  a  different  process.  In  one  sense, 
an  old  substance  produced  by  a  new  process  is  a  new 
manufacture  ;  of  that  there  cannot  be  a  doubt ;  and  there- 
fore, although  the  language  of  the  Act  has  been  said  to 
apply  only  to  manufactures  and  not  to  processes,  when  you 
come  to  examine,  either  literally,  or  even  strictly,  it  appears 
to  me  the  expression  "  manufacture  "  is  free  from  objection, 
because,  though  an  old  thing,  if  made  in  a  new  way,  the 
very  making  of  it  in  a  new  way  makes  it  a  new  manufac- 
ture. Therefore,  although  I  think  this  is  a  patent  for  the 
process  rather  than  the  product,  I  think  it  may  be  a  patent 
for  the  product.' 

Allowing  this  explanation  its  full  force,  it  will  not  ex- 
tend to  many  cases  wherein  it  has  been  decided  that  bare 
processes  are  patentable,  or  to  cases  where  patents  foir 
mere  applications  have  been  supported.  For  example,  in 
Forsyth  v.  Riviere  (1  Carp.  Eep.  401),  the  application  of  a 
known  detonating  powder  to  the  discharge  of  known  kinds 
of  fire-arms  was  held  to  be  a  patentable  invention.  But 
how  could  this  be  a  manufacture  in  the  ordiilary  meaning 
of  the  word?  Again,  in  the  case  of  Hartley* s  Patent 
(1  W.  P.  G.  64),  it  was  held  that  the  application  of  metal 
plates,  made  in  the  ordinary  way,  to  ships  and  buildings, 
with  the  view  of  protecting  them  against  fire,  by  preventing 
the  access  of  air,  was  a  patentable  invention.  Again,  in 
the  case  of  the  EUctric  Telegraph  Company  v.  Brett  (10 
C.  B.  B.  888),  a  method  of  giving  duplicate  signals  at 
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intermediate  stations  was  held  to  be  properly  the  subject  of 
a  patent.  In  none  of  these  cases  was  any  new  substance 
produced,  nor  any  new  machinery  employed.  '  Most  cer- 
tainly the  exposition  of  the  statute,  as  f&r  as  usage  will 
expound  it,  has  gone  very  much  beyond  the  letter '  {Eyre, 
C.  J.,  in  BouUon  v.  BvU,  1  Carp.  R.  146) ;  and  Lord  Chief 
Justice  TindaVs  remarks  in  Cornish  v.  Keene  (1  W.  P.  C. 
508)  show  the  latitude  of  interpretation  which  is  given  to 
the  word  ^  manufactures '  in  the  Act  of  Parliament.  *  It 
has  a  very  wide  and  extended  meaning.  You  may  call  it 
almost  invention.*  Again,  Coleridge^  J.,  said,  in  Bush  v. 
Fox  (Macr.  P.  C.  176),  manufacture  includes  both  process 
and  result.  And  in  EaUton  v.  Smith  (11  H.  L.  G.  228), 
Lord  Wesibury  said,  *  By  the  large  interpretation  given  to 
the  word  "manufacture,"  it  not  only  comprehends  produc- 
tions, but  it  also  comprehends  the  means  of  producing 
them.  Therefore,  in  addition  to  the  thing  produced  it  will 
comprehend  a  new  machine,  or  a  new  combination  of 
machinery;  it  will  comprehend  a  new  process  or  an  im- 
provement of  an  old  process.' 

In  NewaJl  v.  Elliott  (13  W.  R.  11)  the  patent  was  for 
^improvements  in  apparatus  employed  in  laying  down 
submarine  telegraph  wires ; '  and  the  specification,  after 
describing  the  apparatus,  concluded  with  the  following 
claim: — 'First,  coiling  the  wire  or  cable  roimd  a  cone; 
secondly,  the  supports  placed  cylindrically  outside  the  coil 
round  the  cone ;  thirdly,  the  use  of  the  rings  in  combina- 
tion with  the  cone  as  described.'  It  was  objected  that  the 
invention  thus  claimed  was  merely  a  mode  of  coiling  and 
paying  out  cables,  and  was  not  a  new  manufacture,  and 
could  not,  therefore,  be  the  subject-matter  of  a  patent. 
The  Court,  however,  over-ruled  the  objection,  and  held  the 
patent  valid. 

Previous  to  the  patent  granted  to  Wallington,  gelatine 
had  been  made  by  submitting  large  pieces  of  hide  to  the 
action  of  caustic  alkali,  and  by  employing  blood  to  clarify 
the  product.  Wallington's  process  consisted  in  cutting 
the  hides  into  thin  slices,  and  the  use  of  blood  was  unneces- 
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sary.    This  was  held  to  be  a  patentable  invention.     (WaU 
lington  v.  Dale,  7  Exch.  Eep.  888.) 

GLASSES  OF  PATENTABLE  INYENTIONS. 

The  inventions  for  which  valid  patents  have  been 
granted  may  be  roughly  divided  into  the  following 
classes : — 

1.  New  contrivances  applied  to  new  objects  or  purposes , 
and  yielding  new  results. 

2.  New  contrivances  applied  to  old  objects  or  purposes. 

8.  New  combinations  of  old  parts,  or  of  old  and  new 
parts,  the  subject-matter  consisting  either  of  material  objects  or 
of  mechanical  processes. 

4.  New  methods  of  applying  an  old  thing. 

5.  Chemical  processes,  sometimes  in  combination  with 
mechanical  contrivances. 

The  reader  may  like  to  have  some  illustrations  of  these 
classes  of  inventions,  and  we  shall  proceed  to  offer  the 
following : — 

1.  New  contrivances  applied  to  new  objects  or  purposes. 
Several  modern  inventions  of  great  commercial  or  social 
importance  would  fall  under  this  head.  Amongst  them  are 
conspicuous — ^Apparatus  to  be  worked  by  electricity  for 
transmitting  messages  from  place  to  place  on  land ;  wire 
cables  for  transmitting  messages  by  the  aid  of  electricity 
across  the  ocean ;  telephonic  apparatus  for  transmitting 
words  from  the  mouth  of  a  speaker  to  the  ear  of  a  listener 
at  a  distance ;  the  art  of  photography ;  the  art  of  electro- 
plating. All  these  have  been  invented  and  made  wonderful 
progress  within  the  recollection  of  many  persons  now  living. 

2.  A  new  contrivance  employed  to  effect  a  well-known 
object — to  make,  for  instance,  an  article  previously  made 
in  a  different  way — is  also  patentable,  provided  that  the 
new  contrivance  is  attended  with  some  degree  of  utility ; 
for  example,  that  it  accomplishes  the  result  more  rapidly, 
efficiently,  or  cheaply  than  the  old  contrivance.  *  There 
may  be  a  valid  patent '  (said  Lord  Eldon  in  Hill  v.  Thomp- 
son, 1  W.  P.  C.  287)  *  for  a  new  combination  of  materials 
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previously  in  use  for  the  same  purpose,  or  for  a  new 
method  of  applyiog  such  materials.' 

Again,  where  an  invention  effects  a  known  purpose  with 
new  materials,  it  will  be  held  a  patentable  process.  Thus, 
Binney  obtained  a  patent  for  the  manufacture  of  packing 
for  the  joints  of  steam-engines.  Feltmann  afterwards 
obtained  a  patent  for  the  same  object,  but  he  employed 
different  materials  for  the  packing  stuff.  The  later  patent 
was  held  to  be  good  for  a  new  process.  (Binney  v.  Feltmann, 
1  Griff,  P.  C.  50.) 

A  process  by  which  a  product  is  directly  obtained  when 
the  old  method  of  obtaining  it  was  indirect  may  form  the 
subject  of  a  patent.  Thus,  it  was  held  in  Booth  v.  Kennard 
(1  H.  &  N.  527),  that  to  obtain  gas  by  the  direct  distillation 
of  oleaginous  seeds  was  a  patentable  invention,  although 
gas  had  been  previously  obtained  by  the  distillation  of  oil 
expressed  from  oleaginous  seeds. 

8.  A  new  combination  of  known  parts  or  old  processes 
producing  a  new  result,  or  producing  an  old  result  in  a 
more  economical  manner  or  more  perfect  form,  whereby 
articles  cheaper  or  better  than  had  ever  before  been  pro- 
duced are  rendered  accessible  to  the  public,  will  be  held  a 
meritorious  and  patentable  invention.  It  was  held  in  Crane 
V.  Price  (1  W.  P.  C.  408)  that  the  combination  of  the  hot- 
air  blast  with  stone  coal  in  the  smelting  of  iron  (the  hot-air 
blast  and  stone  coal  having  been  separately  in  use  before, 
but  the  combination  being  previously  unknown)  was  an 
invention  intended  by  the  statute,  and  such  as  might  well 
become  the  subject  of  a  patent.  It  was  said  by  Tindalf  C.  J., 
that  there  were  numerous  instances  of  patents  where  the 
invention  consisted  in  no  more  than  in  the  use  of  things 
already  known,  and  acting  with  them  in  a  manner  already 
known,  and  producing  effects  already  known,  but  producing 
those  effects  so  as  to  be  more  economically  or  beneficially 
enjoyed  by  the  public. 

That  the  novel  combination  of  old  parts  having  a  useful 
result  may  form  the  subject  of  a  valid  patent  has  been 
again  and  again  decided.     {Lister  v.  Leather,  8  E.  and  B. 
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1004 ;  Newall  v.  Elliott,  10  Jur.  n.  s.  954 ;  S.  C.  18  W.  R.  11 ; 
Murray  v.  Clayton,  L.  R.  7  C.  570 ;  Cannington  v.  NuttaU, 
L.  R.  5  H.  L.  205  ;  Hayward  v.  Hamilton,  1  Griffin  P.  C. 
115.)  '  If  there  be '  (said  Z^ord  Westbury  in  Spencer  y.  Jack, 
3  De  G.  J.  &  S.  846)  '  a  combination  of  several  things  pre- 
viously well  known,  which  combination  is  attended  with 
such  results  of  utility  and  advantage  to  the  public  that  the 
combination  itself  is  rightly  denominated  a  substantial  im- 
provement, it  is  impossible  to  deny  that  that  is  the  subject 
of  a  patent.'  See  further  as  to  combinations  in  the  chapter 
on  the  Complete  Specification. 

A  new  combination  of  processes  may  even  consist  of  an 
old  combination  with  the  omission  of  one  of  the  old  pro- 
cesses, provided  that  some  degree  of  invention  has  been 
manifested  in  arriving  at  the  new  combination  or  process. 
Thus  in  the  case  of  Russell  v.  Cowley  (1  W.  P.  C.  459)  a 
patent  had  been  obtained  for  an  invention  for  manufacturing 
iron  tubes,  by  welding  them  without  the  use  of  a  mandrel, 
or  internal  support ;  and  its  validity  being  contested,  it  was 
held  good.  Lord  Lyndhurst  read  the  specification  as  claiming 
only  the  manufacture  of  tubes  without  a  mandrel.  By  the 
new  process,  tubes  could  be  made  of  greater  length,  of 
greater  uniformity,  and  considerably  cheaper,  than  before. 

But  the  combinations  for  which  patents  are  obtained 
frequently  consist  not  only  of  old  parts,  but  to  some  extent 
of  new  parts,  which  are  themselves  minor  inventions  and 
may  be  protected  as  such.  If  any  one  of  the  parts  is  new, 
it  follows  that  the  entire  combination  is  new  too. 

The  introduction  into  an  old  combination  of  a  new  shape 
of  one  of  the  old  elements  of  that  combination,  which  new 
shape  invokes  a  physical  law  otherwise  left  on  one  side 
(e.g.  employing  a  filament  of  carbon  instead  of  a  thick  rod 
in  an  incandescent  electrical  lamp),  is  a  good  subject  for  a 
patent.  (Edison  <t  Swan  United  Electric  Light  Co.  v.  Wood- 
house  (first  action),  4  R.  P.  C.  98.) 

4.  A  new  mode  of  applying  a  known  thing  may  he  the 
suibject  of  a  patent,  provided  that  some  ingenuity,  som£  novelty, 
is  exhibited  in  the  mode  of  making  that  application,  and  that 
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the  application  is  attended  by  some  useful  result.  (See  the 
section  on  Applications  in  Chapter  Y.)  In  Watt's  patent 
for  a  new  method  of  lessening  the  consumption  of  steam 
and  fuel  in  steam-engines,  the  enclosing  of  the  cylinder  in 
a  case  of  wood,  or  any  other  material  that  transmits  heat 
slowly,  was  claimed,  and  allowed  to  be  a  patentable  inven- 
tion. {Bovlton  V.  BuU,  2  H.  Bl.  468,  1  Carp.  117.)  In 
Forsyth's  patent  for  a  method  of  discharging  fire-arms,  the 
patentee  claimed  the  use  and  application  of  certain  known 
fulminating  compounds  for  this  purpose.  It  was  contended 
that,  since  the  properties  of  detonating  powder  were  well 
known  for  other  purposes,  the  using  of  such  materials  to 
discharge  fire-arms  was  not  a  new  manufa>cture  for  which  a 
patent  could  be  supported.  But  Abbott,  C.  J.,  stated  that 
if  the  invention  (i.e.  this  particular  application  of  detonating 
powder)  were  new,  it  was  such  a  one  as  might  be  secured 
by  patent.  The  jury  having  found  the  invention  to  be  a 
new  one,  the  patentee  had  a  verdict.  {Forsyth  v.  Kivierey 
1  Carp.  404.) 

Charcoal  had  been  used  in  refining  sugar  previously  to 
Derosne's  patent ;  but  the  old  method  was  to  mix  charcoal 
powder  with  the  syrup,  and  the  new  was  to  pass  the  syrup 
through  beds  of  charcoal  constructed  in  a  particular  manner. 
By  the  old  process  a  considerable  quantity  of  charcoal  was 
taJken  up  by  the  syrup,  and  this  was  an  injury  to  the  sugar. 
In  Derosne's  process  this  objection  did  not  arise ;  and, 
moreover,  it  was  applicable  not  only  to  the  refinement  of 
coarse  sugar,  but  to  the  original  manufacture  of  sugar  out 
of  cane-juice.  In  an  action  brought  for  infringing  the 
patent,  the  originality  of  the  invention  was  held  not  to  be 
impeached  by  showing  that  there  had  been  an  earlier  use 
of  charcoal  in  the  refinement  of  sugar.  No  evidence  was 
given  that  any  other  person,  before  the  date  of  the  plaintiffs 
patent,  ever  applied  in  use  the  particular  mode  of  filtering 
syrup  which  the  patent  was  intended  to  introduce :  and  in 
the  absence  of  such  evidence,  LordAbinger  directed  the  jury 
to  find  for  the  plaintiff.   {Derosne  v.  Fairie,  1 W.  P.  C.  154.) 

In  the  case  of  Cornish  v.  Keene  (1 W.  P.  C.  517)  a  patent 
for  improvements  in  the  manufacture  of  elastic  fabrics  WM 
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contested.  The  patentee's  mode  of  effecting  his  object  was 
by  introducing  into  the  fabric  threads  of  india-rubber,  coated 
with  filamentous  material  and  applied  as  warp  or  weft,  or 
as  bothy  according  to  the  direction  of  the  elasticity  required 
—the  india-rubber  threads  having  been  stretched  to  their 
utmost  tension  and  rendered  non-elastic  before  being  intro- 
duced into  the  fabric,  and  then  being  rendered  elastic  by 
the  application  of  heat.  It  was  contended  that  this  was 
neither  a  new  manufacture,  nor  an  improvement  of  an  old 
manufacture,  but  was  merely  the  application  of  a  known 
material,  in  a  known  manner,  to  a  purpose  known  before. 
*  That  it  is  a  manufacture  *  (said  Tindal,  C.  «7.,  delivering 
the  judgment  of  the  Court)  ^  can  admit  of  no  doubt ;  it  is  a 
vendible  article,  produced  by  the  hand  and  art  of  man. 
Whether  it  is  new  or  not,  or  whether  it  is  an  improvement 
of  an  old  manufacture,  was  one  of  the  questions  for  the 
jury,  upon  the  evidence  before  them;  but  that  it  came 
within  the  description  of  a  manufacture,  and  so  far  is  an 
invention  which  may  be  protected  by  a  patent,  we  feel  no 
doubt  whatever.  The  materials,  indeed,  are  old,  and  have 
been  used  before ;  but  the  combination  is  alleged  to  be,  and, 
i(  the  jury  are  right  in  their  finding,  is,  new ;  and  the  result 
or  production  is  equally  so.  The  use  of  elastic  threads  or 
st;cands  of  india-rubber,  previously  covered  by  filaments 
wound  round  them,  was  known  before ;  the  use  of  yarns  of 
cotton,  or  other  non-elastic  material,  was  also  known  before ; 
but  the  placing  them  alternately  side  by  side  together  as 
a  .warp,  and  combining  them  by  means  of  a  weft  when  in 
extreme  tension,  and  deprived  of  their  elasticity,  appears 
to  be  new ;  and  the  result,  viz.,  a  cloth  in  which  the  non- 
elastic  threads  form  a  limit  up  to  which  the  elastic  threads 
loay  be  stretched,  but  beyond  which  they  cannot,  and  there- 
fore cannot  easily  be  broken,  appears  a  production  altogether 
new.    It  is  a  manufacture  at  once  ingenious  and  simple.' 

A  patent  was  granted  for  an  improved  mode  of,  and 
apparatus  for,  bending  wood  for  the  handles  of  walking- 
sticks,  &c.,  and  the  specification  described  the  apparatus  as 
being  a  vice  for  holding  a  stick,  previously  softened  in  moist 
sand,  placed  close  to  a  hollow  mandrel  on  which  the  bend,- 
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ing  was  effected  by  sending  a  jet  of  lighted  gas  into  it,  and 
then  securing  the  stick  on  the  mandrel  by  a  strip  of  steel. 
The  heat  stiffened  the  fibres  of  the  wood,  and  the  carvatore 
was  rendered  permanent.    In  a  snit  to  restrain  the  de- 
fendants from  infringing  the  patent,  its  validity  was  called 
in  question,  on  the  ground  that  the  invention  was  not  new; 
but  Sir  W.  P.  Wood,  V.  (7.,  granted  the  injunction,  saying, 
^When  it  is  stated  that  because  wood  is  bent  by  coach- 
makers  and  others  in  a  variety  of  ways  by  the  application 
of  heat,  you  cannot  have  a  patent  for  the  application  of 
heat  to  the  bending  of  walking-sticks,  that  is  the  same  sort 
of  reasoning  that  was  pressed  on  the  Court  with  reference 
to  an  invention  for  an  improvement  on  navigation.    It  was 
said  that  the  operation  of  a  propelling  power  by  presenting 
a  screw-propeller  to  the  action  of  water  was  nothing  new — 
that  it  was  like  the  action  of  a  windmill  with  reference  to 
the  wind.     That  reasoning,  however,  did  not  succeed.' 
(Dangerfield  v.  Jones,  18  L.  T.  n.  s.  142.) 

5.  Chemical   processes,  sometimes  in  combination  with 
mechanical  contrivances,  whereby  something  useful  is  pro* 
duced  or  effected.    Under  this  head  the  following  examples 
may  be  given :  the  distillation  of  bituminous  minerals  for 
the  production  of  illuminating  and  lubricating  oils  {Y(mng 
V.  Femie,  4  Giff.  597) ;  the  purification  of  coal  gas  by  means 
of  oxides,  chlorides,  &c.  {HULs  v.  London  Oas  Light  Com- 
pany, 5  H.  &  N.  812) ;  the  precipitation  of  the  solid  animal 
and  vegetable  matter  contained  in  sewage  water  with  a  view 
to  its  employment  as  manure  {Higgs  v.  Goodwin,  E.  B.  &  E. 
529) ;  the  preparation  of  dyeing  materials  {Steiner  v.  Heald, 
6  Exch.  607  ;  Simpson  v.  HoUiday,  5  N.  E.  840,  L.  E.  1  H.L. 
815 ;  BadischeAnilin  und  Soda  Fabrik  v.  Levinstein,  4  E.  P.  C. 
449) ;  the  electro-deposition  of  nickel  (Tlie  Plating  Co.  v. 
Farqnharson,  1  GriflSn,  P.  C.  187) ;  the  manufacture  of  alum 
{Kurtz  V.  Spence,  5  E.  P.  C.  161) ;  the  mixture  of  two  or 
more  substances  in  certain  definite  proportions  forming  a 
compound  substance  useful  for  its  preservative,  sanitary,  or 
other  useful  properties  {Bewley  v.  Hancock,  6  De  G.  M.  &  G. 
402 ;  Muntz  v.  Foster,  2  W.  P.  C.  108  ;  Bailey  v.  Roberton, 
L.  E.  8  App.  Ga.  1055). 

c  2 
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Many  substances  have  been  produced  by  chemists  in 
their  laboratories  in  small  quantities,  which,  if  they  coidd 
be  produced  in  large  quantities  at  a  moderate  cost,  so  as  to 
be  merchantable  commodities,  would  be  extensively  used  by 
the  public.  An  inventor  who  succeeds  in  doing  this  will 
not  be  considered  to  have  been  forestalled  because  the  sub- 
stance has  been  already  produced  on  a  small  scale  as  a 
chemical  curiosity.  He  will  be  held  to  have  been  the  true 
and  first  inventor,  and  his  patent  will  be  supported  because 
he  has  discovered  a  method  of  making  for  sale  an  article 
useful  to  the  public,  and  has  thereby  created  a  new  manu- 
facture. *  What  the  law  looks  to,*  said  F.  C.  Stuart^  in  the 
case  of  Young  v.  Femie  (4  Giff.  611),  *  is  the  inventor '  and 
discoverer  who  finds  out  and  introduces  a  manufacture 
which  supplies  the  market  for  useful  and  economical  pur- 
poses with  an  article  which  was  previously  little  more  than 
the  ornament  of  a  museum.  The  plaintiff  is  an  inventor  of 
this  class,  and  his  patent  is  entitled  to  the  protection  of  the 
law.  I  find  that  he  has  ascertained  by  a  course  of  laborious 
experiment  a  particular  class  of  materials  among  many,  and 
a  particular  process  among  many,  which  has  enabled  him 
to  create  and  introduce  to  the  public  a  useful  manufacture, 
which  amply  supplies  the  market  with  that  which,  until  the 
use  of  the  materials  and  processes  and  temperature  indi- 
cated by  him,  had  never  been  supplied  for  commercial 
purposes.  At  the  date  of  his  patent  something  remained 
to  be  ascertained  which  was  necessary  for  the  useful  appli- 
cation of  the  chemical  discovery  of  paraffine  and  parafi&ne 
oil.  This  brings  it  within  the  principle  stated  by  Lord 
Westbury^  C,  in  the  case  of  Hilh  v.  Evans  (4  De  G.  F.  and 
J.  288).  The  manufacture  with  the  materials  and  process 
indicated  by  him,  according  to  the  sense  in  which  I  under- 
stand the  word  ''  manufacture  "  to  be  used  in  the  statute, 
was  a  new  manufacture  not  in  use  at  the  date  of  his  patent.* 

>  The  inventor  in  this  case  was  referred  to  by  Professor  Huxley,  P.B.S.r 
in  his  Anniversary  Address  to  the  Boyal  Society  1883,  as  '  Mr.  James  Youngs 
a  chemist  whose  skilful  application  of  theory  to  practice  yielded  him  & 
colossal  fortune.' 
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CHAPTEE  m. 

THE   INCIDBNT   OF   UTILITY. 

The  two  chief  incidents  which  are  required  by  law  to  attend 
every  invention  that  claims  the  protection  of  a  patent  are 
Utility  and  Novelty. 

If  one  of  several  heads  of  invention  is  useless  Ihe  patent 
is  void  {Morgan  v.  Seward,  2  M.  &  W.  644;  Simpson  v. 
HolUday\  L.  E.  1  H.  L.  815;  Templeton  v.  Macfarlane, 
1  H.  L.  G.  695).  And  if  part  of  an  invention  is  found  to 
be  meritorious  and  part  useless,  the  patent  is  likewise  void 
(United  Horsenail  Co.  v.  Stewart,  2  E.  P.  C.  132). 

A  patent  for  a  useless  invention  is  thought  by  some 
to  be  void  at  common  law;  by  others,  by  force  of  the 
Statute  of  Monopolies,  which  renders  void  grants  of  privi- 
leges which  tend  to  the  hurt  of  trade,  or  are  generally 
inconvenient.  For  if  a  monopoly  were  allowed  in  a  useless 
invention,  other  persons  would  be  prevented  from  improv- 
ing it,  or  turning  it  to  any  accoimt  whatever,  so  that  com- 
binations of  utility  might  be  impeded.  It  would  stand  in 
the  way  of  real  inventors,  and  hence  be  mischievous  to  the 
public  generally.  (See  the  observations  of  Parke,  B.,  in 
Morgan  v.  Seward,  1 W.  P.  C.  196.)  On  the  trial  oi  Palmer  v. 
Wagstaff  (Newton's  Lond.  Joum.  vol.  xliii.  p.  161),  Chief 
Baron  PoUock  said  that  in  legal  language  it  is  a  &aud  on 
the  law  of  patents  for  any  person  to  take  out  a  patent  with 
a  view  to  the  obstruction  of  improvements.  The  evidence 
showed  that  the  plaintiff's  patent,  which  it  was  alleged  the 
defendant  had  infringed,  had  never  been  worked ;  no  attempt 
had  been  made  to  bring  the  candles  of  the  patented  con- 
struction before  the  public ;  and  the  patent  was  only  then 
brought  into  play  for  the  purpose  of  stopping  the  defendant 
from  a  course  of  improvement. 
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'  A  patent  for  an  invention  which  is  merely  to  obstruct 
every  subsequent  improvement,  which  is  to  step  in  and 
prevent  the  exercise  of  the  ingenuity  of  mankind  and  the 
introduction  of  other  inventions  adapted  to  the  particular 
subject  to  which  the  invention  may  be  applicable,  cannot, 
in  my  judgment,  be  supported.'  (Per  PoUock^  C.  B.,  in 
Crossley  v.  Potter ;  Macr.  P.  C.  240.) 

It  is  to  be  observed  that  the  recital  in  the  Letters  Patent 
of  the  Crown's  willingness  ^to  encourage  all  inventions 
which  may  be  for  the  pvhlic  good '  clearly  points  to  the 
quality  of  utility  as  one  of  the  considerations  for  the  grant, 
which  failing,  the  patent  will  be  invalid. 

If  an  invention  contains  no  degree  of  usefulness  what- 
ever, over  and  above  inventions  already  known,  then  the 
patent  is  void.  {Manton  v.  Parker,  Dav.  P.  C.  827 ;  W. 
P.  C.  192  n.  ;  Manton  v.  Manton,  Dav.  P.  C.  848.) 

*  A  mere  trifling  matter  *  (said  Sir  W.  P.  Wood,  V.  C, 
in  Dangerjield  v.  Jones,  18  L.  T.  N.  s.  142)  *  or  a  thing  of 
no  value  will  not  do,  inasmuch  as  the  whole  theory  of  the 
patent  law  is  based  upon  the  assumption  that  it  is  some- 
thing of  real  value.  You  must  show  that  you  have  invented 
something  useful,  a  new  and  useful  improvement  in  manu- 
factmre.' 

It  is  a  fatal  objection  to  a  patent  that  the  invention  as 
put  into  practice  in  the  only  way  described  in  the  specifica- 
tion is  not  only  useless,  but  dangerous.  (Easterbrook  v. 
Great  Western  Railway  Co.,  2  R.  P.  C.  207.) 

^  In  (patent)  law  utility  means  an  invention  better  than 
the  preceding  knowlege  of  the  trade  as  to  a  particular  fabric. 
It  does  not  mean  abstract  utility.  ...  If  there  is  any  new 
point  of  utility  in  the  invention  which  was  not  in  any  pre- 
vious known  thing,  then  you  may  say  it  is  useful ;  but  if 
you  think  it  is  not  as  good  as  those  existing  before,  or  no 
better  than  those  existing  before  in  any  particular  point, 
then  you  would  say  it  was  not  useful.*  (Mr.  Justice  Grove 
to  the  jury  in  Young  v.  Rosenthal,  1  E.  P.  C.  41.) 

When  an  action  is  tried  before  a  jury,  it  is  for  them,  not 
the  Court,  to  decide  the  question  of  utility  when  the  point 
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has  been  raised  by  appropriate  pleadings ;  ^  and  the  question 
will  go  before  them  in  the  general  shape  of  utility  or  no 
utility.  They  have  not  to  consider  to  what  extent  the  in- 
vention is  useful,  but  only  whether  it  is  of  any  use  at  all. 
Mr.  Baron  Parke,  in  NeUson  v.  Harford  (1  W.  P.  C.  814), 
speaking  of  a  patent  for  the  use  of  hot-blasts  in  furnaces, 
laid  it  down  that  if  the  apparatus  were  an  improvement,  so 
as  to  be  productive,  practically,  of  some  beneficial  result, 
no  matter  how  great,  provided  it  is  sufficient  to  make  it 
worth  while  (the  expense  being  taken  into  consideration) 
to  adapt  such  an  apparatus  to  the  ordinary  machinery  in 
all  cases  of  forges,  cupolas,  and  furnaces,  where  the  blast  is 
used,  then  that  there  would  be  utility  sufficient  to  support 
the  patent.  The  quantum  of  improvement  (should  an  im- 
provement be  in  dispute)  is  not  a  material  point ;  it  is  enough 
that  they  can  find  any  improvement.  {Alderson,  £.,  in 
Morgan  v.  Seward,  1  W.  P.  C.  172,  186.)  In  other  words, 
in  order  to  quash  a  patent  on  this  groimd,  a  jury  must 
expressly  find  that  the  invention  is  of  no  use. 

It  has  been  decided  over  and  over  again  that  the  slightest 
amount  of  utility  is  sufficient  to  sustain  a  patent.  (Per  Mr. 
Justice  Grove  in  Philpot  v.  Hanbury,  2  E.  P.  C.  87.) 

But  it  must  be  kept  in  mind  that  it  is  the  invention  which 
is  required  to  possess  utility,  not  merely  the  thing  produced. 
As  Pollock,  C.  B.,  remarked,  on  trying  the  case  of  Palmer 
V.  PFogf^tq^  (above  cited),  it  is  not  sufficient  for  the  main- 
taining of  a  patent  to  prove  that  the  article  produced  under 
it  is  useful ;  it  must  be  the  invention  that  effects  the  utility. 
Thus  a  patented  manufacture  should  be  either  better  in 
quality,  or  cheaper  in  cost,  than  that  which  it  is  intended 
to  supplant. 

It  was  held,  however,  in  the  case  of  Lewis  v.  Marling 

'  That  the  patentee  must  go  into  proof  of  the  utility  of  his  invention,  in 
ease  that  issne  is  raised,  is  shown  by  what  feU  from  the  judges  in  the  cases 
of  Rex  V.  ArJcwright,  Dav.  P.  C.  138;  ManUm  v.  Parker,  Dav.  P.  C.  327 ; 
ManUm  v.  MatUont  Dav.  P.  C.  833 ;  BavUl  v.  Moore,  Day.  P.  C.  399 ;  BrurUon 
y.  Hawkes,  4  B.  A  Aid.  641 ;  Bussell  v.  Cowley,  1  W.  P.  C.  467 ;  Hill  y. 
Th<mp8<m,  1 W.  P.  C.  237;  Minier  y.  WeUs,  1  W.  P.  C.  129;  Crane  y.  Price, 
1  W.  P.  C.  411 ;  Derome  y.  Fairie,  6  Tyr.  393 ;  2  Cr.  M.  <&  B.  476. 
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(1 W.  P.  0. 490)  that  the  uselessness  of  paxt  of  an  invention 
will  not  vitiate  the  patent,  unless  that  part  is  described  as 
something  essential.  The  case  arose  out  of  a  patent  for  an 
improved  machine  for  shearing  woollen  cloths,  in  which  the 
patentee  claimed,  amongst  other  things,  the  use  of  a  brush 
for  raising  the  wool  on  the  surface  of  the  cloth  to  be  shorn, 
but  not  as  an  essential  part  of  the  machine.  Before  any 
machine  was  made  for  sale  this  part  of  the  invention  was 
discovered  to  be  useless,  and  no  machines  were  ever  sold 
with  the  brush  attached.  It  was  contended  that  this  use- 
lessness of  part  vitiated  the  whole,  but  Lord  Tenterden  said, 
*'  If  the  patentee  mentions  that  as  an  essential  ingredient  in 
the  patent  article  which  is  not  so,  nor  even  useful,  and 
whereby  he  misleads  the  public,  his  patent  may  be  void ; 
but  it  would  be  very  hard  to  say  that  this  patent  should  be 
void,  because  the  plaintiffs  claim  to  be  the  inventors  of  a 
certain  part  of  the  machine  not  described  as  essential,  and 
which  turns  out  not  to  be  useful.'  Bayley,  /.,  thought 
that  if  the  patentee  had  known  the  brush  to  be  unnecessary, 
the  patent  would  be  bad,  on  the  ground  that  this  was  a  de- 
'  ception  ;  but  if  he  believed  it  to  be  proper,  and  only  by  a 
subsequent  discovery  found  out  that  it  was  not  necessary, 
it  would  form  no  ground  of  objection. 

In  the  case  of  Haworth  v.  Hardcastle  (1  W.  P.  C.  480) 
the  jury  foimd  specially  that  the  invention  was  useful  upon 
the  whole,  but  that  the  machine  was  not  useful  in  some 
cases.  The  judges  of  the  court  of  G.  P.  thought  that  this 
finding  of  the  jury  did  not  negative  the  utility  of  the  machine 
in  the  generaUty  of  cases,  but  rather  led  to  the  inference 
that  in  the  generaUty  of  cases  it  was  useful,  and  the  patent 
was  therefore  held  to  be  vahd. 

If  an  improvement  of  the  trade  (using  these  words  in 
their  commercial  sense)  has  taken  place  in  consequence  of 
an  invention,  this  affords  a  good  test  of  its  utility.  The 
invention  patented  by  Lord  Dudley  consisted  in  substi- 
tuting pit-coal  for  charcoal  in  the  manufacture  of  iron. 
Neilson  patented  a  process  of  smelting  iron  by  blowing  the 
furnace  with  hot  in  place  of  cold  air.     Crane  smelted  iron 
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by  means  of  anthracite  instead  of  ordinary  fuel,  and  com- 
bined the  hot-blast  with  this.  All  these  processes  were 
productive  of  great  improvements  in  the  manufacture  of 
iron^  and  the  patents  were  all  supported  by  the  Courts. 

It  is  a  proof  of  utility  that  an  article  of  commerce  com- 
mands an  extensive  sale  within  a  short  time  of  the  first 
manufacture  and  sale.  It  is  also  cogent  but  not  conclusive 
evidence  of  novelty.  {American  Braided  Wire  Co.  v.  Tlwm- 
wn,  5  E.  P.  C.  118 ;  Ehrlick  v.  Ihlee,  5  R.  P.  C.  198  ;  S.  C. 
on  App.  5  E.  P.  C.  487.) 

It  does  not,  however,  follow  necessarily  that  a  patent  is 
bad  because  the  invention  is  not  commercially  useful.  (Per 
Mr.  Justice  North  in  United  Telephone  Co.  v.  Bassano, 
8  E.  P.  C.  818 ;  and  see  Ehrlich  v.  Ihlee,  5  E.  P.  C.  450.) 

The  element  of  commercial  pecuniary  success  has  no 
relation  to  the  question  of  utility  in  Patent  Law  gene- 
rally, though  where  the  question  is  of  improvement,  by 
reason  of  cheaper  production,  such  a  consideration  is  of 
the  very  essence  of  the  patent  itself,  and  the  thing  claimed 
has  not  really  been  invented  unless  that  condition  is  ful- 
filled. {Badische  Anilin  und  Soda  Fabrik  v.  Levinstein, 
House  of  Lords,  4  E.  P.  G.  462.)  And  in  the  same  case 
(p.  466)  Lord  Herschell  said  :  '  I  do  not  think  that  it  is  a 
correct  test  of  utility  to  enquire  whether  the  invented  pro- 
duct was  at  the  time  of  the  patent  likely  to  be  in  commercial 
demand  or  capable  of  being  produced  at  a  cost  which  would 
make  it  a  profitable  speculation  to  manufacture  it.'  (See 
also  Kurtz  v.  Spence,  5  E.  P.  C.  182.) 

It  has  been  said  from  the  Bench,  that  the  fact  of  a 
published  invention  not  meeting  with  public  acceptance  is 
flome  presumption  against  its  utility.  It  is  something  to 
be  taken  into  consideration,  when  the  question  of  utility  is 
raised  in  a  court  of  justice,  that  a  machine  has  not  been 
called  for  by  the  public.  {Morgan  v.  Seward,  1  W.  P.  C. 
186.) 

But  the  utility  of  an  invention  must  be  judged  by  refer- 
ence to  the  state  of  things  at  the  date  of  the  patent.  If 
the  invention  was  then  useful,  the  fact  that  subsequent 
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improTements  have  replaced  the  patented  invention^  and 
rendered  it  obsolete  and  commerciaUj  of  no  valne,  does 
not  invalidate  the  patent.  (Per  lAndley^  L.  J.,  in  Edison  <t 
Swan  Co.  v.  Holland,  6  E.  P.  C.  288.) 

It  has  also  been  said  that  if  the  invention  is  not  worked 
by  the  inventor  that  fact  is  primd-facie  evidence  of  want  of 
utility.  But  *  that '  (Said  Jessel,  M.  JR.,  in  delivering 
judgment  in  the  case  of  Otto  v.  Linford,  46  L.  T.  n.  s.  85) 
'  is  subject  to  this  observation,  that  you  may  make  and 
vend  an  improvement  upon  it,  and  if  you  have  found  out 
immediately  after  you  have  patented  your  invention  that  it 
can  be  improved,  it  does  not  by  any  means  show  that  the 
first  invention  was  useless.'  Then,  referring  to  the  case  of 
Eenard  v.  Levinstein  (10  L.  T.  n.  s.  177),  which  arose  out 
of  a  patent  for  a  dye,  he  said,  *  There  they  never  sold  an 
ounce  of  dye  made  according  to  the  patent  because  imme- 
diately afterwards  the  inventor  had  discovered  an  improve- 
ment, and  they  had  always  sold  the  improved  dye,  and 
they  were  obliged  to  call  a  witness  to  show  that  they  had 
made  a  few  ounces  of  dye  and  tried  it,  and  that  it  would 
dye.  The  answer  was  that  imder  those  circumstances  the 
mere  fact  of  not  selling  the  original  dye  was  nothing  at  all. 
So  in  this  case  (Otto  y.  Linford)  we  have  rather  a  stronger 
illustration,  because  the  inventor  has  patented  these  modifi- 
cations, and  it  turns  out  that  what  he  has  used,  made,  and 
sold  have  been  almost  entirely  number  threes.  No.  1 
itself  does  not  appear  ever  to  have  been  sold.  But  then 
they  say  that  No.  1  will  work,  and  they  call  witnesses  to 
prove  it,  and  there  is  no  denial  from  the  other  side. 
Therefore  there  is  evidence  of  utility.  It  is  very  small 
indeed  as  regards  No.  1,  but  it  is  quite  sufficient  for  the 
support  of  a  patent ;  and  as  to  this  question  of  utility,  as 
we  know,  very  little  will  do.* 
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CHAPTER  IV. 

THE   INCIDENT   OF  NOVELTY. 

The  statute  of  James  declares  excepted  from  the  invalidat- 
ing clause  *  all  letters  patent  and  grants  of  privilege  of  the 
sole  working  or  making  of  any  manner  of  new  manufactures 
to  the  trtie  and  first  inventor  oi  such  manufactures,  which 
others  at  the  time  of  making  such  letters  patent  and  grants 
should  not  use'  Moreover,  the  patent  contains  clauses 
rendering  the  grant  voidable  in  case  the  invention  is  not 
a  new  invention  as  to  the  public  use  and  exercise  thereof, 
or  in  case  the  patentee  is  not  the  true  and  first  inventor  of 
the  invention. 

The  meaning  of  all  this  is  that  if  it  should  be  proved 
that  the  invention  is  destitute  of  novelty  the  patent  is  void. 
If  several  distinct  heads  of  invention  are  claimed  in  the 
specification,  and  one  of  them  is  old,  that  will  invalidate 
the  whole  patent  {Turner  v.  Winter,  1 W.  P.  C.  77  ;  1  T.  R. 
602 ;  Bhxam  v.  Elsee,  6  B.  &  C.  178 ;  Morgan  v.  Seward, 
1  W.  P.  C.  196  ;  Kay  v.  MarshaU,  2  W.  P.  C.  71 ;  Cropper 
V.  Smith,  1  R.  P.  C.  87 ;  S.C.2  R.  P.  C.  17).  The  Crown 
having  been  misled  as  to  the  extent  of  the  invention, 
the  grant  of  a  patent  in  respect  of  it  is  void.  It  was  on 
this  principle  that  the  Court,  in  deciding  Morgan  v.  Seward, 
looked  at  the  cases  of  HUl  v.  Thompson  (1.  W.  P.  C.  237), 
and  Brunton  v.  Hawkes  (4  B.  &  A.  541),  in  which  a  patent 
for  several  inventions  was  held  to  be  altogether  void  because 
one  was  not  new.  The  want  of  novelty  is  a  fatal  defect  by 
the  express  wording  of  the  statute,  so  far  as  relates  to  that 
which  is  old ;  and  the  whole  patent  is  rendered  void  by  the 
construction  that  the  consideration  for  the  grant  is  the 
novelty  of  all  the  parts  claimed  to  be  new,  which  considera- 
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tion  failing,  or,  as  it  is  sometimes  expressed,  the  Grown 
being  deceived,  the  patent  is  void. 

The  two  chief  questions  under  the  head  of  Novelty 
are: — 

1.  Was  the  patentee  the  tnie  inventor  of  that  for  which 
he  has  obtained  a  patent  ? 

2.  If  so,  was  the  invention  new  to  the  public  at  its 
date?  This  includes  the  narrower  question,  Was  the 
patentee  the  first  inventor  of  the  subject-matter  of  his 
patent  ? 

As  regards  the  first  of  these  questions  it  must  be  an- 
swered in  the  negative  if  the  patentee  obtained  the  inven- 
tion from  another  person,  inventions  imported  from  abroad 
being  excluded  from  consideration.  And  as  to  the  second 
question  it  must  also  receive  a  negative  reply,  (i)  if  the 
invention  had  got  into  public  use ;  or  (ii)  if  the  invention 
had  become  known  to  the  public  (a)  by  a  description  of  it 
in  a  printed  book  accessible  to  the  public ;  or  (6)  by  a 
description  in  an  earlier  specification;  or  (c)  by  prior 
publication  by  the  inventor  or  another  person. 

It  has  been  broadly  laid  down  that  when  the  public  has 
become  possessed  of  an  invention  in  any  manner  whatever, 
no  valid  patent  for  it  can  be  subsequently  obtained,  either  by 
the  true  and  first  inventor,  or  by  any  other  person  ('  Hind- 
march  on  Patents,'  p.  33,  referred  to  by  the  judges  with 
approval  in  the  cases  of  Patterson  v.  Gaslight  Co.,  L.  E. 
8  App.  C.  235 ;  Lister  v.  Norton,  3  E.  P.  C.  211 ;  Humpher- 
son  V.  Syer,  4  E.  P.  C.  414).  There  are,  however,  certain 
exceptions  to  the  universality  of  this  rule,  as  will  be  shown 
further  on  in  this  chapter. 

The  enquiry  will  be  whether  the  invention  had  become 
part  of  the  public  stock  of  knowledge  before  the  date  of  the 
patent.  *  If  that  means  '  (said  Lord  Justice  Fry  in  Hum- 
pherson  v.  Syer)  *  the  knowledge  that  every  member  of  the 
public  possesses,  it  is  clear  that  the  definition  will  meet  very 
£ew  of  the  cases  in  which  publication  has  taken  place.' 
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TBUE  INVENTOR.' 

A  discovery  may  be  both  aseful  and  quite  new  to  the 
world  at  large ;  yet  if  it  can  be  shown  that  the  person,  upon 
whose  statement  .that  he  was  the  true  inventor  the  patent 
was  granted,  does  not  really  answer  to  that  designation,  the 
patent  is  not  saved  from  the  clause  in  the  statute  of  James, 
which  declares  that  all  monopolies  are  invalid. 

'  A  man  may  publish  to  the  world,'  said  L.  C.  J.  Tindal^ 
in  Gibson  v.  Brand  (1  W.  P.  C.  628),  *  that  which  is  per- 
fectly new  in  all  its  uses,  and  has  not  before  been  enjoyed, 
and  yet  he  may  not  be  true  and  first  inventor;  he  may 
have  borrowed  it  from  some  other  person  .  .  .  and  then 
the  Legislature  never  intended  that  a  person  who  had 
taken  all  his  knowledge  from  another,  from  the  labours 
and  assiduity  or  ingenuity  of  another,  should  be  the  man 
who  was  to  receive  the  benefit  of  another's  skill.' 

Rival  Inventors. — One  of  the  earliest  cases  on  this  sub- 
ject is  that  of  Dollond,  the  optician,  who  brought  an  action 
for  an  infringement  of  his  patent  for  a  new  method  of 
making  the  object-glasses  of  refracting  telescopes.  It  was 
alleged,  on  the  part  of  the  defendant,  that  Dollond  was  not 
the  true  and  first  inventor  of  the  method,  inasmuch  as  Dr. 
Hall  had  made  the  discovery  before  him.  But  since  Dr. 
Hall  had  confined  it  to  his  closet,  and  had  not  communicated 
it  to  the  public,  it  was  held  (1766)  that  Dollond  was  to  he 
considered  the  first  and  true  inventor  as  required  by  the 
statute.  The  case  was  not  reported,  and  our  knowledge  of 
it  is  derived  from  the  mention  made  of  it  in  the  case  of 
Boulton  V.  Bull  (2  H.  Bl.  469).  DoUond's  case  was  fol- 
lowed by  numerous  others,  the  result  of  which  may  be  thus 
stated : — If  two  persons  make  the  same  invention  about 

>  It  must  be  kept  in  mind  that  the  word  *  patentee '  in  this  section  signi* 
fies,  in  the  case  of  a  patent  granted  to  several  persons  jointly  under  the  Act 
of  18S8,  only  the  person  who  claimed  to  be  the  inventor  of  the  snbject- 
matter  of  the  patent,  and  does  not  include  other  non-inventors  who  may 
have  joined  him  in  obtaining  the  grant. 

Moreover,  it  will  be  shown  hereafter  that  the  importer  of  an  invention 
from  abroad  is  held  by  the  courts  of  law  to  fall  within  the  meaning  of  the 
words  '  true  and  first  inventor.' 
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the  same  time  independently  of  each  other,  he  who  first 
obtains  a  patent  has  an  exclusive  right  to  the  invention 
(Forsyth  v.  Riviere,  Chit.  Prerog.  Cr.  182) ;  and  he  will  be 
held  the  first  inventor,  although,  in  point  of  fact,  the  date 
of  his  invention  was  subsequent  to  that  of  the  other  person, 
provided  that  there  was  not  such  a  use  of  the  invention 
previously  to  the  patent  as  amounted  to  what  is  technically 
called  *  public  use.' 

In  Lewis  v.  Marling  (1  W.  P.  C.  496),  Bayley,  J.,  said, 
*  If  I  make  a  discovery,  and  am  enabled  to  produce  an  effect 
from  my  own  experiments,  judgment,  and  skill,  it  is  no 
objection  that  some  one  else  has  made  a  similar  discovery 
in  his  mind,  unless  it  has  become  public'  And  Parke,  J., 
said,  '  There  is  no  case  in  which  a  patentee  has  been 
deprived  of  the  benefit  of  his  invention  because  another  had 
also  invented  it,  unless  he  had  also  brought  it  into  use.' 
Again,  in  the  case  of  Hill  v.  Thompson  (1  W.  P.  C.  244), 
Dallas,  J.,  said,  *  It  is  not  enough  to  have  discovered  what 
was  unknown  to  others  before,  if  the  discovery  be  confined 
to  the  knowledge  of  the  party  having  made  it ;  but  it  must 
have  been  communicated  more  or  less,  or  it  must  have  been 
more  or  less  made  use  of,  so  as  to  constitute  discovery  as 
applied  to  subjects  of  this  sort.' 

Joint  Inventors. — It  may  happen  that  a  given  invention 
results  from  the  combined  operation  of  two  or  more  minds, 
in  which  case  it  is  necessary  that  all  the  inventors  should 
apply  for  the  patent.  Patents  have  sometimes  been  dis- 
puted on  the  ground  that  the  patentee  owed  a  material 
pajt  of  the  invention  to  another  person ;  and  if  this  can 
be  made  out  on  satisfactory  evidence,  it  is  fatal. 

Assistants  and  Workmen. — It  must,  however,  be  taken  to 
be  undoubted  law,  that  the  suggestions  and  aid  of  workmen 
employed  by  the  inventor  to  carry  out  his  ideas  will  have 
no  such  effect.  An  inventor  is  entitled  to  something  more 
than  the  mere  manual  labour  of  the  persons  he  employs. 
If  the  substantial  part  and  leading  idea,  the  principle  of  an 
invention,  belong  to  one  person,  he  may  properly  call  in 
the  assistance  of  another  to  work  it  out  and  improve  it ; 
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and  after  obtaining  the  benefit  of  that  assistance,  he  may 
legally  procure  a  patent  for  the  invention.  The  observa- 
tions of  Alderson,  J.,  to  the  jury  on  trying  Minter  v.  WeUs 
(1  W.  P.  C.  1S2)  wiU  throw  Ught  upon  this  point.  'Minter 
[the  patentee]  and  Sutton  [a  workman  employed  by  Minter] 
were  together  about  the  time  the  invention  took  place: 
which  of  the  two  suggested  the  invention,  and  which  carried 
it  into  effect,  is  a  question  for  you  to  decide.  If  Sutton 
suggested  the  principle  to  Minter,  then  he  would  be  the 
inventor.  If,  on  the  other  hand,  Minter  suggested  the 
principle  to  Sutton,  and  Sutton  was  assisting  him,  then 
Minter  would  be  the  first  and  true  inventor,  and  Sutton 
would  be  a  machine,  so  to  speak,  which  Minter  uses  for  the 
purpose  of  enabling  him  to  carry  his  original  conception 
into  effect.  You  will  judge  which  is  the  more  probable  of 
the  two.  Minter  makes  out  his  primd-facie  case ;  he  is  the 
person  who  takes  out  the  patent.  If  Sutton  has  received 
a  compensation,  nothing  would  have  been  more  simple  and 
easy  than  that  he  should  have  taken  out  the  patent,  and 
still  Minter  might  have  had  the  same  benefit  to-day ;  and 
there  is  no  apparent  reason  why  Sutton  should  not  have 
taken  out  the  patent  which  Minter  has  taken  out,  unless 
they  were  both  desirous  to  ruin  the  invention ;  for  suppose 
two  persons  are  engaged  on  an  invention  of  this  descrip- 
tion, they  know  perfectly  well  between  themselves  who  is 
the  real  inventor  of  it,  and  who  is  the  workman  to  carry 
into  effect  the  conception;  but  they  would  destroy  the 
value  of  it  to  both  if  they  did  not  take  it  out  in  the  name 
of  the  right  person.'  See  also  Bloxam  v.  Elsee  (6  B.  &  C. 
169),  Minter  v.  Mower  (I  W.  P.  C.  188),  and  Barber  v. 
Harris  (Hokoyd,  60),  which  show  that  a  man  may  direct 
other  persons  to  do  certain  things  and  yet  be  the  true 
inventor. 

In  Alien  v.  Rawson  (1  G.  B.  551),  a  case  where  the 
validity  of  a  patent  was  contested  on  the  ground  that  parts 
of  the  invention  owed  their  origin  to  two  workmen,  it  was 
held  that  more  convenient  modes  of  carrying  out  the  main 
principle  of  an  invention  and  subordinate  improvements 
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suggested  by  persons  in  the  employment  of  the  patentee 
may  be  safely  adopted  by  him  and  embodied  in  his  specifi- 
cation.    '  I  take  the  law  to  be '  (said  Mr.  Justice  Erie, 
before  whom  the  action   for  an  infringement  was  tried) 
'that  if  a  person  has  discovered  an  improved  principle 
and  employs  engineers,  agents  or  other  persons  to  assist 
him  in  carrying  out  that  principle,  and  they  in  the  coarse 
of  experiments  arising  from  that  employment  make  valaable 
discoveries  accessory  to  the  main  principle,  and  tending  to 
carry  that  out  in  a  better  manner,  such  improvements  are 
the  property  of  the  inventor  of  the  original  improved  prin- 
ciple, and  may  be  embodied  in  his  patent ;  and  if  so  em- 
bodied the  patent  is  not  avoided  by  evidence  that  the  agent 
or  servant  made  the  suggestions  of  the  subordinate  im- 
provement of  the  primary  and  improved  principle/    When 
a  new  trial  was  moved  for,  on  the  ground  that  the  judge 
had  misdirected  the  jury,  it  was  refused.    On  that  occasion 
(7.  J.  Tindal  said,  '  It  would  be  difficult  to  define  how  far 
the  suggestions  of  a  workman  employed  in  the  construction 
of  a  machine  are  to  be  considered  as  distinct  inventions  by 
him,  so  as  to  avoid  a  patent  incorporating  them  taken  out 
by  his  employer.    Each  case  must  depend  upon  its  own 
merits.    But  when  we  see  that  the  principle  and  object  of 
an  invention  are  complete  without  it,  I  think  it  is  too  much 
thai  a  suggestion  of  a  workman  employed  in  the  course  of 
the  experiments,  of  something  calculated  more  easily  to 
carry  into  effect  the  conceptions  of  the  inventor,  should 
render  the  patent  void.' 

A  firm  of  manufacturing  chemists  employed  E.,  a  scien* 
tific  chemist,  in  their  laboratory  as  analyst  and  experimen- 
talist. The  manufacture  of  alum  free  from  impurities  being 
a  desirable  object,  it  occurred  to  E.  to  try  experiments  with 
peroxide  of  manganese  for  that  purpose,  and  he  was  there* 
upon  instructed  by  the  firm  to  make  the  suggested  experi- 
ments. This  he  did  with  the  assistance  of  one  member  of 
the  firm,  and  whilst  having  communications  with  the  other. 
The  experiments  succeeded,  and  a  patent  was  obtained  for 
the  discovery  by  the  firm  in  their  own  names.    The  judge^ 
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at  the  trial  of  an  action  where  the  validity  of  the  patent 
came  in  question,  held  that  they  were  justified  in  applying 
for  the  patent.  Although  many  stages  of  the  discovery 
may  have  been  due  to  E.,  yet  he  was  the  agent  of  his 
employers.  His  labours  were  theirs,  he  worked  in  their 
laboratory  and  with  their  materials  as  well  as  with  their 
assistance,  and  the  benefit  of  the  discovery  belonged  to 
them.     (Kurtz  v.  Spence,  5  E.  P.  C.  180.) 

But  where  the  patentee  has  no  closer  connection  with 
the  invention  than  that  of  being  simply  the  employer  of 
the  inventor,  he  will  not  be  able  to  sustain  his  patent. 
Thus,  in  Arkwright's  case,  it  appeared  that  Arkwright,  the 
patentee,  had  been  told  of  a  particular  roller,  part  of  the 
machinery  by  Kay,  and  that,  perceiving  the  value  of  the 
invention,  he  took  Kay  into  his  service  for  two  years, 
<iuring  which  time  he  employed  him  to  make  models,  and 
subsequently  claimed  the  invention  as  his  own,  making  it 
the  foundation  of  a  patent.  Arkwright  adopted  in  the 
same  way  a  crank  invented  by  Hargrave.  In  the  face  of 
this  evidence,  Arkwright's  claim  to  be  the  true  and  first 
inventor  fell  to  the  ground.  (Rex  v.  Arkwright ,  1  W.  P.  C. 
64.)  Again,  in  the  case  of  Barker  v.  Shaw  (1  W.  P.  C. 
126  ?i.),  an  action  for  the  infringement  of  a  patent  for  an 
improvement  in  making  hats,  a  witness  proved  that  he  had 
made  the  improvement  whilst  employed  in  the  patentee's 
workshop,  whereupon  the  plaintiff  was  nonsuited. 

In  these  cases  it  was  clear  that  the  patentee  was  not 
the  true  and  first  inventor,  since  the  source  of  the  invention 
could  be  traced  elsewhere.  Whenever  this  can  be  done 
(with  the  exceptions  stated  in  the  note  on  page  29)  the 
patent  is  invahd.  It  is  so,  as  we  have  seen,  although  the 
real  inventor  should  be  in  the  service  of  the  patentee ;  and, 
a  fortiori,  will  it  be  so  where  there  is  still  less  connection 
between  them.  In  Tennant's  case  it  was  proved  that, 
before  the  grant  of  the  patent,  conversations  had  taken 
place  between  Tennant  (the  patentee)  and  a  chemist,  who 
had  suggested  to  Tennant  the  basis  of  the  patented  im- 
provement.    This  piece  of  evidence,  in  addition  to  slight 
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evidence  of  user,  induced  the  Court  to  nonsuit  the  plaintiff. 
(Dav.  P.  C.  429.) 

PRIOR  PUBLIC  USER. 

One  of  the  first  cases  which  the  books  contain  was 
decided  in  1798.  Tennant  brought  an  action  for  the  in- 
fringement of  his  patent  for  a  method  of  using  calcareous 
earths  instead  of  alkaline  substances  in  bleaching.  It  was 
proved,  on  the  one  hand,  that  bleachers  were  generally 
ignorant  of  the  patented  bleaching  liquor  until  after  the 
date  of  the  patent.  On  the  other  hand,  it  was  proved  that 
a  certain  bleacher  had  used  the  same  method  of  preparing 
bleaching  liquor  for  five  or  six  years  previously  to  the  date 
of  the  patent ;  and  that  the  method  had  been  kept  secret 
from  all  except  his  two  partners,  and  two  servants  em- 
ployed in  preparing  the  liquor.  On  this  evidence  the 
previous  user  was  held  to  render  the  patent  invalid  (1  W. 
P,  C.  125). 

The  evidence  given  in  Leicis  v«  Marling,  to  impugn  the 
patentee's  claim  of  novelty,  was  that  several  years  pre- 
viously a  similar  machine  was  in  use  at  New  York,  and 
that  a  specification  had  been  sent  over  in  1811  to  a  person 
residing  at  Leeds,  who  employed  two  engineers  to  manu- 
facture a  machine  from  it,  which,  however,  was  never 
finished.  The  specification  was  shown  to  several  persons, 
but  the  machine  was  never  brought  into  use.  In  1816  & 
model  of  a  machine  for  shearing  from  list  to  list,  by  means 
of  a  rotatory  cutter,  was  brought  over  from  America,  and 
shown  to  two  or  three  persons  in  the  manufactory  of  the 
importer ;  but  no  machine  was  ever  made  from  it,  nor  was 
it  publicly  known  to  exist.  Moreover,  one  Coxon,  many 
years  previously,  had  made  a  machine  to  shear  from  list  to 
list,  and  this  was  tried  by  a  person  called  as  a  witness ;  but 
he  did  not  think  it  answered,  and  soon  discontinued  the 
use  of  it.  Lord  Tenterden  told  the  jury  that  if  it  could  be 
shown  that  the  patentee  had  seen  the  model  or  specification » 
that  might  rebut  the  claim  of  invention.  But  there  was 
no  evidence  of  that  kind ;   and  he  left  it  to  them  to  say 
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whether  the  invention  had  been  in  public  use  and  operation 
before  the  granting  of  the  patent.  They  found  that  it  had 
not ;  and  on  the  motion  for  a  new  trial  the  judges  thought 
there  was  no  reason  to  find  fault  with  the  verdict. 

Losh*s  patent  was  for  improvements  in  the  wheels  of 
railway  carriages,  and  these  improvements  consisted  in 
constructing  the  pieces  composing  the  entire  wheel  of 
malleable  iron,  and  then  welding  them  together.  It  was 
confended  by  the  defendant  in  the  case  of  Losh  v.  Hague 
(1 W.  P.  C.  202)  that  the  invention  was  not  new,  inasmuch 
as  one  Paton  had,  previously  to  the  date  of  Losh's  patent, 
and  under  a  patent  of  his  own,  described  a  mode  of  con- 
structing wheels  of  wrought  iron,  which  differed  little,  if  at 
all,  from  those  patented  by  Losh ;  moreover,  that  although 
the  first  wheel  made  under  Paton's  patent  was  riveted,  all 
Paton's  other  wheels,  thirty  pairs  in  number,  were  made 
with  the  circumference  of  the  inner  rim  entirely  of  wrought 
iron,  and  then  welded  into  one  piece.  '  The  question  you 
have  to  try,'  said  Lord  Ahinger  to  the  jury,  '  on  the  origin- 
ality of  Losh's  invention,  is  not  whether  Paton's  patent 
contains  that  perfect  periphery  that  is  required  in  this  case^ 
but  whether  wheels  have  been  publicly  made  on  this  prin- 
ciple.' (The  jury  by  their  verdict  found  that  wheels  had 
been  previously  made  on  the  same  principle  as  Losh's 
wheels.)  'If,'  continued  his  lordship,  'the  wheels  had 
been  made  and  sold  to  any  one  individual,  the  public's  not 
wanting  them  because  there  were  no  railways,  their  not 
being  adapted  to  any  particular  use,  which  at  that  time 
was  open  to  the  public  to  apply  them  to,  makes  no  difference. 
You  have  it  in  evidence  that  thirty  pairs  were  made  with  a 
complete  continuous  circumference  all  round.  If  they  were 
80  made  and  sold,  or  used  at  all,  though  not  for  any  purpose 
that  then  made  them  popular  or  desirable,  stiU  they  were 
made  with  that  particular  advantage  which  is  claimed  by 
Losh's  patent,  namely,  a  periphery  made  of  one  continuous 
piece  of  wrought  iron,  as  well  as  the  spokes.  But  that  is  not 
all  the  evidence ;  there  are  two  parties  from  Manchester.  One, 
Horsefall;  says  that  he  remembers,  nearly  twenty-eight  years 
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ago,  that  there  were  three  trucks,  having  each  three  wheels, 
and  those  wheels  were  made  of  wrought-iron  spokes  in  a 
wrought-iron  circumference,  and  there  is  one  exhibited 
before  you  which  was  actually  in  use  at  that  time;  the 
other,  Boberts,  confirms  that,  and  has  stated  that  they 
existed  for  many  years,  and  that  they  have  been  used.' 

In  charging  the  jury  assembled  to  try  the  action  of 
Cornish  v.  Keene  (1  W.  P.  C.  508),  Tindal,  C  J.,  said  that 
*  if  the  invention  was  at  the  time  the  letters  patent  were 
granted  in  any  degree  of  general  use ;  if  it  was  known  at 
all  to  the  world  publicly,  and  practised  openly,  so  that  any 
other  person  might  have  the  means  of  acquiring  the  know- 
ledge of  it  as  well  as  the  person  who  obtained  the  patent, 
then  the  letters  patent  are  void.  Now  it  will  be  a  question 
for  you  to  say  whether,  upon  the  evidence  which  you  have 
heard,  you  are  satisfied  that  the  invention  was  or  was  not 
in  public  use  and  operation  at  the  time  the  letters  patent 
were  granted.  It  is  obvious  that  there  are  certain  limits 
to  that  question ;  the  bringing  it  within  that  precise  de- 
scription which  I  have  just  given  must  depend  upon  the 
particular  facts  which  are  brought  before  a  jury.  A  man 
may  make  experiments  in  his  own  closet  for  the  purpose 
of  improving  any  art  or  manufacture  in  public  use ;  if  he 
makes  these  experiments,  and  never  communicates  them 
to  the  world,  and  lays  them  by  as  forgotten  things,  another 
person  who  has  made  the  same  experiments,  or  has  gone 
a  little  further,  or  is  satisfied  with  the  experiments,  may 
take  out  a  patent  and  protect  himself  in  the  sole  making 
of  the  article  for  fourteen  years ;  and  it  will  be  no  answer 
to  him  to  say  that  another  person  before  him  made  the 
same  experiments,  and  therefore  that  he  was  not  the  first 
discoverer  of  it,  because  there  may  be  many  discoverers 
starting  at  the  same  time,  many  rivals  that  may  be  running 
on  the  same  road  at  the  same  time,  and  the  first  that 
comes  to  the  Crown  and  takes  out  a  patent,  it  not  being 
generally  known  to  the  public,  is  the  man  who  has  the 
right  to  clothe  himself  with  the  authority  of  the  patent  and 
enjoy  its  benefits.     That  would  be  an  extreme  case  on  one 
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side ;  but  if  the  eyidence,  when  properly  considered,  classes 
itself  under  the  description  of  experiment  only,  and  unsuc- 
cessful experiment,  that  would  be  no  answer  to  the  validity 
of  the  patent.  On  the  other  hand,  the  use  of  an  article 
may  be  so  general  as  to  be  almost  universal.  In  a  case 
like  that  you  can  hardly  suppose  that  anyone  would  incur 
the  expense  and  trouble  of  taking  out  a  patent.  That 
would  be  a  case  where  all  mankind  would  say,  "  You  have 
no  right  to  step  in  and  take  that  which  is  in  almost  uni- 
versal use,  for  that  is,  in  fact,  to  create  a  monopoly  to 
yourself  in  this  article  without  either  giving  the  benefit  to 
the  world  of  the  new  discovery,  or  the  personal  right  to  the 
value  of  the  patent,  to  which  you  would  be  entitled  from 
your  ingenuity  and  from  your  application."  Therefore  it 
must  be  between  these  two  limits  that  cases  will  range 
themselves  in  evidence ;  and  it  must  be  for  a  jury  to  say 
whether,  supposing  these  points  to  be  out  of  the  question 
in  any  particular  case,  the  evidence  which  has  been  brought 
before  them  convinces  them  that  the  subject  of  the  patent 
was  in  public  use  and  operation  at  that  time,  at  the  time 
when  the  patent  itself  was  granted  by  the  Crown.  If  it 
was  in  pubUc  use  and  operation,  then  the  patent  is  a  void 
patent,  and  amounts  to  a  monopoly;  if  it  was  not,  the 
patent  stands  good.' 

The  case  of  Carpenter  v.  Smith  (1  W.  P.  C.  530)  arose 
out  of  an  alleged  infringement  of  a  patent  for  an  improved 
lock.  *  I  think,'  said  Lord  Ahinger  to  the  jury,  *  that  what 
is  meant  by  ^'public  use  and  exercise"  is  this:  a  man  is 
entitled  to  a  patent  for  a  new  invention,  and  if  his  inven- 
tion is  new  and  useful,  he  shall  not  be  prejudiced  by  any 
other  man  having  invented  that  before,  and  not  made  any 
use  of  it ;  because  the  mere  speculations  of  ingenious  men, 
which  may  be  fruitful  of  a  great  variety  of  inventions,  if 
they  are  not  brought  into  actual  use,  ought  not  to  stand  in 
the  way  of  other  men  equally  ingenious,  who  may  after- 
wards make  the  same  inventions  and  apply  them.  .  .  . 
The  meaning  of  these  words,  '^  public  use/'  is  this :  that  a 
man  shall  not,  by  his  own  private  invention,  which  he 
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keeps  locked  up  in  his  own  breast,  or  in  his  own  desk,  and 
never  commonicates  it,  take  away  the  right  which  another 
man  has  to  a  patent  for  the  same  invention.  Now  *'  public 
use  "  means  this :  that  the  use  of  it  shall  not  be  secret,  but 
public.  If  a  man  invents  a  thing  for  his  own  use,  whether 
he  sells  it  or  not — if  he  invents  a  lock,  and  puts  it  on  his 
own  gate,  and  has  used  it  for  a  dozen  years,  that  is  a  public 
use  of  it.  If  it  were  otherwise,  see  what  the  consequence 
would  be.  If  Mr.  Davies  has  a  lock  which  he  directed  to  be 
made  and  put  on  his  gate  sixteen  years  ago  at  least ;  if  that 
was  not  a  public  use  which  prevented  a  man  from  taking 
out  a  patent,  any  man  might  go  and  take  a  model  of  that 
lock,  and  get  a  patent  for  it.  How  can  he  be  the  inventor 
of  it?  Because,  to  obtain  a  patent,  a  man  must  be  the 
inventor;  and  if  it  has  been  once  in  public  use,  that  is, 
used  in  a  public  manner,  not  used  by  the  public,  yet  if  it 
has  been  used  by  half-a-dozen  individuals,  or  one,'  in  a 
public  manner,  any  man  having  access  to  it,  how  can  he  be 
said  to  be  the  inventor,  if  by  merely  gaining  access  to  that 
he  takes  out  a  patent  ?  A  man  cannot  be  said  to  be  the 
inventor  of  that  which  has  been  exposed  to  public  view, 
and  which  he  might  have  had  access  to  if  he  had  thought 
fit.  .  . .  If  you  are  of  opinion  (not  that  they  were  generally 
adopted  by  the  public  and  used  by  the  public,  for  that,  in 
my  opinion,  is  a  perfect  fallacy)  that  the  use  of  them  is 
public,  and  the  exercise  of  the  invention  was  public,  and  not 
kept  secret  so  that  the  public  might  have  no  benefit  from  it, 
then  I  think  that  part  of  the  issue  you  ought  to  find  for  the 
defendant.'    The  learned  judge  summed  up  the  evidence  as 

"  *  If  a  person '  (asked  Dalkis,  /.,  Hill  v.  Thompson,  1.  W.  P.  C.  240) 
'  had  done  precisely  all  that  is  specified  to  be  done  in  this  specification,  and 
had  not  oommonioated  it  to  any  one,  could  he  be  prohibited  by  the  patent 
from  doing  that  which  he  had  done  before,  though  known  to  no  one  but  him- 
self ;  or  could  it  be  considered  as  new,  if  practised  by  only  one  person,  but 
not  conmiunicated  to  the  world  ? '  And  Tindal,  C  J.,  in  Cornish  y.  Keene 
(1  W.  P.  C.  511),  observed  that  '  if  the  defendants  had  shown  that  they 
practised  it  (i.e.  the  patented  invention),  and  produced  the  same  result  in 
their  factory  before  the  time  the  patent  was  obtained,  they  cannot  be  pre- 
vented by  the  subsequent  patent  from  going  on  with  that  which  they  have 
done.' 
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to  a  public  user  in  this  way : — Twenty-six  years  ago  Freer 
produced  to  Tilsley  a  model  of  a  lock,  and  desired  him  to 
make  six  dozen  like  it,  and  afterwards  a  dozen  and  a  half. 
Tilsley  employed  Walker  to  execute  the  order,  and  gave 
him  the  model.  The  locks  were  made,  and  Freer  paid  for 
them.  'Here  you  have  an  article  manufactured  by  an 
English  manufacturer,  and  sold ;  and  in  my  opinion,  if  it 
was  sold  even  for  the  assumed  purpose  of  being  sent  to 
America,  I  cannot  but  think  that  that  would  be  a  destruc- 
tion of  the  novelty  of  the  plaintiff's  invention.  When  a 
model  is  sent  to  a  workman,  who  sells  seven  and  a  half 
dozen,  and  sells  them  for  a  certain  price,  I  must  say  I  think 
the  invention  was  used  and  publicly  exercised.  There  is 
no  secrecy  in  the  manufacture  of  them ;  it  is  not  shut  up 
in  the  closet  of  the  workman  who  makes  them,  but  the  man 
who  makes  them  gives  directions  to  another  workman ;  he 
sells  them  for  his  own  profit.' 

These  observations  of  Lord  Abinger  were  made  at  the 
trial  of  an  action  which  terminated  in  favour  of  the  de- 
fendant. On  the  motion  for  a  new  trial,  on  the  ground  of 
misdirection,  the  judges  of  the  Court  of  Exchequer  expressed 
themselves  satisfied  with  his  lordship's  view  of  the  law  and 
refused  a  rule,  Alderson^  B.,  saying  that '  public  use  means 
a  use  in  pubhc,  so  as  to  come  to  the  knowledge  of  others 
than  the  inventor,  as  contradistinguished  from  the  use  of  it 
by  himself  in  his  chamber.* 

The  point  as  to  public  use  was  again  raised  in  an  action 
for  infringing  a  patent  for  paving  streets  with  wooden  blocks. 
It  was  shown  that,  some  time  before  the  date  of  the  patent, 
the  carriage-way  of  a  porch  of  Sir  W.  Worsley's  dwelling- 
house  in  Yorkshire  had  been  laid  with  blocks  of  wood,  on  a 
system  apparently  similar  to  the  plaintiff's.  CressweUy  J., 
told  the  jury,  that  if  they  thought  the  plaintiff's  method  of 
constructing  the  wooden  pavement  was  the  same  as  that 
adopted  at  Sir  W.  Worsley's,  the  invention  must  be  deemed 
to  have  been  made  public.  It  had  been  publicly  used,  and 
made  known  to  all  persons  who  went  to  the  house,  so  fiir  as 
ocular  inspection  could  acquaint  them  with  it.    Whether  it 
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had  been  used  by  one  or  used  by  five,  the  learned  judge 
thought  made  no  difference.  {Stead  v.  Williams,  2  W.  P.  C. 
186.) 

In  another  action  for  infringing  the  same  patent  brought 
against  another  defendant,  it  was  proved  that  the  pavement 
at  Sir  W.  Worsley's  was  on  a  different  principle  from  the 
plaintiff's.  Parke,  JB.,  told  the  jury  that  if  the  mode  of 
forming  and  laying  the  blocks  at  Sir  W.  Worsley's  had  been 
precisely  similar  to  the  plaintiff's,  that  would  have  been  a 
sufficient  user  to  destroy  the  plaintiff's  patent,  though  put 
in  practice  in  a  spot  to  which  the  pubUc  had  not  free  access* 
(Stead  V.  Anderson,  2  W.  P.  C.  149.) 

A  patent  for  an  improved  anchor  was  granted  in  1888 
to  one  Porter.  On  the  trial  of  an  action,  brought  by  Porter's 
assignee,  for  an  infringement,  it  was  shown  that  in  1826 
an  anchor-smith  had  invented  an  anchor  similar  to  Porter's, 
and  had  sold  a  few  of  that  make  to  various  shipowners  for 
use  in  their  ships.  This  was  held  such  a  public  user  as 
sufficed  to  invalidate  the  patent.  {Honiball  v.  Bloomer, 
2W.P.  C.  199.) 

Hancock  v.  Somervell  (reported  in  Newton's  E.  J.,  vol. 
xxxix.  p.  168)  is  a  case  in  which  peculiar  circumstances 
tending  to  show  pubUc  user  were  adduced  in  evidence  for 
the  purpose  of  rebutting  the  claim  to  novelty,  and  it  raised 
the  interesting  question  whether  publication  in  this  country 
of  an  article  made  abroad,  there  having  been  no  disclosure 
of  the  secret  of  making  it,  is  equivalent  to  a  publication 
of  the  invention,  so  as  to  render  void  a  patent  afterwards 
obtained  in  this  country  by  another  inventor  for  a  similar 
invention.  Hancock's  patent  was  for  improvements  in  the 
preparation  of  caoutchouc,  and  the  invention  consisted  in 
combining  sulphur  with  the  caoutchouc,  which  rendered  it 
elastic  at  all  temperatures.  The  defendants  imported  from 
America  shoes  made  of  caoutchouc,  which,  when  analysed, 
were  found  to  contain  sulphur  along  with  oxide  of  lead  and 
other  ingredients.  In  an  action  for  an  infringement  of  the 
patent  it  was  proved  that  previously  to  the  date  of  the 
plaintiff's  patent  specimens  of  caoutchouc  prepared  by 
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sulphur  were  sent  to  England  by  Goodyear,  of  New  York, 
and  were  shown  to  Hancock,  but  the  secret  of  the  mana- 
factiire  was  not  communicated  to  him.  Negotiations  were 
commenced  for  the  sale  of  the  invention  to  Hancock,  but 
never  completed.  It  was  stated  in  evidence  that  6oodyear*s 
agent  left  specimens  with  Hancock,  supposing  that  it  would 
not  be  possible  for  him  to  discover  the  process  by  which  it 
was  prepared.  However,  Hancock  made  experiments,  and 
discovered  that  sulphur  endowed  caoutchouc  with  the  pro- 
perty of  elasticity  at  all  temperatures,  and  he  then  took 
out  his  patent.  Mr,  Justice  Williams  left  it  to  the  jury  to 
say  whether,  supposing  the  shoes  to  have  been  manufac- 
tured in  England,  they  could  have  been  made  without 
infringing  the  plaintiff's  patent ;  and  then  he  proceeded  to 
make  these  remarks  upon  the  novelty  issues : — *  The  de- 
fendants do  not  deny  that  Hancock  is  to  be  considered  the 
inventor,  notwithstanding  Goodyear  had  previously  made 
the  discovery,  provided  the  invention  had  not  been  pub- 
lished or  in  use  in  this  country  before  the  date  of  the 
patent.  The  defence  consists  of  this :  not  only  had  Good- 
year discovered  the  invention  first,  but  also  that  the  in- 
vention had  been  substantially  published,  and  was  in  use — 
not  in  secret  use,  but  in  public  use — before  the  date  of  the 
patent;  that  the  material  being  in  public  use,  the  ready 
means  of  the  invention  were  also  necessarily  before  the 
public ;  because  it  is  said  the  article  presented  in  itself  such 
means  of  knowledge  to  the  public  as  to  enable  anyone  of 
ordinary  competence  to  reproduce  the  article.  If  you  should 
be  of  opinion  that  the  material  was  in  use  before  the  date 
of  the  patent,  then  the  question  resolves  itself  into  this : 
what  is  your  opinion  as  to  whether  the  publication  of  the 
material  was  substantially  a  publication  of  the  invention  ? 
If  you  should  find  that  the  material  was  in  public  use,  but 
that,  notwithstanding,  the  invention  remained  still  a  matter 
to  be  discovered,  in  my  opinion  the  plaintiff's  case  would 
not  be  affected  by  the  circumstance  of  the  material  being 
in  public  use.  If,  on  the  other  hand,  you  should  think  not 
only  that  the  material  was  in  public  use  (and  I  should  here 


42  NOVELTY 

say  that  I  do  not  think  it  is  necessary  the  use  should  be 
actual  sale — ^if  it  were  in  public  use  it  need  not  be  sold ;  it 
would  be  sufficient,  for  instance,  if  it  were  in  use,  handing 
about  the  country  for  the  purpose  of  attracting  customers) ; 
if  you  should  think,  also,  that  the  material  being  so  in  use^  it 
was  so  palpable  how  you  could  make  it,  when  you  got  the 
material,  that  substantially  the  disclosure  of  the  material 
was  a  disclosure  of  the  means  of  making  it ;  if  you  do  not 
think  that,  then  I  think  the  plaintiff's  case  is  unaffected  by 
the  circumstance  of  the  material  being  before  the  public  in 
the  way  I  have  been  describing.'  The  jury  found  a  verdict 
for  the  plaintiff,  and  thus  the  foreign  inventor  lost  the 
benefit  of  a  very  valuable  invention  by  not  taking  the  pre- 
caution to  obtain  a  patent  in  this  country  before  opening 
negotiations  for  the  sale  of  the  manufactured  article. 

On  the  trial  of  Mnntz  v.  Foster  (2  W.  P.  C.  103-108), 
TiiidalyC,  J.,  said  to  the  jury,  *I  look  upon  the  invention 
to  consist  in  this,  that  Muntz  has  by  an  experiment  ascer- 
tained that  a  certain  mixture  of  the  alloy  of  zinc  with 
copper  will  have  the  effect  of  producing  a  better  sheathing 
(for  the  bottom  of  ships)  by  reason  and  by  means  of  its 
oxidating  just  in  sufficient  quantities — that  is,  not  too  much, 
so  as  to  wear  away  and  impair  the  sheathing  and  render 
the  vessel  unsafe,  but  enough,  at  the  same  time,  to  keep 
by  its  wearing  the  bottom  of  the  vessel  clean  from  those 
impurities  which  before  attached  to  it.  And  if  it  was  shown, 
as  possibly  it  might  be,  that  sheets  had  been  made  of  metal 
before,  in  the  same  proportion  which  he  had  pointed  out, 
and  if  this  hidden  virtue  or  quality  had  not  been  discovered 
or  ascertained,  and  consequently  the  application  never  made, 
I  cannot  think  the  patent  will  fail  on  that  ground.  ...  In 
my  judgment  it  will  not  go  far  enough  [to  show  that  sheets 
of  this  particular  alloy  had  been  previously  made],  unless 
they  can  show  there  has  been  some  appUcation  of  them 
before  to  this  very  useful  purpose.  ...  I  do  not  think  that 
the  circumstance  of  showing  that  the  combination  of  these 
two  materials  in  a  metal  plate  will  of  itself  destroy  this 
patent,  when  no  aittention  at  the  time  was  paid  to  the 
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purpose  for  which  this  patent  was  taken  out,  and  it  was 
made  merely  in  the  ordinary  course  of  melters  of  metals  for 
the  various  and  ordinary  purposes  of  life.  I  do  not  think 
that  the  circumstances  of  showing,  that  in  the  long  time 
that  has  passed  before  us  in  the  different,  and  I  may  say 
infinitely  varying,  combinations  that  must  have  been  made 
for  the  various  purposes  for  which  brass  and  other  metal 
was  manufactured  for  ordinary  and  common  purposes  of 
life — to  call  a  workman  to  show  that  on  some  occasion  or 
occasions  he  had  combined  them  in  those  proportions  for 
another  and  different  purpose ;  it  does  not  appear  to  me 
that  such  destroys  the  patent.' 

The  question  of  public  user  arose  in  the  case  of  Heath  v. 
Smith  (2  W.  P.  G.  268).  An  action  for  the  infringement 
of  a  patent  under  which  the  invention  claimed  was  an  im- 
proved method  of  making  cast  steel,  by  fusing  carburet  of 
manganese  along  with  common  iron  or  steel.  It  was 
proved  at  the  trial  that  five  manufacturers  of  steel  had 
used  substantially  the  process  patented  by  the  plaintiff 
before  the  date  of  his  patent,  not  by  way  of  experiment^ 
but  in  the  way  of  their  trade,  and  to  the  extent  of  hundreds 
of  tons.  Two  of  the  manufacturers  had  kept  the  process  a 
secret.  The  other  three  had  openly  practised  it ;  but  it  had 
not  become  generally  known,  and  the  trade  was  not  mside 
acquainted  with  it  until  the  plamtiff  took  out  his  patent. 
It  was  held,  after  argument,  by  the  Court  of  Queen's 
Bench,  that  there  had  been  a  pubUc  use  of  the  process,  and 
that  the  patent  was,  therefore,  invalid.  One  of  the  judges 
pointed  out  this  consequence  of  an  opposite  decision,  that 
a  man  who  made  a  discovery  would  be  obliged  to  take  out 
a  patent  for  it  in  order  to  free  himself  from  liability  to 
action  in  the  event  of  another  man  making  the  same  dis- 
covery and  procuring  a  patent.  The  process  adopted  by 
the  five  manufacturers  was  to  place  iron,  manganese,  and 
carbon  in  a  crucible.  The  application  of  heat,  according 
to  the  scientific  witnesses,  made  first  a  carburet  of  man- 
ganese, and  then  made  that  substance  unite  with  the  iron. 
Now  the  Court  of  Exchequer  Chamber  had  previously  held 
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that  this  process  was  an  infringement  of  the  patent,  the 
specification  of  which  claimed  *  the  use  of  carburet  of  man- 
ganese in  any  process  for  the  conversion  of  iron  into  cast 
steel ; '  for  although  the  plaintiff  only  mentioned  carburet 
as  a  well-known  substance  which  he  put  into  the  crucible, 
his  patent  was  held  to  cover  every  mode  of  operating 
whereby  carburet  of  manganese,  however  formed,  was  made 
to  act  upon  iron.  The  result  by  the  two  processes  was 
identical.  The  process  used  by  Smith,  the  defendant  in 
this  action,  was  similar  to  that  of  the  five  manufacturers. 
If  it  was  the  same  as  the  plaintiff's,  he  had  a  good  defence; 
for  the  process  was  not  new,  and  the  plaintiff's  patent  was 
invalid  :  if  it  was  not  the  same  as  the  plaintiff's,  then  there 
was  no  infringement. 

Where  the  defendants  at  the  trial  of  an  action  for  the 
infringement  of  a  patent  for  a  method  of  manufacturing 
penholders  proved  that  they  had  made  penholders  accord- 
ing to  the  method  which  the  plaintiff  afterwards  patented, 
and  that  such  penholders  had  been  placed  in  their  ware- 
house for  sale,  though  no  sale  was  proved.  Sir  J.  Jervis, 
C.  J.,  the  presiding  judge,  held  that  the  plaintiff's  invention 
was  destitute  of  novelty.     {MuUins  v.  Hart^  8  Car.  &  K. 

297.) 

The  sale  in  England  of  articles  made  abroad  is  an  anti- 
cipation of  a  subsequently  patented  invention.  {Jensen  v. 
Smith,  2  E.  P.  C.  249.) 

The  following  later  cases  on  the  subject  of  prior  user 
may  be  referred  to :  Croysdale  v.  Fisher,  1  E.  P.  C.  17 ; 
Brereton  v.  Richardson,  1  E.  P.  C.  165 ;  Lister  v.  Norton, 
3  E.  P.  C.  199 ;  Podmore  v.  Wright,  5  E.  P.  C.  880. 

It  was  decided  by  V.  C.  Bacon  in  the  case  of  RoUs  v. 
Isaacs  (L.  E.  19  Ch.  D.  268)  that  the  prior  user  of  an  in- 
vention in  a  colony  does  not  affect  the  validity  of  a  patent 
subsequently  obtained  for  the  same  invention  in  the  United 
Kingdom. 

But,  in  order  to  break  down  the  patent  of  the  person 
who  was  de  facto  the  first  to  produce  a  useful  article  by  the 
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patented  process,  the  fact  of  anticipation,  if  that  is  relied 
on,  must  be  very  clearly  made  out.  (Von  Heyden  v.  Neiistadt, 
50  L.  J.  N.  s.  Ch.  126.) 

When  previous  public  user  of  the  invention  is  relied 
upon  as  ground  of  the  invalidity  of  a  patent,  it  is  not 
necessary  to  show  that  such  user  continued  up  to  the  time 
of  the  patent  being  granted.  Even  if  discontinued,  the 
patent  will  be  invalidated.  (The  Househill  Co.  v.  Neilson, 
1  W.  P.  C.  709,  in  the  House  of  Lords.  And  see  the  remarks 
of  Sir  W.  P.  Wood,  V.  C,  on  Jones  v.  Pearce  in  Tangye  v. 
Stottf  14  W.  E.  386,  as  well  as  the  case  of  King,  Brown  d 
Co.  V.  Anglo- American  Brush  Corporation,  6  E.  P.  C.  414.) 
Their  lordships,  however,  in  delivering  judgment  in  the  first 
of  these  cases,  expressly  left  it  an  open  question  whether  a 
patent  for  an  invention  would  or  would  not  stand,  if  a 
similar  invention  had  formerly  been  in  use  but  had  ceased 
to  be  used  long  before  the  date  of  the  patent,  and  the  thing 
had  been  completely  lost  sight  of  until  discovered  again 
and  patented. 

Secret  User,  from  which  the  inventor  derives  a  profit, 
and  being  not  merely  a  user  by  way  of  experiment,  will 
certainly  deprive  his  after-acquired  patent  of  its  validity. 
But  there  is  still  the  question  whether  prior  secret  user  by 
someone  other  than  the  patentee  is  sufficient  to  vitiate  a 
patent.  This  point  has  never  been  judicially  decided  in  an 
English  court ;  but  we  have  a  dictum  of  Mr.  Justice  Erie, 
uttered  in  the  above  case  of  Heath  v.  Smith :  *  If  one  party 
only,'  said  that  learned  judge,  *  had  used  the  process,  and 
had  brought  out  the  article  for  profit,  and  kept  the  method 
entirely  secret,  I  am  not  prepared  to  say  that  then  the 
patent  would  have  been  valid.'  Tennant's  case  {ante,  p.  33) 
may  be  referred  to,  as  well  as  Lord  Abinger's  remark  in 
Carpenter  v.  Smith  {ante,  p.  37)  and  the  note  on  page  38. 

Fraud. — By  the  thirty-fifth  section  of  the  Patents  Act  of 
1883  it  is  enacted  that  a  patent  granted  to  the  true  and 
first  inventor  shall  not  be  invalidated  by  an  application  in 
fraud  of  him,  or  by  provisional  protection  obtained  thereon, 
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or  by  any  use  or  publication  of  the  invention  subsequent  to 
that  fraudulent  application  during  the  period  of  provisional 
protection. 

Abandoned  Experiments  of  other  Persons. — A  patent  is 
not  invalidated  by  the  fact  that  persons  other  than  the 
patentee  had  previously  made  experiments  in  the  direction 
of  the  invention,  if  such  experiments  did  not  result  in  the 
utilization  of  the  discovery.  Few  patents,  indeed,  could  be 
sustained  if  previous  experiments,  approaching  the  patented 
invention,  were  held  to  vitiate  them.  In  almost  every  case 
experiments  of  some  kind  or  other  have  been  made  in  the 
same  track,  and  many  beneficial  inventions  have  been  but 
a  step  beyond  what  has  before  been  reached  by  experiments 
which  seemed  fruitless,  and  were  abandoned. 

The  question  whether  the  evidence  amounts  to  proof 
of  public  use,  or  whether  it  only  proves  that  abandoned 
experiments  had  been  made,  is  frequently  of  considerable 
delicacy ;  since,  as  it  has  been  remarked  from  the  Bench,  a 
slight  dijSerence  in  the  evidence  will  establish  either  the 
one  proposition  or  the  other.  (Cornish  v.  Keene^  1.  W.  P.  C* 
519.) 

In  GaUoway  v.  Bleadon  (1  W.  P.  C.  526),  Tindal,  C  J., 
said,  *  A  mere  experiment,  or  a  mere  course  of  experiments, 
for  the  purpose  of  producing  a  result  which  is  not  brought 
to  its  completion,  but  begins  and  ends  in  uncertain  experi- 
ments, that  is  not  such  an  invention  as  should  prevent 
another  person,  who  is  more  successful,  or  pursues  with 
greater  industry  the  chain  in  the  line  which  has  been  laid 
out  for  him  by  the  preceding  inventor,  from  availing  himself 
of  it  and  having  the  beneJBitof  it.  .  .  .  That  there  had  been 
many  experiments  made  upon  the  same  line,  and  almost 
tending,  if  not  entirely,  to  the  same  result,  is  clear  from  the 
testimony  you  have  heard  ;  and  that  these  were  experiments 
known  to  various  persons.  But  if  they  rested  on  experi- 
ment only,  and  had  not  attained  the  object  for  which  the 
patent  was  taken  out,  mere  experiment,  afterwards  supposed 
by  the  parties  to  be  fruitless,  and  abandoned  because  they 
had  not  brought  it  to  a  complete  result,  that  will  not  prevent 
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a  more  Buccessful  competitor  who  may  avail  himself,  so  far 
as  his  predecessors  have  gone,  of  their  discoveries,  and  add 
the  last  link  of  improvement  in  bringing  it  to  perfection/ 
See  also  the  observations  of  the  same  learned  judge  in 
Cornish  V.  Keene  (1  W.  P.  C.  508)- 

In  Jones  v.  Pearce  (1  W.  P.  C.  124),  an  action  brought 
for  an  infringement  of  a  patent  for  an  improved  construction 
of  carriage-wheels,  the  defendants  contended  that  wheels 
similar  in  principle  to  those  for  which  the  patent  had  been 
obtained  had  been  invented  several  years  previously  by  su 
Mr.  Strutt,  made  under  his  orders,  and  used  in  a  cart  em- 
ployed on  the  public  roads  for  upwards  of  a  year.  These 
wheels  were  afterwards  laid  by,  the  spokes  having  occasion- 
ally got  bent.  Patteson,  J.,  told  the  jury  that  if  *  you  are 
of  opinion  that  Mr.  Strutt's  wheel  was  an  experiment,  and 
that  he  found  it  did  not  answer,  and  ceased  to  use  it  alto- 
gether, and  oabandoned  it  as  useless,  and  nobody  else  fol- 
lowed it  up,  and  that  the  plaintiff's  invention,  which  came 
afterwards,  was  his  own  invention,  and  remedied  the  defects 
of  Mr.  Strutt's  wheel,  then  there  is  no  reason  for  saying 
that  the  plaintiff's  patent  is  not  good.' 

On  the  trial  of  an  action  for  infringing  a  patent  for  im- 
provements in  cards  for  carding  fibrous  substances,  which 
improvements  consisted  in  using  caoutchouc  as  a  substitute 
for  leather  as  an  elastic  bed  in  which  the  teeth  were  fixed, 
it  was  given  in  evidence,  in  support  of  a  plea  denying  the 
novelty  of  the  invention,  that  a  certain  material,  called 
Hancock's  patent  leather,  had  been  made  and  sold  previ- 
ously to  the  patent ;  and  it  was  suggested,  rather  than 
proved,  that  this  material  was  substantially  the  same  thing 
as  the  elastic  bed  in  which  the  carding  teeth  were  fixed.  It 
appeared  that  the  patent  leather  had  been  supphed  to 
certain  manufacturing  firms,  during  the  space  of  about  a 
year  and  a  half,  several  years  before  the  date  of  the  patent, 
and  that  it  had  been  used  in  the  construction  of  cards,  but 
had  not  been  employed  for  that  purpose  since  that  time. 
*  Supposing,'  said  CressweU,  J.,  to  the  jury  *  that  the  article 
(Hancock's  patent  leather)  did  embody  the  principle  of  the 
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plaintiff,  so  as  to  present  to  persons  using  it  the  properties, 
qualities,  and  advantages  in  principle  of  that  article  which 
the  plaintiff  makes,  the  question  for  you  will  be,  whether 
that  user  is  not  to  be  considered  rather  in  the  nature  of  an 
experiment,  than  of  any  public  use  of  the  article,  so  as  to 
deprive  the  plaintiff  of  the  fruit  of  his  discovery  in  respect 
of  this  manufacture.'  {Waltonv.  Batenian,  1  W.  P.  C.  619.) 
At  the  trial  of  Stead  v.  WiUiams  (2  W.  P.  C.  135),  Cress- 
2vell,  J.,  said  to  the  jury,  '  I  take  it  that  there  is  a  great 
difference  between  the  knowledge  of  an  invention  as  a  thing 
that  would  answer  and  was  in  use,  and  the  knowledge  of  it 
as  a  mere  experiment  that  had  been  found  to  be  a  failure, 
and  thrown  aside.  If  a  person  has  had  a  scheme  in  his 
head  and  has  carried  it  out,  but  after  a  trial  has  thrown  it 
aside,  and  the  thing  is  forgotten  and  gone  by,  then  another 
person  re-introducing  it  may,  within  the  meaning  of  the 
Act,  be  the  inventor  and  the  first  user  of  it,  so  as  to  justify 
a  patent.' 

In  the  case  of  Tangye  v.  Stott  (W.  N.  1866,  p.  68),  it 
appeared  that  the  plaintiff  was  the  assignee  of  a  patent  ob- 
tained for  improvements  in  pulley-blocks,  and  that  previous 
to  the  patent  there  had  been  described  in  a  book  a  pulley 
similar  in  principle  to  that  patented,  from  which  description 
one  Moore  had  made  a  pulley.  This  he  had  tried  a  few 
times  and  then  laid  aside.  The  defendant  had  also  made  a 
pulley  from  the  description  in  the  book.  It  was  held,  how- 
ever, that  although  the  principle  had  been  made  known,  the 
facts  above  mentioned  were  of  the  nature  of  experiments, 
and  that  as  the  patentee  was  the  first  to  carry  the  invention 
fully  into  effect  his  patent  was  good. 

In  HiUs  V.  London  Gas  Light  Co.  (5  H.  &  N.  312)  it 
appeared  that  Mr.  CroU  had  purified  many  thousand  feet 
of  gas  by  a  mode  for  which  Hills  subsequently  obtained  a 
patent,  and  this  gas  was  sold.  The  jury,  on  the  trial  of  an 
action  brought  by  Hills  for  the  infringement  of  his  patent,  J 

found  that  this  was  by  way  of  experiment,  and  the  Court 
refused  to  disturb  the  verdict.  In  delivering  judgment  on 
the  defendants'  rule  for  a  new  trial,  the  Court  said,  *  The 
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word  *'  experiment/'  in  the  cases  referred  to,  has  been  used, 
not  as  the  sole  test  apon  a  matter  of  this  sort,  but  as  in- 
dicating a  class  of  practice,  and  for  the  purpose  of  showing 
that  if  there  has  been  a  user  of  an  invention  not  of  a  sub- 
stantial character,  but  in  the  character  of  an  experiment, 
then,  although  the  thing  has  been  done  before,  it  does  not 
preclude  a  person  from  taking  out  a  patent  for  it ;  so  that 
although  what  GroU  did  may  not  have  been  strictly  in  the 
nature  of  an  experiment,  still  the  jury  have  so  found  it,  and 
we  cannot  grant  a  new  trial.' 

Other  cases  bearing*  upon  the  question  of  prior  experi- 
mental user  are  Brereton  v.  Richardson  (1  E.  P.  C.  165) ; 
Moseley  v.  Victoria  Rubber  Co.  (4  E.  P.  C,  268) ;  Morgan  v. 
Windover  (4  E,  P.  C.  417) ;  S.  C.  on  Appeal  (5  E.  P.  C. 
296) ;  and  in  H.  of  L.,  7  E.  P.  C.  180 ;  Edisim  and  Swan 
Co.  V.  Holland,  Court  of  Appeal  (6  E.  P.  C.  277, 288) ;  Winby 
Y.  Manchester,  dtc,  Tramways  Co.  (6  E.  P.  C.  859). 

Prior  Imperfect  Machines. — The  fact  that  there  had  pre- 
viously been  made  a  machine  which  turned  out  a  fpilure 
will  not  invalidate  the  right  of  a  patentee  who  has  made 
a  successful  machine  with  the  same  object,  although  there 
may  be  a  certain  degree  of  similarity  between  some  of 
the  details  of  the  two  machines  {Murray  v.  Clayton,  7 
L.  E.  Ch.  570).  And  in  Barlow  v.  Baylis  (1  Griff.  P.  C. 
44),  where  a  machine,  alleged  to  be  an  anticipation  of  a 
patented  machine,  was  shown  to  have  been  so  imperfect 
as  to  be  incapable  of  doing  the  promised  work  '  more  or 
less  badly,'  it  was  held  not  to  have  deprived  the  later 
machine  of  the  attribute  of  novelty. 

Earlier  Inventions  having  a  similar  object. — It  is  some- 
times argued  that  a  patentee  is  not  to  be  deemed  the  true 
and  first  inventor,  if  a  patent  for  a  similar  object  had  been 
previously  obtained  by  another  inventor ;  but  this  contention 
will  not  prevail  when  it  can  be  shown  that  the  earlier 
patentee  had  not  secured  the  principle,  and  that  the  means 
by  which  the  object  is  attempted  to  be  accomplished  are 
substantially  different  in  the  two  cases. 

Eneller  obtained  a  patent  for  an  apparatus  for  the 
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evaporation  of  liquids  and  solutions  at  a  low  temperature. 
The  apparatus  consisted  of  pipes  or  tubes,  along  which  air 
was  forced  nearly  to  the  bottom  of  the  vessel  containing  the 
liquid  to  be  evaporated,  which  air,  passing  through  small 
holes  in  the  submerged  tubes,  traversed  the  liquid  and  car- 
ried off  the  aqueous  particles.  The  invaUdity  of  this  patent 
was  attempted  to  be  proved  by  showing  that  an  invention 
having  a  similar  object  in  view  had  been  previously  patented. 
But  when  it  appeared  that  the  earUer  invention  consisted 
in  propelling  a  quantity  of  heated  air  into  the  lower  part  of 
the  vessel  containing  the  liquid,  and  causing  such  air  to 
pass  through  the  liquid  in  streams,  by  means  of  a  perforated 
coil  of  pipe  or  colander,  the  jury  found  that,  although  the 
principle  of  both  inventions  consisted  in  forcing  air  in  finely 
divided  streams  through  a  fluid,  for  the  purpose  of  faciU- 
tating  evaporation,  yet  the  modes  by  which  this  was  effected 
in  the  two  cases  were  sufficiently  distinct  to  acquit  the  latter 
invention  of  being  a  piracy  of  the  former ;  and  that  the 
latter  patent  was  not  invaUdated  by  reason  of  want  of 
novelty  in  the  invention.  The  Court  was  of  the  same 
opinion,  upon  the  application  for  a  rule  to  set  this  verdict 
aside.  {HuUett  v.  Hague,  1  Carp.  Eep.  501 ;  2  B.  and  A. 
870.) 

In  Minter  v.  Mower  (1  W.  P.  C.  140)  it  appeared  that 
the  plaintiff  had  taken  out  a  patent  for  an  improvement  in 
recliuing  chairs,  which  consisted  in  the  appKcation  of  a  self- 
adjusting  leverage  to  the  back  and  seat  of  a  chair,  whereby 
the  weight  on  the  seat  acted  as  a  counterbalance  to  the 
pressure  against  the  back.  Mower,  the  defendant,  made 
chairs  in  imitation  of  Minter's  chair,  and  contended,  in  an 
action  for  an  infringement  of  the  patent,  that  the  plaintiff 
was  not  the  first  and  true  inventor,  alleging  that  one  Brown 
had,  previously  to  the  patent,  made  chairs  embodying  a 
similar  principle.  It  appeared,  however,  that  although 
Brown's  chair  contained  a  similar  principle  to  that  patented, 
it  was  encumbered  with  machinery  which  rendered  it  a  very 
different  thing  from  the  plaintiff's.  Lord  Denman  said  that, 
supposing  Brown's  chair  to  have  been  a  chair  with  a  self- 


NOVELTY  51 

adjostlng  leverage  (i.e.  a  chair  similar  to  the  plaintiff's),  if 
the  encumbering  additional  part  had  been  away, '  then  the 
question  is,  whether  the  principle  of  self-adjustment  was  at 
all  discoverable  or  thought  of  at  that  time.  Because,  it 
seems  to  me,  if  that  principle  might  have  been  deduced 
from  the  machinery  of  the  chair  that  was  made,  but  it  was 
so  encumbered  and  connected  with  other  machinery  that 
nobody  did  make  that  discovery,  or  ever  found  out  that  they 
could  have  a  chair  with  a  self-adjusting  leverage,  by  reason  ^ 
of  that  or  any  other  defect  in  the  chair  actually  made ;  it 
seems  to  me  that  does  not  prevent  this  from  being  a  new 
invention,  when  the  plaintiff  says,  I  have  discovered, 
throwing  aside  everything  but  this  self-adjusting  leverage 
itself,  something  that  will  produce  an  effect,  which  I  think 
a  very  beneficial  one.' 

PUBLICATION  IN  PRINTED  BOOKS. 

It  has  been  repeatedly  held  that  an  inventor's  claim  to 
novelty  is  destroyed  by  showing  the  previous  publication  of 
the  invention  in  some  printed  book  in  use  in  Great  Britain. 
Mr.  Justice  Buller^  in  Rex  v.  Arkwright  (1  W.  P.  C.  72), 
said,  *  It  is  admitted  that  this  is  not  a  new  discovery ;  for 
Emmerson's  book  was  produced,  which  was  printed  a  third 
time  in  the  year  1773,  and  that  is  precisely  the  same  as 
this.*  *  Although '  (said  Tindai,  C.  J.,  in  Cornish  v.  Keene, 
1  W.  P.  C.  607)  '  it  is  proved  that  the  invention  is  a  new 
discovery,  so  far  as  the  world  is  concerned,  yet  if  anybody 
has  been  able  to  show  that  although  that  was  new — ^that  the 
party  who  got  the  patent  was  not  the  man  whose  ingenuity 
first  discovered  it,  that  he  had  borrowed  it  from  A  or  B,  or 
taken  it  from  a  book  printed  in  England,  and  which  was 
open  to  all  the  world — then  it  would  become  an  important 
question  whether  he  was  the  first  and  original  inventor  of 
it.'  In  the  course  of  the  argument  of  the  case  of  The  House- 
hiU  Company  v.  Neilson  (1  W.  P.  C.  673),  an  appeal  from 
the  Court  of  Session  in  Scotland  to  the  House  of  Lords, 
Lyndhurst,  L.  (7.,  asked,  '  If  the  machine  is  published  in  a 
book,  distinctly  and  closely  described,  corresponding  with 
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the  description  in  the  specification  of  the  patent,  though  it 
has  never  been  actually  worked,  is  not  that  an  answer  to 
the  patent?  It  is  continually  the  practice  on  trials  for 
patents  to  read  out  of  printed  books,  without  reference  to 
anything  that  has  been  done.' 

If  the  foreign  book  containing  a  description  of  an  inven- 
tion has  been  circulated  in  England  (Reg.  y.  Steiner,  New- 
ton's Lond.  Jour.  vol.  xl.  p.  71),  or  even  if  only  four  copies 
of  the  foreign  book  are  sent  over  to  a  bookseller  in  this 
country  and  by  him  exposed  for  sale,  only  one  being  ac- 
tually sold  to  a  public  library  {Lang  v.  Gisbome^  31  Beav* 
188),  a  patent  subsequently  obtained  by  an  independent 
inventor  is  invalid. 

However,  where  the  book  reUed  upon  as  evidence  of  a 
disclosure  before  the  date  of  his  patent  of  the  patentee's  in- 
vention, a  skate,  was  an  American  book  containing  a  copy 
of  a  drawing  of  the  skate  attached  to  the  patentee's  American 
patent,  and  which  book  had  been  received  by  a  librarian  of 
the  Patent  Office  Library  in  London  about  thirty-seven 
days  before  the  date  of  the  English  patent  without  being 
entered  either  in  the  list  of  donations  or  in  the  catalogue  of 
the  library,  and  nothing  more  was  known  of  it  until  another 
Ubrarian  found  it  many  months  afterwards  on  a  shelf  in  a 
corridor  leading  to  the  pubUc  room,  which  corridor  was 
open  to  the  public,  all  this  was  held  by  Sir  G.  Jessel,  M.  JR., 
and  afterwards  by  the  Court  of  Appeal,  not  to  prove  a  pub- 
lication sufficient  to  invalidate  the  patent.  {Plimpton  v. 
SpiUer,  L.  E.  6  Ch.  D.  412.) 

In  the  case  of  Otto  v.  Steel  (81  Ch.  D.  241,  and  8  E.  P.  C. 
112)  Mr.  Justice  Pearson  held  that  the  simple  fact  that  a 
copy  of  a  French  book  was  in  the  inner  library  of  the 
British  Museum  was  not  sufficient  publication  to  lead  to 
the  inference  that  whatever  was  found  in  that  book  had 
become  part  of  the  public  stock  of  coromon  knowledge. 

Two  specifications  in  the  German  language  of  German 
patents,  with  drawings,  were  deposited  in  the  Library  of 
the  Patent  Office,  London,  the  one  more  than  two  years, 
the  other  forty  days,  before  the  date  of  a  British  patent,  and 
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entries  of  these  specifications  were  published  in  the  official 
Patents  Journal  and  their  subject-matter  stated,  a  footnote 
being  appended  to  the  effect  that  the  specifications  might 
be  seen  in  the  Library.  It  was  held  that  this  amounted  to 
a  publication  of  the  inventions  in  this  country.  {Harris  v. 
EothweU,  31  Ch.  D.  416 ;  S.  C.  3  E.  P.  C.  388;  4  R  P.  C.  225.) 

It  may  be  inferred  from  some  of  the  preceding  cases 
that  when  the  validity  of  a  patent  is  contested  on  the  ground 
of  the  invention  having  been  previously  communicated  to 
the  world  by  a  book,  it  is  not  necessary  to  show  that  the 
patentee  derived  his  knowledge  of  the  invention  from  such 
book.  And  it  was  expressly  decided  in  Stead  v.  Williams 
<2  W.  P.  0.  142)  y  that  if  the  invention  has  been  already 
made  pubUc  by  any  description  contained  in  a  work,  whether 
written  or  printed,  which  has  been  pubUcly  circulated,  in 
such  case  the  patentee  is  not  the  true  and  first  inventor 
within  the  meaning  of  the  statute,  whether  he  has  himself 
borrowed  his  invention  from  such  pubUcation  or  not ;  be- 
cause  the  public  cannot  be  precluded  from  the  right  of  using 
such  information  as  they  were  already  possessed  of  at  the 
time  the  patent  was  granted. 

The  application  of  this  rule  must  depend  upon  the  par- 
ticular circumstances  of  each  case.  The  existence  of  a  single 
copy  of  .the  work  in  a  depository  where  it  had  long  been 
kept  in  a  state  of  obscurity,  would  afford  a  very  different 
inference  from  the  production  of  an  encyclopaedia  or  other 
work  in  general  circulation.  The  question  will  be,  whether, 
upon  the  whole  evidence,  there  has  been  such  a  publication 
as  to  make  the  description  a  part  of  the  pubUc  stock  of  in- 
formation. (See  also  Plimpton  v.  Malcolmson,  L.  E.  8  Ch, 
D.  581 ;  Plimpton  v.  SpiUer,  L.  E.  6  Ch.  D.  412 ;  Von 
Heyden  v.  Neustadty  50  L.  J.  n.  s.  Ch.  126 ;  United  Telephone 
Co.  V.  Harrison,  L.  E.  21  Ch.  D.  721.) 

If  a  published  drawing  of  a  machine  is  sufficient  of 
itself  to  enable  a  mechanist  to  construct  the  machine,  that 
would  be  enough  to  invaUdate  a  subsequent  patent  for  a 
similar  machine.  (Per  Lord  Esher,  M,  i?.,  in  Herrlmrger 
T.  Squire,  on  Appeal,  6  E.  P.  C.  198.) 
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PUBLICATION  IN  THE  SFECIFIGATION  UNDER  A  PBIOR  PATENT. 

The  law  as  regards  the  publication  of  the  invention  in 
the  specification  under  a  prior  patent  is  precisely  the  same 
as  that  with  reference  to  a  publication  in  a  printed  book. 
The  invention  has  been  deprived  of  its  requisite  attribute  of 
novelty  if  it  has  been  described  in  a  previous  specification, 
whether  the  patent  had  or  has  not  expired.^  If,  prior  to  his 
obtaining  a  patent,  any  part  of  that  which  is  of  the  sub- 
stance of  the  invention  has  been  communicated  to  the 
public  in  the  shape  of  a  specification  of  any  other  patent, 
he  cannot  claim  the  benefit  of  his  patent.  {Lord  EUenr- 
horoughy  in  Hvddart  v.  Grimshaw,  1  W.  P.  C.  86 ;  and  see 
Jones  V.  Berger,  1  W.  P.  C.  550.) 

In  the  case  of  Macnamara  v.  HuUe  (2  W.  P.  C.  128),  an 
action  for  the  infringement  of  a  patent  for  a  method  of 
paving  streets  with  blocks  in  the  form  of  two  solid  rhombs 
placed  one  in  front  of  the  other,  in  opposite  directions,  so 
that  each  side  of  a  block  was  bevelled  both  inwards  and 
outwards;  it  was  proved  that  the  defendant  used  blocks, 
each  consisting  of  a  single  solid  rhomb,  and  then  fastened 
two  together  by  pins,  so  that  two  of  the  defendant's  blocks 
thus  fastened  exactly  resembled  one  of  the  plaintiff's  blocks. 
This  was  the  infringement  complained  of.  The  defendant, 
at  the  trial,  put  in  the  specification  of  an  expired  patent, 
obtained  by  one  M'Arthy,  for  a  pavement  in  which  each 
block  had  two  bevels  inwards  and  two  outwards  on  the 
same  side.  If  M*Arthy's  block  were  cut  into  two,  it  would 
make  two  blocks  similar  to  the  plaintiff's ;  if  cut  into  four, 
it  would  make  four  blocks  similar  to  the  defendant's.  Both 
judge  and  jury  thought  that,  under  the  circumstances,  the 
plaintiff's  invention  was  destitute  of  novelty.  The  plaintiff 
asserted  that  the  defendant  had  infringed  his  patent  by 

>  The  operation  of  this  Bule  is  now  narrowed  by  Art.  4  of  the  Inter- 
national  Convention,  and  by  Sect.  103  of  the  Patents  Act,  1883.  Any  person 
who  has  duly  registered  an  application  for  a  patent  in  any  of  the  States  of 
the  Union  enjoys  a  right  of  priority  to  a  British  patent  for  a  period  of  seven 
months  from  the  date  of  his  foreign  application,  although  the  invention 
may  have  been  meanwhile  published  or  used  in  this  country. 
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cutting  his  block  into  two.  The  defendant  showed  that 
the  plaintiff,  in  forming  his  block,  had  only  cut  M^Arthy's 
block  into  two.  The  plaintiff,  in  support  of  his  own  patent, 
was  bound  to  contend  that  M'Arthy's  invention  and  his 
own  were  distinct ;  but  then  if  he  established  that,  it  fol- 
lowed that  his  own  and  the  defendant's  were  likewise  distinct, 
in  which  case  there  was  no  infringement. 

Even  the  specification  under  a  worthless  patent  might 
sufficiently  disclose  the  invention  so  as  to  anticipate  a  sub- 
sequent patent.  (Per  Lord  HaUbury,  (7.,  in  Kaye  v.  Chubb, 
5  E.  P.  C.  648.) 

But  if  the  prior  inventor  had  not  shown  how  the 
invention  is  to  be  practically  carried  out,  and  an  indepen- 
dent inventor  does  this  and  fully  explains  the  mode  in 
which  the  result  is  obtainable,  his  patent  will  be  held  good. 
In  the  case  of  Betts  v.  Menzies  (10  H.  L.  C.  117)  it  was 
held  that  a  general  description  in  a  prior  specification  or  in 
a  published  book,  even  if  suggesting  information  or  involving 
some  speculative  theory  pertinent  to  the  invention  in  ques- 
tion, is  not  to  be  considered  as  anticipating  a  subsequent 
patent  involving  a  practical  invention  unless  the  antecedent 
publication  contains  the  same  amount  of  practical  and 
useful  information.  Betts's  patent  was  for  the  production 
of  a  material  capable  of  application  to  many  useful  pur- 
poses by  combining  thin  sheets  of  lead  and  tin  by  means  of 
pressure.  It  appeared  that  as  far  back  as  1804  one  Dobbs 
had  patented  a  process  for  making  a  new  material  by  com- 
bining lead  and  tin  by  pressure,  but  he  did  not  with  any 
precision  define  the  relative  thicknesses  of  the  sheets  of 
metal  nor  the  degree  of  pressure  to  be  applied,  whereas  Mr. 
Betts  entered  minutely  into  those  points.  Moreover,  it  was 
not  shown  that  the  earlier  process  had  ever  been  carried 
into  practice.  Under  these  circumstances  the  House  of 
Lords  held  that  Betts's  invention  had  not  been  anticipated. 
See  also  the  observations  of  Wood,  F.  C,  in  the  subsequent 
case  of  Betts  v.  Be  Vitre  (11  L.  T.  n.  s.  445),  in  which  the 
validity  of  the  same  patent  was  in  question. 

Under  a  patent  for  the  purification  of  gas,  Mr.  CroU 
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claimsd  the  use  of  oxides  of  iron,  which  expression  was  held 
to  mean  both  hydrated  and  anhydrous  oxides  of  iron.  Mr. 
Hills  afterwards  obtained  a  patent  for  the  use  of  anhydrous 
oxide  of  iron  for  the  same  purpose ;  but  it  was  said,  in  an 
action  which  he  brought  for  the  infringement  of  his  patent, 
that  he  had  been  anticipated  by  GroU.  On  his  part  it  was 
argued  that  as  it  was  a  fact  that  some  oxides  would  answer 
the  object  in  view,  and  some  would  not,  it  became  a  subject 
for  investigation  and  experiment  to  ascertain  what  oxides  it 
would  be  proper  to  employ,  and  that  when  he  had  made  the 
discovery  he  was  entitled  to  a  patent  in  respect  of  it.  The 
Court  of  Exchequer  held  that  this  discovery  might  properly 
be  the  subject  of  a  patent.  (Hilh  v.  London  Gas  Light 
Company,  5  H.  and  N.  312.) 

If  a  specification  contains  a  general  statement  which 
gives  no  clear  intimation  either  by  its  own  construction  or 
in  the  opinion  of  a  workman  of  ordinary  skill,  either  as  to 
the  result  or  as  to  the  means,  and  if  a  person  should  out  of 
the  general  words  which  describe  nothing  discover  some- 
thing not  inconsistent  with  them  but  not  disclosed  by  them, 
he  may  obtain  a  patent  for  his  discovery.  But  if  in  a 
specification  one  of  the  modes  described  in  it  gives  a  clear 
result  by  clear  means,  although  the  person  who  took  out 
the  patent  does  not  see  that  result,  and  another  person 
by  studying  the  specification  more  carefully  perceives  the 
result,  he  has  no  right  to  take  out  a  patent  for  it.  (Per 
Lord  Esher,  M.  R.,  in  Kaye  v.  Chubb,  4  E.  P.  C.  298.) 

The  antecedent  description  of  an  invention  which  will 
have  the  effect  of  depriving  a  subsequently  patented  inven- 
tion of  the  attribute  of  novelty,  must  (according  to  Lord 
Wesibury,  C,  in  HiUs  v.  Evans,  4  De  G.  F.  &  J.  288)  '  be 
such  that  a  person  of  ordinary  knowledge  of  the  subject 
would  at  once  perceive,  understand,  and  be  able  practically 
to  apply  the  discovery,  without  the  necessity  of  making 
further  experiments  and  gaining  further  information,  before 
the  invention  can  be  made  useful.  If  something  remains 
to  be  ascertained  which  is  necessary  for  the  useful  applica- 
tion of  the  discovery,  that  affords  sufficient  room  for  another 
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valid  patent.  .  .  .  The  information  as  to  the  alleged  inven- 
tion given  by  the  prior  publication  must,  for  the  purposes 
of  practical  utility,  be  equal  to  that  given  by  the  subsequent 
patent.  The  invention  must  be  shown  to  have  been  before 
made  known.  Whatever,  therefore,  is  essential  to  the  in- 
vention must  be  read  out  of  the  prior  publication.  If 
specific  details  are  necessary  for  the  practical  working  and 
real  utility  of  the  alleged  invention,  they  must  be  found 
substantially  in  the  prior  publication.  Apparent  generality, 
or  a  proposition  not  true  to  its  full  extent,  will  not  prejudice 
a  subsequent  statement  which  is  limited  and  accurate,  and 
gives  a  specific  rule  of  practical  application.  •  .  .  Upon 
principle,  therefore,  I  conclude  that  the  prior  knowledge  of 
an  invention  to  avoid  a  patent  must  be  a  knowledge  equal  to 
that  required  to  be  given  by  a  patent,  viz.  such  a  knowledge 
as  will  enable  the  public  to  perceive  the  very  discovery,  and 
to  carry  the  invention  into  practical  use.' 

According  to  L.  J.  Breit^  in  Otto  v.  Linford  (Court  of 
Appeal,  46  L.  T.  n.  s.  89),  the  question  to  be  considered  is 
whether  the  prior  specification,  fairly  read  by  a  person  con- 
versant with  such  matters,  would  give  a  reasonably  clear 
description  of  the  later  invention — that  is,  supposing  it  to 
relate  to  a  machine,  whether  it  would  give  a  reasonably 
clear  description  of  a  machine  that  would  effect  what  the 
machine  of  the  later  inventor  effects.  (See  also  Von  Heyden 
V.  Neustadt,  50  L.  J.  n.  s.  126  ;  Moseley  v.  Victoria  Rvbher 
Co.,  4  R.  P.  C.  252 ;  Bray  v.  Gardner,  4  R.  P.  C.  4(K) ; 
Haslam  v.  Hall,  5  R.  P.  C.  19  ;  American  Braided  Wire  Co. 
V.  Thomson,  5  R.  P.  C.  122.) 

*  Even  if  there  is  identity  of  language  in  two  specifica- 
tions '  (said  Lord  Westbury,  in  Betts  v.  Menzies,  10  H.  L.  C. 
152),  '  and  (remembering  that  those  specifications  describe 
external  objects)  even  if  the  language  is  verbatim  the  same, 
yet  if  there  are  terms  of  art  found  in  the  one  specification, 
and  also  terms  of  art  found  in  the  other  specification,  it  is 
impossible  to  predicate  of  the  two  with  certainty  that  they 
describe  the  same  identical  external  object,  unless  you 
ascertain  that  the  terms  of  art  used  in  the  one  have  pre- 
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cisely  the  same  signification,  and  denote  the  same  external 
objects  at  the  date  of  the  one  specification  as  they  do  at  the 
date  of  the  other/ 

Where  a  provisional  specification  contained  an  incom- 
plete description  of  a  piece  of  mechanism  which  was  omitted 
from  the  complete  specification,  and  another  patent  was 
afterwards  obtained  for  similar  mechanism,  the  passage  in 
the  preceding  patent  was  held  not  to  be  a  prior  publication 
80  as  to  vitiate  the  second  patent,  because  the  description 
was  not  sufficient  to  enable  a  workman  to  make  the  object* 
(Stoner  v.  Todd,  L.  R.  4  Ch.  D.  58.) 

PRIOB  PUBLICATION  BY  INVENTOB. 

We  now  come  to  a  series  of  cases  which  declare  the  law 
with  regard  to  a  publication  of  the  patented  invention  be- 
fore the  date  of  the  patent — not  by  persons  other  than  the 
patentee,  but  by  the  patentee  himself.  A  person  may  be 
the  true  and  first  inventor  of  that  for  which  he  has  obtained 
a  patent,  and  yet  he  may  have  disentitled  himself  to  the 
benefit  of  it  by  prior  dealings  with  or  prior  publication  of 
the  invention.  The  law  says  that  a  man  may  not  first 
publish  his  discovery  and  then  obtain  protection  for  it 
against  the  public,  whom  he  has  already  made  acquainted 
with  it.  Having  done  that,  he  has  no  longer  anything  to 
give  as  a  consideration  for  the  grant. 

Some  of  the  cases  will  show  inventors  who  intend  to 
protect  their  inventions  that  they  should  be  extremely 
cautious  how  they  deal  with  them  before  applying  for 
patents. 

An  inventor  does  not  lose  his  right  to  a  patent  by  keep- 
ing his  invention  to  himself  after  its  completion,  provided 
there  is  no  profitable  user  of  it  {BenUey  v.  Fleming,  1  C.  & 
E.  587).  But  it  may  be  remarked  that,  although  not  de- 
structive of  his  right,  delay  is  here  especially  dangerous, 
and  the  fact  might,  under  certain  circumstances,  be  used 
as  a  strong  argument  against  a  patentee. 

In  the  same  case  of  Bentley  v.  Fleming  it  was  held  that 
an  inventor  might  safely  deposit  a  machine  of  his  invention. 
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for  a  reasonable  time,  in  a  room  open  to  the  public,  for  the 
purpose  of  having  its  properties  tested. 

In  Bramah  v.  Hardcastle  (Hokoyd,  81),  which  was  an 
action  for  infringing  a  patent  for  a  water-closet,  it  appeared 
that  the  patentee  had  made  two  or  three  of  these  machines 
before  he  obtained  his  patent;  but  it  was  admitted  that 
this  fact  would  not  of  itself  invalidate  the  patent.  (See  also 
Lewis  V.  Marling f  4  C.  &  P.  57 ;  and  Moss  v.  MdLings^ 
8  R.  P.  C.  878.) 

Where  the  article  had  been  manufactured  for  sale,  and 
offered  for  sale,  although  not  sold,  this  was  held  to  be  such 
a  user  of  the  invention  as  rendered  a  subsequently  obtained 
patent  bad.     {Oxley  v.  Holden,  8  C.  B.  n.  s.  666.) 

Where  delay  occurred  in  the  issue  of  a  patent  without 
the  patentee's  fault,  the  manufacture  by  him  of  articles 
before  the  date  of  the  patent  for  the  purpose  of  being  sold 
after  the  date  was  held  not  to  render  the  patent  invalid. 
(Betts  V.  MenzieSy  4  Jur.  n.  s.  477.) 

In  Wood  V.  Zimmer  (Holt,  N.  P.  C.  57)  it  appeared  in 
evidence  that  a  great  quantity  of  verdigris  made  according 
to  the  patented  process  had  been  sold  by  the  inventor  in 
the  course  of  four  months  before  the  patent  was  obtained, 
and  GHhbSy  C.  J.,  held  that '  the  public  sale  of  that  which 
is  afterwards  made  the  subject  of  a  patent,  though  sold  by 
the  inventor  only,  makes  the  patent  void/ 

In  July  1875  a  patent  was  granted  to  Thomas  Muir  for 
improvements  in  the  manufacture  of  meal  and  flour.  On 
the  trial  of  an  action  for  the  infringement  of  this  patent  the 
patentee  himself  proved  that  in  June  1875  he  had  made 
flour  according  to  the  patented  process  and  had  sold  it  in 
the  ordinary  way  of  business.  The  action  was  thereupon 
dismissed.  {Germ  Milling  Co.  v.  Robinson^  3  R.  P.  C.  258, 
and  see  Re  Adamson's  Patent,  6  De  G.  M.  &  G.  420.) 

Patterson,  one  of  the  three  gas  referees  appointed  by 
the  Board  of  Trade  under .  the  City  of  London  Gas  Act  of 
1868,  procured  a  patent  for  an  improved  mode  of  purifying 
coal  gas  on  March  9,  1872.  He  had  obtained  a  knowledge 
of  the  patented  process  in  the  course  of  his  labours  as 
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referee,  and  it  appeared  that  it  had  been  described  by  the 
three  referees,  including  Patterson,  in  an  official  report, 
which,  though  dated  January  81,  1872,  and  printed  about 
that  time,  was  kept  back  from  the  authorities  to  whom  it 
ought  to  have  been  presented  as  soon  as  printed,  until 
March  26.  A  suit  for  an  infringement  of  the  patent  having 
been  decided  in  Patterson's  favour,  the  case  went  before 
the  Court  of  Appeal  {Patterson  v.  Oas  Light  and  Coke  Com- 
pany, L.  E.  2  Ch.  D.  812),  and  then  to  the  House  of  Lords 
(L.  E.  8  App.  Cas.  239),  where  it  was  held  that  the  know- 
ledge obtained  in  the  discharge  of  his  duty  by  one  referee, 
and  by  him  communicated  to  his  colleagues,  became  at 
once  public  property,  and  could  not  be  treated  by  them  as 
confidential,  nor  could  one  of  their  number  take  out  a  patent 
for  it. 

It  was  contended  in  Thomson  v.  Batty  (6  E.  P.  C.  84) 
that  because  the  patentee  of  an  invention  relating  to  im- 
provements in  the  mariner's  compass  had  previously  pub- 
lished a  mathematical  paper  discussing  the  objects  to  be 
aimed  at,  the  difficulties  to  be  overcome,  and  the  conditions 
to  be  satisfied  in  all  attempts  to  improve  the  compass,  he 
had  disclosed  his  invention  to  the  public  and  was  not 
afterwards  entitled  to  a  patent.  But  the  judge  at  the  trial 
of  an  action  for  infringement  held  that  what  the  patentee 
had  done  was  very  far  from  disclosing  how  the  principles 
enunciated  in  the  paper  were  to  be  realised  in  an  improved 
instrument,  and  that  as  he  had  shown  this  by  his  specifi- 
cation after  much  thought  and  many  experiments,  he  was 
entitled  to  a  patent  for  his  very  useful  invention. 

Confidential  Communications. — If,  however,  the  inventor 
communicates  his  discovery  to  a  few  persons  under  the  bond 
or  seal  of  confidence,  there  is  no  publication.  In  Morgan  v. 
Seward  (1  W.  P.  C.  194),  an  action  which  arose  out  of 
Galloway's  patent  for  an  improved  method  of  constructing 
paddle-wheels,  it  was  given  in  evidence  that  before  the  date 
of  the  patent,  Curtis,  an  English  engineer,  made  for  Morgan, 
the  managing  director  of  the  Venice  and  Trieste  Company, 
two  pairs  of  wheels  upon  the  principle  mentioned  in  the 
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specification.  Galloway,  the  patentee,  gave  instructions  to 
Curtis  under  an  injunction  of  secrecy,  because  he  was  about 
to  take  out  a  patent.  The  wheels  when  completed  at 
Gurtis's  factory  were  not  shown  or  exposed  to  the  view  of 
those  who  might  happen  to  come  there.  After  remaining 
a  short  time  they  were  sent  to  Venice  in  April  1829.  Curtis 
deposed  that  they  were  sold  to  the  company,  without  saying 
by  whom,  and  Morgan  paid  Curtis  for  them.  Galloway 
obtained  a  patent  on  July  22,  1829,  and  it  was  assigned  by 
him  to  Morgan.  Upon  these  facts  it  was  contended  that 
the  invention,  at  the  date  of  the  letters  patent,  was  not 
new,  in  the  legal  sense  of  that  word.  Parke,  B.,  delivered 
the  judgment  of  the  Court  of  Exchequer,  before  whom  the 
point  was  argued,  in  these  words : — '  The  word  "  manufac- 
ture "  in  the  statute  must  be  construed  in  one  of  two  ways : 
it  may  mean  the  machine  when  completed,  or  the  mode 
of  constructing  the  machine.  If  it  mean  the  former,  un- 
doubtedly there  has  been  no  use  of  the  machine,  as  a 
machine,  in  England,  either  by  the  patentee  himself  or  any 
other  person;  nor,  indeed,  any  use  of  the  machine  in  a 
foreign  country  before  the  date  of  the  patent.  If  the  term 
"  manufacture  "  be  construed  to  mean  "  the  mode  of  con- 
structing the  machine,"  there  has  been  no  use  or  exercise 
of  it  in  England,  in  any  sense  which  can  be  called  **  pubUc." 
The  wheels  were  constructed  under  the  direction  of  the 
inventor,  by  an  engineer  and  his  servants,  with  an  injunc- 
tion of  secrecy,  on  the  express  ground  that  the  inventor 
was  about  to  take  out  a  patent,  and  that  injunction  was 
observed ;  and  this  makes  the  case,  so  far,  the  same  as  if 
they  had  been  constructed  by  the  inventor's  own  hands,  in 
his  own  private  workshop,  and  no  third  person  had  seen 
them  whilst  in  progress.  The  operation,  indeed,  was  dis- 
closed to  the  plaintiff  Morgan ;  but  there  is  sufiGicient  evi- 
dence that  Morgan  at  that  time  was  connected  with  the 
inventor,  and  designing  to  take  a  share  in  the  patent.  A 
disclosure  of  the  nature  of  the  invention  to  such  a  person 
under  such  circumstances  must  surely  be  considered  private 
and  confidential.     The  only  remaining  circumstance  is, 
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that  Morgan  paid  for  the  machines,  with  the  privity  of 
Galloway,  on  behalf  of  the  steam  company ;  but  there  was 
no  proof  that  he  paid  more  than  the  price  of  the  machines, 
as  for  ordinary  work  of  that  description;  and  the  jury 
would  also  be  well  warranted  in  finding  that  he  did  so  with 
the  intention  that  the  machine  should  be  used  abroad  only 
by  this  company,  which,  as  it  carried  on  its  transactions  in 
a  foreign  country,  may  be  considered  as  a  foreign  company. 
...  It  must  be  admitted  that  if  the  patentee  himself  had, 
before  his  patent,  constructed  machines  for  sale,  as  an 
article  of  commerce,  for  gain  to  himself,  and  been  in  the 
practice  of  selling  them  publicly — that  is,  to  any  one  of  the 
public  who  would  buy — the  invention  would  not  be  new  at 
the  date  of  the  patent.  This  was  laid  down  in  the  case  of 
Wood  V.  Zimmer.  .  .  .  But  we  do  not  think  that  the  patent 
is  defeated  on  the  ground  of  the  want  of  novelty,  and  the 
previous  public  use  or  exercise  of  it,  by  a  single  instance 
of  a  transaction  such  as  this.'  And  see  the  remarks  of 
L.  J.  Fry  in  Humpherson  v.  Syer  (4  E.  P.  C.  414 ;  also 
the  case  of  The  Useful  Patents  Co.  v.  Rylands  (2  E.  P.  C. 
262). 

Experiments  by  the  Patentee. — It  has  been  decided  that' 
when  the  disclosure  of  the  secret  took  place  during  the 
course  of  experiments  made  by  the  patentee  with  the  view 
of  testing  or  improving  the  invention  (such  disclosure  being 
unavoidable  and  not  more  than  was  necessary  for  the  pur- 
pose), this  will  not  take  away  the  inventor's  right  to  a 
patent. 

Before  applying  for  a  patent  the  inventor  of  a  machine 
entrusted  it  to  a  person  for  the  purpose  of  trying  experi- 
ments, and  it  was  held  that  he  had  not  thereby  made  it 
public.     (Bentley  v.  Fleming,  1  Car.  &  K.  578.) 

Shortly  before  an  appUcation  was  made  for  improve- 
ments in  constructing  and  stopping  bottles,  600  dozen 
of  bottles  made  by  the  inventor  according  to  the  specifi- 
cation under  the  patent  subsequently  obtained  were  sent 
to  a  person  as  samples.  It  was  held  by  Mr.  Justice 
Chitty  that  they  were  sent  out  by  way  of  experiment,  and 
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that  the  fact  did  not  render  the  patent  invalid.  (TJie  Usefid 
Patents  Co.  v.  Rylands,  2  R.  P.  C.  262.) 

Adamson  invented  certain  machinery  whilst  engaged  in 
the  execution  of  a  contract  for  the  erection  of  a  pier.  This 
machinery  he  used  on  the  works  for  four  months  before 
he  appUed  for  a  patent.  It  was  held  that  there  had  been 
public  user,  and  not  merely  experiments  inasmuch  as  he 
had  derived  a  profit  from  the  employment  of  the  invention 
after  its  utility  had  been  ascertained,  and  during  all  that 
time  the  public  had  free  access  to  it.  (Re  Adamson* s  Patent, 
6  De  G.  M.  &  G.  420.) 

A  series  of  experiments  performed  in  the  presence  of 
others  may  however  be  not  only  successful,  but  also  actually 
of  pecuniary  benefit  to  the  inventor,  and  yet  it  will  not  neces- 
sarily be  held  that  he  has  given  the  invention  to  the  world. 
That  the  coincidence  of  actual  immediate  profit  with  the 
carrying  on  of  experiments  is  not  of  itself  sufficient  to  render 
a  subsequently  obtained  patent  void  was  decided  in  the  case 
of  NewaU  v.  EUiott  (4  C.  B.  n.  s.  269),  where  it  appeared  that 
the  inventor  of  a  machine  for  paying  out  telegraph  wire 
had  not  procured  a  patent  until  after  he  had  laid  down  a 
cable  in  deep  sea  by  means  of  the  machine.  Experiments 
on  dry  land  had  been  indecisive ;  an  opportunity  for  making 
decisive  experiments  was  presented  in  the  course  of  execut- 
ing  a  Government  contract  for  laying  down  a  cable  at  sea. 
Such  experiments  were  made,  and  the  Court  held  that  they 
did  not  amount  to  a  gift  of  the  invention  to  the  world. 

PRIOR  PUBLICATION  BT  OTHER  PERSONS. 

The  two  following  cases  will  show  that  prior  publication 
of  the  invention  by  persons  other  than  the  patentee  may 
take  place  without  reference  to  public  user,  or  publication  in 
a  book,  or  specification.  Saxby  obtained  a  patent  in  1874 
for  improvements  in  signalling  apparatus  on  railways.  The 
invention  comprised  a  combination  of  two  old  contrivances 
having  the  same  object  in  view.  To  show  prior  pubUcation 
the  following  facts  were  proved.  The  particular  improvement 
in  question  had  been  previously  suggested  to  the  mind  of  a 
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Mr.  Edwards,  who  was  in  the  employment  of  the  London 
and  North- Western  Railway  Company,  and  who,  by  merely 
placing  the  two  old  contrivances  side  by  side,  had  made 
working  drawings,  which  it  was  admitted  showed  a  combina- 
tion substantially  the  same  as  Saxby's  subsequently  patented 
modification.    Two  sets  of  tracings  were  made  from  the 
drawings  in  Edwards's  office,  where  four  or  five  draughtsmen 
were  kept,  and  they  were  afterwards  sent  to  the  offices  of 
the  L.  &  N.  W.  R.  Company  at  Crewe,  where  there  were 
seventeen  or  eighteen  draughtsmen.     The  general  public 
visited  these  offices,  and  there  was  evidence  that  the  draw- 
ings or  tracings  had  there  been  seen  by  an  engineer  who 
was  not  in  any  way  connected  with  the  railway  company. 
No  secrecy  or  concealment  was  imposed  or  observed  in  re- 
gard to  the  drawings  and  tracings  with  reference  either  to 
the  draughtsmen  in  these  two  offices  or  to  members  of  the 
general  public  who  might  happen  to  visit  them.    Further, 
the  particular  combination  had  been  explained  by  Edwards 
to  a  person  in  Saxby's  employment,  and  rough  sketches  of 
the  drawing  were  left  with  him.    The  drawings  and  tracings 
were  laid  before  the  chief  engineer  of  the  railway  company, 
and  they  were  submitted  to  their  locomotive  conmiittee. 
Besides  all  this  a  working  apparatus  was  made  from  the 
drawings  by  a  person  in  the  employment  of  the  company, 
and  this  was  placed  in  the  pattern-shop,  where  it  was  sub- 
jected to  trial.    All  this  occurred  before  the  end  of  the  year 
1878.     It  was  held  by  a  Divisional  Court,  by  the  Court 
of  Appeal,  and  by  the  House  of  Lords,  that  these  facts 
amounted  to  evidence  of  a  publication  of  the  invention,  that 
such  a  disclosure  of  it  had  been  made  as  placed  it  within 
reach  of  the  public,  and  therefore  that  Saxby's  patent 
was  invalid.     {Saxby  v.  Gloucester  Waggon  Co.^  2  Griffin 
P.  C.  54.) 

The  defendant  applied  for  a  patent  in  respect  of  a  waste 
water  preventer  in  January  1885,  but  did  not  proceed 
with  his  application.  In  the  next  month  the  plaintiff 
applied  for  a  patent  in  respect  of  what  was  substan- 
tially the  same  invention,  and  in   due  course  a  patent 
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was  granted  to  him.  An  action  for  infringement  having 
been  brought  it  was  proved  that  before  the  date  of  the 
patent  the  defendant  had  openly  exhibited  in  his  shop  to 
at  least  two  persons,  without  any  injunction  of  secrecy,  the 
apparatus  described  by  him  in  his  provisional  specification. 
It  was  held  by  the  Court  of  Appeal  that  there  had  been 
publication  of  the  invention,  and  that  the  patent  was  in- 
vaUd.  (Humplierson  v.  Syer^  4  R.  P.  C.  407.)  In  this  case 
L.  J.  Fry  framed  the  enquiry  in  this  form :  Is  it  the  fair  con- 
clusion from  the  evidence  that  some  English  people,  under 
no  obligation  to  secrecy  arising  from  confidence  or  good 
faith  towards  the  patentee,  knew  of  the  invention  at  the 
date  of  the  patent  ? 

PUBLIC  EXHIBITIONS. 

If  an  inventor  desires  to  exhibit  at  an  industrial  or  in- 
ternational exhibitioii  an  invention  which  he  has  not  yet 
patented,  but  for  which  he  intends  to  obtain  a  patent,  he 
should  proceed  under  the  39th  section  of  the  Act  of  1888, 
Bule  15  of  the  Patents  Rules,  1890,  and  the  8rd  section  of  the 
Act  of  1886.    The  S9th  section  enacts  that  (a)  the  exhibition 
of  an  invention  at  an  industrial  or  international  exhibition 
certified  as  such  by  the  Board  of  Trade,  or  (b)  the  publication 
of  any  description  of  the  invention  during  the  period  of  the 
holding  of  the  exhibition,  or  (c)  the  use  of  the  invention  for 
the  purpose  of  the  exhibition  in  the  place  where  the  exhi- 
bition is  held,  or  (d)  the  use  of  the  invention  during  the 
period  of  the  holding  of  the  exhibition  by  any  person  else- 
where, without  the  privity  or  consent  of  the  inventor,  shall 
not  prejudice  the  right  of  the  inventor,  or  his  legal  personal 
representative,  to  apply  for  and  obtain  provisional  protection 
and  a  patent  in  respect  of  the  invention  or  the  validity  of 
any  patent  granted  on  the  application.    But  the  exhibitor 
must,  before  exhibiting  the  invention,  give  the  Comptroller 
the  notice  prescribed  by  Rule  15  of  his  intention  so  to  do ; 
and  the  appUcation  for  a  patent  must  be  made  before  or 
within  six  months  from  the  date  of  the  opening  of  the 
exhibition.    The  inventor  must  also  furnish  to  the  Gomp* 
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troUer  a  brief  description  of  the  indention  with  drawings  if 
necessary,  and  such  other  information  as  the  Comptroller 
may  require.  The  notice  must  bear  a  stamp  of  lOs.  (See 
Form  0,  post,  p.  402.) 

By  the  8rd  section  of  the  amending  Act  of  1886  it  was 
enacted  that  it  should  be  lawful  for  the  Queen,  by  Order 
in  Council,  from  time  to  time  to  declare  that  section  89 
of  the  Patents  Act  of  1888  shall  apply  to  any  exhibition 
(held  out  of  the  United  Kingdom)  mentioned  in  the  Order 
in  Uke  manner  as  if  it  were  an  industrial  or  international 
exhibition  certified  by  the  Board  of  Trade,  and  to  provide 
that  the  exhibitor  shall  be  relieved  from  the  conditions, 
specified  in  the  said  section,  of  giving  notice  to  the  Comp- 
troller of  his  intention  to  eidiibit,  and  shall  be  so  relieved 
either  absolutely  or  upon  such  terms  and  conditions  as  to 
Her  Majesty  in  Council  may  seem  fit. 
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CHAPTER  V. 

AMOUNT    OP     INVENTION    BBQUIRED     TO    SUPPOKT    A  PATENT — 

PATENTS  FOE   *  APPLICATIONS.' 

These  subjects  are  closely  connected  with  that  of  Novelty, 
but  it  will  be  more  convenient  to  separate  the  cases  and 
treat  of  them  in  a  distinct  chapter.  In  contesting  the  va- 
lidity of  a  patent,  it  is  often  objected  that  there  had  been 
no  exercise  of  ingenuity  on  the  part  of  the  alleged  inventor 
in  arriving  at  his  invention,  and  that  mere  accident  or  good 
luck  is  not  entitled  to  a  patent  privilege.  "Where,  however, 
the  utility  of  the  invention  is  great,  and  the  novelty  un- 
doubted, these  facts  will  come  in  aid  of  an  apparent  want  of 
ingenuity  on  the  part  of  the  inventor. 

'  If  a  patentee  would  succeed  it  is  necessary  for  him  to 
show  not  merely  newness  in  the  sense  of  doing  a  thing  which 
has  not  been  done  before,  but  he  must  show  newness  in  the 
shape  of  novelty  by  producing  a  thing  which  requires  some 
exertion  of  mind  that  could  properly  be  called  invention.' 
(Per  Mr.  Justice  Willea  in  Tatliam  v.  Dania,  1  Griff.  P.  C. 
218.  And  see  what  fell  from  L.  J.  Cotton  and  the  other 
LL.JJ.  in  American  Braided  Wire  Co.  v.  Thomson, 
6  B.  P.  C.  128 ;  Britain  v.  Hirsch,  5  E.  P.  C.  282 ;  and 
Cole  V.  Saqui,  6  R.  P.  C.  41.) 

A  person  having  obtained  a  patent  for  adapting  an  iron 
plate  to  the  heel  of  a  boot  similar  to  what  had  been  pre- 
viously adapted  to  the  toe,  brought  an  action  for  an  in- 
fringement. In  the  Court  of  Appeal  L.  J,  Cotton  said :  '  In 
my  opinion  a  thing  is  not  to  be  called  new  in  the  sense  of 
Crane  v.  Price,  simply  because  that  particular  thing  has 
never  been  seen  before.  To  be  new  in  a  patent  sense  it  is 
necessary  that  the  novelty  must  show  invention,  and  it  is 
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not  sufficient  to  be  new  in  the  patent  sense  for  the  patentee 
to  be  the  true  and  first  inventor,  if  it  is  merely  using  that 
which  has  been  used  for  an  analogous  purpose  before  the 
date  of  the  patent/     {Bldkey  v.  Latlvani,  6  E.  P.  C.  187.) 

It  is  impossible,  however,  to  lay  down  any  general  rule 
as  to  the  amount  of  ingenuity  which  is  essential  to  support 
a  patent.  In  nice  cases  there  can  be  no  certainty  previous 
to  a  judicial  decision  on  the  point  whether  any  given  patent 
is  or  is  not  impeachable  on  the  ground  of  want  of  ingenuity ; 
which  phrase  cannot  be  regarded,  perhaps,  as  different  from 
'  want  of  novelty.  All  that  can  be  done  is  to  study  the  de- 
cisions already  made,  and  to  be  guided  by  those  cases  which 
approach  nearest  to  the  one  about  which  doubt  may  be  felt. 
Some  of  the  decisions,  indeed,  seem  to  conflict  with  others ; 
and  it  will  require  a  good  deal  of  acute  discrimination  on 
the  part  of  those  who  are  called  on  to  advise  inventors,  to 
distinguish  the  line  which  separates  what  is  patentable  from 
what  is  not  patentable. 

The  question  whether  that  which  is  claimed  as  an  im- 
provement of  an  existing  machine  was  the  result  of  a  suffi- 
cient amount  of  invention  often  raises  one  of  the  most 
difficult  points  of  patent  law.  '  There  are  many  cases  in 
which  the  moment  you  see  the  specification  or  improvement 
you  can  say  without  any  evidence  at  all,  "  This  is  a  most 
remarkable,  elaborate,  and  difficult  thing  to  do;  it  must 
have  required  great  mvention,  and  there  can  be  no  dispute 
about  it,"  and  no  dispute  is  ever  raised.  On  the  other  hand, 
there  are  some  things  so  clear,  so  simple,  and  so  obvious, 
that  a  person  having  any  decent  amount  of  mechanical 
knowledge  says  at  once  it  is  so  easy  that  it  requires  no  in- 
vention at  all ;  it  is  a  mere  mechanical  equivalent,  or  that 
sort  of  thing,  that  any  ordinary  workman  can  do  without 
any  difficulty.  Then  there  are  a  great  number  of  cases 
between,  where  the  improvement  is  no  doubt  small,  but  it 
may  require  a  considerable  amount  of  invention  to  effect 
it.'  Per  Sir  G.  Jessel,  M.  R.,  in  Saxhy  v.  The  Oloucester 
Waggon  Company  (Court  of  Appeal  shorthand  writer's  notes ; 
see  an  abridged  report  in  2  Griff.  P.  C.  54). 
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*  In  point  of  law  '  (said  L.  C.  J.  Tindal,  in  Crane  v.  Price^ 
1  W.  P.  C.  411),  'the  labour  of  thought  or  experiment,  and 
the  expenditure  of  money,  are  not  the  essential  grounds  of 
consideration  on  which  the  question  whether  the  invention 
is  or  is  not  the  subject-matter  of  a  patent  ought  to  depend ; 
for  if  the  invention  be  new  and  useful  to  the  public,  it  is 
not  material  whether  it  be  the  result  of  long  experiment  and 
profound  search,  or  of  some  sudden  and  lucky  thought,  or 
mere  accidental  discovery.'  In  either  of  the  two  last  cases, 
the  practical  realisation  of  a  good  idea  will  be  considered  a 
sufficiently  meritorious  consideration  for  the  exclusive  privi* 
lege  granted  to  the  inventor,  although  the  actual  amount  of 
thought  expended  in  making  the  invention  was  trifling.  The 
case  of  water-tabbies,  so  often  mentioned  in  courts  of  law, 
is  a  case  in  point.  The  invention  (according  to  Mr.  Justice 
BuUer  in  Baidton  v.  Bully  2  H.  Bl.  468,  1  Carp.  117)  first 
owed  its  rise  to  the  accident  of  a  man  spitting  on  a  floor- 
cloth, which  changed  its  colour,  whence  he  reasoned,  had 
his  patent,  and  made,  it  is  said,  a  considerable  fortune 
by  it. 

The  making  of  iron  gas-tubes  without  the  use  of  a  man- 
drel, viz.  by  welding  them  without  striking  them  on  a  solid 
surface,  *  seems  to  be  a  very  simple  invention '  (said  Lynd- 
hurst,  C.B.,  in  Russell  v.  Cowley,  1  W.  P.  C.  467) ;  *  but  it 
has  been  productive  of  great  advantages  inasmuch  as  it  has 
enabled  the  manufacturer  to  construct  pipes  of  lengths  much 
beyond  what  could  be  done  previously  to  this  discovery.' 
Here  the  great  utility  of  the  invention  came  in  aid  of  the 
apparent  smallness  of  the  step,  and  the  patent  was  sus- 
tained. 

Lace  made  from  cotton  thread  had  the  defect  of  being 
covered  with  a  kind  of  down,  which  injured  its  appearance 
and  diminished  its  value.  A  similar  defect  was  removed 
from  muslin  by  passing  it  over  rollers  of  heated  iron,  and 
from  mitts  and  stockings  by  the  action  of  flame,  fed  by  oil 
or  alcohol.  It  occurred  to  Mr.  Hall  that  the  flame  of  gas 
might  be  employed  in  the  manufacture  of  cotton  lace ;  and 
after  some  failures  he  succeeded  in  inventing  a  method  for 
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removing  the  nnsightly  fibres  by  the  flame  of  gas.  A  patent 
obtained  for  this  invention  was  held  good.  {Hall  t.  Jarcis, 
1  W-  P.  C.  100.) 

The  case  of  Lewis  v.  Davis  (1  W.  P.  C.  488)  is  often 
eited  to  show  that  a  small  degree  of  invention  suffices  to 
sustain  a  patent,  provided  it  be  attended  with  useful  results. 
The  object  of  the  patent  was  the  shearing  of  cloth  from  Ust 
to  list  by  means  of  rotatory  cutters.  Now  a  rotatory  cutter 
to  shear  from  end  to  end  was  known,  and  cutting  from  list 
to  list  by  means  of  shears  was  also  known.  '  However '  (said 
Lord  Tenterden,  0.  J.,  to  the  jury,  on  the  trial  of  an  action 
for  the  infringement  of  the  patent,  in  which  the  question  of 
novelty  was  raised),  'if  before  the  plaintiflGs'  patent  the 
cutting  from  list  to  list,  and  the  doing  that  by  means  of  ro- 
tatory cutters,  were  not  combined,  I  am  of  opinion  that  this 
is  such  an  invention  by  the  plaintifGs  as  will  entitle  them  to 
maintain  the  present  action/ 

In  the  case  of  Hinks  v.  Safety  Lighting  Company  (L.  R. 
4  Ch.  D.  607),  Sir  G.  Jessel,  M.  B.,  held  that  the  substitu- 
tion of  a  flat  wick  for  a  solid  round  wick  in  a  lamp  was  a 
sufficient  ground  for  a  patent;  because,  notwithstanding 
the  apparent  smallness  of  the  invention,  it  had  the  efiiect  of 
largely  increasing  the  illuminating  power  of  the  lamp ;  in 
other  words,  it  was  a  very  useful  invention.  In  giving 
judgment  in  the  plaintiff's  favour  the  learned  judge  made 
the  following  remark: — 'Where  a  slight  alteration  in  a 
combination  turns  that  which  was  practically  useless  before 
into  that  which  is  very  useful  and  very  important,  judges 
have  considered  that  though  the  invention  was  small,  yet 
the  result  was  so  great  as  fairly  to  be  the  subject  of  a 
patent;  and  as  far  as  a  rough  test  goes,  I  know  of  no 
better.'     (See  also  Frearson  v.  Loe,  L.  R.  9  Ch.  D.  48.) 

The  specification  under  E.  L.  Hayward's  patent  for  im- 
provements in  pavement  lights,  described  a  combination  of 
three  things,  viz.  a  frame,  a  flange,  and  a  piece  of  glass 
moulded  below  into  a  particular  form  of  prism ;  the  object 
being,  when  the  apparatus  was  inserted  in  a  floor  or  pave- 
ment, to  throw  light  coming  from  above  into  a  room  or 
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space  beneath^  in  a  lateral  direction.  Now  these  three 
things  taken  separately  were  old.  However,  the  Court  of 
Appeal  held,  afi&rming  the  decision  of  the  divisional  court, 
that  although  a  glass  prism  of  another  form  had  been  em- 
ployed in  the  decks  of  ships  for  the  purpose  of  admitting 
light  in  a  manner  resembling,  to  a  certain  extent,  the  plan 
adopted  by  Hayward,  this  was  a  novel  combination  of  old 
parts  with  a  useful  result ;  and  farther,  that  the  combina- 
tion displayed  a  sufficient  amount  of  invention  to  support 
the  patent.  The  Lords  Justices  were  of  opinion  that  Hay- 
ward  was  an  inventor,  since  he  had  found  out  something 
new,  and  had  made  a  useful  article  that  had  not  been  made 
before.  'If  it  is  not  an  invention'  (said  L.  J.  BramweU), 
'  it  is  very  strange  that  it  has  never  been  done  before.  •  •  . 
It  is  not  the  less  an  invention  because  it  required  but  small 
inventive  powers  to  enable  the  patentee  to  do  it.*  (Hay- 
ward  V.  Hamilton,  1  Griff.  P.  C.  115.) 

In  Reynolds  v.  Amos  (3  E.  P.  C.  215),  V.  C.  Bacon  held 
that  the  application  of  chains  in  compressing  and  storing 
ensilage  was  a  patentable  invention ;  but  this  must  be  con- 
sidered an  extreme  case. 

In  the  case  of  The  Edison  d  Swan  Electric  Light 
Co.  V.  Woodhouse  (4  R.  P.  C.  79),  an  action  for  the  infringe- 
ment of  an  electric  lamp,  one  of  the  main  questions  in 
dispute  was  whether  Edison's  carbon  JUament  had  been 
anticipated  by  the  previous  employment  by  Swan  of  a 
carbon  rod.  It  was  held  in  the  Court  of  Appeal  by  two 
judges  against  one  that  the  disuse  of  Swan's  lamp  showed 
that  it  had  not  been  successful,  whilst  Edison's  lamp  had 
been  accepted  by  the  public,  and  that  the  difference  between 
a  carbon  rod  atid  a  carbon  filament  was  the  difference 
between  failure  and  success.  It  might  be  that  a  patent  for 
the  filament  alone  could  not  be  sustained,  but  when  the 
filament  was  part  of  a  combination  which  was  useful  and 
took  the  place  of  a  rod  in  a  combination  that  was  useless, 
there  was  no  reason  why  the  new  useful  combination  might 
not  be  the  subject  of  a  good  patent. 

The  preceding  cases  may  be  compared  with  a  series. 
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which  we  will  now  cite,  where  the  inventions  were  adjudged 
insufficient  to  support  patents. 

Brunton  took  out  a  patent  for  (amongst  other  things) 
an  alleged  improvement  in  anchors.  The  two  flukes  were 
made  in  one,  and  had  such  a  thickness  of  metal  in  the 
middle  that  they  might  there  be  pierced  with  a  hole  for  the 
insertion  of  the  shank.  Previously  the  two  flukes  had  been 
joined  by  welding  them  to  the  shank.  The  real  improve- 
ment was  in  the  avoidance  of  welding,  and  this  was  done 
by  well-known  means.  There  was  no  proof  that  the 
anchors  made  by  the  new  process  were  better  than  those 
previously  made;  and  since  the  invention  seemed  to  be 
nothing  more  than  the  adoption  of  a  known  operation  prac- 
tised in  analogous  cases,  it  was  held  not  patentable.  (Brun- 
ton V.  Haickes,  4  B.  &  Aid.  540.)  '  Now '  (said  Abbott,  (7.  J., 
in  his  judgment),  *  a  patent  for  a  machine,  each  part  of 
which  was  in  use  before,  but  in  which  the  combination  of 
different  parts  is  new  and  a  new  result  is  produced,  is  good, 
because  there  is  novelty  in  the  combination.  Here  formerly 
three  pieces  were  united  together;  Bfunton  only  unites 
two  ;  and  if  the  union  had  been  effected  in  a  mode  unknown 
before,  as  applied  in  any  degree  to  similar  purposes,  I 
should  have  thought  it  a  good  ground  for  a  patent ;  but  I 
think  that  a  man  cannot  be  entitled  to  a  patent  for  uniting 
two  things  instead  of  three,  where  that  union  is  effected  in  a 
mode  well  known  and  long  practised  for  a  similar  purpose.' 
iBrunton  v.  Hawkes,  1  Carp.  Eep.  410.) 

In  the  case  of  Kay  v.  Marshall  (2  W.  P.  C.  34),  it  appeared 
that  Kay  had  procured  a  patent  for  improved  machinery 
for  preparing  and  spinning  flax,  and  the  invention  was 
"declared  in  the  specification  to  consist  of  new  machinery 
for  macerating  flax  previous  to  drawing  and  spinning  it ; 
and  also  for  improved  machinery  for  spinning  the  same 
after  having  been  so  prepared.  It  appeared  that  the  im- 
provement in  the  spinning  machinery  was  nothing  more 
than  the  placing  of  certain  portions  of  a  well-known 
machine  within  two  inches  and  a  half  of  each  other,  in- 
stead of  at  a  greater  distance.    It  was  shown  that  the  dis- 
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tances  between  the  parts  in  question  had  not  been  fixed  in 
previous  machines,  but  had  been  varied  according  to  cir- 
cumstances; and,  further,  that  the  reach  used  in  cotton 
spinning  had  actually  been  less  than  two  inches  and  a  half. 
It  was  held  by  the  Court  of  G.  P.  that  the  adoption  of  a 
particular  distance  did  not,  under  these  circumstances, 
constitute  such  an  invention  as  would  support  a  patent. 
'  Suppose,'  said  Tindal^  C.  J.,  on  delivering  judgment, 
'suppose  a  patent  to  have  been  first  obtained  for  some 
entirely  new  method,  either  chemical  or  mechanical,  of  re- 
ducing the  fibres  of  flax  to  a  short  staple,  we  think  that  a 
second  patent  could  not  be  taken  out  for  an  improved  mode 
of  machinery  in  spinning  flax  which  consisted  of  nothing 
more  than  the  spinning  of  short  staple  of  flax  by  a  spinning 
machine  of  a  reach  of  a  given  length,  not  less  than  that 
already  in  use  for  the  spinning  of  cotton,  the  effect  of 
which  would  be  to  prevent  the  first  patentee  from  working 
his  invention  with  the  old  machine  at  the  proper  reach.' 
Or,  as  Lord  Cottenham  put  it  in  the  House  of  Lords,  if  the 
plaintiff  (Eay)  has  a  right  to  tell  the  rest  of  the  world  that 
they  shall  not  use  the  common  spinning  machine  with 
rollers  at  two  and  a  half  inches  distance,  then  the  existence 
of  the  patent  deprives  all  the  rest  of  the  world  of  the  right 
of  using  the  ordinary  spinning  machine  in  the  form  in 
which  they  had  a  right  to  use  it  before  the  patent  was 
granted. 

To  adjust  in  a  more  beneficial  manner  than  before  the 
distance  between  two  of  the  working  parts  in  check-action 
pianos  was  held  not  to  be  good  subject-matter  for  a  patent. 
{Herrburger  v.  Squire,  5  R.  P.  C.  581 ;  affirmed  on  app. 
6  R.  P.  C.  194.) 

In  the  case  of  Tatham  v.  Dania  (1  Griff.  P.  C.  218),  it 
was  held  by  the  judge  who  tried  the  action  that  the  use  of 
sets  of  rollers  in  a  series  going  at  different  rates  of  speed 
for  the  purpose  of  making  fibrous  or  textile  materials  pass 
through  in  a  form  more  convenient  and  advantageous  for 
being  operated  upon  by  the  succeeding  part  of  the  machine 
was  not  the  proper  subject  of  a  patent  when  it  was  shown 


74  AMOUNT  OF  INVENTION 

that  a  similar  contrivance  had  been  employed  previously 
in  cotton  spinning. 

In  Parkes  v.  Stevens  (L.  E.  8  Eq,  358),  James,  V.  C, 
was  of  opinion  that  the  substitution  of  a  slide  for  a  hinge 
in  the  door  of  a  lamp  could  not  be  the  foundation  of  a  valid 
patent.  And  in  the  same  case  (affirmed  L.  B.  5  Gh.  D.  86) 
it  was  held  that  the  application  of  a  sliding  door  to  a 
spherical  lamp  was  not  patentable,  as  it  was  proved  that 
sliding  doors  had  been  previously  fitted  to  cylindrical 
lamps. 

When  it  was  shown  that  there  existed  a  previous  patent 
for  preserving  meat  already  salted,  dried,  or  smoked,  by 
dipping  it  into  a  solution  of  bisulphide  of  lime,  it  was  held 
that  an  invention,  the  object  of  which  was  to  preserve  fresh 
meat  by  dipping  it  into  a  like  solution,  was  not  patentable. 
(Bailey  v.  Robertoriy  L.  E.  8  App.  Ca.  1079.) 

In  the  case  of  Saxhy  v.  The  Gloucester  Waggon  Company 
(L.  E.  7  Q.  B.  D.  805),  it  was  decided  by  the  House  of  Lords 
that  a  combination  of  an  old  locking  apparatus  with  an 
old  actuating  apparatus  for  working  railway  signals  and 
points  did  not  display  a  sufficient  amount  of  invention 
to  support  a  patent,  it  having  been  proved  that  the  com- 
bination was  effected  by  obvious  means  and  in  a  way  that 
did  not  call  for  more  than  ordinary  mechanical  skill.  (See 
also  Williams  v.  Nye,  7  E.  P.  C.  87,  62.) 

Notwithstanding  proof  of  practical  usefulness  and  of  a 
large  sale,  it  was  held  by  the  Court  of  Appeal  that  the 
making  of  the  handles  of  bats  used  in  lawn  tennis  and  other 
games  with  two  opposite  grooves  and  with  an  enlarged  end 
was  not  good  subject-matter  for  a  patent.  {Slazenger  v. 
Feltham,  6  E.  P.  C.  282.) 

The  discovery  that  a  particular  advantage  may  be 
obtained  by  using  a  known  machine  in  a  known  manner 
is  not  a  patentable  invention.  (Tetley  v.  Easton,  2  C.  B.  n.  s. 
706.) 

In  the  process  of  calendering  woven  fabrics  the  use  of 
a  roller  and  a  bowl,  and  the  means  of  regulating  the  relative 
speed  of  their  motions,  were  well  known.    In  the  process 
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of  calendering y  the  roller  was  smooth,  and  the  speeds  of  the 
roller  and  bowls  were  different.  In  emhossingy  the  roller 
had  a  pattern  upon  it,  and  the  speeds  of  the  roller  and 
bowl  were  equal.  A  patent  was  taken  out  for  a  combina- 
tion of  a  patterned  roller  with  a  bowl  moving  at  unequal 
speeds.  The  invention  was  held  not  to  be  one  which  could 
be  the  subject  of  a  valid  patent,  as  it  amounted  to  nothing 
more  than  showing  how  to  use  an  existing  machine  more 
beneficially  than  had  been  previously  known.  Although 
the  patentee  might  have  discovered  that  by  making  the 
patterned  roller  and  the  bowl  move  at  different  speeds 
instead  of  at  the  same  speed,  and  by  moving  the  fabric 
transversely  when  fed  up,  the  machine  could  be  worked 
more  advantageously  than  formerly,  he  had  no  right  to 
prohibit  the  owner  from  using  his  property  as  he  thought 
fit.  {Ralston  v.  Smith,  9  C.  B.  n.  s.  117 ;  aflSrmed  by  the 
House  of  Lords,  11  H.  L.  C.  223.) 

In  the  case  of  Patterson  v.  The  Gas  Light  and  Coke 
Company  (L.  E.  2  Ch.  D.  812,  L.  E.  8  App.  Cas.  289),  a 
patentee  claimed  the  employment  of  sulphides  of  calcium 
in  separate  purifiers  as  a  means  of  purifying  coal  gas  from 
sulphur  existing  in  other  forms  than  that  of  sulphuretted 
hydrogen.  Now,  as  it  was  well  known  to  chemists,  and 
had  been  long  taught  in  books,  that  sulphides  of  calcium 
would  absorb  sulphur  compounds — moreover,  as  it  was 
plain  that  if  sulphide  of  calcium  was  to  be  used,  a  separate 
holder  must  be  employed,  and  as  no  special  apparatus  was 
suggested,  it  was  held  that  there  was  no  invention  that 
would  support  a  patent.  The  same  patentee  also  claimed 
a  method  or  system  of  employing  lime  purifiers  in  succes- 
sion, whereby  the  contents  of  all  the  purifiers,  or  any  re- 
quired number  of  them,  could  be  converted  into  sulphides 
of  calcium,  and  also,  if  required,  be  maintained  in  that 
condition.  Now,  lime  purifiers  in  succession  had  been  in 
general  use  for  a  long  time,  and  the  patentee  had  not  de- 
vised either  a  new  process  or  any  new  apparatus.  What 
he  really  thought  he  had  discovered  was  that  if  the  carbonic 
acid,  which  is  the  first  thing  taken  up  by  the  lime,  was 
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allowed  to  enter  the  last  purifiers,  it  would  have  a  dele- 
terious effect  on  the  purifying  process.  It  ought,  therefore, 
to  be  removed  at  the  beginning  of  the  operation.  But  this, 
though  it  might  be  a  very  useful  piece  of  advice,  and  an  in- 
struction of  great  value,  was  held  by  the  Court  of  Appeal 
not  to  constitute  of  itself  the  subject-matter  of  a  patent. 

A  specification  claimed  the  use  of  solid  naphthaline  pre- 
pared in  the  form  of  sticks,  rods,  or  pellets,  for  the  enrich- 
ment of  illuminating  gas.  Now  as  liquid  naphthaline  had 
been  previously  applied  for  enriching  illuminating  gas,  and 
as  solid  naphthaline  in  the  granular  form  and  in  the  form 
of  sticks  was  a  known  article,  it  was  held  that  this  appUca- 
tion  of  a  known  article  to  a  purpose  for  which  the  same 
article  in  another  form  had  been  previously  appKed  was  not 
proper  subject-matter  for  a  patent.  {Atbo-Carbon  Light 
Co.Y.Kidd,  4R.  P.  C.  535.) 

The  following  have  been  judicially  held  not  to  be  pa- 
tentable inventions :  The  use  of  steel  hoops  in  a  petticoat 
instead  of  whalebone  hoops  (Thompson  v.  James,  32  Bea. 
570) ;  the  use  of  hollow  iron  colunms  filled  with  water  in 
the  construction  of  buildings  and  for  the  support  of  fire- 
proof floors  {Tickelpenny  v.  Army  and  Navy  Co-operative 
Society y  5  R.  P.  C.  405) ;  the  substitution  of  a  hinge  or  pivot 
for  a  slide  in  certain  cooking  apparatus  {Fletcher  v.  Aiden, 
5  E.  P.  C.  46) ;  the  substitution  of  a  pivot  for  a  hinge  in 
a  nail-making  machine  (United  Horseshoe  dt  Nail  Co.  v. 
Swedish  Horse  Nail  Co.,  6  R.  P.  C.  !).» 

PATENTS    FOR    'APPLICATIONS.* 

These  are  patents  for  inventions  which  have  reference 
to  the  appUcation  of  an  existing  article  to  a  purpose  for 
which  other  similar  articles  have  been  previously  used  ;  or 

>  Other  cases  in  which  the  inYentions  were  held  to  be  insufficient  to 
support  patents  were  White  v.  Toms  (32  L.  J.  Gh.  204) ;  Jackson  y.  Needle 
(2  R.  P.  C.  191) ;  Sharp  v.  Brauer  (8  R.  P.  C.  193) ;  Guilbert-Martin  v. 
Kerr  (4  R.  P.  C.  18) ;  Britain  v.  Hirsch  (2  R.  P.  C.  74) ;  S.  C.  on  app.  226 ; 
Walker  v.  Longford  Wire  Co.  (4  R.  P.  C.  281) ;  Bowcliffe  v.  Longford  Wire  Co, 
(4  R.  P.  C.  287) ;  Haslam  Co.  v.  Hall  (6  R.  P.  C.  21) ;  LonghotUm  v.  Shaw 
(5  R.  P.  G.  497 ;  affirmed  on  appeal,  6  R.  P.  G.  148) ;  Oaulard  and  Oibb'a 
Patent  (5  R.  P.  G.  625) ;  Eerrburger  ▼.  Sguire,  on  appeal  (6  R.  P.  C.  194) ; 
Windover  v.  Morgan  (7  R.  P.  G.  130). 
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to  the  application  of  a  well-known  process  to  produce  a  well- 
known  article ;  or  to  the  application*  of  a  well-known  pro- 
cess to  effect  a  result  in  a  well-known  article  after  the  same 
process  has  been  publicly  applied  to  an  analogous  article. 
When  there  is  nothing  new  in  the  machinery  or  methods 
employed,  patents  for  such  applications  are  not  favoured 
by  the  law,  which  looks  upon  the  inventions  as  wantiag  in 
ingenuity  or  novelty.  The  rule  is  well  established  that  the 
mere  application  of  an  old  mechanical  contrivance  to  an 
analogous  purpose  is  not  an  invention  for  which  a  patent 
,  can  be  granted.  '  In  all  the  cases  in  which  a  patent  has 
been  supported'  (said  Lord  Campbeli in  Brook  v.  Astoriy  8 E. 
&  B.  478)  '  there  has  been  some  discovery,  some  invention. 
It  has  not  been  merely  the  application  of  the  old  machinery 
in  the  old  manner  to  an  analogous  substance.  That  cannot 
be  the  subject  of  a  patent.' 

In  Harwood  v.  Great  Northern  Railway  Company  (2  B.. 
&  S.  208),  Sir  A.  Cockbum,  C.  J.,  said :  *  Although  the  au- 
thorities establish  the  proposition  that  the  same  means, 
apparatus,  or  mechanical  contrivance  cannot  be  applied  to 
the  same  purpose,  or  to  purposes  so  nearly  cognate  and 
similar  as  that  the  application  of  it  in  the  one  case  naturally 
leads  to  the  application  of  it  when  required  in  some  other, 
stiU  the  question  in  every  case  is  one  of  degree,  whether 
the  amount  of  affinity  or  similarity  which  exists  between 
the  two  purposes  is  such  as  that  they  are  substantially  the 
same ;  and  that  determines  whether  the  ravention  is  suffi- 
ciently meritorious  to  be  deserving  of  a  patent.' 

*  If  the  use  or  application  is  merely  analogous'  (said  Mr. 
Justice  Chitty  in  Lister  v.  Norton,  3  R.  P.  C.  205)  *it  is  plain 
that  the  patent  cannot  be  granted.  When  it  is  not  only 
analogous,  but  is  sufficiently  out  of  the  beaten  track,  the 
patent  may  be  upheld.  These  general  propositions  are  not 
precise  or  scientific.  It  is  impracticable  to  frame  proposi- 
tions of  a  scientiGic  character  on  this  point.  Every  case 
must  be  decided  on  its  peculiar  merits  and  with  reference 
to  its  own  special  circumstances.  The  authorities  are  ne- 
cessarily decisions  on  particular  cases,  and  are  useful  only 
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as  affording  some  guide  to  the  decision  of  the  case  before 
the  Court.' 

The  following  cases  will  illustrate  the  law  as  thus  laid 
down  by  these  learned  judges : — 

The  casting  of  tubular  boilers  in  one  piece,  similar 
boilers  having  been  previously  made  in  several  pieces  which 
were  afterwards  fastened  together  by  means  of  cement,  was 
held  not  to  be  an  invention  for  which  a  valid  patent  could 
be  obtained,  altho^gh  the  result  was  useful  and  beneficial 
to  the  public.  It  was  only  the  application  of  a  well-known 
article,  viz.  iron,  by  a  well-known  process,  viz.  casting,  to 
the  production  of  a  well-known  article,  tubular  boilers. 
{Onnson  v.  Clark,  13  C.  B.  n.  s.  837 ;  S.C.m  error,  14  C.  B. 
N.  s.  475.) 

Again,  the  application  of  douW^-angle  iron  (a  well-known 
article  of  commerce  already  applied  to  a  variety  of  purposes) 
to  the  construction  of  hydraulic  joints  of  telescopic  gas- 
holders, instead  of  making  them  of  two  pieces  of  single- 
angle  iron  attached  to  a  plate,  was  held  not  to  be  patent- 
able. {Horton  v.  Mabon,  12  C.  B.  n.  -b.  437 ;  S.  C,  in  error, 
16  0.  B.  N.  s.  141.) 

*  The  use  of  a  new  material  to  produce  a  known  article 
is  not  the  subject  of  a  patent,'  said  V.  C.  Malins,  in  Rushton 
V.  Crawley  (L.  K.  10  Eq.  522),  a  case  where  a  man  had 
taken  out  a  patent  for  the  use  of  a  kind  of  wool  called 
Bussian  tops  in  the  manufacture  of  artificial  hair.  (See 
also  Thompson  v.  James,  32  Beav.  570.) 

In  the  case  of  Losh  v.  Hague  (1  W.  P.  C.  202),  the 
question  was  reduced  to  this — Is  a  man  who  finds  a  par- 
ticular construction  of  wheel  already  in  use  for  carriages  on 
ordinary  roads  entitled  to  a  patent  for  applying  it  to  rail- 
way carriages,  such  appHcation  not  having  been  previously 
made?  Lord  Abinger  remarked  that  you  cannot  have  a 
patent  for  applying  a  well-known  thing,  capable  of  being 
applied  to  fifty  thousand  different  purposes,  to  an  operation 
which  is  exactly  analogous  to  what  was  done  before.  His 
lordship  put  this  case :  *  Suppose  a  man  invents  a  pair  of 
scissors  to  cut  cloth  with;  if  the  scissors  were  never  in- 
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vented  before,  he  conld  take  out  a  patent  for  it.  If  another 
man  found  he  could  cut  silk  with  them,  why  should  he  take 
out  a  patent  for  that  ? '  Again — *  It  would  be  a  very  ex- 
traordinary thing  to  say,  that  after  all  mankind  have  been 
accustomed  to  eat  soup  with  a  spoon,  that  a  man  could 
take  out  a  patent  because  he  says  you  might  eat  peas  with 
a  spoon/ 

In  an  action  for  an  alleged  infringement  of  a  patent  for 
improvements  in  separating  the  fibres  of  cocoa-nut  husks, 
it  was  shown  that  the  principal  part  of  the  invention  con- 
sisted in  passing  the  split  husks  between  crushing  rollers, 
and  that,  for  some  time  previous  to  the  date  of  the  patent, 
similar  rollers  had  been  employed  in  treating  hemp.  Lord 
CampbeU,  who  presided  at  the  trial,  told  the  jury  that  the 
use  of  the  crushing  rollers  having  been  thus  anticipated,  no 
claim  for  their  application  to  the  crushing  of  cocoa-nut 
husks  would  hold  good.  {Hyde  v.  Trent,  Newton's  Lond. 
Jour.  vol.  45,  p.  185.  See  also  Tatham  v.  Dania,  1  Griff. 
P.  C.  213.) 

So,  in  the  case  of  Regina  v.  Cutler  (Macrory's  Pat.  Ca. 
124-188),  it  was  held  by  two  judges  on  different  occasions, 
that  the  mere  application  of  a  known  article  to  a  new  use, 
the  mode  of  application  having  been  previously  employed 
in  applying  analogous  articles  to  the  same  purpose,  cannot 
be  made  the  subject  of  a  patent.  In  this  case  the  patent 
was  for  improvements  in  the  construction  of  the  tubular 
flues  of  steam  boilers.  The  specification  claimed  the  appli- 
cation of  iron  tubes  coated  with  copper  or  brass  to  this 
purpose.  This  kind  of  tube  was  not  new ;  nor  was  there 
any  novelty  in  the  way  the  patentee  applied  the  tubes  in 
the  construction  of  flues,  uncovered  tubes  having  been  pre- 
viously used  in  a  similar  way. 

In  The  Patent  Bottle  Envelope  Co,  v.  Seymer  (5  C.  B. 
N.  8. 164)  it  was  held  that  the  use  of  a  model  or  mandrel  in 
the  form  of  a  bottle  in  making  envelopes  for  bottles  out  of 
rushes  or  straw  could  not  be  the  subject  of  a  patent,  this 
being  merely  the  application  of  a  well-known  tool  to  work 
previously  untried  materials  or  to  produce  new  forms. 
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On  the  trial  of  Bmh  v.  Fox  (Macr.  P.  C.  163),  it  ap- 
peared that  the  invention,  for  an  infringement  of  which  the 
action  was  brought,  consisted  in  the  use  of  a  caisson  or 
hollow  cylinder  for  building  under  water.  It  was  proved  at 
the  trial  that  a  similar  caisson  for  building  on  land  had 
been  described  in  the  specification  of  a  patent  granted 
several  years  previously.  This,  therefore,  was  only  a  new 
application  of  a  machine  previously  applied  to  another 
purpose.  *  I  think  '  (said  Sir  F.  Pollock,  C.  JB.,  to  the  jury) 
<  that  a  man  cannot,  if  he  has  applied  an  old  invention,  or 
part  of  an  old  invention,  to  a  new  purpose,  obtain  a  patent 
for  such  an  invention.  Both  the  plaintiff  and  the  other 
witness  say  that  the  invention  consists  in  the  application, 
and  not  in  the  novelty  of  the  thing  itself — in  other  words, 
that  the  only  novelty  is  in  the  application  of  the  apparatus. 
I  think  that  a  patent  cannot  be  taken  out  for  such  an 
application.  If  a  man  were  to  take  out  a  patent  for  a 
telescope  to  be  used  to  make  observations  on  land,  I  do 
not  think  any  one  could  say,  '^  I  will  take  out  another 
patent  for  that  telescope  to  be  used  for  making  observa- 
tions on  the  sea." '  On  appeal  to  the  House  of  Lords 
(Macr.  P.  C.  179),  the  judge's  direction  was  held  to  be 
right. 

In  Brook  v.  Aston  (8  E.  &  B.  478),  it  appeared  that  the 
plaintiff  had  obtained  a  patent  in  1856  for  improvements  in 
finishing  yams  of  wool  and  hair ;  and  that  in  1858  he  had 
taken  out  a  patent  for  a  process  precisely  similar  except 
that  it  was  applicable  to  the  finishing  of  cotton  and  linen 
yarns.  The  patent  of  later  date  was  held  bad  because  the 
alleged  invention  was  only  the  application  of  an  old  machine 
in  an  analogous  manner  to  another  but  similar  object.  This 
decision  was  afiirmed  by  the  Court  of  Exchequer  Chamber 
(5  Jur.  N.  s.  1025). 

In  the  case  of  Harwood  v.  The  Great  Northern  Railway 
Ccynypany  (2  B.  &  S.  194 ;  11  H.  L.  C.  654),  a  patent  for  the 
application  of  '  fishes '  to  iron  rails  for  railways,  for  the 
purpose  of  securing  them,  was  held  invalid,  because  a  similar 
contrivance  had  been  employed  to  fasten  pieces  of  timber 
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together  in  the  construction  of  bridges,  and  had  also  been 
used  in  various  articles  of  machinery.  Mr.  Justice  Willes 
said  the  invention  for  which  the  patent  had  been  obtained 
was  '  the  mere  application  of  an  old  contrivance  in  the  old 
way  to  an  analogous  subject  without  novelty  or  invention 
in  the  mode  of  applying  such  old  contrivance  to  the  new 
purpose.' 

Jordan's  specincation  claimed  the  construction  of  ships 
with  an  iron  frame  combined  with  an  external  covering  of 
timber  planking  for  the  sides,  bilges,  and  bottoms.  It 
appeared  that  a  combination  of  wood  and  iron  in  the  con- 
struction of  ships  was  well  known  previous  to  the  patent, 
and  that  frames  partly  of  iron  and  partly  of  wood  had  been 
coated  with  iron.  The  Court  decided  that  as  iron  and 
wood  had  both  been  long  used  in  the  construction  of  vessels, 
the  application  of  wooden  planking  to  the  iron  frame  of  a 
vessel,  without  any  pecuUarity  in  the  nature  of  that  plank- 
ing, could  not  be  the  subject-matter  of  a  patent.  The 
alleged  invention  was  as  to  one  part  nothing  more  than  the 
substitution  of  one  well-known  and  analogous  material  for 
another — that  is,  wood  for  iron — to  effect  the  same  purpose 
on  an  iron  vessel ;  and  as  to  another  part,  it  was  the  appli- 
cation of  the  same  old  invention,  viz.  planking  with  timber, 
which  had  been  formerly  done  on  a  wooden  frame,  for  an 
analogous  purpose  on  an  iron  frame.  (Jordan  v.  Moore, 
L.  E.  1  C.  P.  624.) 

If  an  old  combination  used  in  one  kind  of  machine  is 
applied  to  another  but  cognate  kind  of  machine  in  which  it 
had  not  been  previously  found,  this  application  will  not  be 
considered  novel  for  the  purpose  of  supporting  a  patent 
unless  some  ingenuity  or  invention  is  displayed  in  the 
application.  A  patented  improvement  in  a  combined  mowing 
and  reaping  machine  consisted  of  a  contrivance  by  which 
the  cutting  knife  could  be  made  to  revolve  more  rapidly 
when  cutting  grass  than  when  cutting  corn.  It  was  shown 
at  the  trial  of  an  action  for  an  infiringement  that  a  similar 
contrivance  had  been  previously  applied  to  a  hay-making 
machine  with  the  view  of  driving  the  tossing  rakes  quickly 
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or  slowly  at  the  will  of  the  operator.  The  patent  was  there- 
fore held  to  be  invalid.  {Bamlett  v.  Picksley,  1  GriflSn,  P.  C. 
40.)  And  so,  the  use  of  a  guide  in  a  frilling  machine  for 
the  purpose  of  keeping  down  the  work  was  held  by  Sir  O. 
Jessel,  M.  R.,  in  HiU  v.  Tombs  (*  Engineer/  April  15, 1881, 
p.  274),  not  to  be  a  patentable  invention,  because  'that 
was  the  use  of  known  means  for  an  analogous  purpose,' 
guides  of  similar  character  having  been  employed  in  many 
other  machines. 

A  patent  was  obtained  for  supporting  the  front  of  a 
carriage  by  C  springs.  In  an  action  for  infringement  it 
was  held  by  the  House  of  Lords,  reversing  the  decisions  of 
the  Courts  below,  that  this  was  only  the  application  of  a 
known  article  to  an  analogous  purpose,  since  similar  springs 
(for  they  were  not,  strictly  speaking,  C  springs)  had  been 
previously  used  at  the  back  of  a  carriage,  and  in  their 
application  to  the  front  there  was  no  invention.  {Windover 
V.  Morgan,  7  E.  P.  C.  130.) 

Compare  the  preceding  cases  with  Penn  v.  Bibby  (L.  E. 
2  Ch.  127).  Mr.  John  Penn  obtained  a  patent  for  an  im- 
provement in  bearings  and  bushes  for  the  shafts  of  screw- 
propellers,  which  consisted  in  grooving  the  inner  surfaces 
of  the  bearings  of  the  shaft,  and  placing  in  the  grooves 
strips  of  wood,  which  projected  beyond  the  inner  surface  of 
the  metal  bearings,  so  as  to  support  the  rubbing  action  of 
the  shaft  whilst  water  was  allowed  to  circulate  freely  in  the 
intermediate  channels.  The  metal  bearings  previously  em- 
ployed had  been  found  unable  to  withstand  for  any  length 
of  time  the  friction  of  the  screw-shaft,  and  it  almost  seemed 
as  if  the  screw-propeller  would  have  to  be  abandoned ;  but 
Mr.  Penn's  simple  contrivance  got  over  the  difficulty,  and 
the  invention  came  into  general  use.  It  was  contended  that 
the  alleged  invention  was  merely  a  new  application  of  an 
old  and  well-known  thing,  viz.  wood,  and  the  wooden  bear- 
ings of  grindstones  and  waterwheels  were  adduced  as  show- 
ing that  the  invention  was  not  novel.  '  In  every  case  of 
this  description'  (said  Lord  Chelmsford) y  'one  main  con- 
sideration seems  to  be  whether  the  new  application  lies  so 
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much  out  of  the  track  of  the  former  use  as  not  naturally 
to  suggest  itself  to  a  person  turning  his  mind  to  the  subject, 
but  to  require  some  application  of  thought  and  study. 
Now,  strictly  applying  this  test  to  the  present  case,  it 
appears  to  me  impossible  to  say  that  the  patentee*s  in- 
vention is  merely  the  application  of  an  old  thing  to  a  new 
purpose.  The  only  examples  of  old  use .  .  .  are  of  a  totally 
different  character,  and  for  a  totally  different  object.  It  is 
difficult  to  believe  that  bearings  of  this  description  could 
ever  have  suggested  the  application  of  wood  to  the  bearings 
of  screw-propellers  in  the  way  described  in  the  patent.' 

A  patent  was  obtained  for  improvements  in  the  manu- 
facture  of  glass.  The  invention  consisted  of  a  mode  of 
forming  the  sides  of  the  chambers,  where  the  materials 
were  fused,  in  such  a  manner  that  a  current  of  cool  air 
might  circulate  and  so  prevent  over-heating.  Although  the 
principle  was  previously  known,  yet,  as  the  contrivance 
when  applied  to  the  manufacture  of  glass  rendered  the 
process  of  melting  less  costly  and  less  dangerous,  the  patent 
was  held  good.    {Canningtonv,  Nuttall,  L.  R.  5  H.  L.  205.) 

The  existence  of  a  patent  for  a  certain  application  of  a 
given  thing  (which  thing  is  not  new)  will  not  vitiate  a  sub- 
sequent patent  for  another  application  of  the  same  thing, 
provided  that  the  two  appUcations  are  perfectly  distinct, 
and  that  the  second  application  is  not  in  any  way  com- 
prised in  the  specification  under  the  first  patent.  Yaucher 
took  out  a  patent  for  an  improvement  in  packing  hydraulic 
and  other  machines  by  means  of  a  lining  of  soft  metal, 
whereby  certain  parts  of  the  machines  were  rendered  air- 
tight and  water-tight.  It  was  subsequently  discovered  by 
Newton  that  the  same  material,  soft  metal,  could  be  use- 
fully employed  in  diminishing  the  friction  of  machinery  in 
rapid  motion,  and  in  preventing  the  generation  of  heat,  by 
applying  it  to  the  surfaces  in  contact.  It  was  held,  in  an 
action  for  an  infringement  of  Newton's  patent,  that  the 
two  applications  of  soft  metal  were  essentially  different,  and 
Newton's  invention  was  not  wanting  in  novelty.  {Newton  v. 
Vaucher,  6  Exch.  Eep.  869.) 

o  2 
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Chemical  Inventions. — The  same  distinction,  which,  it 
has  been  seen,  is  made  between  mechanical  applications 
brought  about  by  an  obvious  exercise  of  the  inventive 
faculty  and  those  where  it  is  scarcely  appreciable,  holds  good 
with  regard  to  the  applications  of  the  chemical  properties  of 
matter.  Thus,  in  Calvert  v.  Ashbum  (Pract.  Mech.  Journal, 
vol.  ii.  2nd  ser.  97),  it  was  held  that  the  application  of 
caustic  alkalies  for  the  purpose  of  dissolving  the  gluten 
contained  in  flour  employed  in  the  manufacture  of  size 
could  not  be  the  subject  of  a  patent,  inasmuch  as  caustic 
alkalies  had  been  previously  used  for  the  purpose  of  dis- 
solving gluten  in  the  manufacture  of  starch.  See  also 
the  observations  of  Lord  Hatherley  and  Lord  Black- 
burn in  Bailey  v.  Roberton  (L.  R.  8  App.  Cas.  1055,  1078, 
1079). 

This  case,  in  which  the  amount  of  invention  was  ad- 
judged too  small  to  support  the  patent,  should  be  compared 
with  that  of  Young  v.  Fernie  (4  Giff.  697,  612),  a  suit  for 
an  injunction  to  restrain  the  infringement  of  a  patent  for 
obtaining  paraffine  oil  by  the  distillation  of  bituminous 
coals,  wherein  it  was  proved  that  previously  to  the  plaintiffs 
invention  parafi^e  oil  had  been  extracted  from  bituminous 
shale  by  distillation.  It  was  argued  for  the  defendants,  on 
the  authority  of  Regina  v.  Cutler,  Brook  v.  Aston,  and  such 
cases,  that  bituminous  shale  being  a  substance  analogous 
to  bituminous  coal,  the  invention  of  the  plaintiff  was  not 
in  law  the  subject  of  a  patent.  But  V.  C.  Stuart  said  that 
there  seemed  to  be  no  analogy  between  the  cases  cited  and 
the  present  one.  And  in  giving  judgment  in  favour  of  the 
validity  of  the  patent,  his  Honour  observed,  '  Inventions  in 
mechanics  are  as  widely  different  from  inventions  in  eco- 
nomical chemistry  as  the  laws  and  operations  of  mechanical 
forces  differ  from  the  laws  of  chemical  affinities,  and  the 
results  of  analysis  and  experiment  in  the  comparatively 
infant  science  of  chemistry,  with  its  boundless  field  of  un- 
discovered laws  and  undiscovered  substances.  This  obser- 
vation, as  applied  to  reported  cases,  will  strike  the  mind  of 
every  lawyer  who  has  even  a  slight  elementary  knowledge 
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of  both  sciences.'     (See  also  the  case  of  Muntz  v.  Foster, 
ante.) 

In  HiUs  V.  London  Gas  Light  Company  (5  H.  &  N.  369), 
an  action  upon  a  patent  for  the  purification  of  coal  gas  by 
the  use  of  hydrated  oxides  of  iron,  it  was  argued  that,  as 
the  property  which  these  oxides  possess  of  combining  with 
sulphuretted  hydrogen,  the  deleterious  part  of  unpurified 
coal  gas,  was  a  perfectly  well-known  property,  the  mere 
application  of  the  oxides  to  remove  sulphuretted  hydrogen 
from  gas  could  not  be  the  subject  of  a  patent.  The  Court 
of  Exchequer  held  that  if  a  man  were  simply  to  say  that  he 
claimed  the  use  of  hydrated  oxides  of  iron  for  the  purifi- 
cation of  gas,  without  saying  how  they  were  to  be  applied, 
the  objection  might  possibly  be  well  founded ;  but  as  the 
patentee  had  shown  how  the  oxides  were  to  be  used,  the 
objection  failed.  (Comp.  Ormson  v.  Clarke,  13  C.  B.  n.  s. 
337 ;  in  error,  14  C.  B.  n.  s.  475.) 

Patents  for  Lnprovements  on  Inventions  the  Subject  of 
Existing  Patents'. — Inventors  after  obtaining  a  patent  fre- 
quently discover  that  their  invention  is  capable  of  consider- 
able improvement,  and  they  think  it  desirable  to  take  out 
a  second  patent  for  the  improvements. 

In  Lister  v.  Leather  (8  E.  &B.  1004),  it  was  held  that  a 
second  patent  for  an  improvement  on  an  invention  which 
is  the  subject  of  a  previous  patent  afterwards  assigned  to 
the  second  patentee  is  not  void  as  being  contrary  to  public 
policy.  And  the  same  rule  holds  good  in  regard  to  a  second 
patent  obtained  by  the  same  inventor. 

A  patented  invention  which  was  afterwards  greatly  im- 
proved by  a  second  patent  obtained  by  the  same  inventor 
is  not  on  that  account  thrown  open  to  the  world.  {Thorn- 
son  V.  Batty,  6  E.  P.  C.  100.)  Nor  is  a  patent  defeated 
because  later  inventions  improved  the  articles  produced, 
and  they  ceased  to  be  made  in  accordance  with  the  direc- 
tions of  the  specification.  {Edison  <&  Swan  Co.  v.  Holland, 
6  K.  P.  C.  243.) 
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CHAPTER  VI. 

WHO   MAY   BE   A   PATENTEE. 

By  the  fourth  section  of  the  Patents  Act  of  1883,  any  person, 
whether  a  British  subject  or  not,  is  empowered  to  make 
application  for  a  patent.  Two  or  more  persons  may  make 
a  joint  application,  and  a  patent  may  be  granted  to  them 
jointly.  By  the  fifth  section  of  that  Act,  an  application 
must  contain  a  declaration  to  the  effect  that  the  applicant 
is  in  possession  of  an  invention,  whereof  he,  or  in  the  case 
of  a  joint  application,  one  or  more  of  the  appHcants,  claims 
or  claim  to  be  the  true  and  first  inventor  or  inventors. 

No  application  will  be  entertained  at  the  Patent  Office 
unless  the  person  or  persons  claiming  to  be  the  true  and 
first  inventor  or  inventors  are  applicants  {MarshalVs  Appli- 
cation, 5  E.  P.  C.  661),  but  other  persons  who  are  non- 
inventors  may  join  in  the  application,  and  in  that  case  the 
patent  will  be  issued  to  all  the  applicants,  who  will  be  joint 
patentees.  (Patents  Act,  1885,  s.  5.)  Although  there  is  no 
form  enabling  an  inventor  and  an  incorporated  company 
to  apply  jointly  for  a  patent,  this  may  be  done,  since  by 
sect.  117  of  the  Act  of  1883  'person'  includes  a  body 
corporate. 

For  a  long  series  of  years  the  strict  letter  of  the  statute 
of  James  has  been  so  far  relaxed  as  to  allow  persons  simply 
importing  an  invention  from  a  foreign  country  into  this 
realm  to  obtain  a  patent  in  respect  of  it,  provided  that  such 
an  invention  is  new  and  useful,  the  administrators  of  the 
law  always  reading  the  word  *  inventor,'  in  the  statute,  as 
embracing  an  importer.  '  I  must  look  on  it  (said  Jessel, 
M.  R.)  as  a  sort  of  anomalous  decision,  not  depending  on  any 
principle  whatever,  which  has  acquired  by  time  and  recog- 
nition the  force  of  law.'    The  first  decision  on  this  point 
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since  the  Statute  of  Monopolies,  was  in  the  case  of  Edgebery 
V.  StevenSy  to  be  found  in  the  second  volume  of  *  Salkeld's 
Reports,'  p.  477 :  *  If  the  invention  be  new  in  England  a 
patent  may  be  granted,  though  the  thing  was  practised 
beyond  sea  before  ;  for  the  statute  speaks  of  new  manufac- 
tures within  this  realm ;  so  that  if  it  be  new  here,  it  is 
within  the  statute ;  for  the  Act  intended  to  encourage  new 
devices  useful  to  the  kingdom,  and  whether  learned  by  travel 
or  by  study,  it  is  the  same  thing.' 

In  Carpenter  v.  Smith  (1  W.  P.  C,  585),  Lord  Abinger 
said,  ^  A  man  has  a  right  to  a  patent  not  only  for  his  own 
original  invention,  but  he  has  a  right  to  a  patent  if  he  is 
the  first  person  who  brings  into  England  an  invention  which 
is  used  abroad  and  not  known  in  England.' 

Previous  to  the  Act  of  1888  it  had  been  decided  (Chap- 
pell  V.  Pnrday,  14  M.  &  W.  818)  that  an  alien  might  be  the 
grantee  of  a  patent ;  and  In  re  Wirtk's  Patent  (L.  R.  12 
Ch.  D,  303),  that  a  patent  might  be  granted  to  an  alien 
resident  abroad  for  an  invention  communicated  to  him  by 
another  alien  also  resident  abroad,  but  Form  A  of  the  Patents 
Rules,  1890,  renders  it  necessary  that  the  applicant  for  a  com- 
munication patent  must  be  resident  in  the  United  Kingdom 
(see  p.  395).  In  Beard  v.  Egerton  (3  C.  B.  Rep.  97),  it  was 
held  that  the  grant  might  be  taken  either  in  the  alien's 
name  or  in  the  name  of  a  British  subject  in  trust  for  him. 

It  has  long  been  a  common  practice,  which  the  new  Act 
has  not  abrogated,  to  grant  patents  to  British  subjects  resi- 
dent in  Great  Britain  in  respect  of  inventions  communicated 
from  abroad.  If  the  grantee  is  the  agent  of  the  foreign  in- 
ventor, the  letters  patent  are  subsequently  assigned  to  the 
latter  or  his  nominee.  But  in  these  cases  it  is  necessary 
for  the  applicant  to  state  in  his  application  that  the  subject- 
matter  wPjS  communicated  to  him  from  abroad.  {MiUigan 
V.  Marsh,  2  Jur.  n.  s.  1083.)  (See  the  form  of  application 
A  1  in  the  second  schedule  of  the  Patents  Rules,  1890.) 

By  the  International  Convention  and  section  103  of  the 
Patents  Act  of  1883  a  foreign  patentee  has  an  absolute  right 
of  priority  for  his  invention  for  a  period  of  seven  months  from 
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the  date  of  his  foreign  application,  notwithstanding  any 
intermediate  publication  or  use  of  the  invention  in  this 
country.  A  British  patent  under  the  Convention  will  only 
be  granted  to  the  person  who  made  the  foreign  application. 
It  will  not  be  granted  to  an  agent.  {Shallenhergefs  Appli- 
cation, 6  E.  P.  C.  660 ;  Carez's  AppHcatioriy  6  E.  P.  C. 
662.) 

A  British  subject  has  never  been  permitted  to  obtain  a 
patent  for  an  invention  derived  from  another  British  subject 
residing  in  the  United  Kingdom,  and  it  seems  doubtful 
whether  a  valid  patent  could  be  obtained  in  respect  of  an 
invention  communicated  by  an  alien  permanently  domiciled 
here. 

No  objection  can  be  taken  to  a  patent  on  the  ground 
that  one  of  the  grantees  is  an  infant.  (Cheavin  v.  Walker, 
L.  E.  6  Ch.  D.  868.)  And  there  can  be  no  doubt  that  female 
inventors,  whether  married  or  single,  are  entitled  to  the 
grant  of  a  patent. 

In  consequence  of  the  decision  of  the  Court  in  Marsdan 
V.  Saville  Street  Foundry  Co,  (L.  E.  8  Ex.  D.  208),  a  clause 
(sect.  34)  was  introduced  into  the  Patents  Act  of  1883, 
by  which  it  was  ^provided  that  if  a  person  possessed  of  an 
invention  dies  without  making  application  for  a  patent  for 
the  invention,  application  may  be  made  by,  and  a  patent  for 
the  invention  granted  to,  his  legal  representative ;  but  every 
such  application  must  be  made  within  six  months  of  the 
decease  of  such  person,  and  must  contain  a  declaration  by 
the  legal  representative  that  he  believes  such  person  to  be 
or  to  have  been  the  true  and  first  inventor  of  the  invention. 

By  the  twelfth  section  of  the  same  Act  (sub-section  3  b) 
it  is  enacted  that  if  the  applicant  for  a  patent  dies  before 
the  expiration  of  fifteen  months  from  the  date  of  application 
(and  before  the  patent  shall  have  been  sealed),  the  patent 
may  be  granted  to  his  legal  representative,  and  sealed  at 
any  time  within  twelve  months  after  the  applicant's  death. 

The  word  *  patentee '  as  used  in  the  Patents  Acts  signi- 
fies *  the  person  for  the  time  being  entitled  to  the  benefit  of 
the  patent '  (s.  46  of  the  Act  of  1888). 
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CHAPTER  VII. 

PROCEDURE   ON    APPLYING   FOR  A   PATENT — THE   TITLE. 

The  proceedings  on  the  application  for  a  patent '  commence 
with  the  preparation  of  a  Declaration,  to  the  effect  that 
the  applicant  is  in  possession  of  an  invention  whereof  he, 
or  in  the  case  of  a  joint  application  one  or  more  of  the 
applicants,  claims  or  claim  to  be  the  true  and  first  inventor 
or  inventors.  With  this  is  combined  a  petition  that  a 
patent  may  be  granted  to  the  applicant  or  applicants  for 
the  invention.  The  form  of  the  declaration,  which  must 
bear  the  stamp  of  1!.,  is  set  forth  in  the  second  schedule 
to  the  Patents  Bules,  1890.  The  declaration  must  be 
signed  by  the  applicants,  but  need  not  be  made  under 
the  Statutory  Declarations  Act,  1835.  When  left  at  the 
Patent  Office  it  must  be  accompanied  by  either  a  provisional 
or  complete  Specification  (see  the  next  chapter),  and  that 
specification  must  in  either  case  commence  with  the  title 
(Patents  Act,  1883,  sect.  5).  The  application  and  specifica- 
tion are  then  referred  by  the  Comptroller  to  an  examiner, 
part  of  whose  duty  is  to  ascertain  and  report  whether  the 
title  sufficiently  indicates  the  subject-matter  of  the  invention 
(sect.  6) ;  and  if  he  reports  that  the  title  does  not  sufficiently 
indicate  the  subject-matter  of  the  invention,  the  Comptroller 
may  require  it  to  be  amended  (sect.  7).  He  is  virtually 
empowered  to  make  other  amendments  in  the  title  under 

'  stamped  forms  of  application  have  been  placed  on  sale  at  the  chief 
post-offices  of  the  United  Kingdom.  Applications,  as  well  as  any  other 
document,  notice,  &c.,  required  to  be  left  at  the  Patent  Office,  may  be  sent 
in  a  prepaid  letter  through  the  post.  See  section  97  of  the  Act  of  1883, 
and  Bule  16a  of  the  Patents  Bules,  1890. 

The  procedure  on  applications  is  regulated  by  Bulea  8,  9,  10,  16a,  17, 
17a,  and  23  of  the  Patents  Bules,  1890. 
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sects.  7  and  9  of  the  Act  of  1883.     (Darfs  Patents,  1  Griff. 
P.  C.  807.) 

THE   TITLE. 

The  title  is  the  short  statement  by  which  the  inventor 
sets  forth  in  very  general  terms  the  object  of  the  invention  ; 
and  this  being  repeated  in  the  body  of  the  declaration,  and 
finally  transferred  into  the  patent,  is  styled  the  Title  of  the 
Patent.  Thus  he  may  apply  for  a  patent  in  respect  of 
*  Improvements  in  locomotive  steam  engines,'  or  for  *  A  new 
or  improved  sewing  machine,'  or  for  *  Improved  methods  of 
purifying  iUuminating  gas/  The  words  here  placed  be- 
tween  marks  of  quotation  would  be  the  titles  of  the  respective 
patents. 

At  a  time  when  a  provisional  specification  was  not  re- 
quired to  be  lodged  with  the  petition,  and  when  consequently 
the  title  could  not  be  ofl&cially  compared  with  a  description 
of  the  invention,  it  not  unfrequently  happened  that  the  title 
was  incorrect,  and  patents  were  sometimes  lost  from  want 
of  care  in  this  particular.  For  if  the  title  was  too  compre- 
hensive— that  is,  if  it  extended  to  matters  not  included  in 
the  invention,  the  patent  was  bad.  If,  on  the  other  hand, 
it  was  too  narrow,  besides  excluding  by  its  very  terms  some- 
thing which  the  inventor  might  have  secured,  the  patent 
would  likewise  be  held  bad  in  case  the  specification  went 
beyond  the  title. 

But  now,  since  the  title  is  accompanied  by  an  outline 
or  full  description  of  the  invention,  in  the  shape  of  a  pro- 
visional or  complete  specification,  and  the  papers  are  sub- 
mitted to  an  ofl&cial  examination,  any  false  step  that  the 
inventor  may  make  in  regard  to  the  title  will  probably  be 
detected,  and  can  be  rectified.  This,  however,  will  involve 
delay  and  trouble,  and  the  inventor  will  do  well  to  take  some 
pains  to  frame  an  unobjectionable  title  at  first. 

In  framing  the  title  the  inventor  must  carefully  avoid 
the  use  of  language  which  will  lay  it  open  to  the  charges  of 
being  '  too  large,  uncertain,  inapplicable,  inexplicable,  in- 
consistent, vague,  ambiguous,  and  at  variance  with  the  spe- 
cification ' — charges  which  it  appears  from  a  reported  case 
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were  once  heaped  upon  an  unfortunate  title  relating  to  the 
fiimple  matter  of  paving  with  wood. 

With  the  view  of  showing  the  inventor  who  is  engaged 
in  preparing  his  application  for  a  patent  what  are  the  prin- 
cipal errors  to  be  avoided  in  framing  the  title,  the  following 
cases  have  been  selected  from  those  decided  by  the  Courts 
under  the  old  law. 

Where  the  title  bore  evidence  upon  its  face  of  an  inten- 
tion to  deceive  the  public  as  to  the  subject-matter  of  the 
invention,  this  was  a  point  which  weighed  heavily  against 
the  patentee.     {Cook  v.  Pearce,  8  Q.  B.  1044.) 

The  title  of  the  invention  spoke  of  a  tapering  brush  ;  the 
specification  disclosed  the  invention  of  a  brush  in  which  the 
bristles  were  of  an  unequal  length,  but  there  was  no  tapering 
to  a  point.  The  patent  was  held  bad.  {Rex  v.  Metcalf, 
2  Stark.  E.  249.) 

The  title  was  '  Certain  improvements  in  the  flageolet, 
whereby  the  fingering  will  be  rendered  more  easy,  and  notes 
produced  that  were  never  before  produced.'  It  appeared 
that  only  one  new  note  was  produced  by  the  improved  in- 
strument, and  this  was  held  to  be  a  fatal  objection.  {Bain- 
hridge  v.  Wigley,  Pari.  Eep.  197.) 

The  title  was  '  A  new  and  improved  method  of  drying 
and  preparing  malt ; '  but  the  invention  specified  was  a 
process  of  producing  a  colouring  matter  for  beer,  by  sub- 
mitting malt,  prepared  in  the  ordinary  manner,  to  a  high 
temperature.  This  patent  was  likewise  held  bad.  {Rex  v. 
Wheeler,  2  B.  &  Aid.  345.) 

A  patent  was  obtained  for  an  improved  method  of  light- 
ing cities,  towns,  and  villages ;  but  it  appeared  that  the 
invention  consisted  in  the  improvement  of  an  old  street 
lamp.  The  title  was  held  too  general  in  its  terms,  and  the 
patent  could  not  be  supported.  {Cochrane  v.  Smethurat, 
1  Stark.  205.) 

Another  patent  held  bad,  by  reason  of  having  too  general 
a  title,  was  that  contested  in  the  case  of  Campion  v.  Benyon 
(1  Carp.  Eep.  418).  The  patent  was  for  *  A  new  and  im- 
proved method  of  making  double  canvas  and  sailcloth  with 
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hemp  and  flax,  or  either  of  them^  without  any  starch  what- 
ever ; '  but  it  appeared  that  double  sailcloth  had  been  made 
without  starch  before  the  patent,  and  the  invention  proved 
really  to  be  a  new  method  of  preparing  hemp  and  flax,  with 
a  view  to  its  being  woven  into  canvas  and  sailcloth. 

The  title  of  Felton's  patent  described  the  invention  as  a 
machine  for  giving  an  edge  to  knives,  razors,  scissors,  and 
other  cutting  instruments;  but  the  invention  appeared, 
from  the  specification,  not  to  be  apphcable  to  scissors,  and 
the  patent  was  adjudged  to  be  void.  {Felton  v.  Greaves, 
8  C.  &  P.  611.) 

In  Newall  v.  EUioU  (10  Jur.  n.  s.  955 ;  S.  C.  13  W.  E. 
11),  C.  B.  Pollock  stated  that,  when  Attorney-General,  he 
had  refused  an  application  for  a  patent  for  *  An  improve- 
ment in  locomotion,'  such  a  title  being  too  general. 

On  the  other  hand,  the  titles  in  the  following  cases  were 
held  suflBiciently  certain :  *  Improvements  in  the  manufac- 
ture of  plated  articles,'  when  there  was  only  a  single  im- 
provement (Nickels  v.  Haslum,  8  Scott,  N.  K.  97).  *  A  new 
or  improved  method  of  obtaining  the  reproduction  of  all  the 
images  received  in  the  focus  of  the  camera  obscura,'  leaving 
it  a  matter  of  doubt  whether  the  method  was  altogether  a 
new  one,  or  only  an  improvement  {Beard  y.  Egerton,  8  C.  B. 
97).  A  process  for  more  distinctly  showing  the  finer  lines 
of  an  engraving  by  means  of  a  glazed  surface  on  the  paper 
designed  to  receive  the  impression  was  held  sufficiently 
described  by  the  words  *  Certain  improvements  in  copper 
and  other  plate  printing '  (Sturtz  v.  De  la  Rue,  5  Buss.  822). 
Title,  *  Improvements  in  Carriages : '  the  specification  de- 
scribed improvements  in  adapting  German  shutters  to  car- 
riages. But  as  such  shutters  can  only  be  applied  to  covered 
carriages,  and  the  title  spoke  generally  of  carriages,  it  was 
contended  that  it  was  too  large.  After  argument,  it  was 
held  a  sufficiently  acciarate  title ;  Tindal,  C.  J.,  observing 
that  it  would  endanger  the  validity  of  very  many  patents 
which  have  hitherto  been  free  from  exception,  if  the  mere 
fact  that  their  titles  were  given  in  such  terms  as  to  be 
capable  of  comprising  other  inventions  besides  that  con- 
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tained  in  the  specification  were  sufficient  to  avoid  them,  in 
the  absence  of  any  proof  of  intention  to  commit  a  fraud  on 
the  Crown,  or  to  deceive  or  mislead  the  public.  {Cook  v. 
Pearce,  8  Q.  B.  1044.) 

A  patent  was  obtained  for  *  Improvements  in  machinery 
for  the  manufacture  of  bobbin  net  lace.'  It  was  objected 
that  the  invention  really  was  only  for  making  a  spot  during 
a  particular  part  of  the  process,  and  was  useless  where  that 
addition  was  not  wanted.  The  Court,  however,  overruled 
the  objection.     (Fisher  v.  Dewicky  1 W.  P.  C.  264.) 

The  title  and  specification  must  be  read  together ;  and 
if  the  former  should  be  ambiguous,  the  latter  may  explain 
it.  Thus  the  title  of  Neilson's  patent  was  an  invention  '  for 
the  improved  application  of  air  to  produce  heat  in  furnaces 
where  bellows  or  other  blowing-apparatus  are  required.' 
The  invention  disclosed  by  the  specification  was  the  intro- 
duction into  the  furnace  of  air  heated  between  the  blowing- 
apparatus  and  the  furnace;  and  it  was  held  that  this 
answered  sufficiently  well  to  the  title.  {Neilson  v.  Harford, 
1  W.  P.  C.  812,  873  ;  Lister  v.  Norton,  8  E.  P.  C.  203.) 
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CHAPTER  Vin. 

THE   PROVISIONAL   SPECIFICATION. 

The  fifth  section  of  the  Patents  Act  of  1883  directs  that  the 
appKcation  ^  for  a  patent  must  be  accompanied  by  either  a 
provisional  or  complete  specification.  The  latter  instru- 
ment is  the  subject  of  the  next  chapter ;  it  is  to  the  former 
that  we  now  draw  the  reader's  attention.  According  to 
the  third  subsection  of  the  same  section,  a  provisional 
specification  must  describe  the  nature  of  the  invention,  and 
be  accompanied  by  drawings  if  required;  whilst  by  the 
fifth  subsection  it  is  directed  that  it  must  commence  with 
the  title.  (As  to  size,  form,  &c.,  of  the  drawings,  if  any, 
see  Patents  Rules,  1890,  rr.  30-33.)  It  ought  not  to  com- 
prise more  than  one  invention  (sect.  33),  and  the  Comp- 
troller may  refuse  to  accept  it  if  it  does  comprise  more. 
(As  to  the  meaning  of  the  words  *  one  invention '  see  p.  96.) 
The  applicant,  however,  is  authorised  by  Rule  19  of  the 
Patents  Rules,  1890,  to  amend  the  application  so  as  to 
make  it  apply  to  one  invention  only ;  and  he  can  then  make 
application,  if  he  thinks  proper,  for  separate  patents  for  the 
other  inventions.  In  that  case  every  such  application  will 
be  dated  as  of  the  date  of  the  first  application,  as  if 
originally  made  on  that  date. 

'  The  form  of  the  application  is  given  as  already  stated  in  the  second 
schedule  to  the  Patents  Bules,  1890,  Form  A.  In  case  of  an  application  on 
a  communication  from  abroad  Form  A  1  must  be  used.  For  the  form  of 
provisional  specification  see  Bules  5  and  6  (2)  of  1890,  and  Form  B  in  the 
second  schedule  to  those  rules.  As  to  the  procedure  the  reader  is  referred 
to  the  note  on  p.  89. 

Specifications  and  all  other  documents  must  be  written  or  printed  in 
large  and  legible  characters  upon  one  side  only  of  strong  wide-ruled  foolscap 
paper  measuring  thirteen  by  eight  inches,  leaving  a  margin  of  two  inches 
on  the  left-hand ;  and  the  signatures  of  the  applicants  or  agents  thereto 
must  be  written  in  a  large  and  legible  hand  (see  Bale  10). 


THE  PROVISIONAL  SPECDFIOATION  95 

Then  by  the  sixth  Bection  the  Comptroller  is  directed  to 
refer  every  application  to  an  examiner,  who  is  to  ascertain 
and  report  to  him  whether  the  nature  of  the  invention  has 
been  fairly  described,  and  the  application,  specification,  and 
drawings  (if  any)  have  been  prepared  in  the  prescribed 
manner.  If  the  examiner  reports  (sect.  7  as  altered  by  the 
2nd  sect,  of  the  Patents  Act,  1888)  that  the  nature  of  the 
invention  is  not  fairly  described,  or  that  the  application, 
specification,  or  drawings  has  not  or  have  not  been  pre- 
pared in  the  •  prescribed  manner,  or  that  the  title  does  not 
sufficiently  indicate  the  subject-matter  of  the  invention,  the 
Comptroller  may  refuse  to  accept  the  application,  or  require 
that  the  application,  specification,  or  drawings  be  amended 
before  he  proceeds  with  the  application ;  and  in  the  latter 
case  the  appKcation  shall,  if  the  Comptroller  so  directs, 
bear  date  as  from  the  time  when  the  requirement  is  com- 
plied with. 

"Where  the  Comptroller  refuses  to  accept  an  application 
or  requires  an  amendment,  the  applicant  may  appeal  from 
his  decision  to  the  law  officer,  who  will,  if  required,  hear 
the  applicant  and  the  Comptroller,  and  may  make  an  order 
determining  whether,  and  subject  to  what  conditions,  if  any, 
the  application  shall  be  accepted.  (Brown's  Application, 
2  Griffin,  P.  C.  1.)  When  an  application  has  been  accepted, 
the  Comptroller  will  give  notice  thereof  to  the  applicant,  and 
by  Kule  21  of  the  Patents  Kules,  1890,  he  will  advertise 
such  acceptance  in  the  official  journal  of  the  Patent  Office. 
If  (subs.  5  of  sect.  2,  Act  1888),  after  an  application  for  a 
patent  has  been  made,  but  before  the  patent  thereon  has 
been  sealed,  another  application  for  a  patent  is  made, 
accompanied  by  a  specification  ^  bearing  the  same  or  a 
similar  title,  the  Comptroller,  if  he  thinks  fit,  on  the  re- 
quest of  the  second  applicant,  or  of  his  legal  representative, 
may,  within  two  months  of  the  grant  of  a  patent  on  the 
first  appHcation,  either  decline  to  proceed  with  the  second 
application  or  allow  the  surrender  of  the  patent,  if  any, 
granted  thereon. 

Under  section  4  of  the  Patents  Act  of  1885,  where  an 
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application  for  a  patent  has  been  abandoned  or  become 
void,  the  specification  and  drawings  (if  any)  shall  not  at 
any  time  be  open  to  public  inspection  or  be  published  by 
the  Comptroller. 

When  the  legal  representative  of  a  deceased  inventor 
intends  to  apply  for  a  patent,  under  the  authority  of  the 
84th  section  of  the  Patent  Act  of  1883,  the  appUcation 
must  be  made  within  six  months  of  the  decease,  and  it 
must  contain  a  declaration  by  the  legal  representative  that 
he  beheves  the  person  whom  he  represents  to  have  been  the 
true  and  first  inventor  of  the  invention.  An  ofl&cial  copy 
of  or  extract  from  the  will  or  letters  of  administration  must 
accompany  the  application  in  proof  of  the  applicant's  title. 
(Rule  20  of  1890.) 

*  One  Invention.' — It  has  been  already  stated  that  by 
sect.  83  of  the  Act  of  1888  the  provisional  specification 
ought  not  to  comprise  more  than  one  invention.  The 
question  whether  a  provisional  specification  comprises  more 
than  one  invention  will  often  be  a  delicate  one,  and  no 
general  rule  can  be  laid  down  for  the  inventor's  guidance. 
If  the  words  of  the  Act  were  interpreted  strictly  patents 
would  be  greatly  multiplied,  whilst  a  liberal  interpretation 
cannot  go  far  in  the  face  of  the  clear  language  of  the 
statute.  The  Comptroller  must  be  left  to  exercise  his  dis- 
cretion on  the  facts  of  each  case  subject  to  appeal  to  the  law 
ofl&cer.  It  has  been  said  by  a  law  oflBicer  that  if  there  are 
several  heads  of  invention  it  ought  to  be  shown  in  the  pro- 
visional specification  that  they  have  all  a  common  object. 
Under  the  title  of  Improvements  in  Railway  Carriages,  an 
attempt  to  include  improvements  in  the  seats,  doors,  win- 
dows, coupling  apparatus,  and  illumination  would  doubtless 
be  a  failure,  and  yet  all  these  heads  of  invention  have  the 
common  object  of  improving  a  railway  carriage. 

The  following  cases  have  been  decided  by  the  law  ofl&cers 
on  appeal  and  have  been  reported. 

Where  there  is  a  new  combination  of  parts  and  some 
of  the  subordinate  parts  are  themselves  new,  they  may  all 
be  included  along  with  the  entire  combination  in  the  same 
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specification.  Bat  where  a  specification  describes  a  com- 
bination of  parts  and  also  comprises  a  minor  combination 
which  is  stated  to  be  applicable  not  only  to  the  purpose  of 
the  entire  combination  but  to  a  purpose  distinct  therefrom, 
the  latter  application  must  be  considered  a  different  inven- 
tion and  ought  not  to  be  included  in  the  same  specification. 
{Jones's  Patent,  1  Griff.  P.  C-  265;  Hearson's  Patent,  1 
Griff.  P.  C.  266 ;  Robinson's  Patent,  1  Griff.  P.  C.  267.) 

Alternative  devices  for  effecting  the  same  object  ought 
to  be  treated  as  one  invention ;  for  example,  several  devices 
of  an  analogous  nature,  or  cognate  devices,  for  securing 
"the  rails  on  a  railway.     (Jones's  Patent,  1  Griff.  P.  C.  265.) 

The  thirty-third  section  of  the  Act  of  1883  enacts  that 
it  shall  not  be  competent  for  any  person  in  an  action  or 
other  proceeding  to  take  any  objection  to  a  patent  on  the 
ground  that  it  comprises  more  than  one  invention. 

Office  of  the  Provisional  Specification, — A  general'  descrip- 
tion of  the  invention,  fairly  showing  its  real  nature,  is  suffi- 
cient for  the  provisional  specification.  An  applicant  is  not 
bound  to  describe  the  way  in  which  his  invention  can  be 
carried  into  effect.  {Woodward  v.  Sansum,  4  E.  P.  C.  174 ; 
Siddeli  V.  Vickers,  8  K.  P.  C.  426.)  It  is  enough  if  its 
principal  and  essential  features  are  set  forth. 

In  the  next  chapter  it  will  be  shown  that  it  is  not  allow- 
able to  vary  the  invention  in  any  important  respect  when  the 
complete  specification  is  in  preparation,  or  to  introduce 
new  matter  into  that  instrument ;  and  the  chief  object  of 
the  provisional  specification  is  to  afford  means  for  securing 
the  identity  of  the  invention  at  the  time  of  application  and 
when  finally  specified. 

The  provisional  specification  is  not  intended  to  ascertain 
the  entirety  but  the  identity  of  the  invention,  said  Pollock, 
C.  B.,  in  Xetvall  v.  Elliott,  1  H.  &  C.  797.  And  see  also 
Foxicell  V.  Bosiock,  4  De  G.  J.  &  S.  298. 

*  The  office  of  the  provisional  specification '  (said  Mr. 
Justice  Byles  in  Neivall  v.  Elliott,  4  C.  B.  n.  s.  269)  *is 
only  to  describe  generally  and  fairly  the  nature  of  the 
invention,  and  not  to  enter  into  all  the  minute  details 
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as  to  the  manner  in  which  the  invention  is  to  be  carried 
out.' 

*  A  provisional  specification '  (said  Sir  G.  Jessel,  M.R.yia 
Stoner  v.  Todd,  L.  K.  4  Ch.  D.  58)  *  is  not  intended  to  con- 
tain a  complete  description  of  the  thing  so  as  to  enable  any 
workman  of  ordinary  skill  to  make  it,  but  only  to  disclose 
the  invention — fairly,  no  doubt,  but  in  its  rough  state,  until 
the  inventor  can  perfect  its  details.' 

*  The  office  of  the  provisional  specification '  (said  Lord 
Chelmsford  in  Penn  v.  Bihhy,  L.  E.  2  Ch.  127)  *is  to 
describe  the  nature  of  the  invention,  not  with  minute  par- 
ticularity, but  with  sufficient  precision  and  accuracy  to  in- 
form the  law  officer  what  is  to  be  the  subject-matter  of  the 
patent.  It  is  not  at  all  necessary  that  the  provisional 
speciBcation  should  describe  the  mode  or  modes  in  which 
the  invention  is  to  be  worked  or  carried  out.' 

For  further  remarks  by  various  learned  judges  as  to 
the  office  of  the  provisional  specification,  see  Woodward  v. 
Sansum  (4  K.  P.  C.  178),  SiddeU  v.  Vickers  (5  E.  P.  C. 
79,  426),  Crampton  v.  Patents  Investment  Co.  (5  E.  P.  C. 
397). 

When  an  inventor  is  engaged  in  preparing  his  provi- 
sional specification,  he  ought  to  keep  in  mind  that  every 
part  of  the  invention,  excepting  details,  intended  to  be 
claimed  by  the  complete  specification,  ought  to  be  fore- 
shadowed in  the  preliminary  instrument. 

It  sometimes  happens  that,  after  a  provisional  specifica- 
tion has  been  lodged,  an  inventor  thinks  it  desirable  to 
abandon  it  and  lodge  another  in  a  different  form.  Under 
the  old  law  it  was  held  that  a  patent  obtained  upon  a  second 
provisional  specification,  when  filed  within  the  six  months' 
term  of  provisional  protection,  was  valid,  as  the  first  specifi- 
cation had  not  become  public  by  the  mere  fact  of  abandon- 
ment. And  in  Lister  v.  Norton  (8  E.  P.  C.  206)  it  was  held 
that  where  an  inventor  had  lodged  a  provisional  specifica- 
tion, and  then  within  six  months  had  lodged  a  second  one 
for  the  same  invention,  proceeding  upon  the  latter  to  obtain 
a  patent  dated  in  1881,  it  was  no  objection  to  the  patent 
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that  the  patentee  had  in  the  interval  between  the  dates  of 
lodging  the  two  specifications,  and  therefore  before  the  date 
of  his  patent,  publicly  exercised  his  invention  and  sold  the 
products. 

By  the  fourteenth  section  of  the  Patents  Act  of  1888, 
where  an  application  for  a  patent  in  respect  of  an  invention 
has  been  accepted,  the  invention  may  during  the  period 
between  the  date  of  the  application  and  the  date  of  sealing 
such  patent  be  used  and  published  without  prejudice  to  the 
patent  to  be  granted  for  the  same;  and  such  protection 
from  the  consequences  of  use  and  pubUcation  is  termed 
provisional  protection. 

This  protection,  however,  gives  the  applicant  no  rights 
against  the  pubUc.  He  is  only  protected  against  the  con- 
sequences of  his  own  publication  in  case  of  his  employing 
workmen,  making  experiments,  or  exercising  the  invention 
(Ex  parte  Bates  <t  Kedgate,  L.  R.  4  Ch.  577) ;  that  is  to 
say,  he  will  not  thereby  prejudice  the  patent  afterwards 
granted  to  him.  He  must  not  forget,  however,  that  as  he 
cannot  take  any  legal  proceedings  for  infringements  com- 
mitted before  the  pubUcation  of  the  complete  specification 
(sect.  13),  his  dealings  with  the  invention  even  under  pro- 
tection should  be  conducted  with  due  caution. 
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CHAPTER  IX. 

THE    COMPLETE    SPECIFICATION. 

Whether  there  ever  existed  an  implied  compact  between 
a  patentee  and  the  public  with  regard  to  a  disclosure  of  the 
invention,  as  many  lawyers  formerly  supposed  and  some 
doubted,  is  a  question  which  it  is  unnecessary  to  discuss  in 
these  pages.  It  is  sufficient  for  all  practical  purposes  to 
say  that  the  Patents  Act  of  1852  imposed  upon  every 
patentee  the  duty  of  particularly  describing  and  ascertain- 
ing the  nature  of  the  invention,  and  in  what  maimer  it  was 
to  be  performed ;  and  that  the  Patents  Act  of  1888  has  laid 
upon  every  applicant  a  like  obligation  in  identical  language 
(sect.  5,  subs.  4).  The  instrument  by  which  the  applicant 
undertakes  to  satisfy  the  requirements  of  the  law  is  known 
as  the  Complete  Specification.  It  is  by  this  instrument 
that  the  public  are  made  acquainted  with  the  inventor's 
secret,  and  he  is  bound  to  describe  it  clearly  and  fiilly,  with 
the  view  of  enabling  others,  when  the  proper  time  comes, 
to  work  the  invention  if  they  desire  to  do  so.  In  the 
meantime  the  public  are  entitled  to  know  what  it  is  they 
are  prohibited  from  using,  that  they  may  not  unawares 
incur  liability. 

The  reader  will  perceive  before  he  arrives  at  the  end  ox 
this  chapter  that  the  security  of  a  patentee's  privileges 
largely  depends  upon  the  shape  given  to  this  instrument. 
It  is  therefore  necessary  that  he  should  exercise  the  greatest 
care  and  circumspection  in  its  preparation.  As  Sir  George 
Je'ssel,  then  Master  of  the  Bolls,  once  remarked  in  court, 
*  it  is  very  difficult  to  draw  a  complete  specification.'  And 
tjie  judges  on  the  bench  very  frequently  complain  of  the 
ambiguities,  obscurities,  and  other  defects  of  the  specifica- 
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tions  that  go  before  them,  not  only  rendering  the  task  of 
interpretation  difficult,  but  putting  in  peril  the  whole  edifice 
which  the  patentee  has  laboriously  bmlt.  It  may  be  thought, 
perhaps,  that  after  the  document  has  passed  the  ordeal  of 
official  examination  no  further  question  ought  to  arise  as 
to  its  sufficiency.  An  inventor,  however,  should  not  place 
too  great  reliance  upon  this,  but  should  adopt  every  means 
in  his  power  to  make  not  only  the  complete  but  the  pro* 
visional  specification  perfectly  correct,  and  in  accordance 
with  both  the  letter  and  the  spirit  of  the  law,  that  they 
may,  if  at  any  time  disputed,  be  held  good  upon  their  own 
merits. 

After  an  account  of  the  procedure  has  been  given  the 
greater  part  of  this  chapter  will  be  devoted  to  a  statement 
of  the  rules  by  which  the  inventor  should  be  guided  in 
preparing  this  important  instrument.  These  rules  will 
make  him  acquainted  with  the  chief  requirements  of  the 
law,  and  will  put  him  on  his  guard  as  to  the  faults  which 
he  is  most  likely  to  commit.  Our  remarks  will  be  supported 
throughout  by  references  to  the  reported  cases. 

PBOCEbURE. 

We  have  seen  in  the  last  chapter  that,  by  the  fifth 
section  of  the  Patents  Act  of  1888,  an  application  for  a 
patent  must  be  accompanied  by  either  a  provisional  or  a 
complete  specification.  In  the  great  majority  of  cases  an 
inventor  needs  further  time  for  making  experiments  and 
testing  the  invention  with  a  view  to  its  improvement  and 
the  working  out  of  details,  all  which  may  be  safely  done 
under  the  protection  of  a  provisional  specification ;  but  if 
he  lodges  the  complete  instrument  at  the  time  of  applica* 
tion  he  deprives  himself  of  the  opportunity  of  improving 
the  invention,  and  of  adding,  perhaps  greatly,  to  its  value. 
Moreover,  inventors  who  wish  to  obtain  patents  in  other 
countries  should  bear  in  mind  that  the  previous  publication 
of  an  invention  by  a  complete  specification  in  this  country 
may  be  a  bar  to  a  valid  patent  unless  the  case  is  one  that 
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falls  within  the  operation  of  the  fonrth  Article  of  the  Inter- 
national Convention  as  to  Patents. 

The  complete  specification,  whether  left  on  application 
or  subsequently,  must,  in  the  words  of  the  Act,  *  particularly 
describe  and  ascertain  the  nature  of  the  invention,  and  in 
what  manner  it  is  to  be  performed,  and  must  be  accom- 
panied by  drawings  if  required.'  It  must  commence  with 
the  title,  and  must  end  with  a  distinct  statement  of  the 
invention  claimed.  The  form  of  the  instrument  is  Form  C, 
given  in  the  second  schedule  of  the  Patents  Bules,  1890.^ 
If  left  with  the  application  (sect.  6)  the  papers  are  referred 
by  the  Comptroller  to  an  examiner,  whose  duty  it  is  to 
ascertain  and  report  to  the  Comptroller  whether  the  nature 
of  the  invention  has  been  fairly  described,  and  whether  the 
application,  specification,  and  drawings  (if  any)  have  been 
prepared  in  the  prescribed  manner,  and  the  title  sufficiently 
indicates  the  subject-matter  of  the  invention.  If  the 
examiner  reports  in  the  negative,  the  Comptroller  may 
require  the  application,  specification,  or  drawings,  to  be 
amended  before  he  proceeds  with  the  application,  subject 
to  appeal  to  the  law  officer,  who,  after  hearing  the  applicant 
and  the  Comptroller,  may  make  an  order  determining 
whether,  and  subject  to  what  condition,  if  any,  the  applica- 
tion shall  be  accepted.  When  an  application  has  been 
accepted,  the  Comptroller  will  give  notice  thereof  to  the 
applicant. 

If  the  applicant  (sect.  8)  does  not  leave  a  complete 
specification  with  his  application,  he  may  leave  it  at  any 
subsequent  time  within  nine  months  from  the  date  of  appli- 
cation.* But  by  the  third  section  of  the  Act  of  1885  the 
Comptroller  has  power  to  extend   the  time  for  another 

*  A  fee  of  41.  is  payable  on  filing  a  complete  speoification  with  the  appli- 
cation :  if  filed  afterwards  the  fee  is  SL  As  to  the  size  of  paper,  <&o.,  see  the 
footnote  on  page  106. 

*  Whenever  the  last  day  for  leaving  a  document  at  the  Patent  Office 
shall  happen  to  fall  on  Christmas  Day,  GkK)d  Friday,  or  on  a  Saturday  or 
Sunday,  or  on  a  day  observed  as  a  holiday  at  the  Bank  of  England,  or  on 
Any  day  observed  as  a  public  fast  or  thanksgiving,  the  document  may  be  left 
on  the  day  next  following  any  of  these  days  (sect.  98). 
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month  on  payment  of  the  prescribed  fee.  And  Rule  60  of 
the  Patents  Boles,  1890,  requires  the  application  for  an 
extension  of  time  to  state  in  detail  in  what  circumstances 
and  upon  what  grounds  the  extension  is  applied  for.  The 
Comptroller  may  require  proof  of  the  applicant's  allega- 
tions. 

If  the  complete  specification  is  not  left  within  due  time 
the  application  will  be  deemed  to  be  abandoned.  The  nine 
months  will  expire  on  that  day  of  the  ninth  month  which 
corresponds  to  the  day  of  the  application.  Where  a  complete 
specification  is  left  after  a  provisional  specification  the 
Comptroller  will  refer  both  to  an  examiner,  for  the  purpose 
of  ascertaining  whether  the  complete  specification  has  been 
prepared  in  the  prescribed  manner,  and  whether  the  inven- 
tion particularly  described  in  the  complete  specification  is 
substantially  the  same  as  that  described  in  the  provisional. 
If  the  examiner  reports  that  these  conditions  have  not  been 
complied  with,  the  Comptroller  may  refuse  to  accept  the 
complete  specification  unless  and  until  the  same  shall  have 
been  amended  to  his  satisfaction ;  but  such  refusal  is  subject 
to  appeal  to  the  law  officer,  who,  if  required,  will  hear  the 
applicant  and  the  Comptroller,  and  may  make  an  order 
determining  whether  and  subject  to  what  conditions  the 
complete  specification  shall  be  accepted  (subsect.  S). 

The  fact  that  the  complete  narrows  the  range  of  the 
provisional  specification  {e.g.  where  the  provisional  specifi- 
cation sets  forth  a  principle,  whilst  the  complete  only  claims 
special  mechanism)  affords  the  Comptroller  no  ground  of 
itself  for  refusing  to  accept  the  former.  (Everiifs  Case, 
2  Griffin  P.  C.  27.) 

In  the  opinion  of  two  law  officers,  if  the  specification 
ends  with  a  real  statement  of  the  invention  claimed,  distinct 
from  the  description  of  the  invention  in  the  body  of  the 
specification,  the  Patent  Office  has  no  power  to  inquire 
whether  the  claim  is  in  conformity  with  the  preceding  de- 
scription or  not.  But  a  claim  which  says  no  more  than 
*  I  claim  the  improved  machine  substantially  as  described ' 
would  not  be  enough.    That  would  be  held  to  be  merely  a 
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colourable  compliance  with  the  6th  subs,  of  sect.  5  of  the 
Act  of  1888,  and  not '  a  distinct  statement  of  the  invention 
claimed.'    {Smith's  Patent,  1  Griffin  P.  C.  268.) 

In  SiddeU  v.  Vickers  (5  K.  P.  C.  416)  it  was  held  that  the 
5th  subs,  of  sect.  5  of  the  Act  of  1883  is  merely  directory, 
and  that  non-compliance  with  the  direction  does  not  in- 
validate the  patents 

As  a  patentee  cannot  recover  damages  in  respect  of  in* 
fringements  committed  before  the  publication  of  the  com- 
plete specification  (sect.  13  of  the  Act  of  1888),  it  is 
desirable  in  many  cases  to  file  it  with  as  little  delay  as 
possible. 

By  subs.  4  of  sect.  9  of  the  Act  of  1883,  unless  a 
complete  specification  is  accepted  within  twelve  months 
from  the  date  of  apj^lication,  then  (save  in  the  case  of  au 
appeal  having  been  lodged  against  the  refusal  to  accept) 
the  application  will  become  void  at  the  expiration  of  that 
time.  But  the  Comptroller  is  empowered,  by  sect.  8  of  the 
Act  of  1885,  to  extend  the  time  for  three  months  on  pay- 
ment of  the  prescribed  fee. 

In  the  event  of  the  applicant's  death  before  leaving  a 
complete  specification,  no  power  is  expressly  given  by  the 
Act  to  his  legal  representatives  to  leave  a  specification  at 
the  Patent  Office,  or  to  the  Comptroller  to  accept  it  if 
tendered.  But  perhaps  it  may  be  held  that  such  powers 
are  impliedly  given  by  subsection  (8  b)  of  the  twelfth  sec- 
tion of  the  Act  of  1888. 

On  the  acceptance  of  the  complete  specification  the 
Comptroller  will  give  notice  thereof  to  the  applicant,  and 
will  advertise  the  acceptance  in  the  official  journal,  and  the 
application  and  specification  or  specifications,  with  the 
drawings,  if  any,  will  then  be  open  to  public  inspection 
(sect.  10,  and  Bules  21  and  22).^ 

After  the  acceptance  of  a  complete  specification,  and 

>  If  anyone  wishes  to  be  informed  as  soon  as  a  complete  specification  is 
accepted,  or  an  application  for  an  amendment  is  entered,  he  should  forward 
a  copy  of  Form  Q  (bearing  a  stamp  of  5«.),  with  a  request  for  such  infor* 
mation. 
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until  the  date  of  sealing  a  patent  in  respect  thereof,  or  the 
expiration  of  the  time  for  sealing,  the  applicant  shall  have 
the  like  privileges  and  rights  as  if  a  patent  for  the  inven* 
tion  had  been  sealed  on  the  date  of  the  acceptance  of  the 
complete  specification :  Provided  that  an  applicant  shall 
not  be  entitled  to  institute  any  proceeding  for  infringement 
unless  and  until  a  patent  for  the  invention  has  been  granted 
to  him  (sect.  15). 

It  was  decided  in  Ex  parte  Henry  (L.  K.  8  Ch.  167) 
that  a  second  applicant  who  had  filed  a  complete  specifica- 
tion along  with  his  petition  under  the  ninth  section  of  the 
Patents  Act  of  1852,  and  had  thereby  become  entitled  for 
six  months  to  '  the  like  powers,  rights,  and  privileges,  as 
might  have  been  conferred  on  him  by  letters  patent  duly 
sealed,  as  of  the  date  of  the  application,'  did  not  acquire 
the  rights  of  a  patentee  so  as  to  prevent  a  person  who  had 
previously  applied  for  a  patent  for  a  similar  invention  from 
obtaining  a  patent. 

It  is  directed  by  section  9,  subsection  5  (as  amended  by 
sect.  3  of  the  Act  of  1888),  that  the  reports  of  examiners 
shall  not  in  any  case  be  published  or  be  open  to  public  in* 
spection,  and  shall  not  be  liable  to  production  or  inspection 
in  any  legal  proceeding,  unless  the  court  or  officer  having 
power  to  order  discovery  in  such  legal  proceeding  shall 
certify  that  such  production  or  inspection  is  desirable  in 
the  interests  of  justice,  and  ought  to  be  allowed.  Specifica- 
tions accompanying  applications  which  have  been  abandoned 
or  become  void  are  not  to  be  open  to  public  inspection  or 
published  (sect.  4  of  the  Act  of  1885). 

Clerical  Errors. — In  case  of  clerical  errors  in  a  spe* 
cification  they  could  only  be  amended  formerly  by  order 
of  the  Master  of  the  Bolls.  (Johnson's  Patent,  L.  B.  5 
Ch.  D.  503,  and  the  cases  there  cited.)  This  jurisdiction 
still  subsists.  (Re  Gare's  Patent,  L.  B.  26  Ch.  D.  105.)  In 
Dixon's  Patent  (January  15,  1881)  the  M.  B.  required  from 
the  applicant  an  undertaking  not  to  take  proceedings  for 
infringements  committed  before  the  date  of  the  amending 
order.    But  now,  by  sect.  18  of  the  Act  of  1883,  such 
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errors  may  be  amended,  after  the  patent  has  been  granted, 
by  the  Comptroller  on  such  terms  as  he  may  think  fit. 
Before  the  issue  of  the  patent  clerical  errors  in  or  in  con* 
'  nection  with  the  application  may  be  corrected  by  him  under 
the  91st  section  of  the  Act  of  1888. 

DRAWINGS. 

The  Patents  Act  of  1888  (sect.  5,  subsect.  4)  directs  that 
a  complete  specification  must  be  accompanied  by  drawings 
if  required.^  Those  who  are  called  upon  to  interpret  the 
instrument  will  look  both  at  the  words  and  the  drawings, 
with  the  view  of  making  them  explain  each  other,  and  of 
arriving  at  the  patentee's  meaning.  {Abbott,  C.  J.,  in  Bloxam 
V.  Elsee,  1  C.  &  P.  564.)  Many  inventions  can  be  ex- 
plained perfectly  well  without  any  drawings ;  but  wherever 
machines  are  the  subject  of  or  connected  with  the  inven- 
tion, drawings  should  always  accompany  the  specification, 
for  in  such  a  case  the  relation  of  the  parts  will  be  clear 
at  once  through  a  visual  representation,  when  a  verbal 
description  might  be  utterly  uninteUigible.  Care  must  be 
taken  that  the  patentee  does  not  bind  himself  to  the  par- 
ticular form  given  in  the  drawing  when  he  does  not  so 
intend.  It  may  be  that  only  a  particular  form  is  required 
to  be  secured,  because  no  other  form  will  effect  the  pro- 
posed result.  In  such  a  case,  if  the  form  is  not  copied,  the 
invention  is  not  made  use  of.  But  in  most  cases  it  is  more 
than  one  form  which  is  sought  to  be  protected  by  patent, 
and  the  form  given  in  the  drawing  is  only  to  be  taken  as 
an  illustration.  This  fact  ought  to  be  distinctly  shown  in 
the  specification. 

In  Arnold  v.  Bradbury  (L.  E.  6  Ch.  706)  it  was  con- 
tended by  the  defendants  in  a  suit  for  restraining  the  in- 
fringement of  a  patent  for  an  improved  ruffle,  and  the 

'  Boles  30-33  of  the  Patents  Bules,  1890,  contain  regulations  as  to  the 
sizes  and  methods  of  preparing  the  drawings  accompanying  the  provisional 
6t  complete  specifications.  Bale  38  directs  that  if  an  applicant  desires  to 
adopt  the  drawings  lodged  with  his  provisional  specification  as  the  drawings 
of  his  complete  specification  he  should  refer  to  them  as  those  *  left  with  the 
provisional  specification.' 
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machinery  for  making  the  same,  that  the  patentee  had  not 
described  the  mode  in  which  the  ruffle  was  made;  but 
Lord  Haiherley,  C,  held  that  as  the  machine  was  very 
simple,  and  as  the  drawing  showed  how  it  was  worked,  that 
was  sufficient.  (See  also  Hastings  y.  Broum,  1  E.  &  B. 
454 ;  Morton  v.  Middleton,  1  Cr.  S.  8rd  Ser.  722 ;  Daw  v. 
Eley,  L.  B.  8  Eq.  500  w.,  14  W.  B.  126  ;  Poupard  v.  FardeU, 
18  W,  B.  127.) 

It  seems  that  a  patentee  will  not  be  allowed,  in  an 
action  brought  by  him  for  an  infringement,  to  refer  to  a 
drawing  as  descriptive  of  a  material  part  of  the  invention 
not  described  in  the  letterpress  of  the  specification.  (Clark 
V.  Adie,  L.  B.  10  Ch.  667 ;  affirmed  on  appeal,  L.  B.  2  App. 
Cas.  815 ;  Macfarlane  v.  Price,  1  Stark,  199,  1  W.  P.  C. 
74  n.) 

In  the  matter  of  Pullan's  Patent  (May  1878),  leave  was 
given  by  the  Lord  Chancellor  upon  an  ex  parte  application  to 
correct  a  filed  specification  by  the  addition  of  drawings 
alleged  to  have  been  omitted  through  inadvertence.  The 
drawings  so  added  were  not  described  in  the  specification. 
Some  months  after  the  addition  was  effected  an  application 
was  made  to  the  Lord  Chancellor  by  a  person  who  had 
been  threatened  with  an  action  for  infringing  the  patent  to 
re-hear  the  original  application.  The  Lord  Chancellor 
decided  to  hear  the  matter  afresh,  and  upon  reading  the 
affidavits  filed  on  both  sides,  and  finding  that  his  order  had 
been  made  on  imperfect  information,  ordered  the  added 
drawings  to  be  struck  out  of  the  specification,  with  costs. 

BBLATION  OF  THE  COMPLETE  TO  THE   PBOYISIONAL  SPECIFICATIOK. 

We  have  seen  that  the  provisional  specification  need 
not  contain  all  the  details  by  which  the  invention  is  pro- 
posed to  be  carried  into  effect ;  it  is  sufficient  if  a  broad 
outline  of  the  invention  is  there  sketched,  so  that  its  whole 
nature  is  ascertainable.  On  the  other  hand,  it  is  permis* 
sible  for  a  patentee  to  let  drop  some  of  the  features  of  the 
provisional  specification  when  he  comes  to  prepare  his  com* 
plete  specification,  provided  there  is  no  fraud;  that  the 
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essential  features  of  the  invention  are  preserved ;  and  that 
the  complete  specification  does  not  claim  something  dif- 
ferent from  the  invention  described  in  the  provisional 
specification.  {Thomas  v.  Welch,  L.  R.  1  C.  P.  192  ;  Penn 
V.  Bibby,  L.  R.  2  Ch.  134 ;  Stoner  v.  Todd,  L.  R.  4  Ch.  58  ; 
Wright  v.  Hitchcocky  L.  R.  5  Ex.  46.) 

It  is  essential  that  the  nature  of  the  invention  shall  be 
the  same,  but  upon  principle  and  authority  (said  Lopes, 
L,  J.y  in  Woodward  v.  Sansum,  4  R.  P.  C.  178)  it  is  clear 
that  improvements  in  the  arrangement  of  the  mechanism, 
in  the  relative  position  and  adaptation  of  the  different  parts 
with  the  view  of  producing  the  same  results,  the  substitu- 
tion of  mechanical  equivalents  and  modifications  and 
developments  within  the  scope  of  the  invention  set  out  in 
the  provisional  specification  are  allowable. 

Although  portions  of  the  provisional  specification  may 
within  the  limits  above  mentioned  be  omitted  from  the 
complete  specification  without  endangering  the  validity  of 
the  patent;  and  although  the  invention  set  forth  in  the 
earlier  document  may  be  expanded  and  developed  when 
the  complete  instrument  comes  to  be  prepared,  in  accord- 
ance with  the  fuller  knowledge  which  the  inventor  may 
then  possess,  yet  he  must  carefully  keep  within  the  lines 
originally  laid  down,  and  must  sedulously  avoid  introduc- 
ing into  the  complete  specification  anything  which  can  be 
construed  as  a  larger  or  different  invention.  A  material 
addition  to,  or  deviation  from,  the  invention  for  which  he 
originally  sought  protection  will  not  be  permitted.  Thus, 
where  the  provisional  specification  set  forth  an  invention 
for  preserving  animal  substances  in  a  fresh  state  for  some 
time,  which  consisted  in  the  appUcation  of  a  definite  mix- 
ture of  an  aqueous  solution  of  gelatine  with  an  aqueous 
solution  of  bisulphite  of  lime,  whilst  the  complete  specifica- 
tion, in  addition  to  the  use  of  that  mixture,  claimed  the 
use  for  the  same  purpose  of  an  aqueous  solution  of  the 
bisulphite  of  lime  alone,  this  was  held  to  be  a  distinct 
matter  not  covered  by  the  provisional  specification.  It  was 
an  invention  *  larger  than  and  different  from  that  disclosed 
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in  the  proyisional  specification/  and  the  patent  was,  there- 
fore, invalid.  (Bailey  v.  Roberton,  L.  R.  8  App.  Cas.  1056, 
affirming  the  decision  of  the  Court  of  Session  in  Scotland) . 

The  plaintifiTs  provisional  specification  stated  the  inven- 
tion to  be  an  improved  method  of  treating  oils  for  various 
applications,  and  it  set  forth  a  particular  method  of 
thickening  them.  The  complete  specification  claimed  (1) 
the  particular  method  of  thickening  oil  limited  to  lubrica- 
ting purposes ;  and  (2)  the  combining  of  such  thickened 
oils  with  mineral  oils  as  thereinbefore  described.  The  body 
of  the  specification  stated  that  the  combining  of  thickened 
oils  with  mineral  oil,  irrespective  of  the  precise  means 
adopted  for  thickening  them,  was  part  of  the  invention  ; 
that  is,  the  invention  was  alleged  to  cover  the  combining  of 
oils  thickened  by  other  methods  than  by  the  one  claimed 
by  the  first  claim.  It  was  held  by  a  Judge  of  the  Court  of 
Session,  Scotland,  that  there  was  a  fatal  variance  between 
the  two  specifications-   {Hutchison  v.  Patidlo,  4  R.  P.  C.  332.) 

The  title  of  one  of  Mr.  Edison's  important  patents  ob- 
tained in  this  country  in  the  year  1877  was  *  Improvements 
in  instruments  for  controlling  by  sound  the  transmission  of 
electric  currents  and  the  reproduction  of  corresponding 
sounds  at  a  distance.'  In  the  first  part  of  the  provisional 
specification  the  description  of  the  invention  referred  entirely 
to  the  transmission  of  sound  or  the  controlling  of  sound  by 
means  of  electric  currents ;  and  in  the  latter  part  different 
methods  of  carrying  out  this  invention  under  the  varying 
conditions  of  use  were  alluded  to.  The  patentee's  complete 
specification  described,  in  addition  to  the  invention  known 
as  the  Telephone,  which  was  worked  by  electricity,  a  very 
ingenious  instrument  called  the  Phonograph,  which  is  a 
purely  mechanical  contrivance  and  has  nothing  whatever 
to  do  with  electricity  or  magnetism,  nor  has  it  necessarily 
anything  to  do  with  the  transmission  of  sound  to  a  distance. 
The  inventor  described  it  as  a  means  of  recording  the 
sounds  produced  by  the  human  voice  or  otherwise  by 
causing  the  movements  of  a  diaphragm  to  be  registered 
on  paper  or  soft  sheet  metal,  and  then  the  paper  might  be 
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used  in  an  instrument  to  reproduce  the  sound  upon  a 
delicate  diaphragm  by  giving  to  the  same  a  vibration 
similar  to  that  originally  given  by  the  voice.  The  mode  of 
applying  the  phonograph,  a  complete  instrument  in  itself, 
to  the  transmission  of  the  sounds  over  a  telegraph  line  was 
also  described.  It  was  held  by  Mr.  Justice  Fry,  who  pre- 
sided at  the  trial  of  an  action  for  the  infringement  of  the 
patent,  that  the  nature  of  the  phonograph  had  not  been 
fairly  described  in  the  provisional  specification,  and  that 
the  patent  was  therefore  invalid.  {The  United  Telephone 
Co.  V.  Hcnrison,  L.  B.  21  Ch.  D.  746.) 

See  also  Penn  v.  Bibby,  L.  K.  2  Ch.  127 ;  Horrocks  v. 
StubbSy  3  R.  P.  C.  221 ;  Gaulard  and  Gibbs*  Patent  Appeal^ 
6  R.  P.  C.  225  ;  King,  Brown  <&  Co.  v.  Anglo-American 
Brush  Corporation,  in  the  Court  of  Session,  Scotland, 
6  R.  P.  C.  414. 

An  inventor  is  not  bound  to  describe  in  his  provisional 
specification  any  mode  of  carrying  the  invention  into  effect, 
but  if  he  does  this,  and  if,  before  lodging  the  complete  speci- 
fication, he  discovers  an  improvement  in  such  mode,  or  if  he 
discovers  a  different  mode,  he  is  bound  to  give  to  the  public 
in  that  instrument  the  benefit  of  what  he  has  discovered, 
although  there  may  be   improvement  and   even  inven- 
tion which  was  not  known  to  him  at  the  time.     Per  L.  J. 
Cotton,  in  Woodward  v.  Sansum  (4  R.  P.  C.  175).     And  in 
the  same  case  (p.  178)  L.  J.  Lopes  said :  '  It  is  said  the 
complete  specification  describes  a  new  and  separate   in- 
vention not  covered  by  the  provisional  specification.     If 
this  can  be  established  the  patent  would  be  bad.    A  pro- 
visional specification  was  never  intended  to  contain  a  com- 
plete and  exhaustive  description  of  the  invention.    It  was 
intended  to  be  sufficiently  specific  to  disclose  the  nature  of 
the  invention  so  as  to  protect  the  inventor  until  the  time 
for  filing  the  complete  specification,  but  permitting  him  in 
the  meantime  to  perfect  any  details,  to  modify,  supplement, 
and  develop  his  invention,  always  keeping  within  what  I 
may  call  the  ambit  of  his  invention  as  disclosed  in  his  pro- 
visional specification.' 
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In  Bailey  v.  Roberton  (L.  R.  8  App.  C.  1065)  Lord 
Blackburn  said  in  the  HonBe  of  Lords  that  it  is  no  objection 
to  the  complete  specification  if  it  shows  that  there  has  been 
discovery  since  lodging  the  provisional,  and  that  some- 
thing has  been  added  by  way  of  supplement  to  make  the 
invention  really  workable,  the  nature  of  the  invention 
remaining  the  same. 

Under  a  patent  for  improvements  in  laying  down 
marine  telegraphic  cables,  certain  guiding  rings  for  con- 
trolling the  delivery  of  the  cable  were  described  and  claimed 
in  the  complete  specification,  although  they  were  not  men- 
tioned in  the  provisional  specification.  It  was  held  that 
the  patent  was  not  thereby  invalidated.  (NewaU  v.  Elliott^ 
4  G.  B.  K.  8.  269.) 

In  Lucas  v.  Miller  (2  R.  P.  C.  156)  it  was  held  that 
matters  of  detail,  even  those  that  had  not  occurred  to  the 
inventor  at  the  time  of  lodging  the  provisional  specifi- 
cation, may  be  introduced  into  the  complete  instrument,  if 
they  give  a  better  method  of  carrying  out  the  invention  or 
of  working  it  more  easily. 

These  cases  show  that  when  an  inventor  elaborates  his 
invention  and  renders  it  specific,  when  he  gives  a  more 
particular  and  detailed  description  of  it  in  the  complete 
specification,  he  will  be  allowed  to  follow  out  his  original 
design,  and  to  give  a  fair  development  of  it,  even  to  the 
addition  of  improved  methods  of  carrying  it  into  effect,  but 
he  must  not  make  a  new  departure  nor  introduce  anything 
that  cannot  be  brought  within  the  meaning  and  purport 
of  the  provisional  specification.^ 

If  any  part  of  the  invention,  as  described  in  the  com- 
plete specification,  does  not  fall  within  the  title,  the  patent 

>  In  the  following  oftses  the  patents  were  attacked  on  the  ground  of 
Tariance  between  the  complete  and  provieional  Bpeoifications,  but  the  objec- 
tions were  OTermled  in  all :  Wailing  v.  Stevens^  8  B.  P.  C.  80 ;  8,  C.  on 
appeal,  3  B.  P.  C.  161 ;  I£o8el0y  t.  Victoria  Rubber  Co.,  4  B.  P.  C.  248 ; 
Morgan  y.  Windover,  4  B.  P.  C.  417 ;  affirmed  on  appeal,  5  B.  P.  G.  296  ; 
reversed  on  another  point  in  H.  L.,  7  B.  P.  C.  180 ;  Siddell  r.  Vickers,  on 
appeal,  6  B. P. 0.416;  Cramptonr.  PaimU  Inve$tmetUCo.,6B,^.C.d97\ 
a.  C.  on  appeal,  6  B.  P.  C.  287 ;  Qaukurd  and  Qibib%'  FaUiU,  6  B.  P.  C.  632. 


112  THE  COMPLETE  SPECIFICATION 

wDl  be  invalid.  (CroU  v.  Edge,  9  Scott,  C.  B.  E.  479  ; 
CroBsky  v.  Potter,  Macr.  P.  C.  240.)  However,  where  the 
title  of  a  patent  was  for  'Certain  Improvements  in  the 
Doors  and  Sashes  of  Carriages/  and  the  patentee,  in  his 
specification,  said,  '  I  have  shown  my  invention  as  applied 
to  railway-carriage  doors  and  windows,  although  they  are 
equally  applicable  to  the  doors  and  windows  of  any  other 
description  of  carriage,  or  in  any  position  where  doors  and 
windows  are  subject  to  jar  and  vibration,'  this  was  held  not 
to  extend  his  claim  beyond  the  title  (Oxley  v.  Holden,  8  C.  B. 
N.  s.  707).     See  also  NewaU  v.  Elliott  (10  Jur.  n.  s.  954). 

A  patentee  will  not  be  allowed  to  read  the  provisional 
specification  with  the  view  of  aiding  or  supplying  a  defect  in 
the  complete  specification.  (Mackelcan  v.  Rennie,  13  C.  B. 
N.  s.  52.) 

RULES  TO  BE   OBSERVED  n^   PBEPARINa  SPECIFICATIONS. 

Good  Faith. — The  first  thing  that  an  inventor  about  to 
prepare  his  specification  should  bear  in  mind  is,  that  he  is 
bound  to  act  with  good  faith.  There  must  be  no  studied 
ambiguity  or  equivocal  language ;  no  attempt  to  keep  any- 
thing secret ;  he  must  take  the  public  into  his  confidence, 
and  make  a  full  disclosure  of  his  invention ;  and  the  whole 
statement  must  be  fair,  open,  explicit,  and  honest.  If  he 
acts  in  any  other  maimer,  it  will  go  hardly  with  him  when 
his  specification  comes  to  be  examined  in  a  court  of  justice. 

Definition  of  the  Invention. — The  next  point  to  be 
attended  to  is  the  accurate  definition  of  the  invention,  so 
that  the  reader  may  clearly  understand  of  what  it  consists. 
In  the  case  of  Macfarlane  v.  Price  (1  Stark.  199 ;  1 W.  P.  C. 
74),  Ijord  EUenhoroiigh  said  that  the  patentee  in  his  specifi- 
cation '  should  say,  My  improvement  consists  in  this ;  de- 
scribing it  by  words  if  he  can,  if  not  by  reference  to  figures. 
But  here  the  improvement  is  neither  described  in  words  nor 
by  figures.  .  .  -  A  person  ought  to  be  warned  by  the  spe- 
cification against  the  use  of  the  particular  invention,  but  it 
would  exceed  the  wit  of  man  to  discover  from  what  he  is 
warned  in  a  case  like  this.'  *  Every  party '  (said  CressiveU,  J., 
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in  Gibson  v.  Brand,  1  W.  P.  C.  640)  '  is  bound  to  tell  the 
public  clearly  by  hie  specification  what  he  claims,  and  what 
they  may  do  or  not  do  without  risk  of  an  action  for  in- 
fringing his  patent.' 

In  Philpott  V.  Hanhiry  (2  R.  P.  C.  88),  the  patent  was 
held  bad  because  the  patentee  had  not  told  the  public  the 
nature  of  the  invention  in  reasonably  accurate  language. 
'It  forms  a  condition'  (said  Mr.  Justice  Qrove),  'without 
the  fulfilment  of  which  the  patent  is  void,  that  the  patentee 
should  state  the  nature  of  his  invention,  in  order  that 
persons  reading  his  specification  should  know,  and  should 
know  with  reasonable  clearness  and  facility,  what  they  are 
prohibited  from  using  by  the  letters  patent  without  his  per- 
mission or  licence.'  In  regard  to  the  specification  before 
him,  the  learned  judge  said  that  he  could  not  satisfactorily 
frame  any  formula  of  words  which  would  describe  or  reason- 
ably define  what  the  nature  of  the  invention  was.  '  The 
specification  has  not  disclosed  what  is  the  real  nature  of 
the  invention  which  the  patentee  says  he  has  made.' 

And  again,  in  Fairbum  v.  Homehold  (8  E.  P.  C.  128, 
8.  C,  affirmed  on  appeal,  8  B.  P.  C.  268),  a  patent  was  held 
invalid  because  the  specification  did  not  indicate  with  any- 
thing approaching  to  clearness  or  certainty  what  it  was  that 
the  patentee  claimed  as  a  novelty,  what  it  was  that  he 
relied  on  as  the  real  invention  he  sought  to  protect.  (And 
see  also  Eowcliffe  v.  Morris,  8  R.  P.  C.  17.) 

A  patentee  sometimes  obtains  a  second  patent  for  im- 
provements upon  an  invention  which  formed  the  subject^ 
matter  of  a  previous  patent,  and  the  second  specification 
usually  refers  to  the  first.  Care  should  be  taken  in  pre- 
paring the  second  specification  to  make  it  distinguish  clearly 
the  later  improvements  from  the  earlier  invention.  (Eades  v. 
Starbuck  Waggon  Co.  W.  N.  1881,  p.  160.) 

When  the  invention  is  partly  original  and  partly  com- 
municated from  abroad,  it  would  seem  desirable  that  the 
respective  parts  should  be  distinguished  in  the  specification* 
{Renard  v.  Levinstein,  10  L\  T.  n.  s.  177.) 

In  the  case  of  a  patehf  for  an  invention  communicated 
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from  abroad,  it  is  no  answer  to  an  objection  that  the  spe- 
cification did  not  sufficiently  describe  the  invention,  to  say 
that  the  patentee  has  stated  all  that  was  communicated  to 
him.  (Wegmann  v.  Corcoran^  L.  B.  13  Ch.  D.  66.)  On  the 
other  hand,  where  an  invention  communicated  from  abroad 
is  sufficiently  described  in  the  specification,  it  is  not  a  valid 
objection  to  the  patent  obtained  by  an  agent  in  this  country, 
that  the  foreign  inventor  is  possessed  of  information  which 
has  not  been  set  forth  in  the  specification.  {Plimpton  v. 
Malcolmson,  L.  B.  8  Ch.  D.  851.) 

Must  fully  describe  the  means  of  carrying  the  invention  into 
effect. — Besides  furnishing  a  lucid  and  precise  definition 
of  the  invention,  the  inventor  must  set  forth  how  it  is  to  be 
carried  into  effect  so  that  the  promised  result  may  be  duly 
accomplished.  The  specification  must  show  plainly  how  the 
aim  and  object  of  the  invention  can  be  achieved,  and  with  that 
view  all  necessary  details,  directions,  and  explanations  must 
be  correctly  given ;  all  the  parts,  apparatus,  materials,  and 
ingredients  must  be  accurately  described;  proportions,  quan- 
tities, times,  temperatures,  and  the  like,  so  far  as  they  are 
respectively  material,  must  be  stated,  precisely  if  it  can  be 
done,  approidmately  if  that  only  is  possible;  whilst  the 
needful  processes  and  operations  must  be  foUy  communi- 
cated and  clearly  unfolded.  These  things  should  be  taken 
in  proper  order,  and  expressed  in  perspicuous  language. 

*It  is  most  important*  (said  Mr.  Baron  Alderson,  in 
Morgan  v.  Seward,  1  W.  P.  C.  170)  *  that  patentees  should 
be  taught  that  they  are  bound  to  set  out  fully  and  fairly 
what  their  invention  is.  .  .  .  The  specification  ought  to 
contain  a  full  description  of  the  way  in  which  it  is  to  be 
done.  .  •  .  The  patentee  ought  to  state  in  his  specification 
the  precise  way  of  doing  it.  If  it  cannot  be  completely 
done  by  following  the  specification,  then  a  person  will  not 
infringe  the  patent  by  doing  it.' 

The  specification  ought  to  mention  everything  which  is 
essential  to  the  carrying  into  effect  of  the  invention.  In  a 
patent  for  trusses,  the  patented  omitted  to  state  that  the 
steel  of  which  they  were  made  w^s  to  be  tempered  with 


THE  COMPLEXB  SPECIFICATION  IIS 

tallow,  and  Lord  Mansfield  held  it  void.  (Liardet  y.  John* 
9on,  1  W.  P.  G.  68.)  When  a  patent  was  granted  to  Dr. 
James  for  fever  powders,  he  stated  in  his  specification  the 
materials  of  which  they  were  composed,  but  omitted  to  de- 
scribe the  quantity  of  the  ingredients.  This  being  the  case, 
said  Lord  Marufield,  he  never  durst  bring  an  action  for 
infringement,  and  it  was  certainly  wise  in  bi'nri  not  to  do  so, 
as  no  patent  could  stand  on  such  a  specification.  (1 W.  P.  G. 
54  n.)  The  specification  of  Neilson's  patent  omitted  all 
mention  of  water-tuyeres;  if  the  apparatus  (said  Parke,  B.) 
would  not  be  beneficial  without  them,  then  it  is  of  no  use  to 
the  public  as  it  is  described  in  the  specification,  and  the 
specification  would  be  bad.  (Neilson  v.  Harford,  1  W.  P.  G. 
S17.)  When  a  patentee  prepared  the  specification  of  his 
invention  of  spinning  machinery,  he  said  nothing  as  to  the 
difference  in  the  velocity  of  certain  rollers.  Having  brought 
an  action  for  an  infringement,  and  gone  into  evidence  to 
show  what  his  invention  was,  Buller,  J.,  remarked,  '  The 
man  comes  to  give  an  account  of  the  invention,  and  says,  I 
had  calculated,  and  the  difference  of  the  velocity  was  to  be 
as  five  to  one.  Now  he  has  not  said  a  word  of  that  in  his 
specification.  In  that,  he  has  kept  back  the  knowledge  he 
had  as  to  the  size  of  the  rollers  and  their  velocity,  and  it  is 
left  to  people  to  find  it  out  as  chance  may  direct.'  The 
patent  was  accordingly  held  bad.  {Rex  v.  Arkwright, 
1  W.  P.  G.  70.)  Again,  under  a  patent  for  improvements  in 
steam-engines  and  paddle-wheels,  a  difference  which  had  to 
be  made  in  the  length  of  certain  rods  was  not  given  in  the 
specification,  and  it  was  attempted  to  explain  this  by  saying 
that  the  difference  in  the  length,  being  small,  would  not  be 
very  material.  *  But  the  whole  question '  (said  Alderson,  B.) 
*  is  small,  therefore  it  ought  to  have  been  specified ;  and  if 
it  could  not  be  ascertained  fully,  it  should  have  been  so 
stated.  . . .  The  small  adjustment  of  these  different  lengths 
may  have  been  made  for  the  purpose  of  making  the  machine . 
work  more  smoothly;  if  so,  it  is  just  as  much  necessary  that 
it  should  be  stated  in  the  specification  as  that  the  tallow 
(referring  to  the  case  of  Liardet  v.  Johnson)   should  be 
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mentioned.'  (Morgan  v.  Seward,  1  W.  P.  C.  182.)  The 
drawing  attached  to  the  specification  under  a  patent  for 
improvements  in  lamps  did  not  show,  and  the  specification 
itself  did  not  state,  where  the  air  was  to  be  admitted  in  the 
second  burner,  and  without  admitting  air  the  wick  would 
not  bum*  Jessel,  M.  iZ.,  held  that  the  specification  was  in* 
sufficient;  and  to  the  argument  that  a  workman  would 
correct  the  drawing  by  putting  in  the  opening,  the  judge 
replied  that  where  the  invention  is  of  a  trifling  nature,  and 
the  whole  merit  very  small,  if  a  patentee  undertakes  to  teach 
people  how  to  do  things  better,  he  must  fully  describe  his 
plan,  and  not  leave  anything  for  the  invention  of  others* 
{Hinka  v.  Safety  Lighting  Company,  L.  E.  4  Ch.  D.  607.) 

A  patent  was  obtained  for  improvements  in  floating 
docks.  In  an  action  for  an  infringement  it  was  proved  that 
the  construction  of  floating  docks  was  not  new,  but  the 
plaintiff  alleged  that  his  invention  consisted  in  the  applica- 
tion of  iron  so  as  to  form  airtight  and  watertight  chambers. 
Now  there  was  no  mention  of  iron  in  the  specification,  and 
it  was  held  both  by  the  judge  on  the  trial  and  by  the  Court 
of  Common  Pleas  that  the  plaintiff  had  not  duly  described 
the  nature  of  the  invention,  and  in  what  manner  it  was  to 
be  carried  out.     (Mackelca/n  v.  Rennie,  18  C.  B.  n.  s.  52.) 

The  specification  under  a  patent  for  an  invention  for 
preserving  animal  substances  in  a  fresh  state  for  a  long 
time  stated  that  it  consisted  in  the  application  of  certain 
solutions,  numbered  1,  2,  8,  and  4,  to  the  matters  intended 
to  be  preserved.  The  mode  of  applying  the  solutions  num- 
bered 2,  8,  and  4  was  set  forth,  but  nothing  was  said  as  to 
the  mode  of  applying  solution  No.  1.  It  was  held  both  by 
the  Court  of  Session  in  Scotland,  and  by  the  House  of  Lords 
on  appeal,  that  the  patent  was  bad  on  account  of  the  want 
of  a  sufficient  description  of  the  manner  in  which  the  inven* 
tion  was  to  be  performed.  (Bailey  v.  Roberton,  L.  E.  3  App» 
Cas.  1065.) 

The  plaintiff's  specification,  filed  in  1873,  contained  two 
claims ;  the  first  for  a  method  of  thickening  oils  for  lubri- 
Halting  purposes ;  the  second  for  combining  thickened  oils 
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-with  mineral  oils.  The  patentee  described  his  method  of 
thickening,  but  not  the  process  of  mixing  the  oils,  nor  did 
he  state  any  proportions.  It  \7as  held  in  the  Court  of  Ses* 
sion,  Scotland,  that  if  skill  i^ere  required  to  make  the  oils 
combine  under  the  second  claim,  the  specification  i^as  de- 
fective ;  because  the  method  of  carrying  out  the  invention 
had  not  been  shoi^n ;  and  that  if  no  skill  were  required 
there  was  no  proper  subject  for  a  patent.  {Hutchison  v. 
Patullo,  5  E.  P.  C.  851.) 

Grave  doubts  were  entertained  by  the  Lords  Justices  in 
the  Court  of  Appeal  with  respect  to  the  sufficiency  of  a 
specification  which  described  an  hydraulic  machine,  adapted, 
according  to  the  evidence,  to  work  only  at  high  pressure, 
there  being  no  advantage  gained,  as  was  admitted,  in  work- 
ing it  at  low  pressure.  Now  the  patentee  had  not  set  forth 
this  important  fact  in  his  specification.  {Ellington  v.  Clark, 
6  E.  P.  C.  327.) 

Where  a  specification  claimed  a  combination  of  three 
elements,  and  the  third  element  was  not  stated  or  explained, 
the  patent  was  held  invalid.  {Gaulard  d-  Gibbs*  Patent^ 
6  E.  P.  C.  535.) 

Description  must  not  be  vague  and  general. — When  a  pa- 
tentee attempts  to  secure  a  right  of  an  extensive  nature, 
the  description  of  the  process  must  not  be  vague  and 
general.  Thus  in  Booth  v.  Kennard  (2  H.  &  N.  84),  an 
action  brought  for  the  infringement  of  a  patent  for  improve- 
ments in  the  manufacture  of  gas,  the  specification  was  held 
bad,  because  it  claimed  generally  the  exclusive  privilege  of 
making  oil  directly  from  oleaginous  seeds  ;  and,  instead  of 
describing  particularly  how  this  was  to  be  done,  only  stated 
that  the  mode  of  using  the  materials  might  be  ^  the  same 
as  in  the  apparatus  used  in  the  ordinary  mode  of  making 
gas  from  coal.'  The  Court  deemed  such  a  description  too 
vague  and  general  when  coupled  with  a  sweeping  claim  like 
that  above  mentioned. 

However,  in  Edison  <t  Sivan  United  Electric  Light  Co, 
T.  Woodhmise  (4  E.  P.  C.  106),  an  action  for  the  infringe- 
ment of  a  patent  for  an  electric  lamp,  it  was  contended  by 
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the  defendant  that  the  specification  was  bad  on  account  of 
vagueness,  since  the  evidence  showed  that  it  was  essential 
to  success  in  preparing  the  lamp  that  the  temperature 
should  be  gradually  increased,  and  this  was  not  stated. 
But,  said  L.  J.  Fry,  *  if  the  language  of  a  specification  is 
clear  enough  to  guide  a  competent  workman  and  enable 
biTn  to  obtain  the  desired  result,  we  cannot  see  how  the 
Court  can  hold  the  language  insufficient  in  point  of  law. 
No  doubt  it  is  for  the  Court  and  not  for  a  workman  to  con- 
strue the  specification,  but  if  a  workman  says  it  is  a  suffi- 
cient guide  to  him,  and  the  Court  believes  him,  the  Court 
must  hold  that  as  regards  clearness  of  description  the 
specification  is  in  point  of  law  sufficient.'  (See  also  Edisoji 
d  Swan  Co.  v.  Holland,  6  R.  P.  C.  248.) 

Must  precisely  describe  all  materials  and  ingredients, — ^A 
specification,  in  describing  materials  and  ingredients  re- 
quired for  carrying  the  invention  into  effect,  must  not 
employ  general  terms  which  cover  what  is  unsuitable  as 
well  as  what  is  suitable.  The  public  has  a  right  to  look  for 
definiteness  and  precision  in  this  respect,  and  ought  not  to 
be  put  off  with  vagueness  and  loose  generalities.  Experi- 
ments would  be  required  to  discover  which  one  of  the 
various  objects  included  under  the  general  term  is  suitable, 
and  that  task  the  law  declares  ought  not  to  be  imposed  upon 
the  public.  For  instance,  a  specification  stated  that/omZ 
salt  should  be  employed.  Now  there  are  various  kinds  of 
fossil  salt,  but  it  was  shown  that  the  only  kind  fit  for  the 
object  in  view  was  sal  gem,  and  it  was,  therefore,  held  that 
the  specification  had  given  an  inadequate  explanation  of  the 
matter.     {Turner  v.  Winter,  1  W.  P.  C.  80.) 

The  specification  under  a  patent  for  certain  methods  of 
making  cements  described  a  method  of  making  cement 
from  gypsum,  in  the  course  of  which  an  alkali,  neutralised 
by  an  acid,  was  directed  to  be  used ;  sulphuric  acid  and 
potash  being  stated  to  be  the  best  acid  and  alkali  for  the 
purpose.  Another  method  for  making  cement  from  lime- 
stone and  chalk  was  then  described,  and  consisted  also  in 
the  use  of  an  alkali,  neutralised  by  an  acid.    An  action  was 
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brought  for  an  infringement  of  this  patent.  The  infringe- 
ment complained  of  was  the  employment  of  borax  in  making 
eement,  borax  being  composed  of  an  acid  (boracic  acid)  and 
an  alkali  (soda).  Now  if  the  patentee  confined  himself  to 
gulphoric  add  and  potash,  then  the  defendant  was  not 
liable,  seeing  that  he  had  used  neither ;  if  he  claimed  the 
use  of  all  acids  and  alkalies,  his  claim  was  bad,  because  it 
was  proved  that  there  were  some  acids  and  alkalies  which 
would  not  answer  the  purpose  ;  and  if  he  claimed  only  those 
acids  and  alkalies  which  were  proper  and  suitable,  he  was 
bound  to  state  in  the  specification  what  they  were,  otherwise 
experiments  would  be  necessary  to  discover  what  were  suit- 
able and  what  were  not,  (Stevens  v.  Keating,  2  W.  P.  C 
194.)     See  also  Muntz  v.  Foster  (2  W.  P.  C.  109). 

Under  a  patent  for  improvements  on  preserving  animal 
substances  for  use  as  food,  the  specification  stated  that  the 
invention  consisted  of  '  the  use  of  the  alkaUne  and  earthy 
sulphites.'  But  as  it  was  shown  that  some  of  the  earthy 
sulphites  are  poisonous,  and  that  some  of  the  alkaline  sul- 
phites possess  properties  which  render  them  unsuitable  for 
the  purpose  in  view,  it  was  held  that  the  claim  to  the  use 
of  'the  alkaline  and  earthy  sulphites'  was  too  wide  and 
vague,  and  that  the  specification  ought  to  have  defined 
more  precisely  the  materials  to  be  employed.  (Bailey  v. 
Boberton,  L.  B.  8  App.  Cas.  1078.) 

In  Wegmann  v.  Corcoran  (L.  B.  13  Gh.  D.  63),  it  ap- 
peared that  the  plaintiff  had  obtained  a  patent  for  an  im- 
proved machine  or  apparatus  for  treating  or  preparing  meal. 
The  specification  stated  that  the  squeezing  rolls  of  the  im- 
proved machine  were  to  have  *  a  surface  consisting  of  a 
material  containing  so  much  silica  as  not  to  colour  the  meal 
or  flour,'  and  the  patentee  preferred  to  make  them  of '  iron 
coated  with  china,'  and  finely  turned  with  diamond  tools. 
It  was  shown  that  there  are  two  kinds  of  china — Oriental 
.or  Chinese  china,  which  contains  73  per  cent,  of  silica,  and 
is  very  hard ;  whilst  the  china  usually  made  in  this  country 
.contains  only  about  40  per  cent,  of  silica,  and. is  much 
.softer*    Now  the  first  kind  of  china  would  answer  &e  pur- 
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posei  but  the  second  would  not.  It  was  therefore  held  by 
the  Court  of  Appeal,  afi&rming  the  decision  of  the  Court 
below,  that  although  the  invention  was  useful  in  milling 
operations,  the  specification  was  ambiguous  and  inadequate, 
as  it  did  not  state  what  kind  of  china  was  to  be  employed. 
Experiments  would  have  been  required  to  discover  a  suitable 
material  for  the  apparatus. 

Pooley  took  out  a  patent  in  1874  for  improvements  in 
the  manufacture  of  bread,  the  main  feature  of  which  was 
the  employment  of  a  mixture  of  wheat  flour  and  malt 
flour  in  given  proportions.  When  instructing  his  agents 
how  to  use  his  invention  the  patentee  sent  them  a  formula 
which.was  very  different  from  that  given  in  the  specification ; 
and  in  the  course  of  time  he  issued  other  formulaB,  all 
different  from  that  specified.  It  was  held  at  the  trial  of  an 
action  for  an  infringement  of  the  patent,  that  on  this  evi- 
dence the  specification  had  not  properly  set  forth  the  in- 
vention. The  directions  sent  out  to  the  agents  were  to 
enable  them  to  do  that  which,  according  to  their  testimony, 
they  could  not  do  from  the  specification.  {Pooley  v.  Pointon^ 
2  E.  P.  C.  167.) 

It  is  not  obligatory  on  a  patentee,  when  referring  to 
materials  and  ingredients  to  be  used  in  carrying  his  inven- 
tion into  effect,  to  enter  into  minute  details  as  to  such 
materials  and  ingredients,  if  they  are  known  in  the  shops, 
and  can  be  readily  purchased  under  the  names  which  he 
gives  them.     {Maddntosh  v.  Everingtony  2  Carp.  Rep.  191.) 

The  names  of  articles  mentioned  in  a  specification  must 
be  taken  to  be  used  in  their  ordinary  commercial  sense. 
Thus,  a  direction  in  a  specification  to  use  dry  arsenic  acid 
in  the  manufacture  of  dyes  was  held  to  refer  to  the  ordinary 
arsenic  acid  of  commerce  (which  is  dry  to  the  touch,  although 
it  contains  water  in  combination),  not  to  anhydrous  arsenic 
acid,  which  could  not  be  commonly  bought  in  the  trade, 
and. which  would  not  answer  the  purpose.  {Simpson  v. 
HoUiday,  20  Newt.  Lon.  J.  118;  6  N.  R.  340;  L.  R.  1 
H.  L.  C.  315.)  And  see  Sturtz  v.  De  la  Rue  (1  W.  P.  C. 
88  n.) ;  Stevens  v.  KeaHng  (2  W.  P.  C.  188,  187) ;  Mmtz  v. 
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Foster  (2  W.  P.  €•  104) ;  Badische  Anilin  und  Soda  Fabrik 
V.  Levinstein,  House  of  Lords  (L.  B.  12  App.  C«  710; 
4E.  P.C.468). 

A  person  who  takes  out  a  patent  for  an  invention  con- 
sisting  of  the  use  of  known  materials  in  new  proportions, 
though  bound  to  state  the  most  suitable  proportions  within 
his  knowledge,  is  not  bound  to  limit  his  claim  to  the  pre- 
cise proportions  recommended  by  hun  in  his  specification. 
(The  Patent  Type  Founding  Company  v.  Ricliard,  Johns, 
881.) 

Whether  or  not  a  specification  describes  with  sufficient 
accuracy  the  material  out  of  which  an  article  is  to  be  made 
is  a  question  for  the  jury,  where  the  case  is  tried  before 
one.  (Bickford  v.  Skewes,  1 W.  P.  C.  214 ;  Derosne  v.  Fairie, 
1  W.  P.  C.  154 ;  Elliot  v.  Turner,  2  C.  B.  446 ;  Wallington 
V.  Dale,  7  Ex.  888.) 

Must  describe  the  best  method  of  operating. — A  patentee 
is  bound  to  describe  the  most  advantageous  method  within 
his  knowledge  for  carrying  his  invention  into  effect ;  and 
he  ought  to  put  the  public  in  possession  of  his  secret  in  as 
ample  and  beneficial  a  way  as  he  himself  uses  it.  In  Wood 
V.  Zimmer  (Holt,  N.  P.  57)  a  patent  for  a  method  of  making 
verdigris  was  contested.  It  seemed  that  verdigris  was  made 
by  the  process  set  forth  in  the  specification  ;  but  that  the 
patentee  was  in  tlie  habit  of  secretly  putting  aquafortis  into 
the  boiler.  The  copper,  formmg  one  of  the  ingredients, 
was  thereby  more  rapidly  dissolved ;  but  the  verdigris  pro- 
duced was  neither  better  nor  cheaper  than  that  made 
according  to  the  specification.  Gibbs,  C.  J.,  considered, 
however,  that  this  was  a  prejudicial  concealment,  and  held 
the  patent  to  be  invalid. 

Letters  patent  were  obtained  for  a  mode  of  making  a 
medicine,  composed  of  three  salts,  commonly  sold  in  the 
shops  under  certain  well-known  names.  The  specification, 
instead  of  simply  mentioning  these  salts  by  their  names, 
described  the  processes  by  which  they  were  produced,  and 
then  pointed  out  the  proportions  in  which  the  salts  were 
to  be  combined  in  order  to  form  the  medicine.   The  methods 
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of  producing  the  separate  salts  were  not  essential  to  the 
combination,  and  formed  no  part  of  the  invention.  It  was 
held  at  Nisi  Prim  that  the  specification  was  bad,  Abbott^ 
C.  J.,  saying  that  it  is  the  duty  of  anyone  to  whom  a 
patent  is  granted  to  point  out  in  his  specification  the 
plainest  and  most  easy  way  of  producing  that  for  which  he 
claims  a  monopoly;  and  to  make  the  public  acquainted 
with  the  mode  which  he  himself  adopts.  If  a  person  would 
be  led  to  suppose  a  laborious  process  necessary  to  the  pro- 
duction of  any  one  of  the  ingredients,  when  in  fact  he 
might  go  to  a  chemist's  shop  and  buy  the  same  thing  as 
a  separate  simple  part  of  the  compound,  the  public  are 
misled.  {Savory  v.  Price,  1  By.  and  Moo.  1 ;  1  W.  P.  C. 
88.) 

There  are  many  other  cases  which  show  that  if  the 
patentee  knows  of  any  circumstance  which  conduces  to  the 
advantage  of  his  manufacture  or  process,  he  is  bound  to 
mention  it  in  his  specification.  Nothing  of  importance  can 
be  withheld  or  concealed  without  danger  to  the  patent.  In 
Turner  v.  Winter  (1  W.  P.  C.  81),  BtMer,  J.,  said,  that  if 
the  patentee  make  the  article  for  which  the  patent  is 
granted  of  cheaper  materials  than  those  which  he  has 
enumerated,  although  the  latter  may  answer  the  purpose 
equally  well,  the  patent  is  void,  because  he  does  not  put  the 
public  in  possession  of  his  invention,  or  enable  them  to 
derive  the  same  benefit  as  he  himself  does. 

If  a  patentee  is  acquainted  with  any  particular  mode  by 
which  his  invention  may  be  most  conveniently  carried  into 
effect,  he  ought  to  state  it  in  his  specification.  Per  Alderson, 
J5.,  in  Morgan  v.  Seward  (1  W.  P.  C.  170). 

But  a  patentee  is  not  bound  to  explain  which  of  several 
methods,  all  more  or  less  possible,  is  the  most  or  the  least 
advantageous  ;  yet  all  the  methods  described  by  him  mudt 
be  more  or  less  possible,  and  he  is  bound  to  state  what 
methods  are  possible,  and  to  avoid  stating  as  possible  the 
methods,  if  any,  which  are  not.  {Badische  AniUn  und  Soda 
Fabrik  v.  Levinstein,  L.  B.  12  App.  C.  710 ;  4  B.  P.  C.  44tf ; 
JCurtz  V.  Spence,  6  B.  P.  C.  188.) 
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In  Sturtz  V.  De  la  Rue  (1  W.  P.  C.  88),  it  appeared  that 
the  patentee  had  mentioned  in  his  specification  a  certain 
substancCi  under  the  name  of  the  Jineat  and  purest  chemical 
white  lead,  which  was  to  be  used  in  giving  paper  a  glaze, 
preparatory  to  its  receiving  an  impression  from  an  engraved 
plate.  He  himself  imported  from  Germany,  for  this  purpose, 
a  preparation  called  Kremnitz  white ;  but  he  said  nothing 
about  this  in  his  specification.  It  was  shown  that  there 
was  no  article  known  in  the  chemists'  shops  in  London 
which  answered  to  the  patentee's  name,  and  that  the  purest 
white  lead  which  could  be  purchased  there  did  not  answer 
the  purpose.  It  was  held,  on  these  facts,  that  the  patentee 
had  not  made  that  full  disclosure  which  he  ought  to  have 
made ;  and  his  patent  was  adjudged  void.  *  A  man  has  no 
light '  (said  Pollock,  C.  B.,  in  his  address  to  the  jury  on 
the  trial  of  Tetley  v.  Easton,  Macr.  F.  0.  76)  *  to  patent  a 
principle,  and  then  to  give  the  public  the  humbliest  instru- 
ment that  can  be  made  from  his  principle,  and  reserve  to 
himself  all  the  better  part  of  it.'  (See  also  Derosne  vi  Fairie, 
1  W.  P.  C.  168.)  In  Walton  v.  Bateman  (1  W.  P.  C.  622), 
Cresswell,  J.,  laid  down  this  rule : — If  a  man  knows  a  better 
mode  than  that  which  he  states  to  the  public,  his  patent 
will  be  vitiated.  And  in  Heath  v.  Unwin  (2  W.  P.  C.  248), 
Coleridge,  J.,  said,  *  If  the  inventor  of  an  alleged  discovery, 
knowing  of  two  equivalent  agents  for  effecting  the  end, 
could  by  the  disclosure  of  one  preclude  the  public  from  the 
other,  he  might  for  his  own  profit  force  upon  the  public 
an  expensive  and  difficult  process,  keeping  back  the  simple 
and  cheap  one,  which  would  be  directly  contrary  to  the 
good  faith  required  from  every  patentee  in  his  communica- 
tion with  the  public' 

In  Neilson  v.  Harford  (1  W.  P.  C.  821)  the  judge  told 
the  jury  that  if  the  patentee  believed  that  certain  internal 
partitions  in  the  hot-blast  apparatus  were  useful,  the  patent 
would  be  void,  since  he  had  omitted  to  say  anything  about 
them  in  the  specification. 

Mvst  communicate  the  latest  information. — It  frequently 
occurs  that  in  the  interval  between  the  application  and  the 
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lodging  of  the  complete  Bpecification,  the  inventor  discovers 
that  the  original  invention  is  capable  of  material  improve- 
ment.   The  intervening  period  is  allowed  him  for  the  very 
purpose  of  improving  the  details  of  his  invention ;  and  if 
he  fails  to  communicate  to  the  public  the  best  information 
he  possesses  at  the  time  of  lodging  the  complete  specifica- 
tion, the  patent  will  be  held  void.    In  Crossley  v.  Beverley 
(1  W.  P-  C.  117)  it  was  objected  that  the  patentee  had 
added  something  to  the  invention  as  finally  specified,  but, 
said  Bayley,  J.,  '  I  think  that  if  between  taking  out  the 
patent  and  filing  the  specification,  the  inventor  makes  a 
discovery  which  will  enable  it  better  to  effectuate  the  thing 
for  which  the  patent  was  obtained,  not  only  is  he  at  liberty 
to  introduce  them  into  his  patent,  but  it  is  his  bounden 
duty  so  to  do,  and  it  is  not  sufficient  for  him  to  communi- 
cate to  the  public  the  knowledge  he  has  obtained  before  the 
.  specification.'     And  in  Woodivard  v.  Sansum  (4  R.  P.  C- 166) 
L.  J.  Cotton  said  that  an  inventor  is  bound  to  give  the 
public  in  his  complete  specification  the  benefit  of  what  he 
has  discovered,  after  filing  his  provisional  specification,  in 
regard  to  the  mode  of  carrying  the  invention  into  effect, 
although  there  may  be  improvement  and  even  invention 
which  was  not  known  to  him  at  the  time.      (See  also 
Cravipton  v.  Patents  Investment  Co.,  5  R.  P.  C.  397,  and  the 
section  on  the  relation  of  the  complete  to  the  provisional 
specification,  ante,  p.  107.) 

It  should,  however,  be  kept  in  mind  that  the  additions 
must  strictly  relate  to  the  invention  as  it  stood  at  the  date 
of  the  application.  The  introduction  of  new  heads  into  the 
-  specification  or  an  extension  of  the  subject-matter  of  the 
original  invention  will  not  be  permitted.  {Crossley  v.  Potter, 
Macr.  P.  C.  240;  Bailey  v.  Roberton,  L.  R.  8  App.  Ca. 
1055.)  *  The  complete  specification,'  said  Lord  Chelmsford 
in  Penn  v.Bibby  (L.  R.  2  Ch.  D.  58),  *  is  in  a  sense  supple- 
mental to  the  provisional  specification,  not  going  beyond 
nor  varying  from  it  as  to  the  nature  of  the  invention,  but 
•  conveying  additional  information  which  may  have  been 
acquired  during  the  currency  of  the  provisional  specification 
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as  to  the  manner  in  i^hich  the  invention  is  to  be  per« 
formed/ 

But  need  not  set  forth  every  application. — ^An  inventoi? 
who  obtains  a  patent  for  the  useful  application  of  a  prin« 
ciple  is  not  to  be  called  on  to  set  forth  every  mode  of 
applying  it.  It  is  sufficient  if  he  shows  some  of  its  useful 
applications,  those  applications  being  the  best  illustrations 
of  the  invention  known  to  him.  See  what  fell  from  Lord 
Abinger  in  Neilson  v.  Harford  (1  W.  P.  C.  356),  and  see 
Badische  Anilin  und  Soda  Fabrik  v.  Levinstein  (L.  E,  24  Ch. 
D.  176 ;  S.C.in  H.  of  L.  4  E.  P.  C.  466).  But  it  must  be 
borne  in  mind  that  a  patentee  cannot,  by  making  a  general 
claim,  cover  improvements  and  applications  of  which  he 
was  ignorant  at  the  date  of  his  specification.  {Tetley  v. 
Easton,  Macr.  P.  C.  77.) 

Where  a  patentee  by  his  specification  under  a  patent^ 
for  the  production  of  certain  aniline  colouring  matters  had 
claimed  all  the  shades  from  red  to  brown  producible  by  the 
various  processes  described  in  the  specification,  whilst  only 
one  shade  was  known  to  have  any  present  commercial 
value,  it  was  held  by  the  court  of  first  instance  and  after* 
wards  by  the  House  of  Lords  that  he  was  not  bound  to  in- 
dicate the  respective  advantages  for  dyeing  purposes  of  the 
different  shades  of  colour  produced  or  to  select  the  most 
valuable  shade  and  give  specific  directions  how  to  produce 
it.  {Badische  Anilin  und  Soda  Fabrik  v.  Levinstein,  L.  E. 
12  App*  C.  710 ;  4  E.  P.  C.  464.) 

Must  be  intelligible  to  workmen  of  ordinary  skUX. — The 
specification  is  to  be  considered  as  addressed  to  persons  of 
ordinary  skill  and  ability,  acquainted  with  the  particular 
subject.  It  must  be  intelligible  to  such  persons,  and  the 
directions  must  be  such  that,  by  pursuing  them,  they  would 
produce  without  difficulty  the  result  which  the  patentee 
describes.  (Tindal,  C,  J.,  in  Gibson  v.  Brand,  1  W.  P.  C. 
681;  Beard  v.  Egerton,  8  C.  B.  165.)  Lyndhurst,  L.  C, 
said,  in  Sturtz  v.  De  la  Rue  (1  W^  P.  0.  88  n.),  that  the 
specification  must  describe  the  invention  in  such  a  way  that 
a  person  of  ordinary  skill  in  the  trade  should  be  able  to- 
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carry  on  the  process.  And  Lord  Denman,  in  Bickjord  v. 
Skewes  (1  W.  P.  C.  218),  said  that  the  specification  is  ad- 
dressed, not  to  persons  entirely  ignorant  of  the  sabject- 
matter,  but  to  artists  of  competent  skill  in  the  branch  of 
manufactures  to  which  it  relates.  The  persons  whom  the 
specification  ought  to  be  designed  for  are  persons  of  ordinary 
skill  and  ability ;  not  those  of  special  and  unusual  practice, 
knowledge,  and  capacity — not  persons  at  the  head  of  their 
profession. 

A  specification  ought  to  be  so  framed  as  to  be  under- 
stood by  the  ordinary  workman  using  that  amount  of  skill 
and  intelligence  which  is  fairly  to  be  expected  from  him — 
not  a  careless  man,  but  a  careful  man ;  though  not  possess- 
ing that  great  scientific  knowledge  or  power  of  invention 
which  would  enable  him  by  himself,  unaided,  to  supplement 
a  defective  or  correct  an  erroneous  description.  Per  Jessel, 
M.  JR.,  in  Plimpton  v.  Makolmson  (L.  R.  3  Ch.  D.  568). 
See  also  NeiUon  v.  Harford  (1  W.  P.  C.  371) ;  Househill  Co. 
Y.  NeiUon  (1  W.  P.  C.  692) ;  Edison  <t  Swan  Co.  v.  Wood- 
house^  2nd  action  (4  R.  P.  C.  108);  Moseley  v.  Victoria 
Rubber  Co.  (4  E.  P.  C.  242) ;  Bray  v,  Gardner  (4.  R.  P.  C. 
406). 

Where  the  specification  under  a  patent  for  a  chemical 
operation  was  concerned,  Mr.  Justice  MauLe  said,  '  A  com- 
petent workman  must  be  taken  to  know  the  known  proper- 
ties of  iodine,  silver,  and  nitric  acid,  or  else  the  specification 
should  have  included  a  statement  of  the  properties  of  each 
of  these  substances.'     (Beard  v.  Egerton,  8  C.  £.  165.) 

But  when  placed  in  the  hands  of  a  person  of  ordinary 
skill  and  intelligence,  '  possessed  of  knowledge  in  the  par- 
ticular industry'  {Badisclie  Anilin  und  Soda  Fabrik  v. 
Levinstein,  L.  E.  12  App.  C.  710;  4  E.  P.  C.  463), 
the  specification  must  be  sufficient  to  show  him  how 
the  invention  is  to  be  carried  into  effect  without  fur- 
ther assistance,  and  without  needing  large  corrections 
or  fresh  invention  on  his  part.  There  must  be  no  ne- 
cessity to  irj  elaborate  experiments  in  order  to  ascer- 
t|dn  the  meaning  of  the  instrument  or  to  accomplish 
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the  end  promised  by  the  patentee.  In  Rex  y.  Arkwright 
(1  W.  P.  G.  66),  BuUer,  B.,  said  that  the  specification  must 
be  such  that  mechanical  men  of  common  understanding 
(the  validity  of  a  patent  for  a  machine  being  in  dispute) 
must  be  able  to  make  the  machine  by  following  its  direc- 
tions, without  any  new  additions  or  inventions  of  their 
own.  In  the  luminous  address  of  Mr.  Baron  Alderson  to 
the  jury  on  the  trial  of  the  case  of  Morgan  v.  Seward 
(1  W.  P.  G.  170)  he  said  that  a  specification  ought  to  be 
framed  so  as  not  to  call  on  a  person  to  have  recourse  to 
more  than  those  ordinary  means  of  knowledge — not  inven- 
tion— ^which  a  workman  of  competent  skill  in  his  art  and 
trade  may  be  presumed  to  have.  You  may  call  upon  him 
to  exercise  all  the  actual  existing  knowledge  common  to  the 
trade ;  but  you  cannot  call  upon  him  to  exercise  anything 
more.  Tou  have  no  right  to  call  upon  him  to  tax  his 
ingenuity  or  invention.  .  •  .  The  specification  must  not 
merely  suggest  something  that  will  set  the  mind  of  an 
ingenious  man  at  work,  but  it  must  actually  and  plainly 
set  forth  what  the  invention  is,  and  how  it  is  to  be  carried 
into  effect,  so  as  to  save  a  party  the  trouble  of  making  ex- 
periments and  trials.  And  Parke,  B.,  in  Neilson  v.  Harford 
(1  W.  P.  G.  871),  said  that,  to  be  valid,  a  specification 
should  be  such  as,  if  fairly  followed  out  by  a  competent 
workman,  without  addition  or  invention,  would  produce 
the  machine  for  which  the  patent  is  taken  out.  It  had 
been  previously  laid  down,  in  Rex  v.  Wheeler  (2  B.  &  Aid. 
849),  that  a  specification  which  casts  upon  the  public  the 
expense  and  labour  of  experiments  and  trial  is  undoubtedly 
bad.  It  would,  however,  seem  that  if  any  degree  of  benefit 
can  be  produced  by  complying  with  the  directions  of  the 
specification,  and  without  having  recourse  to  experiments, 
that  would  be  sufdcient  to  save  the  patent ;  it  is  not  neces- 
sary that  the  maximum  degree  of  benefit  should  be  produced. 
(Neilson's  Patent,  1  W.  P.  G.  818,  and  see  Otto  v.  Linford, 
46  L.  T.  K.  8.  89.)  In  an  action  for  infringing  a  patent  for 
an  improved  mode  of  paving  streets  with  blocks,  so  shaped 
that  each  side  of  a  block  was  bevelled  both  inwards  and 
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outwards,  it  was  objected  by  the  defendant  that  the  specific 
cation  gave  no  direction  as  to  the  angle  at  which  the  bevels 
were  to  be  made.  The  judge  who  tried  the  case  (Lord 
Abinger)  told  the  jury  that  if  any  angle  would  be  of  some 
use,  the  specification  was  good;  but  if  some  particular 
angle  was  essential,  then,  as  the  specification  left  that  to 
be  discovered  by  experiment,  it  was  deficient  and  bad. 
(Mdcnainara  v.  Hulse,  2  W-  P.  C.  129.)  But  Mr.  Justice 
Bayley  said  (in  the  case  of  Crompton  v.  Ibbotson^  1  Carp. 
Bep.  462)  that  a  patentee,  knowing  that  given  materials 
will  not  answer  the  purpose,  is  bound  so  to  word  his  specifi- 
cation as  to  prevent  others  from  trying  experiments  on  that 
which  he  knows  will  not  answer.  In  this  case  a  patent  for 
an  improved  method  of  dyeing  and  finishing  paper  came 
into  question ;  the  specification  described  the  paper  as  being 
conducted  to  a  heated  cylinder  by  means  of  cloth, '  which 
cloth  may  be  made  of  any  suitable  material,  but  I  prefer  it 
to  be  made  of  linen  warp  and  woollen  weft/  Now  the 
patentee  had  ascertained  from  repeated  trials  that  no  other 
substance  would  answer  the  purpose.  It  was  held  that  the 
public  had  not  the  full  benefit  of  the  inventor's  discovery, 
and  persons  misled  by  the  specification  might  be  induced 
to  make  experiments  which  the  patentee  knew  would  fail. 
(1  W.  P.  C.  88.)  This,  however,  must  be  considered  an 
extreme  case. 

In  connection  with  this  subject  the  following  observa- 
tions  of  Lord  Westbury^  C,  are  worthy  of  attention : — 
'  When  it  is  stated  that  an  error  in  a  specification,  which 
any  workman  of  ordinary  skill  and  experience  would  per- 
ceive and  correct  will  not  vitiate  a  patent,  it  must  be  un- 
derstood of  errors  which  appear  on  the  face  of  the  speci- 
fication, or  the  drawings  it  refers  to,  or  which  would  be  at 
once  discovered  and  corrected  in  following  out  the  instruc- 
tions given  for  any  process  or  manufacture;  and  the 
reason  is  because  such  errors  cannot  possibly  mislead. 
But  the  proposition  is  not  a  correct  statement  of  the  law 
if  applied  to  errors  which  are  discoverable  only  by  experi- 
ment and  further  inquiry.    Neither  is  the  proposition  true 
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of  an  erroneous  statement  in  a  specification  amounting  to 
a  false  suggestion,  even  though  the  error  would  be  at  once 
obserred  by  a  workman  possessed  of  ordinary  knowledge 
of  the  subject.  For  example,  if  a  specification  describes 
several  processes  or  several  combinations  of  machinery, 
and  affirms  that  such  will  produce  a  certain  result  which  is 
the  object  of  the  patent,  and  some  one  of  the  processes  or 
combinations  is  wholly  ineffectual  and  useless,  the  patent 
will  be  bad,  although  the  mistake  committed  by  the  patentee 
may  be  such  as  would  at  once  be  observed  by  an  ordinary 
workman.     {Simpson  v.  HoUiday,  13  W.  R.  677.) 

But  when  in  the  case  of  the  Edison  d  Swan  Co.  v. 
Holland  (6  E.  P.  C.  277)  it  was  objected  in  the  Court  of 
Appeal  that  the  specification  did  not  sufficiently  show  how 
the  invention  was  to  be  carried  into  effect,  L.  J.  Cotton  said, 
'  It  is  necessary  that  this  should  be  done  so  as  to  be  intel- 
ligible, and  to  enable  the  thing  to  be  made  without  further 
invention — not,  as  was  pressed  upon  us,  by  an  ordinary 
workman,  but  by  a  person  described  by  Lord  EUenhorough 
in  Huddart  v.  Grimshaw  (1  W.  P.  C.  85-7)  as  a  person 
skilled  in  the  particular  kind  of  work,  or,  as  said  by  Ijord 
Lmigliborough  in  Arkwright  v.  Nightingale  (1  W.  P.  C.  60), 
a  person  conversant  in  the  subject.  But  in  my  opinion  it 
is  not  necessary  that  such  a  person  should  be  able  to  do  the 
work  without  any  trial  or  experiment  which,  when  it  is  new 
or  especially  delicate,  may  frequently  be  necessary  however 
clear  the  description  may  be.' 

In  the  case  of  British  Dynamite  Company  v.  Krehs 
(Goodeve's  Cases,  p.  88)  the  House  of  Lords  reversed  the 
decision  of  the  Lords  Justices  of  Appeal  on  the  ground  that 
the  description  of  the  mode  of  manufacture  as  set  out  in 
the  specification  had  been  conclusively  proved  to  be  suffi- 
cient for  all  practical  purposes.  The  four  law  lords  were 
unanimously  of  opinion  that  since  it  was  shown  in  evidence 
.that  the  patented  article  had  been  made  by  following  the 
instructions  of  the  specification,  the  Judges  of  the  Court  of 
Appeal  ought  not  to  have  disregarded  this,  nor  to  have 
relied  upon  their  own  opinions  that  they,  persons  practically 
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unacquainted  with  the  subject,  would  not  have  been  able  to 
manufacture  the  article  without  more  instructions  than  the 
specification  cpntained. 

It  would  seem  from  Crossley  v.  Beverley  (8  C.  &  P.  515), 
that  in  construing  a  specification,  the  state  of  the  particular 
manufacture  at  the  date  of  the  patent  must  be  kept  in  view. 
In  this  case,  in  describing  a  gas  apparatus,  no  directions 
were  given  as  to  a  condenser ;  but  since  a  workman  capable 
of  constructing  a  gas  apparatus  knew  that  he  would  have  to 
put  it  in,  the  specification  was  held  sufficient.  The  patent 
in  Russell  v.  Cowley  (1  W.  P.  C.  459)  was  for  a  method  of 
manufacturing  iron  tubes  without  the  use  of  a  mandrel. 
The  specification  gave  no  directions  as  to  leaving  out  the 
mandrel ;  but  it  was  held  that  an  intelligent  workman  would 
sufficiently  understand,  from  the  purport  of  the  specifica- 
tion, that  a  mandrel  was  not  to  be  used.  So,  in  Beard  v. 
Egerton  (8  C.  B.  B.  165),  it  was  held  that  a  competent 
operator  would  perceive,  on  perusing  the  whole  specification, 
that  it  would  not  be  necessary  to  interpose  an  operation  at 
a  certain  stage  in  the  process  of  daguerreotyping. 

Again,  in  Otto  v.  Linford  (46  L.  T.  N.  s.  89)  the  specifi- 
cation under  a  patent  for  gas  motor  engines  did  not  state 
the  proportion  of  atmospheric  air  to  be  let  into  the  chamber 
where  the  inflammable  gas  was  fired  with  the  view  of  pro- 
ducing a  gradual  in  place  of  an  explosive  ignition.  Never- 
theless it  was  held  that  as  exact  proportions  were  not  re- 
quired to  be  mentioned,  and  as  there  was  enough  informa- 
tion in  the  specification  to  enable  a  maker  of  machinery  to 
construct  a  working  engine  without  exercising  his  inventive 
powers,  the  specification  was  sufficient. 

It  sometimes  occurs  that  the  drawing  attached  to  the 
specification  is  erroneous  in  some  particular,  so  that  if  an 
attempt  were  made  to  construct  the  machine  by  the  draw- 
ing it  could  not  be  done,  or  if  made  it  would  not  work.  If, 
however,  the  text  has  correctly  described  the  construction, 
or  if  the  error  is  of  a  kind  which  an  ordinary  workman 
would  easily  perceive  and  rectify,  requiring  not  experiments, 
but  merely  regulation,  then  the  error  in  the  figure  will  be 
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disregarded,  and  will  not  be  held  to  vitiate  the  patent. 
(Otto  V.  Linford,  46  L,  T.  n,  b.  85.) 

Combinations. — It  has  been  already  stated  (Chap,  n.) 
that  a  number  of  well-known  things,  such  as  implements, 
machines,  or  parts  of  machines,  may  be  combined  so  as  to 
form  a  new  and  useful  instrument  or  machine;  and  a  patent 
obtained  for  such  combination  will  be  valid,  care  being 
taken  that  the  specification  does  not  claim  the  old  parts  as 
well  as  the  novel  combination.  The  combination  may  also 
comprise  additions  of  a  novel  character  along  with  old  parts. 

The  treatment  of  a  combination  in  a  specification  ought 
to  have  reference  to  the  facts  of  the  case  and  to  the  in- 
ventor's intentions  in  regard  to  what  he  wishes  to  secure 
by  the  patent.  If  he  desires  to  protect  a  simple  combina- 
tion and  nothing  more,  it  is  not  necessary  that  he  should 
distinguish  old  parts  from  new  parts.  It  may  be  that  all 
the  parts  are  old,  in  which  case  he  can  only  lay  claim  to 
their  combination  as  being  a  new  and  useful  invention. 
But  it  often  happens  that  some  of  the  constituent  parts  of 
the  combination  are  also  new  and  useful  inventions.  In 
such  a  case  he  has  a  right  to  protect  them,  but  if  he  seeks 
to  do  so  they  ought  to  be  specially  pointed  out,  fully 
described,  and  expressly  claimed.  (See  the  section  on  the 
Claims.) 

In  the  case  of  FoxweU  v.  Bostock  (4  De  6.  J.  and  S. 
298)  Lord  Westbury,  C,  laid  down  the  rule  to  be  that  in  a 
patent  for  an  improved  arrangement  or  new  combination 
of  machinery,  the  specification  must  describe  the  improve- 
ment and  define  the  novelty,  otherwise  and  in  a  more 
specific  form  than  by  the  general  description  of  the  entire 
machine.  *  On  both  principle  and  authority  it  is  most  neces- 
sary that  the  specification  should  ascertain  the  improve* 
ment,  when  the  patent  is  for  an  improved,  that  is,  for  a 
new  combination.  At  the  date  of  this  patent  many  combi- 
nations of  machinery,  or,  in  other  words,  many  machines 
for  sewing  or  stitching  by  a  needle  and  shuttle,  were  known 
and  used.  If  in  that  state  of  things  a  patent  is  taken  out 
for  an  improved  arrangement  or  combination,  the  patentee 
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is  boond  to  show  in  what  the  improvement  consists,  and 
how  it  is  to  be  effected.  But  this  obligation  is  not  dis- 
charged by  a  description  of  the  entire  machine  which 
embodies  the  improvement,  but  which  description  does  not 
distinguish  the  improvement ;  and  thereby  renders  it  un- 
discoverable,  except  upon  a  minute  comparison  and  colla- 
tion of  aU  existing  combinations  with  the  new  combination 
that  is  claimed.  A  specification  so  framed  has  the  effect  of 
concealing  rather  than  of  disclosing  the  invention.'  The 
plaintiff's  counsel  stated  that  the  improvement  consisted  of 
an  arrangement  of  three  cams  on  one  shaft,  by  the  direct 
action  of  which  the  three  principal  movements  in  a  needle 
and  shuttle  machine  were  effected.  The  plaintiff's  evidence 
went  to  show  that  this  arrangement  formed  the  novelty 
and  utiUty  of  the  machine.  '  But  this  clear  and  simple 
statement  is  not  to  be  found  anywhere  in  the  specification. 
It  is  true  that  the  cams  and  shafts  are  described  indiscrimi- 
nately with  the  rest  of  the  machine  in  the  specification,  but 
there  is  nothing  to  indicate  that  it  is  this  addition  which 
constitutes  the  improved  arrangement  or  the  new  combina- 
tion.' The  specification  was  therefore  held  to  be  defective 
and  the  patent  invalid. 

Lord  Westbury's  language  in  Foxwell  v.  Bostock  has 
given  rise  to  much  comment  in  later  cases,  and  the  decisions 
have  been  conflicting ;  but  the  Courts  now  refuse  to  under- 
stand it  as  deciding  that  where  a  combination  is  alone 
claimed  it  is  necessary  to  distinguish  the  new  parts  from 
the  old.  It  is  now  firmly  estabUshed  that  where  the  only 
invention  sought  to  be  protected  by  the  patent  is  the  com- 
bination, and  that  is  properly  set  forth,  it  is  sufficiently 
described  without  separating  new  parts  from  old.  Under 
the  circumstances  supposed,  it  can  be  of  no  moment,  so  far 
as  the  point  before  us  is  concerned,  whether  the  parts  are 
all  old  or  partJy  old  and  partly  new,  and  therefore  a  de- 
scription of  the  parts  and  of  the  manner  of  arranging  them 
into  a  working  whole,  followed  by  a  claim  restricted  to 
the  combination,  will  be  a  sufficient  description  of  the 
invention. 
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Thus  in  Harrison  v.  The  Anderaton  Foundry  Co,  (L.  R. 
1  App.  C.  574)  it  was  objected  to  the  patentee's  claim  for  a 
combination  that  he  had  not  shown  what  was  the  novelty 
of  the  invention  as  he  ought  to  have  done  according  to  the 
case  of  Foxwell  v.  Bostock ;  but  Lord  Cairns^  C,  in  giving 
judgment  in  the  House  of  Lords  said : — *  If  there  is  a 
patent  for  a  combination,  the  combination  itself  is  ex 
necessitate  the  novelty ;  and  the  combination  is  also  the 
merit,  if  it  be  a  merit,  which  remains  to  be  proved,  by 
evidence.  So  also  with  regard  to  the  discrimination  between 
what  is  new  and  what  is  old.  If  it  is  clear  that  the  claim 
is  for  a  combination  and  nothing  but  a  combination,  there 
is  no  infringement  unless  the  whole  combination  is  used, 
and  it  is  in  that  way  immaterial  whether  any  and  which 
of  the  parts  are  new.' 

When  the  case  of  Moore  v.  Bennett  (1  R.  P.  C.  142)  was 
taken  to  the  House  of  Lords,  Lord  Selbome,  C,  and  two 
other  law  lords  overruled  the  unanimous  decision  of  the 
three  Lords  Justices  in  the  Court  of  Appeal  (which  had 
followed  Foxwell  v.  Bostock  too  literally),  and  laid  down  the 
law  to  be  that  where  the  claim  is  for  a  new  combination 
and  not  for  particular  subordinate  things  included  in  that 
combination,  and  where  the  manner  of  arriving  at  it  and 
working  it,  and  the  purpose  for  which  it  is  useful,  are  all 
sufficiently  described  in  the  specification,  so  that  anyone 
acquainted  with  the  subject  will  know  in  what  respect  it 
differs  from  the  things  that  have  gone  before,  it  is  unneces- 
sary to  go  on  to  specify  the  subordinate  parts  of  it  as 
constituting  new  elements  and  a  new  thing,  if  a  claim  to 
subordinate  parts  as  distinct  from  the  entire  combination 
is  not  intended  to  be  made. 

'When  a  combination  and  nothing  more  is  claimed, 
the  combination  being  a  novelty,  it  is  immaterial  that  the 
patentee  should  point  out  how  far  he  claims  for  particular 
portions  which  go  to  make  up  the  combination.  Those 
portions  are  not  his  claim,  but  it  is  the  putting  them 
together  and  combining  them  that  constitutes  his  claim. 
That  seems  to  me  to  be  the  true  law  as  laid  down  in 


134  THE  COMPLETE  SPECIFICATION 

Harrison  v.  The  Anderston  Foundry  Co.,  withoat  a  refer- 
ence to  which  case  Foxwell  v.  Bostock  oaght  not  to  be  read ; 
because  it  is  possible  to  misread  Foxwell  v.  Bostock  unless 
you  correct  your  impression  of  it  afterwards  by  the  judg- 
ment of  the  House  of  Lords  in  Harrison  v.  The  Anderston 
Foundry  Co.*  (Per  L.  J.  Bowen  in  Proctor  v.  Bennis,  Court 
of  Appeal,  4  B.  P.  G.  858.  See  also  Clark  y.  Adie,  L.  B. 
2  App.  C.  828 ;  Watting  v.  SUven,  8  B.  P.  C.  87  ;  Kaye  v. 
Chubb,  5  B.  P.  C.  649.) 

When,  however,  an  inventor's  improvement  of  a  com- 
plicated machine  bears  but  a  small  proportion  to  the  whole 
machine,  it  is  highly  desirable,  if  not  imperative,  that,  if 
he  ventures  to  claim  the  entire  improved  machine,  he 
should  not  do  so  without  distinctly  pointing  out  the  small 
addition  or  alteration  which  constitutes  the  improvement. 
In  such  a  case  Lord  Westbury's  quoted  words  may  well  be 
held  to  apply.  In  Harrison  v.  Tlie  Anderston  Foundry  Co. 
Lord  Hatherley  said  in  substance  that  it  is  not  competent 
to  a  man  to  take  a  well-known  existing  machine  and, 
having  made  some  small  improvement,  to  place  that  before 
the  pubUc.  without  eiplaming  the  improvement.  'You  must 
state  clearly  and  distinctly  what  it  is  in  which  you  say  you 
have  made  an  improvement.  To  use  an  illustration  which 
was  adopted  I  think  by  L.  J.  James  in  another  case  (Parkes 
V.  Stevens,  L.  B.  8  Eq.  866),  I  think  it  wiU  not  do  if  you 
invented  the  gridiron  pendulum  to  say  ''  I  have  invented  a 
better  clock  than  anybody  else,"  not  telling  the  public  what 
you  have  done  to  make  it  better  than  any  other  clock  that 
is  known.'  Again,  in  Moore  v.  Bennett  (1  B.  P.  C.  148), 
Lord  Selbome,  C,  said,  *  The  case  of  Foxwell  v.  Bostock  was 
qualified  or  explained  in  Harrison  v.  Anderston  Foundry  Co. 
.  .  .  and  so  explained  it  appears  to  me  to  amount  to  no 
more  than  this  :  that  when  a  claim  is  made  for  a  general 
combination  and  arrangement  of  the  different  parts  of  a 
machine,  if  the  Court  sees  that  the  combination  is  not  new, 
but  that  there  is  some  particular  improvement  in  some 
particular  part,  it  will  not  do  to  claim  the  whole  combina- 
tion as  new,  but  you  must  condescend  upon  that  which  is 
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improved.  For  ezampley  if  a  machine  had  been  long  in 
use  in  the  brush  trade  and  some  particular  improvement 
•  •  •  had  been  made,  the  general  combination  remaining 
the  same,  then,  according  to  the  decision  in  FoxweU  v. 
Bostock,  by  describing  it  as  a  new  combination  you  would 
be  misdescribing  it,  because,  indeed,  the  thing  discovered 
would  be  a  particular  improvement  upon  a  particular  part 
of  that  combination.  And  upon  the  principle  that  the 
specification  should  not  be  vague,  but  should  give  sufficient 
information,  it  ought  not  to  disguise  the  real  invention  by 
a  claim  so  wide  that  anyone  would  suppose  something  to 
be  claimed  as  new  which  is  not,  but  it  should  do  it  suffi- 
ciently and  with  proper  precision.' 

Having  studied  the  rules  previously  propounded  as  those 
by  which  he  ought  to  be  chiefly  guided  in  preparing  his 
specification,  the  patentee  may  now  be  cautioned  on  the 
subject  of  certain  faults,  which,  if  committed,  would  have  a 
disastrous  effect  upon  its  validity,  and  against  which,  there- 
fore, he  cannot  be  too  vigilantly  upon  his  guard. 

Ambiguity  to  be  escliewed. — The  fatal  effect  of  ambiguous 
language  in  a  specification  is  illustrated  by  the  case  of 
Hastings  v.  Brown  (17  Jur.  648 ;  S.  C,  1  E.  &  B.  454).  A 
patent  was  obtained  for  arrangements  for  raising  ships' 
anchors,  and  the  specification  claimed  as  the  invention  *  a 
cable-holder  to  hold  without  slipping  a  chain  cable  of  any 
size,'  but  it  could  not  be  gathered  from  it  whether  the 
inventor  claimed  a  cable-holder  to  hold  chain  cables  of  any 
one  size,  or  to  hold  chain  cables  of  different  sizes.  Now,  a 
cable-holder  to  hold  a  chain  cable  of  any  one  size  was 
already  known  at  the  date  of  the  patent.  '  The  patentee,' 
said  Lord  Campbell^  when  the  case  was  argued  before  the 
Court  of  Queen's  Bench,  on  a  motion  to  enter  a  nonsuit, 
'  ought  to  state  distinctly  in  his  specification  what  is  his 
invention,  and  to  describe  the  limits  within  which  he  is  to 
enjoy  a  monopoly.  That  is  not  done  in  this  case  with 
respect  to  the  nature  of  the  cable-holder.  What  is  claimed 
[in  the  pleadings]  is  a  right  to  construct  a  capstan  which 
will  raise  chain  cables  of  different  dimensions.    Does  the 
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plaintiff  disclose  in  his  specification  that  he  claims  that 
invention  ?  If  it  is  only  claimed  mth  regard  to  one  cable> 
then  there  is  no  infringement  of  the  patent.  The  vice  of 
the  specification  is,  that  it  is  quite  equivocal  what  the  claim 
is.  There  is  nothing  in  the  title  which  at  all  assists  us; 
and  when  we  look  to  the  description  in  the  specification, 
which  speaks  of  **  a  chain  cable  of  any  size/'  I  think  that 
the  proper  construction  to  be  put  upon  the  words  is  that 
they  mean  ''one  chain  cable."  At  all  events,  they  are 
capable  of  that  meaning ;  and  if  the  specification  is  equi- 
vocal, it  is  bad.'  ,And  Mr,  Justice  Coleridge  added,  '  If  the 
specification  on  a  fair  interpretation  be  equivocal,  it  is 
insufficient.'  The  rule  for  a  nonsuit  was  accordingly  made 
absolute. 

In  Turner  v.  Winter  (1  W.  P.  C.  80),  Ashurst,  J.,  said 
that  if  there  is  any  unnecessary  ambiguity  affectedly  intro- 
duced into  the  specification,  or  anything  which  tends  to 
mislead  the  pubUc,  the  patent  is  void,  and  it  was  laid  down 
in  Oalloway  v.  Bleaden  (1  W.  P.  C.  524),  that  if  there  is  a 
want  of  clearness  in  the  specification,  so  that  the  public 
cannot  afterwards  avail  themselves  of  the  invention,  much 
more  if  there  is  any  studied  ambiguity  in  it,  so  as  to  con- 
ceal the  invention  from  the  public,  no  doubt  the  patent 
would  be  completely  void. 

Must  not  set  forth  two  methods  when  only  one  is  effective, — 
If  two  methods  of  doing  a  thing  are  described  in  the  speci- 
fication, and  by  one  of  these  it  cannot  be  done,  the  specifi- 
cation is  bad.  {Regina  v.  Cutler,  Macr.  P.  C.  137  ;  Beard 
v.  Egerton,  8  C.  B.  165.) 

.,  Medlock's  specification  of  his  invention  for  making  red 
and  purple  dyes  from  aniline  commenced  the  description 
of  the  process  thus : — *  I  mix  aniline  with  dry  arsenic  acid 
and  allow  the  mixture  to  stand  for  some  time,  or  I  accelerate 
the  operation  by  heating  it  to  or  near  its  boiling-point 
until  it  assumes  a  rich  purple  colour,  and  then  I  mix  it 
with  boiling  water  and  allow  it  to  cool :  when  cold  it  is 
filtered  and  decanted.'  When  the  case  went  before  the 
House  of  Lords,  it  was  held,  in  affirmation  of  the  view 
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taken  by  the  Lord  Chancellor,  that  on  the  construction  of 
the  whole  specification  two  processes,  a  hot  and  a  cold 
process,  were  described,  and  as  it  was  proved  that  only  the 
hot  process  was  effective,  the  specification  was  declared  to 
be  bad  and  the  patent  consequently  invalid.  It  was  urged 
that  every  person  well  informed  on  the  subject  could  see 
that  the  cold  process  was  ineffective,  but '  this,'  it  was  said, 
'  would  be  to  correct  the  specification  by  the  superior  in- 
telligence of  the  reader.'  {Simpson  v.  Holliday,  18  W.  E. 
577,  affirmed  L.  B.  1  H.  L.  815.) 

Mvst  not  contain  misdirections  or  misrepresentations. — If 
the  specification  contains  language  calculated  to  mislead 
in  regard  to  an  important  part  of  the  patented  process,  as 
where  it  contains  positive  misdirections  as  to  the  mode  of 
operating,  or  as  to  the  materials  to  be  employed,  the  patent 
wiU  likewise  be  void.  *  You  must  not  mislead  people '  (said 
Jessely  M.  i{.,  in  Plimpton  v.  Maicolmson,  8  L.  B.  Gh.  D. 
531,  576)  *by  telling  them  to  do  something  wrong,  and 
leaving  them  to  find  out  the  mistake.  •  .  •  You  must  not 
give  people  mechanical  problems  and  call  them  specifica- 
tions.' 

On  the  trial  of  Palmer  v.  Wagstaff  (Newton's  Lond. 
Joum.  vol.  xliii.  p.  181),  an  action  brought  by  a  candle 
manufacturer  for  an  infringement  of  a  patent  for  improve- 
ments in  the  manufacture  of  candles,  it  was  alleged  that 
the  specification  contained  a  positive  misdirection  as  to  the 
position  in  which  the  wicks  were  to  be  placed  in  the  process 
of  manufacture.  The  object  proposed  was  the  production 
of  a  candle  requiring  no  snuffing,  by  using  two  or  more 
plaited  wicks,  arranged  in  such  a  manner  that  they  would 
separate  and  bend  outwards  as  the  candle  was  burned. 
Now,  it  was  shown  that  if  the  directions  of  the  specification 
were  followed,  the  candle  would  require  lighting  at  the 
bottom  instead  of  the  top.  If  lighted  at  the  top,  the  wicks 
converged  instead  of  diverging,  and  produced  a  long  snuff. 
The  judge  {PoUock,  C.  B.)  told  the  jury  that  this  was  a 
serious  mistake ;  and  though  the  verdict  was  given  against 
the  plaintiff  upon  other  points  than  those  connected  with 
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the  validity  of  the  specification,  there  is  reason  to  suppose 
that  this  instrument  could  Hot  have  been  supported. 
Where  a  specification  claimed  the  process  of  purifying 
sulphate  of  alumina  by  means  of  peroxide  of  manganese 
whether  in  the  hydrated  or  anhydrous  form,  and  it  was 
proved  that  the  use  of  the  latter  form  was  impracticable, 
the  patent  could  not  be  sustained.  Kurtz  v.  Spence  (5 
R.  P.  C.  184).  See  also  Savory  v.  Price  (1  Ry.  and  Moo. 
I;  1  W.  P.  C.  88) ;  Bickford  v.  Skewea  (1  W.  P.  C.  218). 

It  may  be  inferred,  from  the  case  of  Huddart  v.  GVtrn- 
shaw  (1  W.  P.  C.  85),  that  the  assertion  in  the  specifica- 
tion of  something  being  important,  when  in  point  of  fact 
it  is  not,  will  vitiate  the  patent,  because  there  is  evidence 
of  an  attempt  to  deceive.  Again,  if  anything  is  said  to  be 
immaterial  which  is  in  reahty  material,  this  will  be  a  fatal 
defect.  Thus,  in  Neilson  v.  Harford  (1.  W.  P.  C.  818), 
Parke,  JB.,  said,  'The  patentee  states  that  the  size  and 
form  of  the  vessel  in  which  the  air  is  heated,  previous  to 
its  being  driven  into  the  furnace,  are  immaterial.  Now, 
my  strong  opinion  is  that  the  clause  is  an  incorrect  state- 
ment, and  that  being  untrue  vitiates  the  specification, 
and  prevents  the  patent  from  being  a  good  patent.'  See 
also  Simpson  v.  HoUiday  (18  W.  E.  577,  affirmed  L.  R.  1 
H.  L.  815). 

Misrepresentations  as  to  the  object  or  capabiUties  of 
the  invention,  or  as  to  other  important  matters,  will  deprive 
the  inventor  of  the  benefit  of  his  patent.  For  instance,  a 
patent  was  obtained  for  a  machine  for  making  paper  in 
single  sheets  from  one  to  twelve  feet  wide.  It  was  proved 
that  a  single  machine  would  make  paper  only  of  one  de- 
finite width,  and  that  if  paper  of  some  other  width  was 
required,  another  machine  must  be  employed.  It  was  held 
by  the  Court  of  E.  B.  that  the  capabihty  of  the  machine 
had  been  misrepresented  in  an  important  respect,  and  that 
the  patent  was  void.  {Bloxam  v.  Elaee,  6  B.  &  G.  169.) 
And  see  Crossley  v.  Potter  (Macr.  P.  C.  249).  If  the 
patented  apparatus,  as  described,  fails  to  effect  what  the 
inventor  avers  that  it  will  effect,  although  it  may  do  some 
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very  small  part  of  the  proposed  work,  the  patent  is  bad. 
(Easterbrook  v.  Great  Western  Railway  Company,  2  E.  P.  C. 

801.) 

But  on  the  trial  of  Cde  v.  Saqui  (5  B.  P.  G.  494),  an 
action  for  the  infringement  of  a  patent,  the  specification 
under  which  said  in  effect  that  the  invention  was  capable 
of  application  to  other  purposes  beyond  that  for  which 
protection  was  claimed,  but  did  not  describe  how  those 
purposes  were  to  be  effected,  Mr.  Justice  Kay  held  that 
this  did  not  invalidate  the  patent.  '  I  can  see  no  objection 
to  a  patentee  stating  in  his  specification  that  what  he  has 
invented  with  reference  to  one  particular  machine  may  be 
applied  to  other  machines.' 

Technical  and  Scientific  Terms. — In  making  use  of 
technical  language  great  care  should  be  taken  that  the 
words  are  employed  in  their  true  meanings,  and  in  their 
proper  significations.  To  give  an  example,  a  valuable 
patent  was  placed  in  jeopardy  by  the  misuse  of  certain 
chemical  terms  in  the  specification.  The  inventor  gave 
directions  for  using  in  the  process  for  which  he  obtained 
his  patent,  hydro-carbon  gas,  carbon  gas,  and  carbonic  gas. 
Now,  amongst  chemists  a  hydro-carbon  gas  means  a  gas 
composed  only  of  hydrogen  and  carbon ;  but  the  gas  which 
the  inventor  had  in  view  was  one  containing  oxygen  also, 
and  therefore  not  a  true  hydro-carbon,  which  would  not 
have  effected  his  purpose.  Again,  his  terms  carbon  gas  and 
carbonic  gas  include  carbonic  acid  gas  and  carbonic  oxide, 
both  of  which  were  unsuitable.  These  were  serious  objec- 
tions, and  if  the  specification  had  been  interpreted  with 
the  strictness  with  which  some  other  specifications  have 
been  construed,  the  mistakes  would  have  been  held  fatal ; 
but  a  benign  view  of  the  matter  was  taken,  and  the  objec- 
tions were  not  allowed  to  prevail.  (Edison  v.  Woodhouse, 
8  B.  P.  C.  188.) 

Simple  Mistakes. — Simple  mistakes,  being  merely  words 
used  in  an  inaccurate  sense,  which  words  are  often  used, 
and  are  explained  by  the  context,  or  by  the  drawings 
annexed,  will  not  avoid  the  patent.    Thus,  in  Bloxam  v. 


140  THE  COMPJUBTE  SPECIFICATION 

Elsee  (1  C.  &  P.  558 ;  1  Carp.  Bep.  489),  the  specification 
made  use  of  the  expressions  vis  de  pression,  ins  de  reptdsian, 
and  vis  de  reactioriy  for  different  screws ;  but  the  context 
and  the  drawings  showed  what  was  meant,  and  the  objec- 
tion taken  on  this  ground  was  not  sustained.  In  another 
specification  the  word  '  discolour '  was  used,  with  the 
meaning  '  discharge  the  colour.'  This,  though  a  mistake 
in  translating  the  French  word  *  d6colorer,'  was  held  not 
important  enough  to  vitiate  the  instrument.  A  court  of 
law  will  not  insist  upon  accuracy  in  minute  and  imim- 
portant  matters;  it  will  not  insist  upon  strict  logical 
correctness ;  it  will  overlook  such  evident  errors  as  the 
mention  of  *  imponderable  substances.'  (Pollock,  C.  J3.,  in 
Tetley  v.  Boston,  at  Nisi  Prius,  Newton's  Lond.  Joum. 
vol.  xlii.  p.  58.)  All  it  requires  is  that  the  patentee  shall 
make  his  meaning  clear,  and  that  his  language  shall  be 
intelligible  to  the  persons  to  whom  it  is  addressed. 

It  was  said  in  the  House  of  Lords  that  after  a  patent 
has  stood  enquiry  and  the  test  of  time,  the  Courts  do  not 
encourage  verbal  objections  to  the  form  of  the  specification. 
(Neilson  v.  Betts,  L.  R.  5  H.  L.  1.) 

CLAIMS. 

Before  the  passing  of  the  Patents  Act  of  1888  it  had 
become  usual  for  patentees  to  insert  at  the  close  of  their 
specifications  certain  clauses  which  were  known  as '  Claims.' 
The  insertion  of  claiming  clauses  was  not  then  prescribed 
by  the  law,  but  they  offered  the  patentee  an  opportunity  of 
summing  up  his  invention,  of  setting  forth  in  a  brief  form 
what  he  considered  to  be  its  pith  and  substance,  and  of 
protecting  himself  against  the  danger  of  being  supposed  to 
claim  more  than  he  desired  to  claim. 

By  the  fifth  subsection  of  the  fifth  section  of  the  Act  of 
1883  it  is  directed  that  '  a  complete  specification  must  end 
with  a  distinct  statement  of  the  invention  claimed.' 

The  import  of  these  words  was  discussed  in  the  case 
of  SiddeU  v.  Vickers  (5  R.  P.  C.  416) ;  one  of  the  Lords 
Justices  (p.  428)  thought  that  '  distinct '  means  no  more 


THE  COMPLFIE  SPECIFICATION  141 

than  a  claim  independently  of  and  apart  from  the  descrip- 
tion of  the  nature  of  the  invention  and  of  the  way  in  which 
it  is  to  be  carried  into  effect.  But  the  other  two  LL.  JJ. 
were  of  opinion  that  the  words  '  distinct  statement '  mean 
more  than  a  separate  paragraph.  They  thought  that  the 
Legislature  contemplated  a  distinct  summary  of  the  main 
features  of  the  invention,  something  to  which  the  reader 
might  readily  refer  and  from  which  he  might  learn  without 
turning  to  the  body  of  the  specification  what  the  charac- 
teristic features  of  the  invention  claimed  were.  They  held 
that  a  claim  which  referred  to  a  combination  of  parts  for 
effecting  a  certain  purpose  '  as  hereinbefore  set  forth ' 
did  not  satisfy  the  requirement  of  the  Act.  However,  all 
three  Judges  were  of  opinion  that  the  words  of  the  sub- 
section are  merely  directory,  and  that  non-compliance 
with  this  direction  does  not  invalidate  the  patent  (pp.  429, 
482,  483). 

Under  the  old  law  all  the  claiming  clauses  might  be 
struck  out  of  the  specification  by  disclaimer,  if  there 
remained  sufficient  in  the  specification  to  show  distinctly 
what  the  invention  was.  {Tlwmas  v.  Welch,  L.  E.  1  C.  P. 
192.)  But  this  cannot  now  be  done,  since  the  Act  of  1888 
requires  every  specification  to  end  with  a  claim. 

Some  patentees  introduce  a  large  number  of  claims 
into  their  specifications,  but  this  is  a  dangerous  practice, 
for  the  risks  are  proportionately  increased.  In  one  of  Mr. 
Edison's  patents  there  were  no  fewer  than  thirty  claims, 
all  of  which  except  one  were  afterwards  struck  out  by 
successive  disclaimers. 

Everything  not  claimed  is  impliedly  disclaimed. — Whilst 
a  claim  is  primarily  intended  to  mark  off  what  the  inventor 
conceives  to  be  his  exclusive  property  and  to  warn  the 
public  not  to  trespass  within  the  fence  he  has  set  up,  it 
practically  operates  also  as  a  disclaimer  of  everything  de- 
scribed in  the  specification  except  what  is  expressly  claimed. 
{Harrison  v.  Anderston  Foundry  Company,  L.  E.  1  App. 
Cas.  574.)  This  ought  to  be  kept  in  mind  by  the  inventor 
when  he  is  preparing  this  part  of  his  specification,  and 
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he  should  be  careful  neither  on  the  one  hand  to  include 
matters  that  are  beyond  the  boundary  of  the  invention  nor 
on  the  other  to  restrict  his  rights  within  too  narrow  limits 
by  leaving  out  what  he  might  have  claimed.  In  the  latter 
case  the  patentee  is  exposed  to  defeat  if  he  brings  an  action 
against  some  one  who  has  made  use  of  that  which  he 
omitted  to  claim.  (Jackson  v.  WoUtenhvlmes^  1 B.  P.  C.  106 ; 
Fairbum  v.  Household,  Court  of  Appeal  8  B.  P.  C.  268.) 

*  The  real  object  of  what  is  called  a  claim  '  (said  James, 
L.  J.,  in  Plimpton  v.  SpiUer,  L.  B.  6  Ch.  D.  412,  426)  '  is 
not  to  claim  anything  which  is  not  mentioned  by  the  speci- 
fication, but  to  disclaim  something.  A  man  who  has  in-- 
vented  something  gives  in  detail  the  whole  of  the  machine 
in  his  specification.  In  doing  that  he  is  of  necessity  very 
frequently  obliged  to  give  details  of  things  which  are 
perfectly  well  known  and  in  common  use;  he  describes 
new  combinations  of  old  things  to  produce  a  new  result,  or 
something  of  that  kind.  Therefore,  having  described  his 
invention  and  the  mode  of  carrying  that  invention  into 
effect,  by  way  of  security  he  says,  "  But  take  notice  I  do 
not  claim  the  whole  of  that  machine ;  I  do  not  claim  the 
whole  of  that  modus  operandi,  but  that  which  is  new,  and 
that  which  I  claim,  is  that  which  I  am  now  about  to  state.'' 
That  really  is  the  legitimate  object  of  a  claim,  and  you 
must  always  construe  a  claim  with  reference  to  the  whole 
context  of  a  specification.' 

*  It  has  long  been  the  practice '  (said  Jessel,  M.  R.,  in 
Hinks  V.  Safety  Lighting  Company,  4  Ch.  D.  607)  *  to  insert 
in  specifications  the  distinct  claim  of  what  is  said  to  be 
comprised  in  the  patent;  meaning  that  nothing  else  is 
comprised,  that  everything  else  is  thrown  open  to  the 
public ;  or,  to  put  it  into  other  words,  if  a  man  has 
described  in  his  specification  a  dozen  new  inventions  of  the 
most  useful  character,  but  has  chosen  to  confine  his  claim 
to  one,  he  has  given  to  the  public  the  other  eleven.' 

Claims  ought  to  show  clearly  what  is  intended  to  be 
claimed. — Particular  attention  should  be  given  to  the  fram- 
ing of  the  claims  so  that  it  may  be  seen  without  difficulty 
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what  it  is  the  inventor  wishes  to  secure.  Where  a  specifi- 
cation was  so  worded  that  it  was  not  clear  whether  the 
patentee  intended  to  claim  a  novel  combination  of  parts, 
or  the  parts  themselves,  some  or  all  of  which  were  old,  the 
patent  was  held  to  be  invalid.  {Rowcliffe  v.  Morris,  8  R.  P. 
C.  17,  and  see  Fairbum  v.  Household,  8  R.  P.  C.  268.) 

A  claim  for  a  combination  will  not  be  deemed  too  vague 
when  there  is  proof  that  a  competent  workman  can  make 
the  combination  from  the  specification  without  experiment. 
(Edison  <t  Swan  United  Electric  Light  Co.  v.  Woodhouse, 
4  R.  P.  C.  92.) 

Where  the  description  in  a  specification  was  in  the  first 
instance  too  general,  but  the  inventor  afterwards  in  de- 
scribing his  invention  referred  to  certain  figures  in  draw- 
ings annexed  to  the  specification,  and  the  claim  was  for 
the  invention  described  tcith  reference  to  those  figures,  the 
specification  was  held  sufficient.  (Daw  v.  Eley,  14  W.  R. 
126,  and  on  another  hearing,  L.  R.  3  Eq.  497.)  See  also 
R'MseU  V.  Coivley  (1  W.  P.  C.  465) ;  Thomas  v.  Welch  (L. 
R.  1  C.  P.  192). 

In  Kay  v.  Marshall  (2  W.  P.  C.  89),  Cottenham,  C, 
said,  '  The  claim  is  not  intended  to  aid  the  description,  but 
to  ascertain  the  extent  of  what  is  claimed  as  new.  It  is 
not  to  be  looked  to  as  the  means  of  making  a  machine 
according  to  the  patentee's  improvements.  If,  therefore, 
the  specification  containing  the  description  be  sufficiently 
precise,  it  cannot  be  of  any  consequence  that  expressions 
are  used  in  the  claim  which  would  be  too  general  if  they 
proposed  to  be  part  of  the  description.'  See  also  Lister  v. 
Leather  (3  Jur.  n.  s.  811 ;  S.  C.  in  error,  8  E.  &  B.  1004) ; 
and  EasUrhrook  v.  G.  W.  B.  Co.  (2  R.  P.  C.  208). 

If  all  the  parts  are  old  only  the  combination  should  be 
claimed. — If  all  the  parts  of  an  invention,  taken  separately, 
are  old,  the  patent  being  obtained  only  for  a  novel  combi- 
nation of  them,  the  patentee,  in  preparing  the  specification 
for  such  an  invention,  must  take  care  to  h'mit  his  claim  to 
the  new  combination.  (Lister  v.  Leather,  3  Jur.  n.  s.  811 ; 
S.  C.  in  error,  8  E.  &  B.  1004 ;  Seed  v.  Higgins,  8  H.  L. 
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C-  550 ;  Potter  v.  Parr,  2  B.  &  S.  259  ;  Kay  v.  Marshall, 
2  W-  P.  C.  71.) 

Tetley's  patent  was  for  improTements  in  machinery  for 
raising  and  impelling  water.    The  specification  described  a 
great  number  of  mechanical  contrivances  for  effecting  the 
object  in  view,  and  concluded  by  claiming,  as  the  patentee's 
invention,  the  several  contrivances,  '  both  when  all  used  in 
combination,  and  when  used  severally.'    It  was  shown,  on 
the  trial  of  the  first  action  for  an  infringement,  that  several 
of  these  contrivances  were  old;  and  with  regard  to  one 
in  particular,  which  the  defendants  were  charged  with 
infringing,  that  a  person  named  Hales  had   previously 
procured  a  patent  for  something  substantially  the  same. 
The  plaintiff  afterwards  entered  a  disclaimer  as  to  several 
parts  of  his  specification,  and  brought  another  action  against 
the  same  defendants.    The  jury  again  returned  a  verdict 
for  the  defendants.    A  rule  to  set  aside  the  verdict,  and  for 
a  new  trial,  having  been  obtained,  the  legal  questions  came 
on  for  argument  before  the  full  court.    It  appeared  that 
the  amended  specification  described  a  centrifugal  pump, 
composed  of   a  hollow  wheel,  revolving  within    a    case 
furnished  with  pipes  for  conveying  the  water.     This  wheel 
was  not  stated  to  be  old,  nor  was  it  disclaimed.    The 
specification  claimed  generally  the  machinery  for  raising  and 
impeUing  water.    It  also  claimed  the  application  of  the  in- 
ventions before  mentioned,  'both  when  all  used  in  com- 
bination, and  when  used  severally.'     It  was  held  that  the 
hollow  revolving  wheel  was  thereby  claimed,  and  as  this 
was  an  old  invention,  the  specification  was  bad.    By  a 
second  disclaimer  the  patentee's  claims  were  reduced  to  the 
single  one  of  '  the  means  of  increasing  the  action  of  the 
machine  by  causing  the  liquid  to  enter  the  wheel  at  both 
sides ; '  and  he  then  brought  a  third  action  for  the  infringe- 
ment of  his  patent.     Unfortunately  it  was  shown  that 
previous  inventions  had  embraced  a  contrivance  for  the 
.  admission  of  the  water  on  both  sides  of  the  wheel ;  and 
Mr.  Justice  WilUs  directed  the  jury  to  find  for  the  defendant, 
for  the  reason  that,  although  the  wheel  had  been  previously 
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eombiBed  with  apparatus  which  made  the  combination  ase- 
lesSy  yet  that  the  contrivance  in  question  had  been  made 
public  property,  and  could  not  of  itself  be  made  the  subject 
of  a  patent.  The  Court  of  G.  P.  said  that  the  use  of  a 
wheel  known  before,  in  a  manner  known  before,  could  not 
be  deemed  an  invention  capable  of  sustaining  a  patent,  and 
held  that  the  judge  was  right.  (Tetley  v.  Easton,  Macr. 
P.  C.  48;  2  C.  B.  n.  s.  706.) 

New  parts  and  minor  combinations  must  be  expressly 
claimed. — ^Where  a  patentee  claims  in  his  specification  an 
entire  combination  only,  he  will  be  deemed  not  to  have 
claimed  any  of  the  novel  minor  combinations  if  any  such 
there  be.  A  combination  of  three  parts  is  a  different  thing 
from  a  combination  of  two  of  them ;  and  if  a  patentee 
desires  to  secure  the  minor  combination  he  must  distinctly 
claim  it.  {Clark  v.  Adie,  L.  R.  10  Ch.  667 ;  affirmed  on 
appeal,  L.  B.  2  App.  Gas.  815.) 

With  respect  to  patents  granted  before  the  Act  of  1888 
came  into  operation,  it  was  held  in  Nordenfeldt  v.  Gardner 
(1  E.  P.  G.  69),  when  the  patent  was  for  an  improvement 
consisting  of  an  addition  to  an  old  mechanical  combination, 
that  as  the  improvement  was  made  clearly  manifest  on  the 
face  of  the  specification,  where  it  was  sufficiently  pointed 
out  what  the  improvement  was,  the  patent  was  not  invalid 
although  there  was  no  mention  of  the  improvement  in  the 
claims.  On  the  other  hand,  where  a  patentee  had  omitted 
from  his  claim  a  process  which  was  properly  described  in 
the  body  of  the  specification,  an  action  brought  by  him  for 
the  infringement  of  the  process  was  dismissed.  (Jacksati  v. 
Wolstenhulmes,  1  R.  P.  G.  105.) 

The  claims  must  not  cover  too  much. — The  inventor 
should  beware  of  claiming  more  than  he  is  strictly  entitled  to, 
since  a  failure  in  part  is  a  failure  altogether,  and  that  to 
which  he  has  a  just  right  will  fall  along  with  that  which 
does  not  belong  to  him.  To  use  Lord  Eldon's  illustration 
^if  there  be  a  patent  both  for  a  machine  and  for  an  im- 
provement in  the  use  of  it,  and  it  cannot  be  supported  for 
the  machine,  although  it  might  for  the  improvement  merely, 
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it  is  good  for  nothing  on  account  of  its  attempting  to  cover 
too  much.     (  HiU  v.  Thompsan,  1  W.  P.  C.  247.) 

Therefore,  if  an  inventor  lays  claim  to  a  principle  in 
addition  to  a  method  of  carrying  it  into  effect,  and  it  should 
turn  out  that  the  principle  was  known  and  had  been  pre- 
viously applied  to  a  similar  purpose,  in  such  case  the  patent 
cannot  stand. 

In  the  specification  under  the  patent  which  formed  the 
ground  of  dispute  in  RtUy.  Thompson  (1  W.  P.  C.  289),  the 
patentee  claimed  not  only  the  use  of  a  particular  quantity  of 
lime  in  smelting  iron,  but  the  discovery  of  the  us^ulnessof 
lime  in  that  process  generally.  It  appeared,  however,  that 
lime  had  been  previously  used  for  the  purpose,  and  the 
patent  was  accordingly  held  bad,  although,  if  the  patentee 
had  restricted  bis  claim  to  the  particular  proportions  of 
lime  and  metal,  it  might  have  been  sustained.  Again,  the 
specification  under  Minter's  patent,  for  an  improvement  in 
the  construction  of  chairs,  was  faulty  for  a  similar  reason : 
its  claim  was  too  extensive.  The  improvement  consisted  in 
applying  a  self-adjusting  leverage  to  the  back  and  seat  of 
a  chair,  whereby  the  weight  on  the  seat  acted  as  a  counter- 
balance to  the  pressure  against  the  back.  It  was  proved 
that  one  Brown  had  previously  invented  a  chair  on  the 
same  principle,  but  his  application  of  it  was  encumbered 
with  additional  machinery.  If  Minter  had  restricted  his 
claim  to  the  particular  mode  in  which  he  effected  the  thing, 
his  patent  would  have  been  vahd ;  but  since  the  specifica- 
tion went  generally  to  the  application  of  a  self-adjusting 
leverage  to  the  given  purpose,  it  claimed  more  than  he  was 
entitled  to ;  and  if  the  patent  had  been  held  good,  Brown 
could  not  have  continued  to  make  his  chair  without  infring- 
ing it.     {Minton  v.  Mower,  1  W.  P.  C.  188.) 

Under  a  patent  for  improvements  in  stoves  the  specifi- 
cation claimed  the  construction  of  stoves  made  in  such  a 
manner  that  the  fuel  should  be  introduced  from  beneath. 
Now  it  was  shown  at  the  trial  of  an  action  of  scire  facias 
that  grates  had  been  previously  constructed  on  this  prin- 
ciple ;  and  although  the  particular  method  of  effecting  the 
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object  was  new,  yet  Lord  EUenborough  held  that  as  the 
patentee  had  claimed  the  principle,  which  was  not  new,  the 
patent  was  bad.  If  the  inventor  had  limited  his  claim  to 
his  own  mode  of  carrying  the  principle  into  effect  his  patent 
would  have  been  upheld.  (Rex  v.  Cutler,  1  Stark.  354,  1 
W.  P.  C.  76.) 

The  case  of  Rex  v.  Else  (1  W.  P.  C.  76)  affords  another 
instance  of  the  same  error.  The  specification  claimed  in 
effect  the  exclusive  right  of  combining  silk  and  cotton 
thread,  and  then  of  making  lace  of  the  combined  material. 
It  was  proved  that  silk  and  cotton  thread  had  previously 
been  combined  in  some  mode  or  other ;  and  although  the 
material  so  constructed  was  unfit  for  making  lace  on  account 
of  its  coarseness,  yet  as  the  patentee  did  not  confine  him- 
self to  any  particular  mode  of  combining  the  two,  his  claim 
was  held  to  extend  to  every  mode,  and  was  therefore  bad. 

Fisher  and  Gibbons  obtained  a  patent  in  1844  for  an 

invention  of  a  machine  in  which  a  shuttle  was  combined 

with  a  needle  for  producing  stitches  to  ornament  fabrics. 

In  1846  Thomas  procured  a  patent  for  improvements  in 

machinery  for  sewing  and  stitching  various  fabrics.     His 

specification  was  construed  as  claiming  generally  the  use  of 

needles  in  combination  with  shuttles  for  producing  stitches ; 

and  although  he  showed  one  particular  form  of  a  needle 

and  shuttle  machine  which  was  a  different  combination 

from  that  described  by  Fisher  and  Gibbons,  it  was  held 

that,  having  regard  to  the  language  employed,  his  claim 

could  not  be  confined  to  that  particular  combination.    His 

patent  was,  therefore,  invalid  in  consequence  of  the  patentee 

claiming  too  much.     (Thomas  v.  FoxweU,  5  Jur.  n.  s.  87 ; 

6  Jur.  N.  s.  271.) 

Under  a  patent  for  improvements  in  weaving  figured 
fabrics,  the  specification  described  mechanism  for  weaving 
coach  lace,  but  the  patentee  said  that  he  did  not  confine 
himself  to  narrow  goods  only,  as  his  improvements  were 
applicable  to  the  production  of  carpets.  It  was  shown  that 
the  specified  mechanism  could  not  be  adapted  to  the  weaving 
of  carpets  by  merely  enlarging  it,    but  required  certain 

1% 
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additions  to  be  made  to  it  before  it  could  be  employed  for 
that  purpose.  Sir  F.  PoUock,  C.  B.,  told  the  jury,  at  the 
trial  of  an  action  for  an  infringement,  that  if  carpets  could 
not  be  made  by  the  means  stated  in  the  specification,  the 
patent  was  not  good  ;  and  the  jury  returned  a  verdict  in 
favour  of  the  defendant.  {Crosslcy  v.  Potter^  Macr.  P.  C. 
240.) 

So  likewise  if  a  specification  claims  a  novel  combination 
of  parts  forming  an  entire  machine,  and  also  makes  a  claim 
to  a  subordinate  combination  which  is  not  new,  the  patent 
cannot  stand.     (Cropper  v.  Smith,  1  R.  P.  C.  81.) 

Under  a  patent  for  an  invention  for  constructing  belts 
for  driving  machinery  the  specification  claimed  to  make 
belts  of  that  class  of  cotton  canvas  which  was  known  in  the 
market  as  hard  woven  canvas.  Now  it  was  proved  that 
there  were  ten  qualities  of  such  canvas  in  the  market,  and 
that  at  the  most  three  of  them  would  answer  the  purpose. 
In  the  absence  of  evidence  that  an  ordinary  workman  would 
know  which  quality  to  select  without  trying  experiments,  it 
was  held  by  the  Court  of  Appeal  that  the  specification 
claimed  too  much.     {Gandy  v.  Reddaway,  2  E.  P.  C.  49.) 

A  specification  claimed  the  use  of  all  peroxides  of  man- 
ganese for  a  given  purpose,  but  it  was  shown  that  only  the 
hydrated  peroxide  would  have  the  desired  efiect,  and  the 
patent  was  therefore  declared  to  be  invalid.  (Kurtz  v.  Spence, 
5  R.  P.  C.  161.)  See  also  Ralston  v.  Smith  (9  C.  B.  n.  s. 
117 ;  11  C.  B.  N.  s.  471 ;  11  H.  L.  Cas.  228) ;  Booth  v. 
Kennard  (2  H.  &  N.  84) ;  Saunders  v.  Aston  (18  B.  &  Ad. 
886  ;  1  W.  P.  C.  75  w.)  ;  and  Haworth  v.  Hardcastle  (1  W. 
P.  C.  484.) 

We  must  not  forget,  however,  the  remarks  made  by 
Jessely  M.  2?.,  in  the  case  of  Frearson  v.  Loe  (L.  R.  9  Ch. 
D.  58) :  '  It  does  not  follow  that  because  an  inventor  thinks 
he  has  invented  more  than  he  has  in  fact,  and  describes  the 
advantages  of  his  invention,  and  some  of  these  advantages 
arise  from  an  old  portion  of  the  invention,  it  may  not  still 
be  a  good  patent,  provided  that  the  invention  as  claimed  is 
80  limited  as  to  fail  to  coyer  the  actual  thing  in  use,  while 
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it  covers  some  of  the  advantages  mentioned;  in  such  a 
case  it  may  still  no  doubt  be  a  good  patent.' 

Vagu£f  speculative  claims  to  be  avoided. — A  patentee  will 
not  be  allowed  to  make  wide  hypothetical  or  speculative 
claims  based  on  mere  conjecture  or  surmise,  nor  will  his 
patent  be  permitted  to  cover  matters  of  which  he  was 
ignorant  at  the  date  of  his  patent.  In  the  specification 
under  a  patent  for  improvements  in  machinery  for  raising 
water,  the  patentee  said,  'If  any  gases  or  elastic  media 
other  than  atmospheric  air  are  used,  with  which  to  charge 
the  case  [part  of  the  machinery],  I  claim  the  sole  right 
to  do  so.'  Pollock,  C.  -B.,  who  tried  an  action  brought  for 
infringing  this  patent  {Tetley  v.  Boston,  Macr.  P.  C.  48), 
remarked  upon  this  passage,  that,  in  point  of  law,  the 
patentee  had  no  right  to  make  such  a  claim ;  the  law  would 
not  permit  a  patentee  to  claim  more  than  he  has  invented. 
*  It  will  permit  him  to  claim  that  which  he  has  invented  by 
means  of  successful  experiments  or  otherwise,  and  which  he 
has  given  to  the  public,  but  not  that  which  is  the  mere 
subject  of  his  speculation  or  imagination,  or  of  his  endea- 
vouring to  grasp  more  than  he  is  entitled  to.  I  think  we 
are  bound  to  give,  as  far  as  possible,  the  fullest  effect  to  an 
invention ;  but,  on  the  other  hand,  I  think  we  are  also 
bound  to  oppose  the  endeavours  to  make  a  patent  grasp  at 
and  embrace  a  number  of  matters  that  were  never  in  the 
head  of  the  inventor.' 

In  another  part  of  the  specification,  the  patentee 
described  a  wheel  with  straight  arms,  and  then  he  said, 
*I  propose  to  construct  the  wheel  of  every  variety  of 
configuration,  so  long  as  it  is  constructed  with  a  channel 
in  the  interior.'  The  defendant  had  made  use  of  a  wheel 
with  bent  arms,  and  the  patentee  treated  this  as  an  infringe- 
ment, although  he  admitted  that  at  the  time  he  obtained 
his  patent  he  had  never  thought  of  bent  arms,  and  also  that 
curved  arms  almost  trebled  the  effect  of  the  machine. 
The  judge  told  the  jury  that  the  patentee's  claim  to  every 
shape  of  arm  would  not  stand.  To  hold  that  it  was  good 
would  be  to  reward  a  man  who  had  rashly  and  ignorantly 
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taken  out  a  patent  on  a  subject  he  had  not  appreciated. 
The  same  learned  judge,  when  presiding  at  the  trial  of 
Stevens  v.  Keating  (2  W.  P.  C.  184) — an  action  for  infring- 
ing a  patent  for  processes  for  combining  materials  to  form 
cements — said,  with  reference  to  that  part  of  the  specifica- 
tion which  was  held  to  claim  the  use,  not  only  of  a  parti- 
cular acid,  but  of  all  acids  which  might  succeed,  that  no 
patentee  could  be  allowed  to  make  such  a  claim,  and  to 
say,  Whereas  other  substances  will  succeed,  I  claim  them 
all. 

A  perusal  of  these  cases  will  show  that  it  is  safer  for  a 
patentee  to  restrict  his  claim  to  the  use  of  those  processes, 
or  those  materials,  which  he  has  found  by  actual  trial  to 
answer  the  purpose,  than  to  extend  it  to  matters  of  which 
he  has  no  accurate  knowledge;  since,  in  doing  this,  he 
may  either  claim  something  which  will  not  answer  the 
object  in  view,  something  which  is  not  new,  or  something 
which  he  does  not  suflBciently  describe.  The  law  will  aid 
him,  without  any  general  claim  in  his  specification,  in 
repressing  infringements  which  are  an  illegal  imitation  of 
his  process  behind  a  colourable  variation,  or  by  means  of 
mechanical  or  chemical  equivalents. 

*  The  safest  course  for  patentees  to  adopt '  (said  Pollock^ 
C.  B.,  to  the  jury  on  the  trial  of  Crossley  v.  Potter ^  Macr.  P. 
G.  256)  'in  framing  their  specifications  is,  instead  of 
including  everything,  to  confine  themselves  specifically  to 
one  good  thing,  and  a  jury  will  always  take  care  that  if 
that  be  a  real  invention,  no  man  under  colour  of  improve- 
ment shall  be  allowed  to  interfere  with  that  which  is  the 
oflfspring  of  their  genius.' 

In  the  case  of  Arnold  v.  Bradbury  (L.  R.  6  Ch.  706) 
Lord  Hatherley,  C,  said  that  a  claim  must  be  very  large 
and  vague  indeed  to  justify  any  court  in  saying,  indepen- 
dently of  evidence,  that  it  is  impossible  to  sustain  a  patent 
based  upon  it.  In  that  case  he  decided  that  the  claims  for 
making  ruffles  *  by  machinery '  meant  by  the  described 
machinery,  and  that  there  was  no  ground  for  holding  that 
the  claims  were  too  large  per  se.    In  the  course  of  his 
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judgment,  he  remarked  that  it  was  a  singular  fact  that  no 
case  had  been  cited  from  the  law  books  of  any  claim  being 
held  to  be  too  large  on  account  of  the  greatness  of  the 
claim  independently  of  external  evidence.  But  he  referred 
to  an  American  case  (Wyatt  v.  Stone,  1  Storey  278)  where 
the  patentee  had  claimed  every  method  of  cutting  ice  by 
machinery. 
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CHAPTER  X. 

ON   THE   INTEBPBETATION  OF   SPECIFICATIONS. 

FoBMBBLY  there  was  a  disposition  in  the  Courts  to  take 
part  against  patentees,  under  the  impression  that  mono- 
polies were  not  to  be  encouraged,  attaching  the  old  odious 
sense  of  the  term  to  the  phrase  indicating  a  patent  privi- 
lege  for  an  invention.  The  judges  were  then  astute  to 
detect  flaws  in  specifications,  to  the  language  of  which  they 
were  accustomed  to  apply  a  rigorous  criticism.  Then  came 
a  change,  and  some  of  the  judges  thought  that  a  specifica- 
tion ought  to  be  read  with  indulgence ;  that  a  liberal 
construction  should  be  put  upon  it,  and  that  the  words 
should  receive  a  benign  or  a  benevolent  interpretation. 
But  of  late  years  the  Courts  have  laid  down  that  specifica- 
tions are  to  be  construed  like  other  written  documents, 
that  is,  with  a  disposition  to  read  them  fairly,  and  with  an 
endeavour  to  ascertain  their  real  meaning,  not  straining 
the  language  nor  giving  effect  to  petty  objections.  In  the 
case  of  Newton  v.  Halbard  (Hil.  Term,  1872)  Mr,  Justice 
Grove  said,  '  A  specification  should  not  be  construed  in  a 
technical  or  captious  spirit,  but  with  a  fair  intention  to 
give  it  effect  if  it  be  reasonably  intelligible.'  In  the  case 
of  Harrison  v.  The  Anderston  Foundry  Company  (L.  R.  1 
App.  Cas,  574)  Lord  Chelmsford  said,  *  In  the  construction 
of  a  specification  it  appears  to  me  that  it  ought  not  to  be 
subjected  to  what  has  been  called  a  benign  interpretation,  or 
to  a  strict  one.  The  language  should  be  construed  accord- 
ing to  its  ordinary  meaning,  the  understanding  of  technical 
words  being,  of  course,  confined  to  those  who  are  conver- 
sant with  the  subject-matter  of  the  invention.'     'I  am 
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anxions '  (said  Sir  G.  Jessel,  M.  R.,  in  Hinks  y.  Safety 
Lighting  Company,  L.  R.  4  Ch.  D.  607),  *  as  I  believe  every 
judge  is  who  knows  anything  of  patent  law,  to  support 
honest  bond-fide  inventors  who  have  actually  invented 
something  novel  and  useful,  and  to  prevent  their  patents 
from  being  overturned  on  mere  technical  objections  or  on 
mere  cavillings  with  the  language  of  the  specification,  so 
as  to  deprive  the  inventor  of  the  benefit  of  his  invention. 
This  is  sometimes  called  a  ^^  benevolent "  mode  of  construc- 
tion. Perhaps  that  is  not  the  best  term  to  use,  but  it  may 
be  described  as  construing  a  specification  fairly,  with  a 
judicial  anxiety  to  support  a  really  useful  invention,  if  it 
can  be  supported  on  a  reasonable  construction  of  the 
patent.'  See  also  the  remarks  of  the  same  learned  judge, 
and  of  Brett,  L.  J.,  in  Plimpton  v.  Spiller  (L.  R.  6  Ch.  D. 
412).  Also  the  observations  of  Sir  G.  Jessel,  M.  R.,  in 
Otto  V.  Linford  (Court  of  App.  46  L.  T.  n.  s.  85).  In 
Dudgeon  v.  Thomson  (L.  E.  8  App.  Cas.  58),  Lord  Blackburn 
said,  *  I  apprehend  the  duty  of  the  Court  is  fairly  and  truly 
to  construe  the  specification,  neither  favouring  the  one  side 
nor  the  other ;  neither  putting  an  unfair  gloss  or  construc- 
tion upon  the  specification  for  the  purpose  of  saving  a 
patent,  nor  in  order  to  extend  it.' 

The  same  learned  judge,  in  Clark  v.  Adie  (L.  B.  2 
App.  Cas.  428),  said,  '  In  construing  the  specification  we 
must  construe  it  like  all  written  documents,  taking  the  words 
and  seeing  what  is  the  meaning  of  those  words  when  applied 
to  the  subject-matter ;  and  in  the  case  of  a  specification 
which  is  addressed,  not  to  the  world  at  large,  but  to  a  par- 
ticular class,  namely,  skilled  mechanicians  possessing  a 
certain  amount  of  knowledge,  it  is  material  for  the  tribunal 
to  put  itself  in  the  position  of  such  a  class,  .  •  •  and  by  the 
admission  of  evidence  or  otherwise  put  itself  in  a  position  to 
understand  and  then  to  say  what  the  words  of  the  specifi- 
cation mean  when  applied  to  such  a  subject-matter.'  In 
delivering  the  judgment  of  the  Court  of  Appeal  in  the  same 
case  (L.  B.  8  Ch.  D.  142),  L.  J.  James  said,  '  It  cannot  be 
effectually  contended  that  there  is  any  principle  to  be  applied 
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to  the  construction  of  specifications  which  differs  from  that 
applicable  to  the  construction  of  every  written  instrument 
whatever.  Of  course,  in  ascertaining  the  meaning  of  words 
used,  you  endeavour  to  put  yourself  as  much  as  possible  in 
the  position  of  the  person  using  them.'  (See  also  Simpson  v. 
HoUiday,  18  W.  R.  577,  S.  C.  L.  R.  1  H.  L.  315 ;  Edison 
and  Swan  Electric  Light  Co.  v.  Holland^  5  R.  P.  C.  474.) 

*  A  specification '  (said  Mr.  Justice  Fry  in  Wegmann  v. 
Corcoran,  L.  R.  18  Ch.  D.  77)  *  ought  to  be  read  as  a 
whole,  and  with  the  view  of  ascertaining  whether  it  fairly 
and  honestly  and  with  sufficient  exactitude  describes  the 
invention.'  And  in  Plimpton  v.  SpiUer{h.  R.  6  Ch.  D.  412) 
L.  J.  James  said,  *  You  must  always  construe  a  claim  with 
reference  to  the  whole  context  of  a  specification.' 

*  If  any  patent  is  capable  of  more  constructions  than 
one,  the  general  rule  would  be  applied  that  you  would  put 
upon  it  that  construction  which  makes  it  a  valid  patent, 
rather  than  a  construction  which  renders  it  invalid.'  (Per 
L.  J.  Lindley  in  Needham  v.  Johnson,  1  R.  P.  C.  58.)  *  We 
ought  if  possible  to  construe  a  claim  so  as  to  support  a 
patent.'     (Per  Sir  B.  Brett,  S.  C.  55.) 

As  to  the  interpretation  of  old  specifications  which  are 
brought  forward  to  prove  anticipation,  there  is  the  im- 
portant case  of  Betts  v.  Menzies,  in  the  House  of  Lords 
(10  H.  L.  C.  117),  in  which  it  was  held  that  even  where 
there  is  an  identity  of  language  in  two  specifications, 
if  such  identity  consist  merely  in  technical  terms,  it  must 
be  considered  impossible  for  the  judge  to  say  what  exact 
meaning  the  first  patentee  attributed  to  such  terms,  if  any 
long  interval  of  time,  such  as  the  interval  from  1804  to 
1848,  elapsed  between  the  two  specifications.  Under  these 
circumstances  the  judge  ought  not  to  take  upon  himself  to 
decide  as  to  the  identity  of  the  inventions,  guided  only  by 
the  similarity  of  language.  He  cannot  assume  that  the 
inventions  are  substantially  the  same  because  the  expres- 
sions employed  are  similar.  The  identity  or  dissimilarity 
is  a  fact  which  cannot  be  decided  without  hearing  evidence 
on  the  point,  and  if  the  case  is  tried  before  a  jury  it  is  a 
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fact  for  their  decision.  And  in  a  subsequent  case  on  the 
same  patent,  Sir  W.  P.  Wood^  V.  C,  appears  to  have  con- 
sidered that  it  is  no  ground  of  proof  of  the  effect  of  a  long 
anterior  patent  that  scientific  persons  of  the  present  day, 
with  all  the  superior  knowledge  obtained  by  the  advance  of 
science,  depose  that  they  could  produce  the  same  results 
by  the  process  disclosed  by  the  earlier  patent,  as  that  de- 
scribed in  the  subsequent  one.  (Betts  v.  De  Vitre,  11  L.  T. 
N.  s.  445.) 

Where  there  is  doubt  as  to  the  meaning  of  particular 
expressions,  competent  persons  may  be  called  for  the  pur- 
pose of  explaining  the  matter ;  but  evidence  is  not  admis- 
sible to  explain  or  alter  the  plain  and  precise  words  of  a 
specification,  or  for  the  purpose  of  correcting  mistakes  in 
it.  (NeiUon  v.  Harford,  1  W.  P.  C.  318.)  In  Elliot  v. 
Turner  (2  C.  B.  446),  it  was  held  that  the  words  of  a  speci- 
fication are  to  be  construed  according  to  their  ordinary  and 
proper  meanmg,  unless  there  be  something  in  the  context 
(which  may  be  explained  by  evidence)  to  show  that  a  differ- 
ent construction  ought  to  prevail.  Of  course  it  is  allowable 
to  call  persons  of  skill  in  the  department  of  practical  art 
to  which  the  invention  belongs  for  the  purpose  of  saying 
whether  or  not  they  understand  the  specification,  and 
whether  or  not  they  could  execute  its  directions,  so  as  to 
produce  a  useful  result.  (See  C.  J.  TindaVs  remarks  in 
Walton  v.  PotUr,  1  W.  P.  C.  595.) 

In  examining  a  specification  with  the  view  of  ascertain- 
ing its  sufficiency,  the  Court  will  not  take  into  consideration 
what  the  patentee  says  he  thought  of,  meant,  or  intended  at 
the  time  he  prepared  it.  The  Court  will  notice  only  what 
the  ordinary  workman  says.  Kaye  v.  Chtibh  (4  E.  P.  C.  289). 

Although  a  tribunal  will  look  with  extreme  jealousy  at 
any  attempt  on  the  part  of  a  patentee  to  derogate  from  his 
own  grant  after  he  has  assigned  the  patent,  yet  in  constru- 
ing the  specification  the  language  must  not  be  forced  from 
its  true  meaning  in  order  to  avoid  imposing  a  hardship  on 
the  assignee.  {Hocking  v.  Hocking,  House  of  Lords,  6  E.  P. 
C.  75.) 
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It  miiBt  be  borne  in  mind  tbat  a  specification  wR  be 
eonstmed  with  reference  to  the  state  of  knowledge  at  the 
time  it  was  prepared*  Thus,  the  specification  nnder  a 
patent  for  a  chemical  invention  will  be  held  to  refer  to  what 
was  known  at  the  time,  and  not  to  anything  which  was  dis- 
covered sabseqaently.  The  language  will  not  be  deemed 
too  wide  becanse  it  is  extensive  enough  to  embrace  unsuit- 
able ingredients  of  later  discovery.  As  a  patentee  would 
not  be  allowed  to  secure  the  exclusive  use  of  materials  un- 
known at  the  date  of  the  patent,  although  the  words  of  the 
specification  are  sufficiently  ample  to  cover  them,  it  would 
be  manifestly  unjust  to  hold  that  his  language,  having 
become  applicable  by  the  advance  of  knowledge  to  more 
than  he  contemplated,  should  render  the  patent  void,  if  it 
was  properly  limited  and  accurate  at  the  time  it  was 
employed. 

In  1878  a  patent  was  obtained  for  certain  methods  of 
preparing  colouring  matters  from  naphthylamine,  a  sub- 
stance derived  from  one  of  the  products  of  the  distillation 
of  coal.  In  an  action  for  infringing  the  patent  the 
defendant  contended  that  as  two  substances  named  naph- 
thylamine (viz.  the  alpha  and  beta  forms)  were  known  to 
chemists  at  the  date  of  the  patent,  one  of  which  would  not 
answer  the  purpose,  the  specification  was  insufficient  by 
reason  of  its  not  stating  which  of  the  two  was  to  be  used. 
But  it  was  held  by  the  judge  who  tried  the  action,  and  by  the 
House  of  Lords,  that  as  the  alpha  form  (the  suitable  one) 
was  the  only  one  in  the  market  at  the  date  of  the  patent, 
the  beta  form  being  a  costly  substance  known  only  to  a  few 
chemists  as  a  laboratory  product,  the  specification  was 
sufficiently  explicit.  {Badische  Anilin  und  Soda  Fabrik  v. 
Levinstein,  2  R.  P.  C.  73 ;  S.  C.  House  of  Lords,  4  R.  P.  C. 
468.)     See  also  Crossley  v.  Beverley  (8  C.  &  P.  515). 

Where  a  specification  has  received  an  interpretation  in 
the  Court  of  Appeal  and  afterwards  goes  there  again  on 
appeal  from  the  decision  in  another  action  against  another 
defendant,  the  construction  previously  put  upon  it  will  be 
adopted  and  will  not  be  allowed  to  be  questioned.     {Auto- 
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matic  Weighing  Machine  Co,  v-  Combined  Weighing  Machine 
Co.,  6  R.  P.  C-  867.) 

Construction  of  Claims. — *  You  must  always  construe  a 
claim  with  reference  to  the  whole  context  of  a  specification.* 
(Per  Sir  W.  M.  James,  L.  J.,  in  Plimpton  v.  SpiUer,  L.  B.  6  Ch. 
D.  412.)  *  Every  claim  in  every  patent  must  be  read  and 
construed  with  reference  to  the  specification,  and  not  as 
if  the  claim  was  an  isolated  sentence  having  no  connection 
with  or  reference  to  what  precedes  it.'  (Edison  d  Swan 
United  Electric  lAght  Company  v.  Woodhouse,  Court  of 
Appeal,  4  R.  P.  C.  107,  and  see  Kaye  v.  Chubb,  5  R. 
P.  C.  641.) 

As  to  the  construction  of  a  claim  which  can  be  read  in 
two  senses,  one  of  which  would  make  the  patentee  appear 
to  claim  something  which  was  well  known  and  in  common 
use,  see  Cropper  v.  Smith,  Court  of  Appeal,  W.  P.  C.  p.  81, 
and  Westinghouse  v.  Lancashire  and  Yorkshire  Railway 
Company,  ibid.  p.  98.  And  see  what  fell  from  Tindal,  C.  J.,  in 
Haworth  v.  Hardcastle,  1  W.  P.  C.  484.  If  one  construc- 
tion would  imply  that  the  claim  is  practically  a  repetition 
of  what  has  gone  before  and  entirely  superfluous,  yet  so 
long  as  it  does  not  seek  to  enlarge  the  monopoly  beyond 
what  the  patentee  is  entitled  to,  it  will  not  make  the  patent 
invalid.     {Plimpton  v.  Spiller,  L.  R.  6  Ch.  D.  412.) 

It  was  decided  by  the  House  of  Lords  in  The  British 
Dynamite  Company  v.  Krebs  (Goodeve's  cases,  p.  88)  that 
an  appendant  claim  to  something  old  did  not  vitiate  a 
patent.  In  this  case  the  patentee  had  claimed  the  manu- 
facture of  the  dynamite  which  was  found  to  be  new,  and 
also  claimed  the  means  of  firing  by  special  ignition  as 
described.  Some  of  these  means  of  firing  being  old  and 
well  known  as  applied  to  other  explosives,  the  House  of 
Lords  construed  this  claim  as  being  only  appendant  to 
dynamite,  and  upheld  the  patent.  It  is  not,  however, 
advisable  for  inventors  to  make  claims  of  this  kind,  which 
if  held  to  extend  the  patent  would  invalidate  it,  and  if  held 
not  to  extend  it  are  simply  useless. 

The  following  decisions  have  reference  to  the  interpret 
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the  alleged  prior  specification  must  be  duly  specified.  The 
opponent's  evidence  in  support  of  his  case  and  the  appli- 
cant's evidence  in  reply  must  be  in  the  form  of  statutory 
declarations.  At  the  hearing  before  the  Comptroller  no 
matter  can  be  gone  into  which  has  not  been  stated  in  the 
notice  of  opposition.  He  may  allow  amendments  in  notices 
of  opposition  at  the  hearing.  (See  Patents  Bules,  1890, 
E.  16 ;  Lakers  Application^  2  Griff.  P.  C.  35 ;  Airey's  Appli- 
cation, 5  B.  P.  C.  848.) 

Where  a  notice  of  the  hearing  before  the  Comptroller 
did  not  reach  the  opponent's  agent  and  the  case  was  decided 
against  the  opponent  in  his  absence,  the  Comptroller  sug- 
gested that  the  opponent  should  appeal,  and  this  being  done 
the  law  officer  referred  the  case  back  to  the  Comptroller 
for  rehearing.     (Warmah's  Application,  2  Griff.  P.  C.  43.) 

Appeal  to  the  Laic  Officer, — ^When  a  person  intends  to 
appeal  to  the  law  officer  against  the  Comptroller's  decision, 
he  must  file  in  the  Patent  Office  a  notice  of  his  intention, 
within  fourteen  days  from  the  date  of  the  decision.  (See 
the  Bules  of  the  Law  Officers  in  the  Appendix). 

When  the  Comptroller  requires  an  amendment  to  be 
made,  but  does  not  at  once  settle  the  words  of  the  amend- 
ment, it  is  the  practice  to  regard  the  time  for  appealing  to 
the  law  officer  as  dating  from  the  day  of  forwarding  to 
the  opponent  a  copy  of  the  amendment  approved  by  the 
Comptroller.     {Chandler's  Patent,  1  Griff.  P.  C.  273). 

When  a  notice  of  appeal  is  given  by  one  party,  the 
other  party  will  not  be  allowed  to  question  at  the  hearing 
another  part  of  the  Comptroller's  decision  unless  he  has 
also  given  notice  of  appeal,  or  has  obtained  the  consent  of 
the  other  side.  (Bairstow's  Patent,  5  B.  P.  C.  287.)  When 
the  appellant  is  one  of  the  opponents,  it  is  the  practice, 
going  beyond  the  rule,  to  send  him  notice  of  the  hearing 
before  the  law  officer. 

At  the  hearing  the  parties  may  appear  in  person,  or  be 
represented  by  counsel,  solicitors,  or  patent  agents.  The 
onus  of  proof  lies  on  the  opponent.  {Ex  parte  Sheffield,  L.  E. 
8  Oh.  287.)    The  more  important  decisions  of  the  law 
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officers  are  now  officially  reported,  so  that  more  uniformity 
may  be  looked  for  than  formerly,  when  it  was  not  unusual 
to  find  different  law  officers  holding  different  views  on  the 
same  points.  They  are  always  reluctant  to  stop  patents, 
because  applicants  cannot  appeal  from  their  decisions ;  but 
if  the  law  officer  entertains  no  doubt  that  the  invention 
has  been  anticipated  by  a  prior  patent  he  will  refuse  the 
application.  {Aire  and  Calder,  dc,  ApplicatioTiy  5  R.  P.  C. 
845;  Waller  and  Ratclifs  Application,  5  R.  P.  C.  347; 
DanieVs  ApplicaHoUf  5  R.  P.  C.  413.) 

The  infringement  of  an  existing  patent  was  formerly  not 
considered  a  ground  for  refusing  an  application,  for  the 
reason  that  it  was  possible  that  the  later  invention  covered 
a  valuable  improvement,  and  according  to  the  present 
practice  if  the  later  invention  is  an  improvement  on  an 
invention  under  an  existing  patent,  the  application  must  be 
distinctly  made  for  the  improvement  separate  from  the 
already  patented  invention.  (Hoskin's  Patent,  1  Griffin, 
P.  C.  291.) 

Under  the  old  system,  if  the  law  officer  was  at  all 
doubtful  as  to  the  effect  of  the  evidence  before  him,  he 
would  allow  the  patent  to  proceed,  that  the  question 
might  be  tried  in  a  court  of  law.  In  the  case  of  Dance's 
Patent  (P.  M.  J.  vol.  vi.  2nd  series,  298),  Atherton,  A.  G. 
(1861),  finally  gave  his  judgment  as  follows: — *I  allow 
this  patent  to  proceed,  thinking  that  the  question  of  fact, 
whether  Dance  or  Stevens  invented,  and  the  mixed  ques- 
tion of  fact  and  law,  whether  the  invention  had  been 
made  public  before  Dance  applied  for  protection,  admit 
of  too  much  doubt  to  justify  a  law  officer  in  stopping  the 
patent.' 

And  so  in  other  cases  where  much  doubt  hung  about 
the  matter ;  for  example,  where  the  evidence  was  conflicting, 
and  the  law  officer  was  unable  to  decide  which  side  was 
speaking  the  truth,  he  would  allow  the  application  to  pro- 
ceed, as  was  done  by  Giffard,  8.  G.,  May  6,  1876,  in  the 
matter  of  LiddeWs  Patent,  No.  3872,  1875. 

And  in  Re  RusselVs  Patent  (2  De  G.  and  J.  130),  where 
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the  novelty  of  the  invention  was  contested,  Lord  Cranworth, 
C,  thought  that  in  such  a  case  it  was  better  to  nm  the 
risk  of  patting  the  party  opposing  to  the  costs  of  ulterior 
proceedings  than  to  withhold  the  Seal,  for  the  obvious 
reason  that  the  former  course,  if  wrong,  would  only  create 
a  remediable  injury,  whilst  the  latter  course,  if  wrong, 
would  cause  an  irremediable  injury.  (See  also  Re  Tohon's 
Patent,  6  De  G.  M.  and  G.  422  ;  Re  Lowe's  Patent,  25  L.  J. 
Ch.  454 ;  Re  Simpson  and  Isaac's  Patent,  21  L.  T.  o.  s.  81 ; 
Re  Spence's  Patent,  3  De  G.  and  J.  523.) 

And  under  the  new  law  it  is  the  well-recognised  prac- 
tice that  if  there  is  doubt  as  to  the  applicant's  right  to  a 
patent  the  question  should  be  determined  in  his  favour, 
and  the  patent  sealed.  {Chandler's  Patent,  1  Griff.  P.  C. 
270 ;  Welch's  Patent,  1  Griff.  P.  C.  300 ;  Jones'  Patent,  2 
Griff.  P.  C.  83.)  It  is  no  part  of  the  law  officer's  duty  to 
decide  the  validity  or  invalidity  of  patents.  {Newman's 
Patent,  5  E.  P.  C.  277.)  If  a  strongly  controverted  question 
of  scientific  anticipation  should  arise,  the  patent  will  not  be 
stopped.     {Lake's  Patent,  6  R.  P.  C.  548.) 

The  first  ground  of  opposition  mentioned  in  the  Act  is 
that  the  applicant  had  obtained  the  invention  from  the 
opponent,  or  from  a  person  of  whom  he  is  the  legal  repre- 
sentative. The  fact  that  a  workman  has  assisted  his 
master  in  improving  the  details  of  the  machine  invented  by 
the  master  and  sought  to  be  patented  by  him  affords  no 
ground  of  opposition  to  the  grant  of  a  patent  to  the  master. 
{David  &  Woodley,  2  Griff.  P.  C.  26.)  As  to  the  words 
'  legal  representative,'  it  was  held  that  an  agent  regularly 
appointed  by  power  of  attorney  does  not  fulfil  the  require- 
ment.    {Edmund's  Patent,  1  Griff.  P.  C.  281.) 

The  second  ground  of  opposition  is  that  the  invention 
had  been  patented  in  this  country  on  an  application  of 
prior  date. 

The  opponent  must  be  a  person  who  has  a  real  interest 
in  the  prior  patent,  or  a  person  who  was  the  originator  of  the 
invention  sought  to  be  patented.  A  patent  agent  does  not 
fall  within  the  description.      {Heath  dt  Frost's  Patent,  1 
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Griff.  P.  C.  289.    And  see  Hookham's  Application,  2  Griff, 
P.  C.  82.) 

A  person  was  allowed  to  be  heard  on  the  ground  that  he 
had  had  an  interest  under  a  lapsed  prior  patent,  alleged  to 
anticipate  the  applicant's  invention,  and  had  manufactured 
under  it.  {Glossop's  Patent,  1  Griff.  P.  C.  285.)  But  the 
simple  fiact  that  a  person  had  manufactured  under  a  prior 
patent  is  not  sufficient.  (MacEvoy's  Patent,  5  B.  P.  C. 
285.)  Nor  is  it  enough  to  allege  that  the  opponent  is  going 
to  work  the  invention  under  the  prior  patent.  {Bairstow's 
Patent,  5  B.  P.  C.  287.) 

*  Patented  in  this  country  on  an  application  of  prior  date.* 
— An  opponent  was  allowed  to  be  heard  although  the  prior 
patent  had  expired.  {Lancaster's  Patent,  1  Griff.  P.  0.  293.) 
But  if  the  invention  has  been  only  described  but  not 
claimed,  it  has  not  been  patented  in  this  country.  {Von 
Bueh,  2  Griff.  P.  C.  40.)  And  an  invention  which  has  only 
received  provisional  protection  cannot  be  cited  against  the 
applicant.  {Bailey's  Patent,  1  Griff.  P.  C.  269 ;  Paterson's 
Patent,  1  Griff.  P.  C.  296.)  But  a  person  whose  complete 
specification  has  been  accepted  at  the  Office^  although  his 
patent  has  not  been  issued,  is  entitled,  under  section  15 
of  the  Act  of  1883,  to  be  heard  in  opposition.  {UOiseau 
d  Pierrard,  2  Griff.  P.  C.  86.) 

Where  the  opponent  proves  that  the  invention  is  de- 
scribed and  claimed  in  the  complete  specification  under 
a  prior  patent,  it  is  no  answer  to  say  that  the  invention  is 
not  comprised  in  the  provisional  specification  of  the  former 
patent  {Green's  Patent,  1  Griff.  P.  C.  286) ;  or  that  the 
claim  in  the  complete  specification  goes  beyond  the  title  and 
provisional.  {Newman,  2  Griff.  P.  C.  40 ;  see  also  Hay- 
thomthwaite's  Application,  7  B.  P.  C.  70.) 

Where  it  is  clear  that  a  claim  is  covered  by  an  earlier 
patent  the  applicant  will  be  ordered  to  strike  it  out.  {Hall 
&  HaWs  Patent,  5  B.  P.  C.  283 ;  Webster's  Patent,  6  E.  P.  a 
163.)  And  an  applicant  is  frequently  required  to  state  in  his 
specification  that  he  is  aware  of  a  given  patent  and  that  he 
does  not  claim  anything  which  is  described  and  claimed  in  the 
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specification  under  it.  {Newman's  Patent,  5  R.  P.  C.  271 ; 
Gozney's  Application,  5  R.  P.  C.  597  ;  Lynde's  Patent,  5 
R.  P.  C.  663.)  Even  a  reference  to  an  expired  patent  is  some- 
times required  to  be  inserted.  {HalVs  Patent,  5  R.  P.  C. 
283.)  In  the  cases  of  Guest  and  Barrow's  Patent  (5  R.  P. 
C.  312)  ;  and  Sielafs  Application  (5  R.  P.  C.  484),  a  dis- 
claimer of  a  principle  was  ordered  to  be  inserted.  The 
reference  to  an  earlier  specification  must  not  put  a  con- 
struction on  the  latter.    {Atherton's  Patent,  6  R.  P.  C.  547.) 

Rival  Applications. — When  two  contending  applicants 
for  a  patent  claimed  to  be  independent  contemporaneous 
discoverers,  the  law  oflScer  usually  refused  to  allow  the 
grant  to  issue  to  either  separately,  but  offered  it  to  the  two 
jointly.  And  so  in  a  case  of  opposition  before  Lord  Cran- 
worth,  C,  where  a  master  and  his  foreman  had  both  in- 
vented certain  improvements,  for  which  the  master  alone 
applied  for  a  patent,  but  was  opposed  by  the  foreman  on  the 
ground  of  prior  invention  by  the  latter,  the  patent  was 
ordered  to  be  vested  in  trustees  for  the  benefit  of  both.  {Re 
RusselVs  Patent,  2  De  G.  &  J.  130.)  Where  there  was 
ground  for  supposing  that  the  apphcant  owed  part  of  the 
invention  to  the  opponent,  the  Comptroller  decided  to  seal 
a  patent  for  the  invention  to  the  two  as  joint  inventors. 
(Eadie's  Patent,  1  Griff.  P.  C.  279.) 

Evans's  application  was  opposed  by  Gutting  on  the 
groimd  that  the  former  had  obtained  the  invention  from  the 
latter.  Gutting  afterwards  made  an  appUcation  in  respect 
of  substantially  the  same  invention,  but  that  application 
was  not  opposed  by  Evans.  As  it  appeared  that  the  two 
had  been  jointly  experimenting  on  the  invention,  Sir  R. 
Webster,  A.  G.,  directed  that  a  patent  be  issued  to  Evans 
on  condition  that  he  assigned  one  half  share  to  Gutting, 
and  that  Gutting  should  assign  a  half  share  of  his  patent  to 
Evans,  and  if  Gutting  refused  to  assign,  then  Evanses  patent 
was  to  be  sealed  forthwith.  There  being  a  dif&culty  in 
carrying  out  this  arrangement,  the  law  officers  afterwards 
directed  that  Evans's  patent  should  not  be  sealed,  but  that 
Cutting  should  assign  one  half  share  of  his  patent  to  Evans, 
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the  assignment  to  contain  provisions  as  to  payment  of  the 
patent  fees.  (Evans  d  Otway*g  Patent^  1  Griff.  P.  G.  279. 
And  see  Garthwaite's  Patent,  1  Griff.  P.  C.  284;  Luke's 
PaUnt,  1  Griff.  P.  C.  294.) 

Where  an  employer  opposed  the  application  of  a  person 
i¥ho  was  or  had  been  in  his  service,  on  the  ground  that 
the  invention  sought  to  be  patented  probably  resulted  from 
investigations  or  experiments  directed  and  paid  for  by  the 
employer,  the  law  officer,  being  satisfied  of  the  bona  fides 
of  the  opposition,  granted  his  warrant  on  condition  that 
the  applicant  should  submit  his  provisional  specification 
to  the  inspection  of  the  opponent,  and  should  strike  out 
such  portions  of  it  as  contained  matters  of  the  kind  referred 
to  by  the  opponent.  This  was  done  by  Coleridge,  S.  G.,  in 
the  case  of  Healey's  Application,  No.  85,  1872,  and  also  in 
the  case  of  Conniff's  Application,  No.  8895,  1872. 

In  a  case  where  there  were  rival  applications  for  a 
patent  for  the  same  invention,  and  there  was  a  conflict  of 
evidence  as  to  priority  of  discovery,  the  patent  was  awarded 
by  the  Lord  Chancellor  to  him  who  was  first  in  a  position 
to  seal  it.  {In  re  Lowe's  Patent,  25  L.  J.  n.  s.  454.)  But 
now  priority  of  sealing  will  confer  no  advantage  on  a  later 
applicant,  inasmuch  as  by  section  18  of  the  Act  of  1888 
a  patent  must  be  dated  and  sealed  as  on  the  day  of  the 
application. 

In  cases  of  rival  applications  where  the  law  officer  was 
satisfied  that  one  of  the  applicants  was  entitled  to  one  part 
of  the  invention,  whilst  the  other  could  more  fairly  claim 
another  part,  he  issued  his  warrants  to  both,  limiting  the 
provisional  specifications  accordingly.  This  was  done  by 
Coleridge,  S.  O.,  in  the  matter  of  Craig  and  Macfarlane's 
Applications.  (P.  M.  J.  vol.  iv.  Brd  series,  866.)  Macfarlane 
had  applied  for  Letters  Patent  for  *  Improvements  in  rollers 
for  paper-making  machines,'  and  obtained  the  usual  pro- 
visional protection.  He  claimed  to  have  invented  both  a 
*  coutch-roll '  and  an  *  underpress  roller  '  for  a  paper-making 
machine.  The  application  was  opposed  by  Craig,  on  the 
groimd  that  he  was  the  first  inventor  of  an  underpress 
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roller,  covered  with  vulcanite  and  vulcanised  india-rubber, 
which  formed  part  of  Macfarlane's  provisional  specification, 
and  for  which  Craig  had  also  applied  and  obtained  the 
usual  protection.  Craig  contended  that  Macfarlane,  who 
had  obtained  the  material  for  the  covering  of  the  rollers 
from  a  rubber  company,  was  at  that  time  in  Craig's  em- 
ployment, and  that  he  had  only  applied  for  his  patent  after 
the  rollers  had  been  experimented  with  by  Craig  at  one  of 
his  mills,  and  had  been  found  successful.  Craig  submitted 
that  the  experiments  adduced  by  Macfarlane  had  only  re- 
ference to  the  coutch-roll  of  the  machine,  and  that  Mac- 
farlane had  not  proved  that  he  had  ever  experimented  on 
the  underpress  roller.  Coleridge,  S.  G.,  decided  to  grant 
his  warrant  for  the  sealing  of  Macfarlane's  patent  for  the 
coutch-roll  alone,  and  to  grant  his  warrant  for  the  seaUng 
of  Craig's  patent  for  the  underpress  roller. 

In  the  case  of  Ex  parte  Bates  d  Redgate  (L.  B.  8  Ch. 
577),  where  the  second  apphcant  had  procured  the  Great 
Seal  without  having  been  opposed,  before  the  first  applicant 
petitioned  for  the  Seal,  Lord  Hatherley,  C,  only  permitted 
the  first  applicant  to  include  in  his  patent  so  much  of  the 
invention  as  was  not  covered  by  the  patent  already  sealed, 
and,  moreover,  he  ordered  the  first  applicant's  patent  to 
bear  date  after  the  second  applicant's.^ 

And  so,  where  the  law  oflScer  had  reported  that  part  of 
an  invention  for  which  a  patent  was  sought  was  the  subject 
of  an  existing  patent,  the  Lord  Chancellor  ordered  that 
part  to  be  excluded  from  the  new  patent.  (Ex  parte  Man- 
ceatiXy  L.  R.  6  Ch.  278.) 

The  principle  of  these  cases  was  that  the  Crown  would 


»  In  Ex  parte  Bering  (13  Ch.  D.  393),  where  two  applicants  had 
applied  on  the  same  day  for  the  same  invention,  Lord  Cairns,  C,  re> 
fused  to  foUow  the  decision  in  Ex  parte  Bates  dt  Redgate  as  to  the  post- 
dating of  the  patent,  on  the  ground  that  the  Legislature  intended  patentees 
to  have  the  full  term  of  protection  given  by  provisional  specification,  and 
ordeied  the  applicant's  patent  to  be  sealed,  and  dated  as  of  the  day  of 
application,  although  the  sealing  was  opposed  by  the  second  applicant,  who 
had  already  had  the  Great  Seal  affixed.  (See  the  remarks  on  these  cases  by 
Mr,  Justice  Kekeioich  in  Kurtg  v.  Spence,  6  R.  P.  C.  178.) 
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not  grant  a  second  patent  in  derogation  of  a  former  grant, 
and  would  not  assume,  without  scire  facias,  that  the  first 
patent  was  void.  See  Ex  parte  Bailey  (L.  R.  8  Ch.  61) 
and  Ex  parte  Henry  (L.  R.  8  Ch.  167,  169). 

And  this  principle  has  been  kept  in  view  by  the  Comp- 
troller and  the  law  ofiScers  with  regard  to  applications 
under  the  Act  of  1888,  disclaimers,  as  abready  stated,  being 
frequently  directed  to  be  inserted  in  specifications,  referring 
to  an  earlier  patent. 

Mala  Fides. — Under  the  old  law,  if  a  case  of  mala  fides 
could  be  made  out,  the  Chancellor  would  interfere  to  pre- 
vent injustice.  Thus,  where  a  servant  having  filed  a  pro- 
visional specification,  his  master  afterwards  filed  a  pro- 
visional specification  for  the  same  invention,  and  then 
after  obtaining  a  patent,  a  complete  specification,  there 
was  grave  suspicion  that  the  master  had  surreptitiously 
obtained  a  knowledge  of  the  servant's  invention,  and  there- 
fore the  servant's  patent  was  ordered  to  be  sealed  and 
dated  as  of  the  day  of  his  application,  notwithstanding  the 
esdstence  of  the  master's  patent.  (Ex  parte  Scott  d  Young, 
L.  R.  6  Ch.  274.)  The  consequence  of  this  would  be  that 
by  virtue  of  section  24  of  the  Patent  Act  of  1852  acts  done 
under  the  patent  first  sealed  would  be  an  infringement  of 
the  patent  with  an  earlier  date.  (See  Saxby  v.  Hennett', 
L.  R.  8  Ex.  210.) 

When  the  opposition  was  founded  on  a  prior  patent 
granted  to  the  opponent,  and  the  applicant  alleged  that 
the  invention  for  which  that  patent  was  granted  had  been 
communicated  by  him  in  confidence  to  the  patentee  who 
had  fraudulently  obtained  a  patent  for  it,  the  Lord  Chan- 
cellor directed  the  applicant's  patent  to  be  sealed,  so  as  to 
give  him  an  opportunity  of  trying  the  question  in  a  court 
of  law.  Re  Vincent's  Patent  (L.  R.  2  Ch.  D.  841).  And 
see  section  85  of  the  Patents  Act  1883. 

And  where  it  was  shown  that  the  applicant  had  derived 
the  principle  of  the  invention  from  a  rival  applicant,  the 
Seal  would  be  refused  to  the  former. 

In  April  1853  Hadden  made  application  for  a  patent 
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for  a  method  of  making  gon-cartridges.  •  His  plan  obviated 
the  necessity  of  biting  off  the  end  of  the  cartridge  when 
the  gan  was  being  loaded,  and  its  main  feature  consisted 
in  making  it  weaker  at  one  end,  so  that  when  rammed 
down  it  burst  open  and  the  powder  ran  into  the  breech  of 
the  gun.  After  lodging  the  provisional  specification,  Hadden 
had  some  conversation  with  Lott,  to  whom  he  described 
the  general  features  of  the  invention.  Shortly  afterwards 
Lott  appUed  for  a  patent  for  an  invention  having  a  similar 
object,  and  his  specification  described  a  collapsing  chamber  in 
the  cartridge  to  hold  the  charge  of  powder,  which  chamber 
would  be  burst  open  by  the  action  of  the  ramrod.  This 
method  of  carrying  out  the  general  idea  was  different  from 
the  one  adopted  by  Hadden.  The  Solicitor-General,  having 
issued  his  warrant  for  the  sealing  of  Lott's  patent,  the  case 
was  carried  before  the  Lord  Chancellor,  who  held  that  the 
two  inventions  were  substantially  the  same,  the  material 
part  in  each  being  that  one  end  of  the  cartridge  was  made 
weaker  than  the  other  with  a  view  to  its  bursting  under 
the  action  of  the  ramrod.  Holding  that  Lott  had  obtained 
this  idea  from  Hadden,  the  Chancellor  refused  to  seal  Lott's 
patent.  (See  also  Marshall's  Application,  5  B.  P.  C.  661.) 
Herschellf  S.  G.,  in  the  case  of  Macfarlane's  Patent 
(March  1883),  opposed  by  the  Animal  Charcoal  Company, 
Limited,  declined  to  issue  the  warrant  under  the  following 
circumstances.  Macfarlane  was  manager  of  the  company 
and  Jones  was  a  consulting  engineer,  and  Ligham  a  chemist 
also  employed  by  the  company.  It  was  asserted  that 
Macfarlane  was  not  the  inventor  of  his  alleged  invention, 
but  that  it  was  based  partly  on  suggestions  made  by  Jones 
and  partly  on  suggestions  made  by  Ligham,  all  of  which 
had  been  experimented  upon  in  the  company's  works  under 
Macfarlane's  management.  Although  Macfarlane  showed 
at  the  hearing  that  he  had  obtained  an  American  patent 
for  the  invention  in  his  own  name  during  the  pending  of 
the  opposition,  the  law  officer,  believing  that  the  sugges- 
tions had  been  originally  made  by  Jones  and  Ligham^ 
declined  to  grant  the  patent. 
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In  the  case  of  Oriffin's  Applications  (6  B.  P.  G.  296),  the 
law  o£Scer  refased  to  seal  the  applicant's  patents,  as  there 
was  strong  reason  for  believing  that  the  applicant  had 
acquired  his  knowledge  of  the  inventions  from  the  opponent. 

In  the  case  of  Abel's  Application^  No.  1908,  1876, 
opposed  by  De  Muller,  August  2,  1876,  Oiffard,  S,  G.,  held 
that  he  could  not  take  any  official  notice  of  alleged  fraudu- 
lent proceedings  abroad  on  the  part  of  the  foreign  com- 
municator of  Abel's  invention  as  against  the  opponent. 
He  could  not  look  behind  the  applicant  Abel,  who,  as  the 
first  importer  or  introducer  of  the  invention  into  Her 
Majesty's  realm,  was  in  law  the  inventor.  And  this  course 
was  followed  in  Edmund's  Patent,  1  Griff.  P.  G.  281 ;  and 
Lake's  Patent,  5  R.  P.  C.  415. 

COSTS. 

The  Comptroller  has  no  authority  to  award  costs ;  but  the 
law  officers  have  power,  under  the  thirty-eighth  section  of  the 
Act  of  1888,  to  order  costs  to  be  paid  by  either  party,  and  any 
such  order  may  be  made  a  rule  of  Court.  See  the  Law 
Officers  Bules,  11  and  12.  As  a  general  rule  costs  follow 
the  event,  but  there  may  be  special  circumstances  to  in- 
fluence the  law  officer.  It  is  to  be  hoped  that  in  any  future 
legislation  power  will  be  given  to  the  Comptroller  to  deal 
with  costs  of  oppositions.  It  seems  to  be  but  just  that  in 
cases  of  frivolous  and  unsuccessful  oppositions  the  oppo- 
nents should  pay  the  costs  of  the  applicant. 
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CHAPTER  Xn. 

THE   patent:   ITS  DATE,   DURATION,   AND   EXTENT. 

By  the  twelfth  section  of  the  Patents  Act  of  1888  it  is  enacted 
thai  if  there  is  no  opposition  to  the  grant  of  a  patent,  or  in 
case  of  opposition  if  the  determination  is  in  favour  of  the 
grant,  the  Comptroller  shall  cause  a  patent  to  be  sealed 
with  the  seal  of  the  Patent  Office,  and  a  patent  so  sealed 
shall  have  the  same  effect  as  if  it  were  sealed  with  the  Great 
Seal  of  the  United  Kingdom.  It  is  further  directed  that  a 
patent  shall  be  sealed  as  soon  as  may  be,  and  not  after  the 
expiration  of  fifteen  months  from  the  date  of  application, 
except  (1)  where  the  sealing  has  been  delayed  by  an  appeal 
to  the  law  officer,  or  by  opposition  to  the  grant,  in  which 
case  the  patent  may  be  sealed  at  such  time  as  the  law 
officer  may  direct;  and  (2)  if  the  applicant  should  die 
before  the  expiration  of  the  fifteen  months,  in  which  case 
the  patent  may  be  granted  to  his  legal  representative,  and 
sealed  at  any  time  within  twelve  months  of  the  applicant's 
death. 

But  by  the  third  section  of  the  amending  Act  of  1885  it 
was  enacted  that  a  complete  specification  may  be  left  and 
accepted  within  such  extended  times,  not  exceeding  one 
month  and  three  months  respectively,  after  the  said  nine 
and  twelve  months  respectively,  as  the  Comptroller  may,  on 
payment  of  the  prescribed  fee,  allow,  and  where  such  ex- 
tension of  time  has  been  allowed,  a  further  extension  of 
four  months  after  the  said  fifteen  months  shall  be  allowed 
for  the  sealing  of  the  patent ;  and  the  principal  Act  shall 
have  effect  as  if  any  time  so  allowed  were  added  to  the  said 
period  specified  in  the  principal  Act.     Applications  for 
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enlargement  of  time  must  state  on  what  circnmstanceB,  and 
upon  what  grounds  the  enlargement  is  applied  for.  (See  the 
Forms  U  and  V.) 

By  the  thirteenth  section  of  the  Act  of  1888  it  is  directed 
that  every  patent  shall  be  dated  and  sealed  as  of  the  day  of 
the  application.  The  same  section  provides  that  in  case  of 
more  than  one  application  for  a  patent  for  the  same  inven- 
tion, the  sealing  of  a  patent  on  one  of  those  applications 
shall  not  prevent  the  sealing  of  a  patent  on  an  earlier 
application.  This  proviso  was  intended  to  apply  to  such 
cases  as  Ex  parte  Bates  dt  Redgate  (L.  R.  8  Ch.  577)  and  Ex 
parte  Manceaux  (L.  B.  6  Gh.  D.  274) ;  see  these  cases  cited 
in  the  chapter  on  Oppositions. 

In  the  event  of  the  death  of  an  applicant  for  a  patent 
before  the  sealing  of  the  patent,  it  may  be  granted,  under 
section  12  subsection  (8  b)  of  the  Act  of  1883,  to  his  legal 
representative,  and  sealed  at  any  time  within  twelve  months 
after  the  death  of  the  applicant.  In  such  a  case  applica- 
tion must  be  made  to  the  Comptroller,  who  will  require  to 
be  furnished  with  an  official  copy  of  or  extract  from  the  will 
or  letters  of  administration,  in  proof  of  the  applicant's  title 
as  legal  representative. 

By  the  eighty-sixth  section  of  the  Patents  Act  of  1888 
the  Comptroller  may  refuse  to  grant  a  patent  for  an  inven- 
tion, the  use  of  which  would,  in  his  opinion,  be  contrary  to 
law  or  morality. 

The  sixteenth  section  of  the  Act  of  1888  directs  that 
every  patent  when  sealed  shall  have  eflfect  throughout  the 
United  Kingdom  and  the  Isle  of  Man,  leaving  out  the 
Channel  Islands,  which  have  been  previously  included. 

The  duration  of  every  patent  is  by  the  seventeenth  sec- 
tion of  the  Act  of  1888  directed  to  be  limited  therein  to 
fourteen  years  from  its  date.  According  to  the  case  of 
Russell  V.  Ledsam  (14  M.  &  W.  574),  the  time  runs  from  the 
day  of  the  date  of  the  patent,  including  that  day:  for 
instance,  a  patent  for  fourteen  years,  dated  February  26, 
1825,  was  held  to  expire  at  twelve  o'clock  on  the  night  of 
February  25,  1889.    As  to  the  mode  of  obtaining  an  exten- 
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sion  of  the  term,  and  the  principles  which  gaide  the  Privy 
Council  in  deciding  upon  the  application,  the  reader  is 
referred  to  Chapter  XIV. 

By  the  thirty-third  section  of  the  Act  of  1888  every 
patent  may  be  in  the  form  set  forth  in  the  first  schedale, 
bat  this  form  the  Board  of  Trade  has  power,  under  the 
101st  section  subsection  2,  to  alter  or  amend.  Further,  by 
the  thirty-third  section  a  patent  is  to  be  granted  for  one 
invention  only,  but  no  objection  to  a  patent  can  be  taken 
in  an  action  or  other  proceeding  on  the  ground  that  it 
comprises  more  than  one  invention. 

On  reference  to  the  form  of  patent  printed  in  the 
Appendix  to  this  volume  it  will  be  seen  that  the  Crown 
grants  imto  A.  B.  especial  Ucence,  full  power,  sole  privilege 
and  authority,  that  he,  the  said  patentee,  by  himself,  his 
agents  or  licensees,  at  all  times  thereafter  during  the  term 
of  fourteen  years  from  the  date,  may  make,  use,  exercise, 
and  vend  his  invention  within  the  United  Kingdom  of 
Great  Britain  and  Ireland,  and  Isle  of  Man,  in  such  manner 
as  to  him  or  them  shall  in  his  or  their  discretion  seem  meet; 
and  to  the  end  that  the  said  patentee  may  have  and  enjoy 
the  sole  use  and  exercise  and  the  full  benefit  of  the  said 
invention,  all  the  Queen's  subjects  whatsoever  are  strictly 
commanded  not  to  infringe  the  patent.  It  is,  however,  pro- 
vided that,  if  it  shall  be  made  to  appear  to  the  Grown  or  the 
Privy  Council  that  the  grant  is  contrary  to  law,  or  prejudicial 
or  inconvenient  to  the  subjects  of  the  realm  in  general,  or 
that  the  invention  is  not  a  new  invention  as  to  the  pubUc  use 
and  exercise  thereof  within  the  United  Kingdom,  &c.,  or  that 
the  said  patentee  is  not  the  first  and  true  inventor  thereof 
within  the  realm,  the  patent  shall  be  void. 

There  are  also  other  provisoes,  the  two  most  important 
of  which  make  the  grant  void — first,  if  the  said  patentee 
shall  not  pay  all  fees  by  law  required  to  be  paid  in  respect 
of  the  patent  or  in  respect  of  any  matter  relating  thereto  at 
the  time  or  times  and  in  manner  for  the  time  being  by  law 
provided  ;  and,  second,  if  the  said  patentee  shall  not  supply 
or  cause  to  be  suppUed  for  the  service  of  the  Crown  all 
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such  articles  of  the  said  invention  as  may  be  required  by 
the  officers  or  commissioners  administering  any  department 
of  the  service  in  such  manner,  at  such  times,  and  at  and 
upon  such  reasonable  prices  and  terms  as  shall  be  settled 
in  manner  for  the  time  being  by  law  provided. 

By  the  operation  of  the  seventeenth  section  of  the  Act 
of  1888  every  patent  will  cease  if  the  patentee  fails  to  make 
the  prescribed  payments  within  the  prescribed  times.  A 
payment  of  501.  must  be  made  before  the  end  of  the  fourth 
year  and  lOOZ.  before  the  end  of  the  eighth  year  (or  before 
the  end  of  the  seventh  year,  in  case  of  patents  dated  prior  to 
January  1,  1884).  Or  instead  of  these  payments  annual 
fees  may  be  paid.  These  annual  fees  and  the  prescribed 
times  for  payment  are  set  forth  in  the  Appendix  to  this 
volume.  As  to  the  procedure  in  regard  to  certificates  of 
payment  or  renewal  see  rules  45-48  of  the  Patents  Bules 
1890. 

It  is,  however,  provided  by  the  seventeenth  section  of 
the  Act  of  1888  that  if  in  any  case,  by  accident,  mistake, 
or  inadvertence,  a  patentee  fails  to  make  any  prescribed 
payment  within  the  prescribed  time,  he  may  apply  to  the 
Comptroller  for  an  enlargement  of  the  time  for  making  that 
payment ;  and  thereupon  the  Comptroller  shall,  if  satisfied 
that  the  failure  has  arisen  from  any  of  the  above-mentioned 
causes,  on  receipt  of  the  prescribed  fee  for  enlargement,  not 
exceeding  ten  pounds,  enlarge  the  time  accordingly,  but 
not  for  more  than  three  months.  (As  to  the  procedure,  see 
rule  49  of  the  Patents  Bules  1890,  and  form  E.)  It  is 
further  provided  that  if  any  proceeding  shall  be  taken  in 
respect  of  an  infringement  of  the  patent  committed  after  a 
failure  to  make  any  payment  within  the  prescribed  time, 
and  before  the  enlargement  thereof,  the  Court  before  which 
the  proceeding  is  proposed  to  be  taken  may,  if  it  shall  think 
fit,  refuse  to  award  or  give  any  damages  in  respect  of  such 
infringement. 

In  the  case  of  WiUiams  v.  Nash  (28  Bea.  98)  it  was  held 
that  a  payment  on  the  third  anniversary  of  the  date  was  a 
sufficient  compliance  with  the  statute  which  prescribed  the 
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payment  of  a  stamp  duty  of  oOL  before  the  expiration  of  the 
third  year.  The  patent  was  dated  on  Febraary  26,  1855 , 
and  the  third  year's  stamp  duty  was  paid  on  February  26, 
1858. 

Under  the  ninety-eighth  section  of  the  Act  of  1888,  when- 
ever the  last  day  for  paying  a  fee  at  the  Patent  Office  shall 
happen  to  fall  on  Christmas  Day,  Good  Friday,  or  on  a 
Saturday  or  Sunday,  or  on  a  day  observed  as  a  holiday 
at  the  Bank  of  England,  or  on  any  day  observed  as  a 
public  fast  or  thanksgiving,  the  fee  may  be  paid  on  the  day 
next  following  any  of  these  days. 

Where  any  prescribed  payment  has  not  been  made  in 
due  time,  and  no  application  has  been  made  to  the  Comp- 
troller for  an  enlargement  of  the  time,  and  the  patent  has 
consequently  become  void,  nothing  short  of  a  special  Act  of 
Parliament  can  restore  its  vaUdity.  But  such  Acts  are 
more  difficult  to  obtain  since  the  Act  of  1888  came  into 
operation  than  formerly. 

In  case  clerical  errors  should  have  been  made  in  Letters 
Patent,  the  Master  of  the  Bolls  had  and  stiU  has  power  to 
correct  them  {Re  Nickels'  Patent^  4  Bea.  568 ;  Re  Gare'a 
Patent,  L.  B.  26  Ch.  D.  105) ;  but  the  appUcation  must 
be  made  within  a  reasonable  time  {Re  Blamond'a  Patent, 
8  L.  T.  N.  s.  800).  In  the  case  of  AdarrCs  Patent  (1  W. 
B.  259),  a  doubt  having  been  expressed  as  to  the  jurisdic- 
tion of  the  Master  of  the  Bolls,  the  order  was  made  by  the 
Lord  Chancellor.  But  now  the  powers  of  amendment 
given  to  the  Comptroller  by  section  18  of  the  Patents  Act 
1888  seem  extensive  enough  to  cover  clerical  errors  in 
patents. 

In  the  event  of  a  patent  being  lost  or  destroyed,  or  if  its 
non-production  should  be  accounted  for  to  the  satisfaction 
of  the  Comptroller,  he  is  empowered  by  the  thirty-seventh 
section  of  the  new  Act  to  cause  a  duplicate  thereof  to  be 
sealed. 

In  the  case  of  Feather  v.  The  Queen  (6  B.  &  S.  257),  it 
was  decided  that  the  Crown  has  a  right  to  the  free  use  of 
any  patented  invention  (see  the  case  more  fully  stated  at 
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the  end  of  the  chapter  on  Infringements) ;  and  this  decision 
applies  to  all  patents  granted  before  the  commencement  of 
the  Act  of  1888,  or  on  applications  then  pending ;  but  as 
to  patents  granted  afterwards,  they  "will  have  the  same 
effect  against  the  Grown  as  against  a  subject  (section  27) . 
The  officers  or  authorities  administering  any  department  of 
the  service  of  the  Grown,  their  agents,  contractors,  or  dthers 
are  to  be  entitled  to  use  any  invention  for  the  service  of  the 
Grown  on  terms  to  be  agreed  upon  with  the  approval  of  the 
Treasury ;  or  if  an  agreement  cannot  be  effected,  then  on 
such  terms  as  the  Treasury,  after  hearing  all  parties 
interested,  shall  settle. 

By  the  forty-fourth  section  of  the  Patents  Act  of  1888 
the  Secretary  of  State  for  War  is  empowered  to  acquire  by 
purchase  or  gift  the  benefit  of  any  inventions  of  improve- 
ments in  munitions  of  war,  and  of  any  patent  obtained  for 
the  same,  and  to  prevent  the  disclosure  of  such  inven- 
tions. 

The  effect  of  the  forty-fifth  section  is  that  patents 
issued  or  applied  for  before  the  commencement  of  the  Act 
will  not  have  the  benefit  of  the  provision  binding  the 
Grown,  nor  will  they  come  under  the  liability  imposed  by 
the  clauses  relating  to  compulsory  licences.  But  in  all 
other  respects,  including  the  proceedings  for  amendments, 
prolongations,  and  revocations,  the  Act  of  1888  will  extend 
to  patents  granted  before  the  commencement  of  the  Act,  or 
on  applications  then  pending,  except  slight  differences  on 
the  payment  of  the  annual  fees.     (See  Appendix.) 

By  the  thirty-fifth  section  of  the  Act  of  1888  a  patent 
granted  to  the  true  and  first  inventor  is  not  to  be  invalidated 
by  an  application  in  fraud  of  him,  or  by  provisional  protec- 
tion obtained  thereon,  or  by  any  use  or  publication  of  the 
invention,  subsequent  to  that  fraudulent  application  during 
the  period  of  provisional  protection. 

The  118th  section  of  the  Patents  Act  of  1888  repeals  all 
the  statutes  described  in  the  third  schedule  of  the  Act,  but 
goes  on  to  enact  that  the  repeal  shall  not  affect  the  past 
aeration  of  any  of  those  statutes.    Now,  the  twenty«fifth 
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section  of  the  Patents  Act  of  1852  declares  that  any  British 
patent  which  bears  date  after  a  foreign  patent  for  the  same 
invention  (being  a  foreign  invention)  shall  be  void  at  the 
expiration  of  such  foreign  patent.  Consequently,  any 
British  patent  granted  before  the  commencement  of  the  Act 
of  1888,  and  standing  in  this  relation  to  a  foreign  patent, 
will  be  void  by  the  operation  of  these  two  clauses,  in  case 
the  foreign  patent  shall  have  expired  before  the  commence- 
ment of  the  Act  of  1883.  That  is  to  say,  since  the  earlier 
Act  has  already  rendered  the  British  patent  void,  that  *  past 
operation '  of  the  Act  will  not  be  affected  by  its  repeal  by 
the  Act  of  1883.  But  if  the  twenty-fifth  section  of  the 
earlier  Act  at  the  time  of  its  repeal  has  not  had  an  invali- 
dating operation  on  a  patent,  then  the  British  patent  will 
not  be  touched,  and  the  clause  in  question  will  have  no 
effect.  As  regards  patents  which  have  been  obtained  on 
applications  pending  at  the  commencement  of  the  new  Act, 
it  is  presumed  that  the  third  subsection  of  the  forty-fifth 
section  of  that  Act  will  effectually  protect  them  from  the 
operation  of  the  twenty-fifth  section  of  the  Act  of  1852. 

The  operation  of  sect.  118  on  patents  granted  under  the 
Act  of  1852  was  considered  with  reference  to  other  points 
in  the  cases  of  Singer  v.  Stassen  (1  R.  P.  C.  121)  and 
Brandon's  Patent  (1  R.  P.  C.  154). 

It  was  held  by  Baron  Hud/Ueston  in  the  case  of  Norden- 
feldt  V.  Gardner  (1  R.  P.  C.  10  and  78),  that  in  order  to 
invalidate  a  British  patent  on  the  ground  of  the  invention 
being  a  foreign  invention  for  which  a  Belgian  patent  had 
been  obtained  prior  to  the  date  of  the  British  patent  and 
had  lapsed,  the  foreign  patent  must  have  been  not  merely 
applied  for,  but  actually  obtained  before  the  British  patent, 
and  this,  although  the  foreign  patent  when  granted  bore  a 
date  earlier  than  that  of  the  British  patent. 

"When  a  patent  is  granted  to  two  or  more  persons,  each 
may  use  the  invention  without  being  liable  to  account  to 
the  other.  {Mathers  v.  Green,  1  Law  Rep.  Ch.  Ap.  29,  before 
Lord  Cramvorth,  C.)  See,  however,  the  earlier  case  of 
Hancock  v.  Bewley  (Johns.  601),  as  to  the  rights  of  parties 
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where  Letters  Patent  are  vested  in  trustees  for  two  or  more 
persons  as  tenants  in  common. 

In  case  of  the  death  of  the  patentee  intestate  before  the 
expiration  of  the  patent,  his  interest  under  it  passes  to  his 
personal  representatives,  and  not  to  his  heir.  In  case  of 
bankruptcy  the  property  in  the  patent  will  pass  to  the 
trustee  or  assignee,  Uke  the  rest  of  the  bankrupt  patentee's 
personal  assets.    {Bloxam  v.  EUee^  9  D.  &  B.  216.) 
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CHAPTER  Xin. 

AMENDMENTS  OF  SPECIFICATIONS. 

It  has  been  shown  that  where  a  material  part  of  an  alleged 
mvention  is  not  new  or  not  usefal,  the  patent  is  altogether 
invalid ;  and  that  if  a  patentee  claims  by  his  specification 
more  than  he  is  entitled  to,  the  patent  is  likewise  void. 
The  fatal  effect  of  an  inconsistency  between  the  title  and 
the  specification,  or  between  the  provisional  and  the  com- 
plete specification,  has  also  been  pointed  out.  To  remedy 
a  law  which  in  many  cases  bore  unjustly  upon  patentees, 
the  Act  of  5  and  6  Wm.  lY.  c.  88  empowered  a  patentee 
to  take  steps  for  altering  his  specification  by  disclaimer. 
That  Act,  however,  as  well  as  other  Acts  relating  to  dis- 
claimers, were  repealed  by  the  Act  of  1883,  which  substi- 
tuted the  following  provisions  for  those  of  previous  statutes. 
By  the  eighteenth  section  it  is  enacted  that — 

(1)  An  applicant  or  a  patentee  may  from  time  to  time, 
by  request  in  writing  left  at  the  Patent  Office,  seek  leave  to 
amend  his  specification,  including  drawings  forming  part 
thereof,  by  way  of  disclaimer,  correction,  or  explanation, 
stating  the  nature  of  such  amendment,  and  his  reasons  for 
the  same. 

(2)  The  request  and  the  nature  of  such  proposed  amend- 
ment shall  be  advertised  in  the  prescribed  manner,  and  at 
any  time  within  one  month  from  its  first  advertisement 
any  person  may  give  notice  at  the  Patent  Office  of  opposi- 
tion to  the  amendment. 

(8)  Where  such  notice  is  given  the  Comptroller 
shall  give  notice  of  the  opposition  to  the  person  making 
the  request,  and  shall  hear  and  decide  the  case  subject  to 
an  appeal  to  the  law  officer. 
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(4)  The  law  officer  shall,  if  required,  hear  the  person 
making  the  request  and  the  person  so  giving  notice,  and 
being  in  the  opinion  of  the  law  officer  entitled  to  be  heard 
in  opposition  to  the  request,  and  shall  determine  whether, 
and  subject  to  what  conditions,  if  any,  the  amendment 
ought  to  be  allowed. 

(6)  Where  no  notice  of  opposition  is  given  or  the  person 
80  giving  notice  does  not  appear,  the  Comptroller  shall 
determine  whether,  and  subject  to  what  conditions,  if  any, 
the  amendment  ought  to  be  allowed. 

(6)  When  leave  to  amend  is  refused  by  the  Comptroller, 
the  person  making  the  request  may  appeal  from  his  decision 
to  the  law  officer. 

(7)  The  law  officer  shall,  if  required,  hear  the  person 
making  the  request  and  the  Comptroller,  and  may  make  an 
order  determining  whether,  and  subject  to  what  conditions, 
if  any,  the  amendment  ought  to  be  allowed. 

(8)  No  amendment  shall  be  allowed  that  would  make 
the  specification,  as  amended,  claim  an  invention  substan- 
tially  larger  than  or  substantially  different  from  the  in- 
vention claimed  by  the  specification  as  it  stood  before 
amendment. 

(9)  Leave  to  amend  shall  be  conclusive  as  to  the 
right  of  the  party  to  make  the  amendment  allowed,  except 
in  case  of  fraud ;  and  the  amendment  shall  in  all  Courts 
and  for  all  purposes  be  deemed  to  form  part  of  the  specifi- 
cation. 

(10)  (As  amended  by  the  fifth  section  of  the  Act  of  1888.) 
The  foregoing  provisions  of  this  section  do  not  apply  when 
and  so  long  as  any  action  for  infringement  or  proceeding 
for  revocation  of  a  patent  is  pending. 

The  procedure  on  applications  for  amendments  is  regu- 
lated by  rules  52-59  of  the  Patents  Rules,  1890. 

After  specifications  have  become  public  property  they 
must  be  amended  under  section  18.  Any  other  amendments 
are  to  be  dealt  with  under  sections  7  and  9  of  the  Act  of  1883. 
(Jones'  Patent,  1  Griff.  818.)  Where  an  applicant  desires, 
prior  to  the  acceptance. of  his  complete  specification,  to  omit 
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part  of  the  invention  covered  by  the  original  title,  the 
Comptroller  should  give  him  the  option  of  either  filing  the 
specification  with  the  original  title  and  inserting  a  disclaiming 
clause,  or  should  amend  the  original  title  in  the  application 
and  the  provisional  specification,  as  he  is  virtually  empowered 
to  do  under  ss.  7  and  9,  the  amendment  being  confined 
to  simple  excision.     {Dart's  Patent,  1  Griflf.  P.  C.  807.) 

According  to  the  report  of  Hearson's  Application  (1  B. 
P.  G.  214),  both  the  then  law  officers  were  of  opinion  that 
the  Comptroller  has  power  to  impose  conditions  on  giving 
leave  to  amend  a  specification  by  way  of  disclaimer.  But  he 
cannot  give  costs.   {PietschmanrCs  Patent,  1  Griff.  P.  C.  810.) 

The  twenty-first  section  directs  that  every  amendment 
of  a  specification  shall  be  advertised.  This  will  be  done  by 
the  Comptroller  under  rule  69. 

Appeal  to  the  Law  Officer. — The  law  officers  rules  will  be 
found  in  the  Appendix.  By  sect.  88  of  the  Act  of  1888  they 
have  power  to  examine  witnesses  on  oath. 

There  is  no  appeal  from  the  order  of  the  law  officer  when 
he  grants  or  refuses  leave  to  amend  on  the  appeal  to  him 
from  the  decision  of  the  Comptroller.  Nor,  according  to  the 
decision  of  a  Divisional  Court  and  the  Court  of  Appeal  in 
the  case  of  Van  QeJder's  Patent  (6  B.  P.  C.  22),  can  a  writ 
of  prohibition  be  obtained,  prohibiting  the  law  officer  from 
allowing  the  amendment  of  a  specification. 

An  amendment  which  has  been  allowed  by  the  Comp- 
troller or  law  officer  can  be  questioned  in  a  Court  of  Law 
if  it  is  contrary  to  subs.  8  of  s.  18  of  the  Act  of  1888,  that 
is,  if  it  makes  the  specification  claim  an  invention  larger 
than,  or  different  from,  the  invention  originally  claimed. 
(Van  Gelders  Patent,  6  B.  P.  C.  22 ;  Gaulard  and  Gibbs' 
Patent,  6  B.  P.  C.  225.) 

Who  is  entitled  to  oppose. — When  the  ground  of  opposi- 
tion is  that  the  invention  as  described  in  the  amended 
specification  is  the  same  as  that  comprised  in  a  prior 
patent,  it  is  not  competent  for  any  member  of  the  public 
to  oppose ;  the  opponent  must  show  that  he  has  an  interest 
in  the  prior  patent.     (BeWs  Patent,  2  Griff.  P.  C.  11.) 


AMENDMENTS  OF  SPECIFICATIONS  181 

Grounds  of  Opposition. — These  are  usually  some  of  the 
following:  that  the  proposed  amendment  will  introduce 
disconformity  between  the  provisional  and  the  complete 
specification;  that  the  scope  of  the  invention  will  be 
enlarged ;  that  the  amended  specification  will  claim  an  in- 
vention substantially  different  from  that  claimed  by  the 
original  specification ;  that  the  invention  will  be  made  the 
same  as  that  described  in  a  prior  specification. 

It  is  not  a  good  ground  of  opposition  that  the  invention 
will  be  restricted  within  narrower  limits  by  the  amendment, 
provided  that  the  invention  so  restricted  is  covered  by  the 
original  specification.  Cochrane's  Patent  (1  Griff.  P.  C. 
804) ;  Ashworth's  Patent  (2  Griff.  P.  C.  6) ;  Nordenfelfs 
Patent  (2  Griff.  P.  C.  19). 

Cofiditions  imposed  on  allowing  Amendments  under  the 
old  law, — It  had  become  a  common  but  not  invariable  prac- 
tice under  the  old  law  for  the  law  officers,  on  applications 
for  leave  to  amend  specifications  under  the  Act  of  6  &  6 
Wm.  lY.,  to  impose  as  a  condition  that  no  action  for  an 
infringement  before  the  date  of  the  disclaimer  should  be 
brought  either  against  certain  persons  or  against  any  of  the 
public.  See  Holmes  v.  London  and  North-Western  Railway 
Co.  (Macr.  P.  C.  81)  and  Smith's  Patent  (Macr.  P.  C.  232). 

In  Re  Tranter's  Patent  of  1865,  which  was  a  patent  for 
fire-arms  and  cartridges,  an  application  was  made  in 
August  1878,  by  the  assignees  of  the  patent,  for  leave  to 
disclaim  certain  portions  of  the  matters  claimed  in  the 
specification,  and  the  application  was  opposed  by  manu- 
facturers of  fire-arms  and  cartridges  chiefly  on  the  ground 
that  they  had  embarked  large  capital  in  the  manufacture 
of  cartridges,  and  that  they  ought  to  be  protected  in  their 
manufacture  against  any  proceedings  on  the  part  of  pro- 
prietors of  a  patent  which  had  been  allowed  to  remain  in 
its  imperfect  state  for  a  long  time,  inasmuch  as  the  effect 
of  the  disclaimer  would  be  to  enable  the  applicants  to  take 
such  proceedings.  Coleridge^  A.  G.,  granted  the  leave 
sought  for  on  the  condition  that  the  applicants  'should 
imdertake  that  no  legal  proceedings  be  taken  against  the 
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opponents  in  respect  of  the  manufacture^  use,  or  sale  of 
cartridges,  or  for  any  alleged  infringement  of  the  patent 
in  question  when  amended  by  disclaimer.'  And  this 
decision  was  followed  by  Giffard,  S,  G-,  in  the  case  of  Re 
Jones's  Patent^  on  the  application  of  Mr.  Batley,  the 
assignee,  for  similar  leave. 

On  an  application  for  leave  to  disclaim  parts  of  the 
specification  under  Crdbtree's  Patent,  No.  2775  of  1878, 
James,  A.  6r.,  Feb.  12,  1881,  allowed  the  application  upon 
terms  that  no  action  should  be  brought  against  any  person 
in  respect  of  any  machine  which  had  prior  to  the  hearing 
been  made  or  sold  by  any  of  the  opponents.  He  directed 
that  lists  of  such  machines  should  be  supplied  and  verified 
if  required  by  statutory  declaration. 

The  principle  of  these  cases  received  considerable  ex- 
tension in  Re  Medlock's  Patent  (Newton's  L.  J.  n.  s.  vol. 
xxii.  p.  69).  That  was  an  application  for  leave  to  ent-er  a 
disclaimer  of  part  of  a  specification  under  a  patent  for 
preparing  a  red  or  purple  dye.  The  patent  had  been 
declared  invalid  on  the  ground  that,  of  the  two  alternative 
processes  described  in  the  specification,  confessedly  only 
one  would  answer.  (See  Simpson  v.  HoUiday,  18  W.  R.  577, 
cited  ante.)  The  application  was  opposed  by  several 
chemical  manufacturers,  some  of  whom  had  been  made 
defendants  in  suits  instituted  by  the  owners  of  the  patent. 
Collier,  S.  G.,  would  only  consent  to  grant  the  leave  sought 
for  on  the  terms  that  the  applicants  should  bring  no  action 
against  the  opposers  '  for  any  infringement  of  the  patent 
by  the  use  or  continued  use,  during  the  continuance  of  the 
patent,  of  any  processes  for  manufacturing  red  and  purple 
dyes  in  use  by  them  at  the  present  time,*  The  applicants 
refused  to  accept  this  condition,  and  the  Solicitor-General 
consequently  disallowed  the  disclaimer. 

The  law  ofiScer,  however,  did  not  always  insist  upon  the 
patentee  giving  an  undertaking  of  this  nature.  It  was 
sometimes  thought  right  that  he  should  be  at  liberty  to 
seek  compensation  for  the  past  infringement  of  the  patent. 
{Re  Lucas's  Patent,  Macr.  P.  C.  284.) 


I        — 
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Conditions  under  the  Act  of  1888.^ — ^An  order  having 
been  obtained  during  the  progress  of  an  action  for  an  in- 
fringement to  amend  a  specification  nnder  a  patent  issued 
tmder  the  Act  of  1862,  subject  only  to  the  payment  of  the 
costs  by  the  plaintiff,  application  was  made  to  the  Comp- 
troller, who  gave  leave  to  amend  as  proposed  without 
imposing  any  conditions.  On  appeal  to  the  law  officer, 
Herschell,  S.  G.,  he  held  that  the  leave  should  be  made 
subject  to  the  condition  that  no  action  should  be  brought 
or  proceeding  taken  in  respect  of  any  infringement  prior 
to  January  1,  1884,  but  without  prejudice  to  any  question 
in  the  pending  action.  (Re  Hearson's  Patent^  1  B.  P.  G. 
214.)  See  also  Westinglumse's  Patent  (1  Griff.  P.  C.  315) ; 
AshwortKs  Patent  (2  Griff.  P.  C.  6) ;  Haddan's  Patent  (2 
Griff.  P.  G.  12).  The  ground  for  fixing  that  date  is  that 
infringements  subsequent  to  January  1,  1884,  would  be 
brought  within  the  scope  of  the  20th  sect,  of  the  Act  of 
1883.  Hence,  such  a  condition  is  not  usually  imposed  on 
aUowing  amendments  in  specifications  under  patents  issued 
BiQce  the  latter  Act  came  into  operation.  (Allen's  Patent^  2 
Griff.  P.  G.  8.)  There  may  be  special  circumstances  to 
induce  the  law  officer  to  impose  the  condition  that  no  action 
should  be  brought  for  anything  done  at  any  time  before  the 
amendment.  (AshwortWs  Patent^  2  Griff.  P.  C.  9.)  This 
was  a  patent  under  the  Act  of  1862. 

The  law  officer  sometimes  thinks  it  right  to  require  the 
insertion  of  an  additional  disclaimer.  (Hampton  <£  Facer's 
Patent,  2  Griff.  P.  G.  13.) 

^Explanations.' — Sir  R.  Webster,  A.  G.,  said  in  Beck 
and  Justice's  Patent  (2  Griff.  P.  G.  10),  'My  idea  of  the 
function  of  an  explanation  (sect.  18,  subs.  1,  of  the  Act 
of  1883)  is  to  explain  more  clearly  what  is  necessary  to 
understand  the  meaning  of  the  patentee  at  the  time  he 
patented  the  invention.  I  do  not  think  it  is  intended  that 
he  should  put  in  subsequently  acquired  knowledge.  I  do 
not  mean  to  lay  down  a  hard-and-fast  rule,  but,  speaking 
broadly,  it  was  intended  to  permit  a  man  to  amend,  correct, 
and  explain  the  enunciation  of  his  invention  as  he  intended 
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originally  to  give  it.'  And  see  Nordenfelfs  Patent  (2  Griff. 
P.  C.  18). 

The  amendment  of  a  specification  by  inserting  the 
correct  description  of  a  drawing  which  had  been  misdescribed 
was  allowed  in  the  case  of  Morgan's  Patent  (2  Griff.  P.  G. 
17). 

Application  to  a  Judge  for  liberty  to  apply  to  amend 
pendente  lite. — When  a  patentee  has  brought  an  action  for 
the  infringement  of  his  patent,  or  when  proceedings  for  its 
revocation  are  i)endingy  he  is  prevented  by  the  10th  subs, 
of  sect.  18  of  the  Act  of  1883  from  applying  directly  in  the 
usual  way  to  the  Comptroller  for  leave  to  amend  the  speci- 
fication. But  by  the  19th  sect,  of  that  Act  it  is  enacted 
that  in  an  action  for  infringement  of  a  patent,  and  in  a 
proceeding  for  revocation  of  a  patent,  the  Court  or  a  judge 
may  at  any  time  order  that  the  patentee  shall,  subject  to 
such  terms  as  to  costs  and  otherwise  as  the  Court  or  a  judge 
may  impose,  be  at  liberty  to  apply  at  the  Patent  Office  for 
leave  to  amend  his  specification  by  way  of  disclaimer,  and 
may  direct  that  in  the  meantime  the  trial  or  hearing  of  the 
action  shall  be  postponed.  Under  rule  58  of  the  Patents 
Bules,  1890,  an  office  copy  of  the  judge's  order  must  be 
left  at  the  Patent  Office  along  with  the  request  for  leave  to 
amend.     {Codd's  Patent,  1  Griff.  P.  C.  305.) 

After  judgment  it  is  both  too  late  and  unnecessary  to 
make  application  to  the  judge  for  liberty  to  apply  to  amend, 
since  the  judge  has  then  no  power  to  make  an  order,  and 
the  patentee  is  at  liberty  to  apply  directly  to  the  Patent 
Office  in  the  ordinary  way,  even  if  an  appeal  to  the  House 
of  Lords  be  pending.  {Cropper  v.  Smith,  1  R.  P.  C.  254 ; 
and  see  Larvrence  v.  Perry,  2  R.  P.  C.  187.) 

It  seems  that  where  more  than  one  legal  proceeding 
relating  to  a  patent  is  pending  it  is  not  necessary  to  apply 
for  leave  to  disclaim  in  all  of  them.  {HaU  and  others,  5  B. 
P.  C.  306.)  And  in  the  same  case  it  was  held  by  a  Divi- 
sional Court  that  after  a  judge's  order  had  been  obtained 
giving  liberty  to  apply  to  the  Comptroller  for  leave  to  amend 
the  specification,  a  writ  of  prohibition  to  prevent  him  pro* 
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ceeding  with  the  hearing  of  the  application  ought  to  be 
refused. 

The  discretion  given  to  the  Court  or  a  judge  by  the  19th 
sect,  is  absolute  in  each  particular  case  upon  the  particular 
circumstances  of  that  case,  and  will  not  be  interfered  with 
by  the  Court  of  Appeal  unless  it  can  be  shown  to  have 
been  absolutely  wrong.  {Alien  v.  Doulton,  4  B.  P.  C.  888 ; 
Lang  v.  The  Whitecross  Company,  6  R.  P.  C.  670.) 

The  terms  to  be  imposed  on  the  person  seeking  to  amend 
should  be  such  as  to  give  full  protection  to  the  other  party. 
Bray  v.  Gardner  (4  R.  P.  C.  40). 

The  Court  of  Appeal  in  Singer  v.  Stassen  (1  R.  P.  C. 
122)  held  that  liberty  to  apply  for  disclaimer  during  action 
should  be  given  upon  the  terms  that  the  costs  of  the  amend- 
ment should  be  the  defendants'  costs  in  any  event,  and  that 
the  specification,  as  amended,  should  not  be  receivable  in 
evidence  in  the  action.  In  Codd  v.  Bratby  (1  R.  P.  C.  209), 
leave  to  amend  was  given  upon  the  terms  that  the  specifica- 
tion when  amended  should  not  be  given  in  evidence  at  the 
trial;  that  no  evidence  of  infringement  should  be  given 
prior  to  the  date  of  filing  the  amended  specification ;  and 
that  the  costs  of  the  motion  be  paid  by  the  plaintiffs.  In 
the  Fusee  Vesta  Co.  v.  Bryant  d  May  (4  R.  P.  C.  71),  it 
was  ordered  that  the  costs  of  the  defendants  in  the  action 
up  to  and  including  the  plaintiffs'  application  to  amend,  and 
consequent  upon  the  amendment,  should  be  borne  by  the 
plaintiffs  in  any  event.  See  also  Oavlard  v.  Lindsay  (5  R. 
P.  C.  192) ;  Haslam  Co.  v.  GoodfeUaw  (5  R.  P.  C.  28)  ; 
Lang  v.  The  Whitecross  Co.  (6  R.  P.  C.  570) ;  Gavlard 
and  Gibbs'  Patent  (5  R.  P.  C.  189) ;  as  to  the  terms  upon 
which  liberty  to  apply  to  the  Comptroller  for  leave  to 
amend  the  specification  will  be  given.  The  last  of  these 
cases  was  a  petition  for  revocation,  and  the  two  former 
were  actions  for  infringements,  in  which,  on  giving  the 
liberty  applied  for,  the  condition  was  imposed  that  the 
action  should  be  confined  to  the  specification  as  amended, 
and  therefore  damages  for  infringements  prior  to  the  amend- 
ment could  not  be  claimed. 
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Seeing  what  are  the  terms  usually  imposed  on  a  plaintiff 
when  making  application  to  the  Court  for  liberty  to  apply 
for  leave  to  amend  his  specification,  it  may  in  some  cases 
be  worth  consideration  whether  both  time  and  money 
would  not  be  saved  by  discontinuing  the  action  as  soon  as 
defects  are  discovered  in  the  specification,  applying  for 
leave  to  amend  at  the  Patent  Office  in  the  ordinary  way, 
and  then  bringing  a  fresh  action  if  that  course  is  thought 
desirable. 

Amendments  must  not  enlarge  or  materially  vary  the 
original  invention. — ^We  have  seen  that  under  the  eighth 
sub-section  of  the  eighteenth  section  of  the  Act  of  1888  *  no 
amendment  shall  be  aUowed  that  would  make  the  specifica- 
tion as  amended  claim  an  invention  substantially  larger 
than  or  substantially  different  from  the  invention  claimed 
by  the  specification  as  it  stood  before  the  amendment.' 

It  is  part  of  the  duty  of  the  Comptroller  and  the  law 
officers,  when  hearing  applications  for  leave  to  amend,  to 
see  that  the  proposed  amendment  does  not  extend  the  scope 
of  the  patent,  or  alter  the  claims  in  such  a  way  that  the 
invention  would  become  something  substantially  larger  than 
or  substantially  different  from  what  it  was  originally.  (Heath 
and  Frost's  Patent^  1  Griff.  810.)  When  it  is  clear  to  the 
Comptroller  or  to  the  law  officer  that  a  proposed  amendment 
would  contravene  subs.  8  of  s.  18,  it  is  his  duty  to  dis- 
allow it  (Heath  and  Frost's  Patent,  vhi  svpra) ;  but  when 
the  question  is  doubtful,  he  ought  to  allow  the  patentee  to 
make  the  amendment  at  his  peril.  (Lake's  Patent,  2  Griff. 
P.  C.  16.) 

Where  a  specification  claims  both  a  general  combination 
and  some  of  the  subordinate  parts,  a  disclaimer  may  sever 
and  reject  the  claim  to  any  of  the  parts.  But  a  specifica- 
tion cannot  be  altered  so  as  to  be  made  to  claim  a  combina- 
tion or  parts  if  they  were  not  previously  claimed.  In  the 
matter  of  SerreWs  Patent  (6  R.  P.  C.  108),  Sir  R.  Webster, 
A.  G.,  said  that  in  his  opinion  where  a  specification  con- 
tains a  distinct  and  specific  claim  to  the  operation  of  what 
18  believed  to  be  new,  the  patentee  cannot  be  allowed  to 
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strike  out  the  whole  of  the  claim  and  insert  another  claim 
to  a  subordinate  part. 

On  the  other  hand,  care  should  be  taken  in  preparing 
a  disclaimer  that  sufficient  of  the  invention  is  left  to  sup- 
port the  patent.  (Gaulard  and  Gibbs's  Patent,  5  B.  P.  G. 
625;  United  Horseshoe  Co.  v.  Swedish  Horsenail  Co,, 
6  K,  P.  C.  1.) 

If  there  is  a  claim  to  all  methods  of  effecting  a  certain 
result,  it  may  be  cut  down  by  disclaimer  to  the  particular 
method  described  in  the  specification.  {Ashworth*s  Patent, 
2  Grifif.  P.  C.  6.) 

Disclaimers  under  the  old  law, — The  first  section  of  the 
earlier  Act  (5  and  6  Wm.  IV.  c.  88),  now  repealed,  under 
which  disclaimers  were  first  authorised,  disallowed  such 
^  as  shall  extend  the  exclusive  right  granted  by  the  letters 
patent.' 

In  the  matter  of  Bateman  and  Moore^s  Patent  (Macr. 
P.  C.  116),  an  application  was  made  (1864)  to  BetheU, 
8.  O.,  for  leave  to  alter  the  specification,  so  as  to  make  it 
disclaim  the  separate  parts  of  the  invention,  and  claim 
only  the  combination.  The  Solicitor-General  said  that  he 
should  require  to  see  from  the  specification  itself  that  it 
had  not  been  intended  to  claim  the  separate  parts,  but 
their  combination  only.  Finding  some  indication  of  an  in- 
tention to  claim  the  apparatus  as  a  whole,  he  gave  the 
patentees  permission  to  reject  certain  words  in  the  claiming 
part  of  the  specification  which  were  inconsistent  with  such 
a  construction. 

Several  cases  came  before  the  Courts  in  which  the  con- 
struction of  the  prohibitive  words  of  the  earlier  Act  was 
debated.  *  The  object  of  the  Act  authorising  disclaimers ' 
(said  Lord  Westbury  in  the  case  of  Raiston  v.  Smith,  11  H. 
L.  G.  228)  '  was  plainly  this :  that  when  you  have  in  your 
specification  a  sufficient  and  good  description  of  a  useful 
invention,  but  that  description  is  imperilled  or  hazarded 
by  something  being  annexed  to  it  which  is  capable  of  being 
severed,  leaving  the  original  description  in  its  integrity 
good  and  sufficient,  without  the  necessity  of  addition,  then 
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joa  may,  by  the  operation  of  a  disclaimer,  lop  off  the  vicious 
matter,  and  leave  the  original  invention,  as  described  in 
the  specification,  untainted  and  uninjured  by  that  vicious 
excess.' 

The  operation  of  a  disclaimer  under  the  old  law  was 
considered  in  the  case  of  Seed  v.  Higgins  (8  E.  &  B.  766). 
The  patentee  described  in  his  specification,  and  illustrated 
by  drawings,  some  machinery  for  preparing  cotton,  and 
after  saying  that  the  apparatus  so  described  represented 
one  practicable  mode  of  carrying  out  the  invention,  he  pro- 
ceeded to  state  that  he  did  not  intend  to  confine  himself  to 
this  particular  method,  but  claimed  as  his  invention  the 
application  of  the  law  or  principle  of  centrifugal  force  for 
a  certain  purpose.  He  afterwards  disclaimed  his  claim  to 
the  application  of  the  law  or  principle,  and  limited  his 
claim  to  the  application  of  centrifugal  force  acting  in  a 
certain  manner  as  described  in  the  specification.  This  was 
held  to  be  a  limitation  of  his  claim  to  the  particular  appa- 
ratus described,  whereby  the  principle  was  applied  in  a 
certain  way,  and  afforded  no  ground  for  contending  that 
the  disclaimer  described  a  different  invention  from  that 
described  in  the  specification.  This  view  was  also  taken 
on  appeal  by  the  Court  of  Exchequer  Chamber  (8  E.  &  B. 
771)  and  by  the  House  of  Lords  (8  H.  L.  C.  660). 

In  the  case  of  Ralston  v.  Smith  (11  C.  B.  n.  s.  471),  it 
was  decided  by  the  Court  of  Exchequer  Chamber,  and 
afterwards  by  the  House  of  Lords  (11  H.  L.  C.  228),  that 
a  disclaimer  is  bad  which  is  in  effect  an  attempt  to  turn  a 
specification  for  an  impracticable  generality  into  a  grant 
for  a  specific  process,  comprised  within  the  generality  in 
one  sense,  but  not  to  be  discovered  there  without  going 
through  the  same  course  of  experiment  which  led  to  the 
discovery  of  the  specific  process  in  the  disclaimer.  The 
specification  in  this  case  was  expressed  in  general  terms, 
embracing  a  great  number  of  modes  of  engraving  upon 
rollers  any  desired  design  for  the  purpose  of  embossing 
woven  fabrics.  It  was  afterwards  found  that  only  rollers 
with  circular  grooves  would  answer,  and  the  patentee  there- 
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upon,  by  disclaimer,  limited  his  inyention  to  such  rollers. 
'Now'  (said  Lord  Chelmsford),  'as  these  were  not  specifi- 
cally described  in  the  original  specification,  but  were  merely 
involved  in  the  general  terms  which  were  used,  the  patentee 
had  not  complied  with  the  conditions  of  the  letters  patent 
in  particularly  describing  and  ascertaining  the  nature  of 
his  invention.  When,  therefore,  by  his  disclaimer  he  con- 
fines his  claim  to  circular  grooved  rollers  as  his  sole  inven- 
tion, though  in  one  sense  he  may  be  said  to  narrow  a  right, 
yet  he  really  extends  it,  because  he  thereby  describes  his 
alleged  invention  sufiSciently  to  enable  him  now  to  assert 
a  right  under  the  patent  which  he  never  could  have  success- 
fully maintained  upon  the  original  specification  alone.' 

Other  decisions  as  to  disclaimers  under  the  old  law  were 
Cannington  v.  NuttaU  (L.  E.  6  H.  L.  205)  and  Dudgeon  v. 
Thomson  (L.  R.  8  A.  C.  84). 

Under  that  part  of  the  Act  of  5  and  6  William  IV.  c.  88 
which  enacts  that  *  no  objection  shall  be  made,  in  any  pro- 
ceeding whatsoever,  on  the  ground  that  the  party  making 
such  disclaimer  or  memorandum  of  alteration  had  not  such 
authority  in  that  behalf,'  it  was  held  that  the  disclaimer  ol 
a  patentee  who  had  assigned  all  his  interest  in  the  patent 
could  not  be  objected  to.  (WaUington  v.  Dale,  7  Exch.  888.) 
The  language  of  the  Act  of  1888  is  that '  leave  to  amend 
shall  be  conclusive  as  to  the  right  of  the  party  to  make  the 
amendment  allowed,  except  in  case  of  fraud.' 

Powers  of  the  Master  of  the  RoUs. — The  Master  of  the 
Rolls  has  power  to  allow  amendments  in  a  specification 
filed  under  the  Act  of  1852,  or  which  is  otherwise  to  be 
considered  as  a  record  under  the  authority  of  the  M.  R, 
notwithstanding  s.  18  of  the  Act  of  1883.  (Oare's  Patent, 
L.  R.  26  Ch.  D.  105.) 

The  Master  of  the  Rolls  may  without  action  order  a 
disclaimer  to  be  removed  from  the  file,  when  filed  without 
the  consent  of  the  patentee.  (Re  Berdan's  Patent,  L.  R. 
20  Eq.  846.) 

The  M.  R.  refused  to  cancel  a  memorandum  of  altera- 
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tion  made  under  5  and  6  William  IV.  c.  88,  when  application 
was  made  to  him  for  that  purpose,  on  the  ground  that  it  ex- 
tended the  patentee's  privilege  and  infringed  the  petitioner's 
patent  rights,  for  he  held  he  had  no  jurisdiction.  (Re 
Sharp's  Patent,  8  Beav.  245.) 

To  amend  clerical  errors  in  a  specification  application 
must  be  made  to  the  Master  of  the  Bolls  or  the  Comptroller 
as  before  stated. 

The  following  cases  decided  by  the  Lord  Chancellor  or 
Master  of  the  Bolls  relate  to  the  amendment  of  clerical 
errors  under  the  old  law :  Re  Slmrp's  Patent  (3  Beav.  246) ; 
Re  Redmwnd  (5  Buss.  44) ;  Re  Rvberry's  Patent  (1  W.  P. 
C.  649) ;  Re  Dismore  (18  Beav.  588) ;  Re  Johnson's  Patent 
(L.  B.  5  Ch.  D.  508). 

COSTS. 

The  Acts  do  not  authorise  the  Comptroller  to  award 
costs.  (Pietschmann's  Patent,  1  Griff.  P.  C.  814.)  But  the 
law  officer  is  empowered  by  the  thirty-eighth  section  of  the 
Patents  Act  of  1888  to  order  costs  to  be  paid  by  either 
party,  where  leave  to  amend  is  opposed,  and  any  such 
order  may  be  made  a  rule  of  Court.  It  is  usual  to  let  costs 
follow  the  event,  but  the  law  officer  exercises  his  discretion 
according  to  the  circumstances  of  each  case.  See  the  Law 
Officers  Bules,  11  and  12. 
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CHAPTER  XIV. 

EXTENSION  OR  PROLONGATION  OF  LETTERS  PATENT. 

Notwithstanding  the  merit  and  utility  of  his  invention,  a 
patentee  frequently  finds  himself  nearly  at  the  expiration 
of  the  term  for  which  his  patent  was  granted  without 
having  reaped  the  reward  which  he  was  fairly  entitled  to 
expect.    This  may  have  happened  from  various  causes. 
To  perfect  the  invention,  to  make  arrangements  for  the 
manufacture,  and  to  bring  the  product  to  the  notice  of  the 
public  may  have  been  attended  with  great  expenses,  which 
were  never  repaid.   It  sometimes  occurs  that  the  public  are 
slow  to  acknowledge  the  merit  of  an  invention  of  real  value, 
and  the  patentee's  privilege  is  on  the  point  of  expiring 
before  they  can  be  brought  to  extend  their  patronage  to  it. 
It  may  be  that  the  patentee's  monopoly  has  been  infringed, 
and  tiiat  much  time  has  been  lost  and  large  costs  have 
been  incurred  in  enforcing  or  defending  his  just  rights. 
Or  it  may  be  that  the  patentee  did  not  himself  possess 
sufficient  means,  and  was  never  fortunate  enough  to  meet 
with  a  capitalist  to  advance  what  was  necessary  to  work 
the  invention.    From  some  one  of  these  causes,  or  from 
several  of  them  combined,  it  happens  not  seldom  that  a 
patentee  fails  to  derive  any  benefit,  even  if  he  escapes  loss, 
from  an  invention  of  real  merit  and  value. 

In  order  to  afford  the  unsuccessful  but  meritorious 
patentee  an  opportunity  of  remedying  this  hardship  at  a 
less  cost  than  a  special  Act  of  Parliament,  the  statute  of 
5  and  6  William  lY.  o.  83  empowered  him  to  petition  the 
Queen  in  Council  for  a  prolongation  of  the  term  of  his 
patent ;  and  now  by  the  twenty-fifth  section  of  the  Patents 
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Act  of  1888  it  has  been  enacted  that  a  patentee  may,  after 
advertiBmg  in  manner  directed  by  any  rales  made  under 
this  section  his  intention  to  do  so,  present  a  petition  to  her 
Majesty  in  Council,  praying  that  his  patent  may  be  extended 
for  a  further  term ;  but  such  petition  must  be  presented  at 
least  six  months  before  the  time  limited  for  the  expiration 
of  the  patent.  But  in  the  case  of  Brandon* s  Patent  (1  B. 
P.  G.  154),  it  was  held  that  owners  of  patents  existing  before 
January  1,  1884,  could  apply  for  prolongations  at  any 
time  before  the  expiration  of  such  patents.  Any  person 
may  enter  a  caveat,  addressed  to  the  Begistrar  of  the 
Council  at  the  Council  Office,  against  the  extension.  If 
her  Majesty  shall  be  pleased  to  refer  any  such  petition  to 
the  Judicial  Committee  of  the  Privy  Council,  the  Committee 
shall  consider  the  same,  and  the  petitioner  and  any  person 
who  has  entered  a  caveat  shall  be  entitled  to  be  heard  on 
the  petition.  The  Judicial  Committee  are  to  have  regard 
to  the  nature  and  merits  of  the  invention  in  relation  to  the 
public,  to  the  profits  made  by  the  patentee  as  such,  and  to 
all  the  circumstances  of  the  case.  If  they  report  that  the 
patentee  has  been  inadequately  remunerated,  her  Majesty 
in  Council  may  extend  the  term  of  the  patent  for  seven,  or 
in  exceptional  cases  fourteen,  years;  or  may  order  the 
grant  of  a  new  patent  for  the  term  therein  mentioned,  and 
containing  any  restrictions,  conditions,  and  provisions  that 
the  Judicial  Committee  may  think  fit. 

An  assignee  may  apply  for  an  extension,  but  he  does 
not  stand  altogether  in  the  same  favourable  position  as 
the  patentee.  (Claridge's  Patent^  7  Moo.  P.  C.  894.)  It  is 
chiefly  with  the  view  of  rewarding  a  meritorious  inventor 
that  the  extension  of  a  patent  is  granted.  If,  however,  the 
assignee  be  a  person  who  has.  assisted  the  inventor  with 
funds  to  enable  him  to  perfect  the  invention  and  bring  it 
into  use,  this  circumstance  is  a  favourable  feature  in  a 
petitioning  assignee's  case.  (Norton^s  Patent,  1  Moore,  P. 
C.  C.  N.  s.  889,  in  which  case  the  petitioners,  who  were  a 
public  company,  were  refused  a  prolongation  which  they 
applied  for  after  the  death  of  the  inventor.)    See  also  the 


EXTENSION  OF  LETTERS  PATENT         193 

cases  of  CardweWs  Patent  (10  Moo.  ?•  C.  C.  488) ;  Pitman'$ 
Patent  (8  Moo.  P.  C.  C.  n.  b.  297) ;  Hutchison's  Patent  (14 
Moo.  P.  C.  C.  864) ;  Normand's  Patent  (L.  R.  3  P.  C.  C. 
198) ;  Reeces  Patent  (51,  Engineer,  207) ;  Sillar*s  Patent 
(Goodeve's  cases,  681).  But  public  companies  have  in  some 
cases  been  successful  petitioners,  Houghton's  Patent  (7  Moo. 
P.  C.  N.  8.  309) ;  Napier's  Patent  (13  Moo.  P.  C.  543)  ; 
Church's  Patents  (3  E.  P.  C.  95). 

THE  PETITION  AND  THE   PROCEDURE.^ 

The  proceedings  commence  by  the  insertion  of  adver- 
•tisements  in  the  pubUc  prints,  giving  notice  of  the  patentee's 
intention  to  apply  for  a  prolongation  of  his  patent  (see  the 
Privy  Council  Bules),  and  a  petition  setting  forth  the  facts 
must  then  be  presented  to  her  Majesty  in  Council,  at  any 
time  before  the  expiration  of  the  patent,  though  it  will  be 
prudent  not  to  delay  presenting  the  petition  much  after  six 
months  before  the  expiration. 

All  facts  material  to  the  petitioner's  title,  and  to  the 
history  of  the  patent,  must  be  stated  in  the  petition 
{Johnson's  Patent,  L.  B.  4  P.  G.  C.  83),  which  ought  to  be 
a  clear  and  candid  statement  of  the  circumstances  und^ 
which  the  petitioner  presents  himself  before  the  tribunal. 
In  one  case,  when  material  facts  were  omitted,  the  hearing 
was  postponed,  and  the  petition  directed  to  be  amended. 
(Hutchison's  Patent,  14  Moore,  P.  C.  C.  864.)  In  other 
cases  where  important  facts  were  not  set  forth,  the  applica- 
tions were  refused.  (Pitman's  Patent,  8  Moore,  P.  C.  C.  n.  s. 
293 ;  Horsey's  Patent,  1  B.  P.  C.  225.)  Where  the  patentee 
had  assigned  his  patent  before  applying  for  an  extension, 
and  had  omitted  to  state  this  fact  in  his  petition,  it  was 
dismissed,  leaving  the  inventor  or  his  assignee,  if  he  thought 
proper,  to  apply  again.  {Mitchell's  Patent,  February  1882.) 
A  mortgagee  ought  to  be  made  a  party  to  the  petition. 
(Church's  Patents,  3  B.  P.  C.  95.)   And  the  legal  personal  re- 

'  Forms  of  Petition  for  Extension  of  a  Patent,  Objections  to  Extension 
and  a  Petitioner's  Accounts  will  be  found  in  Mr.  W.  N.  Lawson's  Law  and 
Practice  under  th^  Patents  Acts^  2nd  ed.  pp.  507-524. 
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presentative  of  the  deceased  patentee  must,  under  certaiik 
circumstances,  join  in  the  petition.  {WiUucy's  Patent y  E.  5 
P.  C.  690.) 

If  foreign  patents  have  been  obtained,  the  fact  should 
be  mentioned.  (Pitman's  Patent,  L.  E.  4  P.  C.  86  ;  Adair*s 
Patent,  6  App.  Cas.  176  ;  Newton's  Patent,  1  E.  P.  C.  177>- 

Important  facts  having  been  inadvertently  omitted  from 
the  petition,  leave  was  appUed  for  and  granted  to  file  sup- 
plementary particulars  before  the  hearing.  {In  Re  Reece's 
Patent,  51  Eng.  207.) 

Any  person  may  enter  a  caveat  addressed  to  the  Eegis- 
trar  at  the  Council  Office  against  the  extension.  Having 
done  so,  he  is  entitled  to  have  notice  from  the  petitioner  of 
any  special  application  and  of  the  hearing,  and  may  be 
heard  in  opposition,  when  the  case  is  entered  upon,  before 
the  Judicial  Committee.  The  caveat  must  be  entered  in 
the  name  of  the  actual  opponent,  not  in  that  of  the  patent 
agent.  {Lowe's  Patent,  8  Moore,  P.  C.  C.  1.)  As  to  the 
right  of  an  alien  living  abroad  to  be  heard  in  opposition  to 
an  extension,  see  Schlumberger's  Patent  (9  Moore,  P.  C.  C.  !)• 

By  the  sixth  of  the  Privy  Council  Eules  persons  who 
have  entered  caveats  must,  within  a  fortnight  after  service 
on  them  of  copies  of  the  petition,  lodge  at  the  Council 
Office  notice  of  the  grounds  of  their  objection.  In  BalTs 
Patent  (4  App.  Ca.  171),  it  was  held  to  be  unnecessary  to 
state  the  particulars  if  the  grounds  are  given.  The  Crown 
may  adduce  evidence  against  a  patent  irrespective  of  the 
objections,  Duncan  Stewart's  Patent  (3  E.  P.  C.  9) ;  Church's 
Patents  (8  E.  P.  C.  95). 

By  the  ninth  rule  the  petitioner  must  lodge  at  the 
Privy  Council  Office,  at  least  one  week  before  the  day  fixed 
for  the  hearing,  six  printed  copies  of  his  specification,  and 
also  four  copies  of  his  accounts.  If  the  accounts  are  not 
filed  in  due  time  the  Committee  may  refuse  to  go  into  the 
question.  {Johnson's  and  Atkinson's  Patents,  L.  E.  5  P.  C. 
87 ;  Chatwood's  Patent,  L.  E.  5  P.  C.  88,  note.) 

Under  the  eighth  section  of  the  7  and  8  Vict.  c.  69,  the 
Judicial  Committee  may  appoint  one  of  the  clerks  of  the 
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Privy  Council  to  take  any  formal  proofs  required  to  be 
taken  in  dealing  with  the  matter  before  them,  and  may 
proceed  on  the  clerk's  report  as  if  the  proofs  had  been 
taken  by  the  Committee  itself ;  and  this  section  was  not 
repealed  by  the  Patents  Act  of  1883.  By  the  sixth  sub- 
section of  the  twenty-fifth  section  of  that  Act  it  was  enacted 
that  her  Majesty  in  Council  might  make,  from  time  to 
time,  rules  of  procedure  and  practice  for  regulating  pro- 
ceedings on  such  petitions,  and  subject  thereto  such 
proceedings  should  be  regulated  according  to  the  existing 
procedure  and  practice  in  patent  matters  of  the  Judicial 
Committee.  The  rules  now  in  force  will  be  found  reprinted 
in  the  Appendix  to  this  volume. 

THE    HEABINO. 

The  Judicial  Committee  of  the  Privy  Council  is 
empowered  by  the  twenty-eighth  section  (sub-section  2)  of 
the  new  Act  to  call  in  the  aid  of  an  assessor  specially 
qualified  in  any  proceeding  before  them  relating  to  patents. 

Not  more  than  two  barristers  will  be  heard  on  each 
side :  that  is  to  say,  two  in  support  of  the  appUcant's  case 
and  two  in  opposition.  Where,*  however,  more  parties  than 
one  oppose,  and  they  have  separate  and  independent  grounds 
of  opposition,  each  will  be  allowed  two  counsel.  The 
Attorney-General  usually  appears  to  watch  the  case  on 
behalf  of  the  Crown.    The  petitioner  may  appear  in  person. 

The  petitioner  must  be  prepared  at  the  hearing  with 
evidence  to  show  that  there  is  an  invention,  and  that  the  in- 
vention possesses  utiUty,  the  word  here  meaning  substantial 
merit  and  usefulness  to  the  public,  not  merely  the  scintiJla 
utilitatis  which  is  sufficient  to  justify  the  grant  of  a  patent 
in  the  first  instance.  He  must  further  show  that  all 
reasonable  means  had  been  taken  to  make  the  invention 
productive ;  and  if  his  case  is  that  he  has  never  been  re- 
imbursed his  expenses,  he  must  give  reasonable  evidence  of 
the  amount  of  his  loss.  If,  however,  there  is  a  balance  of 
profit,  but  to  an  extent  incommensurate  with  his  fair  ex- 
pectations, he  will  be  required  to  show  what  the  real  profit 

o  2 


196         EXTENSION  OF  LETTEBS  PATENT 

has  been.  Where  the  statement  of  the  accounts  is  un- 
satisfactory the  Committee  will  either  direct  that  question 
to  be  taken  before  considering  the  merits  of  the  invention, 
or  adjudicate  without  reference  to  them.  (Clark's  Patent^ 
L.  R.  3  P.  C.  421 ;  S.  C.  7  Moore,  P.  C.  C.  n.  s.  255 ; 
Wield's  Patent,  L.  R.  4  P.  C.  89 ;  S.  C.  8  Moore,  P.  C.  C. 
N.  s.  800.)  But  where  the  accounts  are  satisfactory  on 
their  face  the  usual  course  is  to  go  into  the  question  of 
merits  first.  (Houghton's  Patent,  L.  E.  3  P.  C.  462.)  (See 
the  section  on  the  Accounts,  post.) 

The  merit  and  substantial  utiUty  of  the  invention  ought 
to  be  shown  by  the  testimony  of  persons  of  experience 
and  weight.  (McDougaVs  Patent,  L.  R.  2  P.  C.  1 ;  Betts* 
Patent,  1  Moo.  P.  C.  49 ;  Stoney's  Patent,  5  R.  P.  C.  519.) 
Where  the  utility  of  the  invention  as  a  whole  was  not 
apparent  the  petition  was  dismissed.  (Willacy's  Patent,  5 
R.  P.  C.  690.) 

The  petitioner  must  show  that  the  parties  interested 
had  made  efforts  to  bring  the  invention  into  pubUc  use. 

Delay  for  a  prolonged  period  on  the  part  of  an  inventor 
in  attempting  to  bring  his  invention  into  use  is  a  good 
reason  for  refusing  to  grant  an  extension  unless  some 
reasonable  excuse  can  be  shown.  {Norton's  Patent,  1  Moore, 
P.  C.  C.  N.  s.  839.) 

If  the  invention  has  not  been  brought  into  use,  in  spite 
of  the  earnest  endeavours  of  the  persons  interested  in 
the  patent,  that  circumstance  will  be  taken  as  a  strong 
presumption  that  it  is  wanting  in  practical  utility,  and,  if 
not  satisfactorily  explained,  the  application  will  be  refused. 
(Southworth's  Patent,  1  W.  P.  C.  487 ;  Kollman's  Patent,  1 
W.  P.  C.  565 ;  Jones'  Patent,  1  W.  P.  C.  579 ;  BakeweWs 
Patent,  15  Moore,  P.  C.  385 ;  Allan's  Patent,  L.  E.  1  P.  C. 
607 ;  Herhert's  Patent,  L.  R.  1  P.  C.  389 ;  Patterson's  Patent, 
6  Moore,  P.  C.  469 ;  Wield' s  Patent,  8  Mocre,  P.  C.  n.  s. 
800.)  For  instance,  the  patentee  may  show  that  he  was 
incapacitated  for  business  for  a  long  period  by  an  accident. 
(Roper's  Patent,  4  R.  P.  C.  201.) 

The  presumption  of  non-utility  in  the  invention  may 
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also  be  rebutted  by  evidence  showing  its  merit  and  utility. 
(Hughes'  Patent y  L.  R.  4  App.  Cas.  174.)  The  petitioner 
should  be  prepared  with  evidence  to  show  that  there  is  a 
reasonable  probabihty  of  an  increased  use  or  sale  in  the 
immediate  future. 

It  is  open  to  those  who  oppose  the  extension  to  adduce 
evidence  to  show  that  the  invention  is  wanting  in  novelty 
or  utility,  or  that  it  is  imperfect ;  and  they  may  likewise 
point  out  defects  in  the  specification.  It  is  sufficient  to 
state  the  grounds  of  objection  to  an  extension  without 
stating  the  particulars.  (Ball's  Patent,  4t  App.  Gas.  171.) 
But  in  Saxby's  Patent  (L.  R.  3  P.  C.  294)  the  Council  re- 
fused  to  go  into  the  questions  of  novelty  or  utility  where 
the  merit  of  the  invention  had  been  proved  and  the  patentee 
had  been  inadequately  rewarded.  Lord  Cairns  said,  'In 
point  of  fact  it  is  not  the  practice  of  this  tribunal  to  decide 
upon  the  novelty  or  utiUty  of  the  invention,  although  it 
would  abstain  from  prolonging  a  patent  which  was  mani- 
festly bad.'  See  also  Cookings*  Patent  (2  E.  P.  C.  151) ; 
Churches  Patents  (3  R.  P.  C.  95).  However,  in  Stewart's 
Patent  (8  E.  P.  C.  7),  evidence  that  the  invention  had  been 
anticipated  by  previous  patents  and  by  user  of  machines 
was  admitted,  and  the  petition  was  dismissed. 

The  fact  of  improvements  having  been  made  by  other 
persons  in  the  patentee's  invention  after  the  date  of  his 
patent  does  not  afford  ground  of  opposition  to  an  applica- 
tion for  an  extension  if  the  invention  has  a  merit  of  ita 
own,  and  if  the  patentee  has  not  reaped  a  benefit  in  pro- 
portion to  that  merit.  {OaUoway's  Patent,  1 W.  P.  C.  727 ; 
Napier's  Patent,  6  App.  Cas.  174.) 

Nor  is  it  a  vaUd  ground  of  objection  that  the  manner  of 
working  the  invention  had  been  varied  since  the  filing  of 
the  specification.     {Heath's  Patent,  2  W.  P.  C.  257.) 

If  a  patentee  has  allowed  his  foreign  patents,  obtained 
after  the  date  of  the  British  patent,  to  lapse,  that  is  not  a 
ground  for  refusing  the  prayer  of  the  petition.  {Adair's 
Patent,  6  App.  Cas.  176 ;  and  see  Johnson's  Patent,  L.  R.  4 
P.  C.  79  ;  Hills'  Patent,  1  Moore,  P.  C.  n.  s.  258.) 
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But  if  the  inyention  as  originally  specified  proved  a 
failure  (BeWs  Patent,  2  W.  P.  C.  160),  or  when  it  was  only 
made  completely  successful  by  adopting  improvements  in- 
troduced by  other  persons  from  abroad  (WoodcroJVs  Patent, 

1  W.  P.  C.  740),  the  patentee  was  thought:  disentitled  to 
an  extension. 

On  the  other  hand,  if  the  introduction  of  the  invention 
has  been  strongly  opposed  by  persons  engaged  in  the  trade 
(Stafford's  Patent,  1  W.  P.  C.  668  ;  Roberts'  Patent,  1  W* 
P.  G.  573),  or  if  the  patentee  has  never  been  able  to  raise 
the  necessary  funds  (Wright's  Patent,  1  W.  P.  C.  575),  or 
if  he  has  been  engaged  in  heavy  litigation  arising  out  of 
the  patent  (Heath's  Patent,  2  W.  P.  C.  257 ;  Russell's  Patent, 

2  Moore,  496  P.  C. ;  Pettit  Smith's  Patent,  7  Moore,  P.  C. 
188),  these  have  been  considered  good  grounds  for  granting 
an  extension. 

If  litigation,  involving  the  question  of  the  validity  of 
the  patent,  should  be  going  on  at  the  time  of  the  appUcation 
for  a  prolongation,  the  Committee  will  not  go  into  the 
question,  but  will  assume  the  patent  to  be  valid  (Beits' 
Patent,  1  Moore,  P.  C.  C.  n.  s.  49),  unless  a  court  of  law 
has  already  decided  against  the  validity  of  the  patent 
(Jones'  Patent,  9  Moore,  P.  C.  41),  or,  unless  the  invalidity 
•is  beyond  all  reasonable  doubt,  in  which  case  they  will  not 
grant  an  extension.  (Woodcroft's  Patent,  2  W.  P.  C.  80; 
Hilis'  Patent,  1  Moore,  P.  C.  C.  n.  s.  258  ;  Mclnnes'  Patent, 
L.  B.  2  P.  C.  54 ;  S.  C.  5  Moore,  P.  C.  C.  n.  s.  72 ;  Stewart's 
Patent,  8  B.  P.  G.  9.)  If  a  competent  tribunal  should, 
after  the  grant  of  a  new  patent,  decide  that  the  original 
patent  was  invalid,  the  new  patent  will  share  its  fate,  and 
will  be  invaUd  likewise.  (Kay's  Patent,  1  W.  P.  C*  571.)  On 
the  hearing  of  the  application  to  extend  the  term  of  Honi- 
haU's  Patent  (8  Eq.  Bep.  230 ;  S.  C.  2  W.  P.  C.  208),  it  was 
'said  that  the  grant  of  an  extended  term  is  to  be  considered 
as  a  new  grant  by  new  letters  patent,  subject  to  the  same 
conditions,  open  to  the  same  objections,  and  in  ordinary 
cases  entitled  to  the  same  advantages  as  the  original  grant. 
So  that,  in  point  of  fact,  the  extension  decides  nothing,  one 
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way  or  other,  as  to  the  validity  of  the  patent.  And,  there- 
fore, where  it  is  only  a  matter  of  doubt  as  to  the  validity  of 
the  patent — as,  for  example,  where  the  evidence  is  conflict- 
ing— the  extension  will  be  granted,  if  there  appear  good 
grounds  aliunde  for  that  course. 

When  it  appeared  that  a  patentee  had  agreed  by  deed 
with  a  public  company  to  grant  an  exclusive  licence,  and 
also  covenanted  with  them  to  obtain  at  the  expiration  of 
the  term  a  prolongation  of  the  patent  for  the  same  purpose, 
the  apphcation  for  a  prolongation  was  refused  by  th^ 
Privy  Council,  on  the  ground  that  the  agreement  was  con- 
trary to  pubUc  policy  and  repugnant  to  the  spirit  of  the 
statute  6  and  6  WilUam  IV.  c.  88.  (CardwelVs  Patent^  10 
Moore,  P,  C.  C.  488.) 

THE  ACCOUNTS. 

*  It  is  the  duty  of  a  patentee  to  take  upon  himself  the 
onus  of  satisfying  the  Committee  in  a  manner  which  admits 
of  no  controversy  of  what  has  been  the  amount  of  remuner- 
ation which  in  every  j)oint  of  view  the  invention  has  brought 
to  him,  in  order  that  their  lordships  may  be  able  to  come  to 
a  conclusion  whether  that  remuneration  may  fairly  be  con- 
sidered a  sufficient  reward  for  his  invention  or  not.    It  is 
not  for  the  Committee  to  send  back  the   accounts  for 
further  particulars,  nor  to  dissect  the  accounts  for  the  pur- 
pose of  surmising  what  may  be  their  real  outcome  if  they 
were  differently  cast ;  it  is  for  the  applicant  to  bring  his 
accounts  before  the  Committee  in  a  shape  which  will  leave 
no  doubt  as  to  what  the  remuneration  has  been  that  he  has 
received.'     (Per  Lord  Cairns  in  Re  Saxby*8  Patent,  L.  E.  8 
P.  C.  292 ;  S.  C.7  Moore,  P.  C.  C.  n.  s.  85.     See  also  Re 
Clark's  Patent,  L.  R.  8  P.  C.  C.  421 ;  S.C.7  Moore,  P.  C. 
C.  N.  s.  256  ;  Wield's  Patent,  L.  E.  4  P.  C.  C.  89.)     In  the 
case  of  Yates  and  Kellett's  Patent  (4  E.  P.  C.  150),  the 
petitioners  apphed  at    the  hearing  for  an   adjournment 
to  give  them  time  to  amend  the  accounts,  but  the  apph- 
cation was  refused  and  the  petition  was  dismissed.    The 
accounts  must,  therefore,  be  full,  clear,  unreserved,  and 
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properly  proved.  {HiUs^  Patent^  1  Moore,  P.  C.  C.  n.  s.  2SS.) 
Where  the  patentee  has  dealt  with  his  patent  only  through 
the  medium  of  assignments  and  Ucences,  the  work  of  making 
out  correct  and  complete  accounts  ought  to  he  easy.  His 
difficulties  will  be  much  increased  if  he  has  himself  entered 
upon  the  manufacture  of  the  patented  article  along  with 
another  business,  unless  he  has  had  the  foresight  to  perceive 
the  propriety  of  keeping  separate  books.  It  is  desirable 
that  a  patentee  should  from  the  first  keep  his  accounts 
under  the  patent  distinct  from  those  of  any  other  business 
in  which  he  may  be  engaged,  so  that  in  the  event  of  his 
applying  for  an  extension,  he  may  be  able  to  give  satis- 
factory evidence  of  everything  paid  and  received  on  account 
of  the  patent.  {Betts'  Patent,  1  Moore,  P.  C.  n.  s.  49  r 
Duncan  and  Wihon's  Patent,  1  E.  P.  C.  257).  In  the  latter 
case  the  petition  was  dismissed  because  the  expenditure 
of  the  patent  business  was  not  sufficiently  distinguished 
from  that  of  the  petitioner's  general  business. 

The  profits  of  every  branch  of  the  manufacture  con- 
nected with  the  patented  invention  must  be  set  forth,  even 
those  of  a  subsidiary  and  independent  business,  if  that  busi* 
ness  is  carried  on  for  the  purpose  of  employing  the  product  as 
a  feeder  of  the  patented  manufacture.  On  the  hearing  of  the 
petition  for  a  prolongation  of  Newton's  Patent  (51  Engineer 
208),  it  appeared  that  the  petitioners  (Nobel's  Explosives 
Company),  who  were  assignees,  had  not  only  manufactured 
dynamite,  the  object  of  the  patent,  but  had  also  made 
nitro-glycerine  (one  of  the  ingredients  of  dynamite)  and 
the  nitric  acid  with  which  that  nitro-glycerine  was  pre- 
pared. In  making  out  their  accounts  in  support  of  their 
case  they  treated  the  matter  as  if  they  had  bought  nitro*^ 
glycerine  in  the  market,  keeping  out  of  view  the  profits 
they  had  made  by  the  manufacture  of  nitric  acid  and  nitro- 
glycerine ;  their  contention  being  that  the  latter  profits 
ought  not  to  be  taken  into  consideration  in  estimating  the- 
dynamite  profits.  It  was,  however,  held  that  the  profits 
from  every  branch  of  their  manufacture  must  be  brought 
into  the  account ;  and,  as  the  profits  derived  from  the  sub- 
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Bidiary  manufacture  had  been  very  large,  the  petition  was 
dismissed  with  costs.    See  also  Bailey* s  Patent  (1  E.  P.  C.  1>. 

Where  the  patent  has  been  assigned  to  a  company,  not 
only  must  the  patentee's  profits  be  shown,  but  the  account 
of  the  company  should  be  deposited.  {Deacon's  Patent^  4 
E.  P.  C.  119.) 

The  profit,  year  by  year,  ought  to  be  shown  {Perkins^ 
Patent,  2  W.  P.  C.  6),  including  the  profits  made  by  sales 
abroad.  {Hardy's  Patent,  6  Moore,  P.  C.  441.)  The 
profits  made  under  foreign  patents,  if  any,  must  be  shown. 
{Adair's  Patent,  6  App.  Cas.  176 ;  Newtmi's  Patent,  1  E.  P. 
C.  177 ;  L.  E.  9  App.  C.  592.)  If  books  of  account  are  not 
forthcoming,  the  petitioner  will  be  required  to  explain  their 
absence.  {Markwick's  Patent,  13  Moore,  P.  C.  C.  310.)  If 
a  patentee  so  deals  with  his  rights  that  he  is  unable  to 
show  what  amount  of  profit  has  been  made  by  working 
the  patent,  or  what  has  been  received  by  licensees  under 
licences,  he  will  be  considered  to  have  disentitled  himself 
to  an  extension.  {Trotman's  Patent,  L.  E.  1  P.  C.  lift; 
Saxhy's  Patent,  L.  E.  3  P.  C.  294.)  In  taking  an  account 
of  the  profits  and  loss  the  patentee  is  entitled  to  charge 
for  personal  expenses  and  loss  of  time  devoted  to  the 
patent  and  in  endeavouring  to  bring  the  invention  into 
use.  {Trotman's  Patent,  L.  E.  IP.  C.  135 ;  Newton's  Patent,, 
14  Moore,  P.  C.  C.  156 ;  Perkins'  Patent,  1  W.  P.  C.  6 ; 
Carr's  Patent,  L.  E.  4  P.  C.  541 ;  8.  C.  9  Moore,  P.  C.  a 
N.  s.  379;  Poole's  Patent,  L.  E.  1  P.  C.  514;  Fnmess' 
Patent,  2  E.  P.  C.  175.)  Travelling  expenses,  salaries  of 
clerks,  and  commissions  on  sales  where  the  patentee  has. 
acted  as  salesman  have  been  allowed  {Bailey's  Patent,  1 
E.  P.  0. 1),  and  the  cost  of  making  experiments  has  been 
allowed.  {Kay's  Patent,  1  W.  P.  C.  572.)  In  some  cases, 
the  profits  made  by  the  patentee  as  manufacturer  have 
been  permitted  to  be  deducted  {Betts'  Patent,  1  Moore, 
P.  C.  N.  s.  49 ;  Galloway's  Patent,  1  W.  P.  C.  729 ;  Duncan 
and  Wilson's  Patent,  4t  E.  P.  C.  119) ;  in  other  cases  such 
profits  were  not  allowed  to  be  deducted.  {Muntz's  Patent,  % 
W.  P.  C.  121 ;  Saxby's  Patent,  L.  E.  3  P.  C.  292.)    Where 
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manufactorer's  profits  are  allowed  to  be  deducted  there  is 
no  specific  rule  as  to  the  proportion,  since  they  vary  in 
different  businesses,  but  in  iTtZfo'  Patent  (1  Moore,  P.  C.  251) 
and  in  Duncan  and  Wilson's  Patent  (2  B.  P.  C.  260)  two- 
thirds  of  the  net  profits  were  deemed  too  large  a  proportion. 
Law  expenses  incurred  by  the  patentee  in  maintaining  his 
rights  are  in  general  allowed  in  deduction  of  profits,  but 
this  will  not  be  done  when  the  patentee  has  compromised 
suits  and  given  up  costs  to  which  he  had  an  apparent  title. 
(Hills'  Patent,  1  Moore,  P.  C.  C.  n.  s.  258.)  In  the  matter 
of  Bailey's  Patent  (1  K.  P.  C.  1),  where  the  administrator 
of  a  patentee  claimed  at  the  bar  to  be  allowed  some  deduc- 
tions from  the  profits  not  mentioned  in  the  petition  or 
accounts,  it  was  held  that  no  such  deduction  could  be  made, 
and  evidence  on  the  point  was  inadmissible. 

A  petition  was  dismissed  where  the  accounts  were  in- 
sufficient as  not  distinguishing  the  expenditure  on  that  part 
of  the  invention  which  was  proved  useful.  ( Willaq/'s  Patent, 
5  E.  P.  C.  690.) 

OSOUNDS  OF  DECISION  UPON  THE  MERITS. 

The  jurisdiction  conferred  upon  the  Judicial  Committee 
by  the  Legislature,  being  an  extraordinary  one,  is  to  be 
exercised,  as  remarked  in'  the  Council  Chamber,  only  on 
the  most  special  grounds  alleged  and  proved  in  reference 
to  each  case,  and  at  the  discretion  of  the  Committee ;  for 
the  extension  of  a  patent  is  a  matter  of  favour,  not  of 
right.  In  considering  their  decision  the  Committee  is, 
according  to  the  twenty-fifth  section  of  the  Act  of  1888,  to 
'  have  regard  to  the  nature  and  merits  of  the  invention  in 
relation  to  the  public,  to  the  profits  made  by  the  patentee 
as  such,  and  to  all  the  circumstances  of  the  case.'  In 
coming  to  a  decision  they  seek  to  meet  the  justice  of  the 
case  with  respect  to  the  meritoriousness  and  public  useful- 
ness of  the  invention,  and  the  adequacy  or  inadequacy 
of  the  patentee's  remuneration,  regard  being  had  to  the 
patentee's  opportunities,  the  adverse  circumstances  with 
which  he  had  to  contend,  and  his  general  management 
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of  the  matter.  If  he  has  met  with  loss,  as  the  total  result 
of  his  transactions  under  the  patent,  and  there  has  been 
no  neglect  or  gross  mismanagement  on  his  part,  there  is 
good  primd'facie  ground  for  an  extension  ;  but,  if  a  certain 
amount  of  profit  has  been  derived  from  working  the  patent, 
a  decision  is  less  easily  formed.  The  question  to  be  con- 
sidered, it  has. been  said,  is  not  simply  what  the  patentee 
has  received,  but  what  the  patent  has  gained  or  what  it 
ought  to  have  gained  with  proper  management. 

Assuming  that  the  patentee's  conduct  in  regard  to  this 
part  of  the  case  is  not  open  to  remark,  it  is  obvious  that 
the  merit  of  the  invention  is  now  an  element  to  be  con- 
sidered, since  a  few  hundred  pounds  may  very  well  reward 
an  invention  of  small  utility,  whilst  10,0002.  may  be  an 
inadequate  payment  for  a  discovery  of  great  public  benefit, 
the  working  of  which  has  been  attended  with  heavy  losses 
and  great  anxieties.    The  amount  of  inventive  power  will 
be  taken  into  consideration,  as  well  as  the  amount  of 
time  and  trouble  expended  by  the  inventor  in  making 
experiments,  either  previously  to  his  discovery,  or  in  testing 
it,  or  in  carrying  it  out.    Inventors  have  different  degrees 
of  meritoriousness.    It  is  not,  however,  to  be  assumed, 
that  because  the  step  in  improvement  taken  by  an  inventor 
is  small,  his  merit  is  Ukewise  small,  and  his  invention 
unimportant.    A  very  small  addition  or  alteration  may 
have  altogether  escaped  notice  until  seized  and  turned  to 
account  by  an  acute  mind,  and  its  adoption  may  lead  to 
most  important  consequences  in  the  manufacture  with 
which  it  is  connected.     The  reward  of  such  an  invention 
ought  not  to  be  made  proportionate  to  its  apparent  insigni- 
ficance.     Common  justice  dictates  that  the  benefit  an 
inventor  has  conferred  on  the  public  ought  to  be  regarded  ; 
and  the  advisers  of  the  Crown,  acting  under  this  idea,  will 
give  him  the  opportunity  of  reaping  a  recompense  in  some 
degree  commensurate  with  the  value  of  the  result.    In 
delivering  judgment  on  an  application  to  the  Privy  Council 
for  an  extension  of  Soames'  Patent  (1  W.  P.  C.  729),  Lord 
firougham  used  these  words :  *  The  whole  history  of  science, 
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from  the  greatest  discoveries  down  to  the  most  unimpor^ 
tant — from  the  discovery  of  the  system  of  gravitation  itself, 
and  the  fractional  calculus  itself,  down  to  the  most  trifling 
step  that  has  ever  been  made — is  one  continued  illustration 
of  the  slow  progress  by  which  the  human  mind  makes  its 
advance  in  discovery.  It  is  hardly  perceptible,  so  Uttle  has 
been  made  by  any  one  step  in  advance  of  the  former  state 
of  things,  because  generally  you  find  that  just  before  there 
was  something  very  nearly  the  same  discovered  or  invented.* 
His  lordship  proceeded  to  say,  that  in  the  case  of  a  new 
principle  or  a  novel  invention — for  instance,  a  new  process 
— the  smallness  of  the  step  did  not  furnish  any  argument 
against  its  importance.  But  when  a  new  application  only 
is  under  consideration,  such  an  application  as  might  easily 
suggest  itself  to  any  person— a  new  application  of  a  well- 
known  simple  process,  which  had  been  employed  with 
respect  to  other  substances — then,  when  a  patentee  comes 
to  apply  for  an  extension  of  his  patent,  the  smallness  of 
the  step  involved  in  the  patented  invention  will  be  taken 
into  consideration  in  determining  the  length  of  the  exten- 
sion. In  this  case  the  invention  consisted  in  an  applicatioi> 
of  mechanical  pressure  to  separate  the  solid  and  fluid  con- 
stituents of  cocoa-nut  oil.  The  invention  having  been  of 
moderate  benefit  to  the  pubhc,  the  moderate  extension  of 
three  years  was  granted  to  the  patentee.  See  also  the 
remarks  of  Lord  Kingsdown  on  Hills'  Patent  (1  Moore,  P. 
C.  C.  N.  s.  258),  and  of  Lord  Cairns  in  Saxhy's  Patent 
(L.  E.  8  P.  C.  294),  as  well  as  the  case  of  Derosne's  Patent 
(4  Moo.  P.  C.  418). 

To  justify  an  extension  for  a  longer  time  than  seven 
years  the  invention  must  be  clearly  shown  to  possess  a  very 
exceptional  degree  of  merit  and  public  usefulness.  In  the 
cases  of  Moncrieff's  Patent  (22,  Iron  35),  Ruthven's  Patent 
(Pract.  M.  J.,  2nd  ser.,  8, 159),  and  Stoney's  Patent  (5  E.  P* 
C.  518),  a  prolongation  of  ten  years  was  recommended.  It 
is  very  seldom  indeed  that  the  full  term  of  fourteen  yeara 
is  granted.     (MitcheWs  Patent,  SO  Newton,  L.  J.  c.  8.  856.) 

In  the  case  of   a  patent  obtained  for  an  invention 
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imported  from  abroad,  which  invention  had  been  previously 
patented  in  a  foreign  country,  the  British  patent  became 
void  under  the  twenty-fifth  section  of  the  15  and  16  Vict. 
c.  88  at  the  expiration  of  the  foreign  patent ;  and  when 
appUcation  for  a  prolongation  of  such  a  patent  was  made, 
it  was  refused.  (Avhe's  Patent,  9  Moo.  P.  C.  48 ;  Poole's 
Patent,  L.  R.  1  P.  C.  514 ;  Adair's  Patent,  L.  R.  6  A.  C. 
176 ;  Hills'  Patent,  1  Moo.  P.  C.  n.  s.  258.)  And  this  rule 
was  even  extended  to  cases  of  patents  for  imported  inven- 
tions, when  the  foreign  patent  was  dated  shortly  after  the 
British  patent.  {Newton's  Patent,  14  Moore,  P.  C.  C.  156 ; 
Normand's  Patent,  L.  R.  8  P.  C.  193 ;  S.  C.  6  Moore,  P.  C. 
C.  N.  s.  477 ;  Blake's  Patent,  L.  R.  4  P.  C.  585 ,  S.C.9 
Moore,  P.  C.  C.  n.  s.  878.) 

This  Act  having  been  repealed,  no  objection  can  now  be 
founded  on  the  authority  of  these  decisions  with  reference 
to  patents  issued  under  the  new  Act ;  nor,  apparently,  with 
reference  to  patents  previously  issued,  which  had  not  been 
avoided  by  the  statute  of  Victoria.  But  if  any  patent 
granted  before  the  commencement  of  the  new  Act  had 
been  rendered  void  by  the  operation  of  the  statute  before 
that  date,  then  it  would  seem  that  the  cited  decisions 
would  still  be  applicable  in  case  an  extension  of  the  patent 
were  petitioned  for. 

Before  the  Act  of  1888  was  passed,  it  had  been  decided 
that  the  Crown,  at  any  time  before  the  Great  Seal  was 
affixed,  could  countermand  the  warrant  for  sealing,  upon  a 
proper  case  being  made  out.  Thus  where  patentees  had 
applied  for  a  prolongation  of  their  patent,  and  had  obtained 
a  recommendation  from  the  Judicial  Committee  of  the 
Privy  Council,  upon  which  an  order  was  drawn  up  for  a 
prolongation,  a  petition  was  afterwards  presented  to  the 
€rown,  seeking  to  revoke  this  order;  and  this  being  re- 
ferred to  the  Judicial  Committee,  it  was  held  that  this 
Committee  had  authority,  under  8  and  4  William  IV.  c.  4, 
fi.  4,  to  entertain  such  a  petition,  and  to  recall  the  warrant 
for  sealing  the  letters  patent.  {Schlumberger's  Patent,  9 
Moore,  P.  C.  C.  1.) 
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THE  NEW  PATENT. 

If  the  Judicial  Committee  reports  favourably  on  the 
petition  the  patent  may  be  extended  under  sect.  25  of  the 
Act  of  1888,  for  seven,  or  in  exceptional  circumstances  for 
fourteen,  years.  Or  a  new  patent  may  be  granted  for  the 
time  therein  mentioned  with  any  restrictions,  conditions, 
and  provisions  that  the  Committee  think  fit  to  insert  there" 
in.  If  a  new  patent  is  issued,  as  is  usually  the  case,  it  is 
dated  the  day  after  the  expiration  of  the  original  term,  and 
it  will  be  subject  to  all  the  provisions  of  the  Act  of  1888. 
If  anyone  should  use  the  invention  in  the  interval  between 
the  expiration  of  the  original  term  and  the  grant  of  the 
new  patent,  he  is  not  liable  for  an  infringement.  More- 
over, those  who  may  have  invested  capital  in  working  it 
during  that  interval  may  attend  before  the  Committee,  and 
oppose  the  application,  or  prefer  a  claim  to  have  their  acts 
protected  and  their  expenditure  made  good.  {Russell  v. 
Ledsam,  14.  M.  and  W.  574.) 

Where  a  patent  seems  deserving  of  prolongation  only 
in  respect  of  one  head  of  invention  out  of  several,  the  pro*- 
longation  will  be  granted  solely  with  reference  to  that  head. 
{Bodmer's  Patent,  8  Moore,  P.  C.  C.  282 ;  Lee's  Patent,  10 
Moore,  P.  C.  C.  226 ;  Napier's  Patent,  6  App.  Cas.  174 ; 
Church's  Patents,  8  E.  P.  C.  102.) 

In  the  case  of  two  cognate  patents  which  had  dif- 
ferent terms  to  run,  it  was  ordered  that  the  extensions 
granted  should  be  such  that  they  should  both  expire  on 
the  same  day.  {Johnson's  and  Atkinson's  Patents,  L.  E. 
5  P.  C.  87.) 

Where  the  invention  is  one  of  great  merit,  and  the 
patentee  has  assigned  his  interest  in  it  to  another  person 
for  a  sum  which,  looking  at  the  profits  likely  to  be  derived 
from  working  the  invention,  appears  an  inadequate  con- 
sideration, the  Privy  Council  will  see  that  the  patentee 
receives  further  reward.  With  this  view,  a  condition  is 
sometimes  introduced  into  the  new  patent,  making  it  void 
in  case  a  fixed  annual  sum,  or  a  certain  share  in  the  profits, 
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be  not  paid  to  the  patentee  by  the  assignee.  (Whitehouse' s 
Patent,  1  W.  P.  C.  478 ;  Hardy's  Patent,  6  Moore,  P.  C.  C. 
441 ;  Morton's  Patent,  51  Eng.  274.) 

So  also  where  a  patentee  had  mortgaged  his  patent, 
and  he  and  his  mortgagees  asked  for  a  prolongation,  it  was 
granted  to  the  patentee  alone.  (BoviWa  Patents,  1  Moore, 
P.  C.  C.  N.  s.  348.)  But  in  Church's  Patents  (8  R.  P.  C. 
95)  the  patentee  undertook  to  give  the  mortgagee  the  same 
security  over  the  new  patents  that  he  had  oyer  the  old. 
Again,  where  the  petition  had  been  presented  by  the 
patentee  and  the  assignee  of  a  moiety  of  the  patent,  and 
the  patentee  had  died  before  the  hearing,  a  prolongation 
was  granted  on  the  condition  that  the  assignee  should  hold 
one  moiety  of  the  new  term  on  trust  for  the  personal  repre- 
sentatives of  the  deceased  patentee.  {Herbert's  Patent,  L.  Bw 
1  P.  G.  899.)  Other  special  conditions  are  sometimes  in- 
serted in  the  new  letters  patent :  for  example,  that  the 
patented  article  should  be  sold  to  the  public  at  a  certain 
price  {Hardy's  Patent,  6  Moore,  P.  C.  C.  441);  that  licences 
should  be  granted  on  certain  terms  {Mallet's  Patent,  L.  B. 
1  P.  C.  808 ;  S.C.4:  Moore,  P.  C.  C.  n.  s.  175) ;  or  that 
the  Admiralty  should  have  the  privilege  of  using  the  inven- 
tion (in  this  case  an  improved  propeller  for  steam  and  other 
vessels)  without  Ucences  from  the  patentee.  {Pettit  Smith's 
Patent,  7  Moore,  P.  C.  C.  188.)  But  in  the  cases  of  Lan- 
caster's Patent  (2  Moore,  P.  C.  C.  n.  s.  189)  and  Carpenter's 
Patent  {ibid.  191)  the  Judicial  Committee  refused  to  insert 
this  latter  condition.  For  instances  of  other  special  con- 
ditions introduced  into  the  new  patent,  see  Bodmer's  Patent 
(8  Moore,  P.  C.  C.  282) ;  Normandy's  Patent  (9  Moore, 
P.  C.  C.  452). 

When  a  prolongation  of  a  patent  term  has  once  been 
granted,  the  jurisdiction  of  the  Judicial  Committee  is 
exhausted,  and  they  have  no  power  to  entertain  an  appli- 
cation for  a  further  extension.  {Goucher's  Patent,  2  Moore, 
P.  C.  C.  N.  s.  532.) 

When  an  order  has  been  made  by  hor  Majesty  in 
Council  for  the  extension  of  a  patent,  or  for  the  grant  of  a 
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new  patent,  an  oflBce  copy  of  such  order  must  be  forthwith 
left  at  the  Patent  Office  that  it  may  be  entered  in  the 
¥:egister.     (See  Rule  74  of  the  Patents  Eules  1890.) 


COSTS. 

The  seventh  sub-section  of  the  twenty-fifth  section  of 
the  Patents  Act  of  1888  directs  that  the  costs  of  all  parties 
of  and  incident  to  proceedings  for  the  extension  of  a  patent 
shall  be  in  the  discretion  of  the  Judicial  Committee,  and 
the  orders  of  the  Committee  respecting  costs  shall  be  en* 
forceable  as  if  they  were  orders  of  a  division  of  the  High 
Court  of  Justice. 

Where  the  ground  of  opposition  to  a  patentee's  applica- 
tion is  frivolous,  costs  have  been  awarded  to  him;  but 
where  the  case  is  difficult  and  doubtful  and  there  is  fair 
ground  for  opposition  costs  will  not  be  given  to  a  success- 
ful petitioner.  {Church's  Patents,  3  R.  P.  C.  95.)  On  the 
other  hand,  if  a  successful  opposer  has  conducted  his  case 
in  a  proper  manner,  he  may  obtain  his  costs.  {HonibaWt 
Patent,  9  Moore,  P.  C.  C.  394 ;  Johnson's  Patent,  L.  R.  4 
P.  C.  75 ;  HilW  Patent,  1  Moore,  P.  C.  C.  n.  s.  271 ; 
•Wield' s  Patent,  L.  R.  4  P.  C.  89 ;  S.C.8  Moore,  P.  C.  C. 
N.  s.  300;  Newton's  Patent,  51  Eng,  208.)  Costs  of  opposi- 
tion have  been  given  against  a  petitioner  who  abandoned 
his  application.  {Mackintosh's  Patent,  1  W.  P.  C.  739 ; 
Hornby's  Patent,  7  Moore,  P.  C.  503;  Milner's  Patent, 
9  Moore,  P.  C.  C.  39 ;  Morgan-Brown's  Patents,  3  R.  P.  C. 
212.) 

It  is  not  unusual  for  the  Privy  Council  to  award  opposers 
a  lump  sum  for  costs,  to  be  (when  more  than  one)  divided 
between  them.  In  the  case  of  Newton's  Patent  (51  Eng. 
208),  the  opposers  were  so  awarded  1,000/.  In  the  case  of 
Johnson's  Patent  (L.  R.  4  P.  C.  C.  83),  the  opposers  were 
ordered  to  receive  500i.,  and  in  Ball's  Patent  (4  App.  Cas. 
171)  an  order  was  made  for  payment  of  400L  to  the  opposers 
in  lieu  of  costs. 

By  the  Privy  Council  Rules  in  patent  cases,  the  taxing 
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officer  is  empowered  to  allow  or  disallow  at  his  discretion 
all  payments  made  to  persons  of  science  or  skill  examined 
as  witnesses  to  matters  of  opinion  chiefly. 

SELECTED  DECISIONS  OF  TBt  PRIVY  COUNCIL* 

The  following  cases  have  been  selected  to  illustrate  what 
has  been  said  with  reference  to  the  considerations  guiding 
the  Judicial  Committee  in  arriving  at  a  conclusion  in  regard 
to  the  term  of  extension  under  different  circumstances. 

On  an  application  for  an  extension  of  a  patent  granted 
to  James  Kay,  for  improved  machmery  for  preparing  and 
spinning  flax,  it  was  shown  that  the  patentee  had  expended 
500Z.  in  experiments,  5002.  in  obtaining  his  patent,  2,200Z. 
in  law  expenses,  and  that  he  had  made  about  6,800Z.  profit. 
The  invention  was  one  of  great  utility,  was  used  by  nearly 
all  the  flax-spinners  in  the  kingdom;  but  looking  at  the 
sum  already  cleared  by  the  patentee,  it  was  thought  that  a 
prolongation  for  three  years  would  satisfy  the  justice  of  the 
case.     (Kay's  Patent,  1  W.  P.  C.  568.) 

Bichard  Boberts  obtained  a  patent  for  improvements  in 
spinning-jennies,  the  value  of  which  was  so  great  that, 
during  the  last  three  or  four  years  of  the  original  term, 
5,000Z.  a  year  had  been  made  by  the  patentee.  In  conse- 
quence, however,  of  piracies,  of  combinations  amongst  work- 
people, but  chiefly  of  a  fire,  supposed  to  have  been  the  act 
of  an  incendiary,  which  destroyed  the  patentee's  premises, 
and  entailed  a  loss  of  10,0002.  beyond  the  insurance,  the 
profits  did  not  reach  the  amount  of  loss  by  several  thousand 
pounds.  The  Committee  of  the  Privy  Council,  guided  by 
the  ingenuity  of  the  invention,  and  the  peculiar  character 
of  the  resistance  to  its  introduction,  were  of  opinion  that 
seven  years'  prolongation  was  merited.  {Roberts'  Patent, 
1  W.  P.  C.  578.) 

L.  W.  Wright  applied  for  an  extension  of  his  patent  for 
improvements  in  bleaching  apparatus,  and  gave  evidence 
before  the  Committee  of  his  pecuniary  embarrassments, 
and  the  disputes  which  had  arisen  out  of  his  partnership 
with  various  persons ;  which  embarrassments  and  disputes 
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had  prevented  the  introduction  of  the  invention  to  the 
trade.  He  showed  that  the  invention  had  been  successfolly 
practised  by  several  bleachers,  but  that  he  had  hitherto 
derived  no  benefit  whatever  from  it.  The  Committee  re- 
ported that  it  would  be  proper  to  prolong  the  term  for 
seven  years.     (Wrighfs  Patent,  1  W,  P.  C.  575). 

A  patent  for  a  new  method  of  preparing  iron  plates  for 
tinning  was  granted  in  1839  to  Thomas  Morgan,  who, 
being  unable  to  work  the  invention,  had  sold  his  patent 
right  for  200Z.  to  persons  who  appHed,  in  conjunction  with 
the  patentee,  for  an  extension  of  the  term.  The  assignees 
had  made  a  profit  of  about  1,0002.  a  year  for  three  years, 
and  the  patentee,  in  addition  to  the  sum  received  from  them, 
was  making  about  22.  a  week  out  of  the  patent.  The 
invention  appearing  to  possess  only  a  moderate  degree  of 
merit,  the  Committee  thought  that  the  benefit  received  by 
the  patentee  and  his  assignees  was  a  sufficient  reward,  and 
they  refused  the  application.  {Morgan's  Patent,  1  W.  P.  C. 
787.) 

Beanlands'  petition  for  an  extension  of  his  patent  for 
quadrants  for  opening,  shutting,  and  fastening  windows 
was  dismissed,  on  the  ground  that,  the  accounts  having 
shown  that  his  profits  amounted  to  7002.,  and  those  of  his 
licensees  to  upwards  of  8002.,  the  patentee  had  been  ade- 
quately remunerated,  considering  the  small  merit  of  the 
invention  and  the  absence  of  great  public  utiUty.  {Bean- 
lands'  Patent,  4  R.  P.  C.  489.) 

A  patent  for  printing  yarns  of  any  fibrous  materials 
was  granted  in  1828  to  Bennet  Woodcroft,  who,  on  the 
expiration  of  the  original  term,  applied  for  an  extension. 
The  patented  process  gave  to  cloth  made  of  yarn,  printed 
by  it,  a  pecuUarly  clouded  appearance,  and  the  invention 
gave  rise  to  the  manufacture  of  clouded  silks  and  fabrics. 
During  the  first  four  years  of  the  patent  7,0002.  were 
realised  under  it.  Certain  duty,  however,  was  taken  off 
other  goods,  ^d  from  this  cause  and  others  a  large  capital 
invested  in  working  the  patent  ceased  to  be  profitable,  and 
the  patent  right  became,  of  small  value.    At  a  subsequent 
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time  the  invention,  under  an  improved  form,  was  Btated  to 
have  become  of  considerable  value,  and  it  was  thought 
proper  to  apply  for  an  extension  of  the  patent.  But  the 
Oommittee,  having  regard  to  the  amount  of  profit  already 
reaUsed,  and  to  the  fact  that  the  invention,  in  its  improved 
and  valuable  form,  was  introduced  from  abroad  by  other 
persons  than  the  patentee,  refused  the  application. 

In  1840  Orlando  Jones  obtained  a  patent  for  improve- 
ments in  the  manufacture  of  starch.  His  method  consisted 
in  applying  a  weak  solution  of  caustic  alkah  to  rice.  It 
was  shown,  at  the  hearing  of  an  application  for  an  extension 
of  the  patent,  that  the  principle  of  the  invention  had  been 
discovered  by  another  person  prior  to  the  date  of  Jones' 
patent,  although  Jones  was  not  aware  of  the  fact.  The 
invention  being  thus  shown  to  have  no  novelty,  the  appli- 
cation was  refused,  and  costs  to  the  amount  of  lOOZ.  were 
decreed  against  the  petitioner. 

On  the  appUcation  for  an  extension  of  Derosne's  patent, 
for  improvements  in  refining  sugar,  it  appeared  that  the 
patentee's  net  profit  had  been  about  8,8002.  But  the 
benefit  to  the  public  was  so  great,  being  appreciable  in 
every  pound  of  sugar  consumed,  that  an  extension  of  six 
years  was  granted.     (Derosne^s  Patent^  2  W.  P.  C.  1.) 

6.  F.  Muntz  applied  for  an  extension  of  his  patent  for 
improvements  in  the  manufacture  of  sheathing  for  ship 
bottoms,  and  showed  that  he  had  made  55,000Z.  by  the 
manufacture  during  the  existence  of  the  patent.  The 
appUcant  contended  that  this  sum  did  not  represent  his 
profit  as  an  inventor  and  patentee,  but  his  profit  as  a 
manufacturer.  But  the  Committee  of  the  Privy  Council 
said  it  was  impossible  to  sever  these  two  heads  of  profit. 
It  was  by  means  of  the  patent  that  he  had  made  the 
profit.  It  had  given  him  a  monopoly  preference ;  because 
as  patentee  he  was  enabled  to  sell  and  trade  in  a  manner 
which,  but  for  his  invention  and  his  patent,  he  could 
not  have  done.  The  appUcation  for  a  prolongation  of 
the  patent  was  refused.  {Muntz's  Patent,  2  W.  P.  C.  118.) 
See  also  HilW  Patent  (1  Moore,  P.  C.  C.  n.  s.  258) ; 

p2 
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Saxby'8  Patent  (L.  K  8  P.  C.  292 ;  S.C.7  Moore,  P.  C.  C'-i 
N.  s.  82). 

A  patent  was  obtained  in  1831  by  A.  M.  Perkins  for- 
improvements  in  an  apparatus  for  heating  air  in  buildings, 
heating  fluids,  &c. ;  and  in  1845  he  applied  for  an  extension,, 
on  the  ground  that  he  had  been  inadequately  rewarded^ 
The  ingenuity  of  the  invention,  and  its  apphcation  to  a 
great  number  of  purposes,  having  been  shown,  the  accounts 
were  investigated ;  when  it  appeared  that  there  had  been* 
a  profit  of  15,176Z.  upon  gross  receipts  to  the  amount  of 
64,920Z.     The  patentee  claimed  further  to  reduce  the  sum 
representing  his  profits,  by  deducting  500Z.,  the  cost  of 
experiment,  2,700Z.  interest  at  five  per  cent,  on  the  average 
amount  of  capital  employed,  and  5,400Z.  for  an  allowance  of 
400Z.  a  year  to  the  patentee  for  his  personal  superintendence 
of  the  business.    These  simis  reduced  the  profits  to  6,576r<. 
net.     An  extension  of  five  years  was  granted,  the  invention? 
being  ingenious  and  useful.     (2  W.  P.  C.  7). 

An  application  for  the  extension  of  a  patent  for  im- 
provements in  the  manufacture  of  steel  was  opposed  on  the*, 
ground  that,  whereas  the  patented  process  consisted  in 
the  addition  of  carburet  of  manganese  to  the  crucible,  it 
had  been  subsequently  discovered  that  a  better  process  of 
making  steel  was  to  place  carbonaceous  matter  and  man- 
ganese separately  in  the  crucible,  and  this  process  obtained' 
generally  in  practice.  The  Privy  Council  thought  that  the 
merit  of  the  original  invention  was  not  thereby  materially 
detracted  from,  and  they  granted  an  extension  for  seven* 
years.  In  granting  so  long  a  time,  the  Utigation  going  on: 
in  the  courts  of  law  was  taken  into  account,  as  it  was* 
thought  probable  that  some  time  would  elapse  before  the 
litigation  would  terminate  and  the  patentee's  representa- 
tives have  the  benefit  of  the  extension  granted.  (Heath's- 
Patent,  2  W.  P.  C.  257). 

Whitehouse,  an  ingenious  mechanic,  procured  a  patent 
for  improvements  in  the  manufacture  of  iron  tubes,  which 
he  assigned  to  his  master,  Bussell,  who  laid  out  14,0002.  in 
works  to  carry  out  the  manufacture.    The  tubes  were  in* 
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jgreat  demand,  being  applicable  to  a  variety  of  new  purposes ; 
but,  as  the  manufacture  was  simple,  many  expedients  were 
adopted  for  evading  the  patent,  and  Mr.  Bussell  was  in- 
volved in  much  litigation,  in  consequence  of  which,  com- 
bined with  the  loss  incurred  by  surreptitious  manufacture 
And  sale,  his  profits  were  very  considerably  reduced* 
There  was  evidence  to  show  the  value  and  importance  of 
the  invention,  the  losses  he  had  suffered  from  infringements, 
and  the  great  reduction  that  would  take  place  in  the  value 
of  the  premises  and  machinery  (much  of  which  was  fitted 
•only  for  the  particular  manufacture)  if  the  patent  were 
thrown  open.  He  further  showed  that  his  life  had  been 
endangered  by  the  anxiety  of  certain  law  proceedings; 
One  witness  stated  that,  if  the  manufacture  were  thrown 
open,  it  would  hardly  be  worth  following :  the  process  was 
80  beautifully  simple,  that  it  would  almost  be  within  the 
reach  of  any  person  of  capital.  The  net  profits  amounted 
to  about  18,000Z. ;  but  this  was  shown  to  be  not  much 
greater  than  the  ordinary  profits  on  stock  without  the  pro- 
tection of  a  patent.  The  Committee  thought  the  patent 
ought  to  be  extended  for  six  years,  the  original  patentee 
•receiving  5001.  a  year  out  of  the  profits  for  that  time. 
4,lVhitehouse'8  Patent,  1  W.  P.  C.  473.) 

A  patent  for  forging  and  shaping  small  articles  in  metal 
was  obtained  by  Mr.  Eyder  in  1841 :  when  he  appUed  for 
an  extension,  he  pleaded  that  though  the  profits  had  been 
7,0OOZ.,  they  had  only  been  made  during  the  last  four 
years.  This,  however,  was  held  to  be  no  ground  for  the 
application  in  the  face  of  the  large  sum  realised,  and  the 
petition  was  dismissed.  {Ryder's  Patent,  '  Pract.  Mech. 
Journ.'  vol.  vii.  p.  238.) 

In  RtUhven's  Patent  ('  Pract.  Mech.  Journ.'  2nd  Series, 
vol.  viii.  p.  159),  which  was  a  patent  for  improvements  in 
the  propulsion  of  vessels,  the  invention  was  proved  to  be 
of  very  great  merit,  and  to  have  failed  in  being  brought 
into  general  use  through  circumstances  altogether  inde- 
pendent of  the  will  and  without  the  fault  of  the  inventor, 
Kho  had  not  merely  derived  no  profit,  but  had  suffered 
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considerable  loss  from  his  pateut.  It  was  shown,  moreover,, 
that  the  Admiralty  had  then  lately  instituted  experiments 
with  a  view  to  the  adoption  of  the  invention,  and  that 
several  friends  of  the  inventor  were  willing  to  provide  large^ 
capital  for  working  the  invention,  should  a  prolongation 
be  obtained.  Evidence  was  also  given  that  from  the  nature- 
of  the  invention  it  would  necessarily  be  a  long  time  before 
its  merit  could  be  properly  brought  before  the  public. 
Under  these  circumstances  the  Judicial  Committee  (stating 
that  they  considered  the  case  exceptional)  granted  a  pro- 
longation for  the  unusual  period  of  ten  years. 

In  the  case  of  SiUar's  Patent  (Goodeve's  cases,  p.  681), 
it  appeared  that  the  patent  had  been  sold  by  the  patentees 
to  a  Joint  Stock  Company,  who  had  paid  them  a  sum 
which  seemed  to  be  commensurate  with  the  value  of  the 
invention.  The  company  had  afterwards  floated  theii!^ 
shares  in  the  market,  and  had  thereby  made  considerable 
profits  They  then  applied  for  an  extension  of  the  patent, 
but  it  was  refused,  although  they  had  been  considerable 
losers  by  working  the  invention. 

Major  Childs  obtained  a  patent  in  1869  for  improve-^ 
ments  in  the  manufacture  of  bread  and  biscuits.  By  thi& 
invention  a  nutritious  aerated  bread  could  be  made  by^ 
machinery  with  regularity  and  certainty.  Down  to  187ft 
the  inventor  had  failed  in  his  endeavours  to  get  the  inven- 
tion fairly  worked,  but  in  that  year  he  became  chairman 
of  the  Aerated  Bread  Company,  and  let  them  have  the  use 
of  his  patent.  It  was  not  until  1888  that  a  large  central 
manufactory  was  started  in  London  for  the  making  of  bread 
by  his  process.  He  received  a  salary  of  6001.  as  chairman 
and  managing  director  of  the  company,  which  was  paying 
8  per  cent,  on  the  shares,  of  which  he  held  12,000,  The 
counsel  appearing  for  the  Crown  estimated  that  the  inventor 
had  made  a  profit  under  the  patent  of  between  20,000!. 
and  80,0002.,  including  the  rise  in  the  value  of  the  shares 
held  by  him.  The  Judicial  Committee  were  satisfied  that 
the  invention  possessed  considerable  merit,  and,  although 
the  inventor  had  made  for  the  last  five  years  a  profit  which 
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-was  increasing,  they  came  to  the  conclusion  that  he  had 
not  been  sufficiently  remunerated,  and  a  prolongation  for 
five  years  was  granted.  (Childs'a  Patent.  The  '  Times/ 
Dec.  1883.) 

A  petition  for  a  prolongation  of  Deacon's  two  patents 
obtained  for  improvements  in  measuring  the  flow  of  water 
through  pipes  was  presented  in  1887.  The  accounts  showed 
that  the  patentee  had  made  a  profit  of  6,000Z.,  and  that 
he  had  besides  an  interest  in  a  public  company  to  which 
the  patents  had  been  assigned.  The  invention  being  very 
meritorious,  an  extension  of  three  years  was  recommended. 
(4  R.  P.  C.  119.) 

Nussey  and  Leachman  in  1876  obtained  a  patent  for 
improvements  in  machinery  for  pressing  fabrics.  An  ap- 
plication for  its  extension  was  heard  in  December  1889, 
when  their  lordships,  remarking  that  they  could  not  say 
there  had  been  no  utility,  but  finding  there  had  been  a  net 
profit  of  4,0002.,  and  looking  at  the  degree  of  merit  and 
amount  of  remuneration,  declined  to  report  that  the 
patentees  had  not  been  adequately  remunerated.  It  was 
also  stated  that  the  Privy  Council  had  taken  into  considera- 
tion the  fact,  although  they  had  not  decided  the  case 
wholly  upon  it,  that  the  petitioners  had  got  new  letters 
patent  for  improvements  upon  the  patent,  which  had 
almost  shut  out  the  use  of  that  patent.     (7  B.  P.  G.  22.) 

The  exceptional  period  of  ten  years  was  granted  in  the 
case  of  Stoney's  Patent  (5  R.  P.  C.  518),  where  it  appeared 
that  the  invention  possessed  considerable  merit,  but  had  a 
very  small  scope  for  its  employment,  whilst  the  patentee 
had  derived  no  profit  from  it.  This  was  a  patent  for  im- 
provements in  sluices  and  floodgates.  Mr.  Justice  Groves' 
instructive  judgment  may  be  usefully  consulted  with  re- 
ference to  the  case  which. a  petitioner  for  an  extension 
ought  to  make  out  before  the  Privy  Council. 
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CHAPTER  XV. 

ASSIGNMENTS  AND  LICENCES. 

Power  both  to  assign  and  to  license  is  by  implication  given 
to  the  patentee  by  the  patent. 

It  is  desirable  to  register  both  assignments  and  licences 
as  soon  as  may  be  after  their  execution.  If  his  assignment 
is  not  registered  an  assignee  cannot  maintain  an  action 
for  an  infringement  against  third  parties  except  Hcensees 
from  the  assignor  subsequent  to  and  with  notice  of  the 
assignment.  See  Chollet  v.  Hoffmann  (7  E.  &  B.  636) ; 
Hassall  v.  Wright  (L.  E.  10  Eq.  510),  cases  under  the  old 
law.  See  the  Chapter  on  Eegistration,  and  Eules  67-72 
and  77  of  the  Patents  Rules  1890. 

Rules  67  to  72  prescribe  a  somewhat  complicated  system 
of  registry  for  assignments  and  licences.  In  all  cases  there 
must  be  a  request  in  writing  to  the  Comptroller  to  register, 
and  the  original  document  to  be  registered,  together  with 
an  attested  copy,  must  be  left  with  the  Comptroller.  The 
practice  of  registration  under  the  Act  of  1852  was  quite  as 
effective  and  much  more  simple. 

ASSIGNMENTS. 

To  be  a  vaUd  instrument,  an  assignment  ought  to  be  a 
deed  under  hand  and  seal.  It  is  usual  to  introduce  into 
assignments  covenants  on  the  part  of  the  patentee  that  he 
is  the  true  and  first  inventor,  and  that  the  patent  is  valid. 
In  those  cases  where  the  assignor  does  not  part  with  his 
entire  interest  in  and  under  the  patent  it  may  be  well  to 
insert  a  covenant  binding  him  not  to  seek  leave  to  amend 
the  specification  or  drawings  without  the  written  consent  of 
the  assignee. 
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Under  the  twenty-fifth  section  of  the  Patents  Act  of  1852, 
a  patent  obtained  in  the  United  Kingdom  for  an  invention 
previously  patented  in  a  foreign  country  came  to  an  end 
at  the  expiration  of  the  foreign  patent.  But  as  this  provi- 
sion has  not  been  inserted  in  the  Patents  Act  of  1883,  itJs 
not  now  of  importance  for  an  assignee  to  see  that  the 
foreign  patent  is  kept  on  foot,  although  when  the  assign- 
ment deals  with  a  British  patent  obtained  under  the  Act  of 
1852  it  is  still  incumbent  upon  him  to  see  that  the  foreign 
patent  had  not  expired  prior  to  January  1,  1883. 

A  patentee  is  empowered,  by  the  thirty-sixth  section  of 
the  Act  of  1883,  to  assign  his  patent  for  any  place  in  or 
part  of  the  United  Kingdom  or  Isle  of  Man  as  effectually 
^s  if  the  patent  were  originally  granted  to  extend  to  that 
place  or  part  only. 

This  provision  seems  to  be  of  very  doubtful  utility,  and 
prudent  patentees  may  well  hesitate  to  make  assignments 
under  it.  To  assign  a  patent  for  a  place  or  district  might 
not  improbably  land  both  parties  in  grave  difficulties  which 
do  not  all  lie  on  the  surface. 

It  is  no  answer  to  an  action  to  enforce  a  contract  for 
the  purchase  of  a  patent  for  a  stipulated  sum  (HaU  v.  Conder 
2  G.  B.  N.  s.  22)  to  plead  that  the  patent  is  wholly  worth- 
less and  of  no  utility,  and  that  the  subject-matter  of  the 
patent  was  not  the  novel  invention  of  the  plaintiff,  there 
being  no  proof  of  fraud,  and  no  express  warranty.  Such  a 
contract  was  held  merely  to  have  the  effect  of  placing  the 
purchaser  in  the  same  situation  as  the  seller  was  with  refer- 
ence to  the  patent,  and  the  purchaser  is  bound  to  take  it 
with  all  its  faults.  This  being  so,  it  is  desirable  to  consider 
whether  or  not  an  express  warranty  of  the  patent  should 
not  be  introduced  into  contracts  of  this  nature.  See  also 
Smith  V.  Neale  (2  C.  B.  n.  s.  67). 

The  purchaser  ought  invariably  to  have  a  search  made 
by  a  competent  person  at  the  Patent  Office  and  elsewhere 
as  to  the  novelty  of  the  invention,  prior  to  his  entering  into 
a  contract  for  the  purchase. 

One  of  two  or  more  joint  patentees  cannot  assign  more 
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than  his  share  of  the  patent.     (In  Re  Horaley  and  KnighUnCs 
Patent,  L.  E.  8  Eq.  475). 

The  assignee  of  part  of  a  patent  separate  from  other 
parts  may  bring  his  action  for  an  infringement  of  such  part 
without  joining  as  plaintiffs  those  persons  who  have  distinct 
interests  in  the  other  parts,  but  have  no  interest  in  the 
damages  sought  to  be  recovered.  (Dunnicliff  v.  Mallet,  7  C. 
B.  N.  s.  209.)  This  decision  was  mentioned  with  approval 
by  the  Court  when  delivering  judgment  in  the  case  of 
Walton  V.  Lavater  (8  C.  B.  N.  s.  184),  where  it  was  un- 
successfully contended  that  the  assignee  of  an  undivided 
share  of  a  patent  had  not  a  sufficient  legal  interest  to  sue 
for  its  infringement. 

It  has  been  held  that  one  co-owner  of  a  patent  may  sue 
alone  for  the  recovery  of  profits  due  for  the  use  of  the  patent 
without  making  his  co-owners  parties.  (Sheehan  v.  G.  E.  Ry. 
Co.y  16  Ch.  D.  59.)  (See,  however,  Van  Oelder  cfc.  Co.  v. 
Sowerby,  7  E.  P.  C.  41.) 

The  assignee  of  a  share  of  the  profits  of  the  patent  is 
entitled  to  call  on  a  licensee  of  the  patentee  for  an  account, 
but  the  assignee  suing  must  make  the  assignor  and  the 
assignees  of  other  shares  of  the  profits  parties  to  the  suit, 
and  must  offer  to  pay  any  moneys  due  from  the  assignor  to 
the  accounting  licensee.  {Bergmann  v.  Macmillan,  L.  E.  17 
Ch.  D.  427.) 

The  assignee  of  the  original  assignee  takes  subject  to 
his  covenants  if  he  has  notice  of  them.  (Werderman  v. 
Societe  Generate  d*  Electricite,  L.  E.  19  Ch.  D.  247.) 

Where  a  patent  is  assigned  to  two  persons  and  one  dies, 
the  survivor  may  sue  for  an  infringement  committed  during 
the  lifetime  of  the  other.  {Smith  v.  London  and  North- 
Western  Railway  Company,  2  E.  &  B.  69).  In  the  event  of 
a  patentee's  bankruptcy,  the  patent  becomes  vested  in  the 
trustee,  who  may  sue  for  infringements  committed  before 
the  bankruptcy.  {Hesse  v.  Stevenson,  3  Bos.  &  P.  577  ; 
Bloxam  v.  Elsee,  9  Dowl.  &  E.  215  ;  S.C.6B.&  C.  169.) 

Where  a  partnership  at  will  was  formed  for  the  purpose' 
of  working  an  invention  for  which  a  patent  had  been  pre- 
viously obtained  and  registered  in  the  name  of  one  of  the 
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partners  alone,  it  was  held  that  the  patent  became  an  asset 
of  the  partnership,  and  each  partner  acquired  a  right  to 
work  the  invention.  Also  that  this  right  was  not  taken 
away  by  the  registered  owner  assigning  the  patent  to  a 
third  party  who  had  notice  of  the  existence  of  the  partnership. 
{Kenny's  Buttonrholing  Company  v,  Somerville,  37  L.  J.  Eep. 
N.  8.  878). 

It  is  not  contrary  to  public  policy  for  a  patentee,  on 
the  assignment  of  his  patent,  to  contract  to  assign  to  the 
purchaser  all  future  patents  which  the  vendor  may  obtain 
having  relation  to  the  invention  already  patented  or  being 
of  similar  nature.  (Printing  and  Numerical  Registering  Com^ 
pany  v.  Sampson,  L.  E.  19  Eq.  462.) 

A  body  corporate  may  take  an  assignment  of  a  patent, 
and  be  registered  as  the  proprietor  thereof  in  its  corporate 
name.     (See  Rule  78  of  the  Patents  Rules  1890.) 

A  patentee,  after  assigning  all  his  interest  in  a  patent 
for  a  valuable  consideration  will  not  be  allowed  in  an  action 
against  himself  for  an  infringement  to  raise  the  question 
whether  the  patent  is  void  for  want  of  novelty  {Walton  v* 
Lavater,  8  C.  B.  n.  s.  162,  187  ;  and  see  also  Chambers  v. 
Cri^chley,  88  Bea.  874),  unless  the  patent  has  been  made 
invalid  by  the  assignee's  disclaimer.  {Hocking  v.  Hocking,  4 
R.  P.  C.  484.) 

But  a  patentee  whose  patent  has  been  assigned  by  the 
trustee  under  his  bankruptcy  is  not  estopped  in  an  action 
brought  by  the  assignee  against  the  patentee  for  an  in>- 
fringement  from  showing  that  the  patent  is  bad  for  want 
of  novelty  in  the  invention.  {Cropper  v.  Smith,  1  R.  P.  C. 
92;  and  see  Goucher  v.  Clayton,  11  Jur.  n.  s.  107.) 

LICENCES. 

Licences  have  various  intents.  In  their  most  general 
form  they  are  nearly  tantamount  to  an  assignment  of  the 
patentee's  whole  rights.  But  usually  they  are  for  a  term 
shorter  than  that  mentioned  in  the  patent,  and  sometimes 
they  do  not  extend  to  the  whole  of  the  invention.  A 
licence  may  be  restricted,  likewise,  to  a  particular  district. 
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What  is  called  an  exclusive  licence  is  one  by  which  the 
patentee  binds  himself  not  to  empower  any  other  person  to 
exercise  the  patent  privilege,  either  at  all  or  within  a  given 
district. 

A  Ucence  to  A.  to  manufacture  a  patent  article  is  an 
authority  to  his  vendees  to  vend  it  without  the  consent  of 
the  patentee.     {Thomas  v.  Hunt,  17  C.  B.  n.  s.  183). 

The  consideration  for  the  grant  of  a  licence  is  usually 
an  immediate  money  payment  or  a  periodical  payment, 
which  may  be  either  of  a  certain  amount  or  dependent 
upon  the  extent  to  which  the  Ucensee  uses  the  invention. 
In  the  last  case  care  should  be  taken  not  to  create  a 
partnership  when  no  partnership  is  contemplated.  See 
Ridgway  v.  Philip  (1  Cr.  M.  &  E.  415) ;  Elgie  v.  Webster 
{5M.  &W.  518). 

In  preparing  licences  the  following  points  should  be 
attended  to : — The  patentee  ought  to  enter  into  the  usual 
qualified  covenants  that  the  patent  is  valid,  and  that  he 
has  a  right  to  grant  the  Ucence.  The  licensee  should 
covenant  to  pay  any  sums  the  payment  of  which  is  post- 
poned to  a  future  time.  Where  the  payments  are  to  vary 
with  the  extent  to  which  the  Ucensee  shall  use  the  inven- 
tion, there  ought  to  be  covenants,  on  the  part  of  the 
Ucensee,  to  render  properly  verified  accounts,  and  to  aUow 
periodical  inspections  of  books,  machinery,  stock,  &c.  If 
it  be  intended  that  the  Ucensee  should  not  be  permitted  to 
question  the  validity  of  the  patent  or  the  suificiency  of  the 
specification,  recitals  should  be  introduced  affirming  these 
points,  or  express  covenants  debarring  the  Ucensee  from 
raising  the  question.  But  recitals  can  only  affirm  the  facts 
as  they  stood  at  the  time  of  the  execution  of  the  deed : 
covenants  may  be  made  to  apply  to  aU  future  time. 
Eecitals,  however,  wiU  have  the  effect  of  estopping  the 
parties  from  disputing  the  facts  recited.  (Bowman  v. 
Taylor,  2  Ad.  &  EL  278  ;  HiUs  v.  Laming,  9  Exch.  256.) 
In  the  absence  of  such  recitals  or  covenants,  a  Ucensee, 
when  sued  for  money  reserved  by  the  licence,  may,  where 
Ihe  contract  is  executory,  or  where  there  is  the  taint  of 
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fraud,  set  np,  as  a  defence,  that  the  patent  is  void.  (Hayne 
V.  Maltby,  8  T.  E.  488 ;  and  see  Pidding  v.  Franks,  1  Mac. 
and  Gord.  66.)  On  the  other  hand,  refer  to  the  case  of 
Lawes  v.  Purser,  6  Ell.  and  Bl.  930.  This  was  an  action 
brought  by  a  patentee  upon  an  agreement  whereby  the- 
defendant  contracted  to  pay  a  certain  sum  per  ton  of  ari 
article  manufactured  and  sold  by  him,  by  permission  of  the 
plaintiff  to  him  given  at  his  request,  the  sole  manufacture 
and  sale  of  such  article  being  the  subject  of  the  plaintiff*^ 
letters  patent.  The  invention  having  been  used  by  the  de- 
fendant, he  refused  to  pay  the  stipulated  sum,  pleading  that 
the  letters  patent  were  void,  and  that  he  had  a  right  to 
make  and  sell  the  article  without  licence^  It  was  held  that 
the  defendant  was  not  entitled  to  set  up  such  a  defence,  the 
contract  having  been  executed,  and  no  fraud  being  alleged. 
But  one  of  the  judges  thought  that  if  the  defendant  had* 
given  notice  that  he  disputed  the  validity  of  the  patent^ 
and  would  in  future  use  the  invention  in  his  own  rights 
such  notice  would  change  the  position  of  the  parties :  for 
after  it  the  patentee  might  sue  the  defendant  for  an  in- 
fringement of  his  patent  for  any  subsequent  user;  and" 
perhaps,  in  an  action  on  the  agreement  for  the  price  of 
such  subsequent  user,  the  invaUdity  of  the  patent  might  be 
a  defence. 

Although  the  licence  deed  may  contain  no  express^ 
power  of  revocation  the  licensor  is  entitled  to  treat  the 
licence  as  forfeited  and  to  determine  it,  if  its  terms  and* 
conditions  have  been  broken.  A  simple  notice  in  writing 
is  sufficient  for  the  purpose,  an  instrument  under  seal  not 
being  necessary.  {Ward  v.  Livesey,  5  E.  P.  C.  102).  But  it 
will  be  prudent  to  insert  a  clause  giving  the  patentee  power 
to  render  the  licence  void,  in  case  of  non-payment  of 
royalties  or  other  sums  reserved,  or  on  non-performance  of 
any  of  the  covenants.  Power  is  sometimes  reserved  to 
place  the  royalties  in  the  hands  of  a  stakeholder  during 
litigation  affecting  the  patent. 

It  seems  that  a  licence  is  not  assignable  to  a  third 
person  in  the  absence  of  an  express  or  implied'  power  to' 
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assign,  such  as  where  the  licence  is  granted  to  the  licensee, 
his  executors,  administrators,  or  assigns.  {Bower  v.  Hodges, 
22  L.  J.  C.  P.  198.) 

There  is  no  decision  as  to  the  power  of  one  grantee  to 
grant  a  valid  licence  without  the  consent  of  his  co-grantees, 
but  it  would  probably  be  held  that  he  cannot. 

It  was  held  by  Lord  Romilly,  M.  iJ.,  in  Mathers  v.  Green 
(34  Beav.  170),  that  when  one  of  three  joint  patentees  had 
granted  licences,  he  was  bound  to  account  to  his  co-patentees 
for  the  royalties  received. 

As  licensees  sometimes  exercise  their  right  of  making 
or  dealing  in  articles  ejiisdem  generis,  but  outside  the 
patent  under  which  they  are  licensed,  it  may  be  well  to 
consider  in  some  cases  whether  a  covenant  should  be  intro- 
duced restraining  them  from  so  doing.  It  is  frequently 
stipulated  that  articles  made  by  a  licensee  shall  be  marked 
in  such  a  way  as  to  show  that  they  were  made  under  the 
patent. 

In  the  case  of  an  exclusive  licence  it  is  desirable  that 
the  licensee  should  covenant  to  pay  a  certain  minimum 
8um  at  stated  periods  in  the  shape  of  royalty ;  and  in  some 
eases  to  insert  covenants  on  the  part  of  the  patentee  to 
proceed  against  persons  in&inging  the  patent  (see  Hender- 
son  V.  Mostyn,  L.  B.  3  G.  F.  202),  or  to  permit  the  licensee 
to  proceed  in  the  patentee*s  name. 

When  a  sum  of  money  has  been  paid  for  a  licence,  and 
the  consideration  fails,  the  money  may  be  recovered.  Thus 
in  Knowles  v.  Bovill  (22  L.  T.  n.  s.  70),  it  appeared  that  a 
patentee  had  granted  to  the  plaintiff  a  licence  to  use  his 
patent,  and  had  agreed  to  apply  for  a  prolongation  of  the 
patent  of  which  the  plaintiff  was  to  have  the  benefit ;  and 
he  further  agreed  to  grant  a  licence  under  a  new  patent, 
for  which  he  had  applied.  The  patentee,  however,  died 
shortly  afterwards  without  having  done  anything.  It  was 
held  that  the  plaintiff  could  recover  the  money  paid  from 
the  patentee's  executors. 

In  Chanter  v.  Leese  (4  M.  &  W.  295,  affirmed  on  appeal, 
6  M.  &  W.  698),  there  was  a  licence  not  under  seal  to  use 
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six  patents,  one  of  which  was  found  to  be  invalid ;  it  was 
held  that  there  was  a  failure  of  consideration,  as  there  was 
no  proof  that  the  licensee  had  used  the  five  good  patents 
and  there  was  no  apportionment  of  the  annual  payments. 

On  the  other  hand,  it  has  been  decided  that  annual 
sums  paid  in  consideration  of  a  licence  cannot  be  recovered 
by  action  when  the  patent  turns  out  to  be  void  {Taylor  v. 
Harcy  1  Bos.  and  Pul.  N,  E.  260) ;  except  where  fraud  is 
proved.  {Lovell  v.  Hicksy  2  Y.  and  C.  472).  To  meet  this 
case  it  will  be  prudent  to  have  a  covenant  in  the  licence, 
under  which  the  parties  may  readjust  their  accounts  in  the 
event  of  the  patent  proving  void  or  voidable. 

A  Ucensee  during  the  continuance  of  the  licence  cannot 
set  up  as  a  defence  to  an  action  for  the  royalty  that  the 
invention  was  not  new  or  not  useful,  or  that  the  patentee 
was  not  the  first  inventor,  or  that  the  specification  is  insuf- 
ficient. {Noton  V.  BrookSy  7  H.  &  N.  499 ;  Trotman  v.  Woody 
16  C.  B.  N.  s.  479 ;  Smith  v.  Scotty  6  Jur.  n.  s.  1356 ;  Cha- 
vasae  v.  StevenSy  W.  N.  1874,  p.  193 ;  Adie  v.  Clark,  L.  R» 
2  App.  Gas.  423  ;  lAardet  v.  Electric  Lighting  Co,,  W.  N, 
1883,  p.  96.)  But  when  in  such  a  case  the  claim  in  the 
specification  is  susceptible  of  two  constructions,  one  of 
which  would  make  the  specification  bad,  and  the  other  and 
more  natural  one  would  make  it  good,  it  was  held  that  the 
licensee  may  insist  that  the  latter  is  the  true  construction. 
{Trotman  v.  Wood,  16  C.  B.  n.  s.  479).  But  now  see  Adie 
T.  Clark  cited  above.  Even  where  no  formal  licence  has 
been  executed,  a  person  who  has  paid  money  in  the  nature 
of  a  royalty  will  not  be  allowed  to  dispute  the  vaUdity  of 
the  patent.  {Crossley  v.  Dixoriy  10  H.  L.  C.  293.)  Further- 
more, a  licensee  will  not  be  permitted  to  use  the  invention 
without  payment  of  the  royalties  he  has  covenanted  to 
pay,  even  after  the  patent  has  been  found  invalid  in  pro- 
ceedings between  other  parties.  {The  Grover  d  Baker  Sewing 
Machine  Company  V.  Millard,  8  Jur,  N.  s.  713.) 

The  plaintiff  held  an  exclusive  Hcence  from  the  patentee 
of  a  machine  to  use  the  invention  within  a  certain  district 
for  four  years,  and  the  licence  was  registered  at  the  Patent 
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Office.  After  the  date  of  the  Kcenee  and  before  the  time 
expired  the  defendants  brought  into  the  district  certain 
machines  which  they  had  purchased  from  persons  who  had 
bought  them  from  the  patentee  outside  the  district.  It 
was  held  that  as  there  was  no  proof  that  the  defendants 
had  notice  of  the  licence  they  were  not  liable  in  an  action 
to  restrain  the  use  of  the  machines  within  the  district; 
{Heap  V.  Hartley,  5  E.  P.  C.  603 ;  S.  C,  on  appeal,  6  R. 
P.  C.  496.) 

A  licensee  has,  however,  a  right  to  have  it  ascertained 
what  is  the  field  covered  by  the  specification  as  properly 
construed,  and  is  entitled  to  say  that  he  has  not  gone  inside 
that  field.  He  may  seek  to  have  the  boundary  of  the 
patentee's  invention  defined  with  the  ^iew  of  showing  that 
he  had  not  rendered  himself  liable  to  make  the  payments 
stipulated  in  the  licence.  (Adie  v.  Clark,  L.  E.  4  App.  Cas. 
423;  Couchman  v.  Greener,  House  of  Lords,  1  R.  P.  C.  197; 
Useful  Patents  Co.  v.  Rylands,  2  R.  P.  C.  255  ;  Crosthivaite 
V.  Steele,  6  R.  P.  C.  190.)  And  after  a  licence  has  been 
determined,  a  licensee  is  at  liberty  to  dispute  the  validity 
of  a  patent  in  a  suit  for  an  injunction  to  restrain  an  infringe- 
ment. (Dangerfield  v.  Jones,  13  L.  T.  n.  s.  142;  Axmanit 
V.  Lund,  L.  R.  18  Ch.  D.  880 ;  and  see  Neilson  v.  Fothergill, 
1  W.  P.  C.  290). 

In  an  action  for  infringement  the  defendant,  being  the 
mortgagee  of  certain  articles  made  under  a  licence  which 
the  plaintiff  alleged  had  been  revoked,  disputed  the  fact  of 
revocation,  and  at  the  same  time  contended  that  the  patent 
was  invalid.  It  was  held  that  he  must  elect  which  of  these 
lines  of  defence  he  would  take.  {Post  Card  Automatic  Supplj^ 
Co.  V.  Samuel,  6  R.  P.  C.  560)- 

A  licence  was  granted  during  the  period  of  provisional 
protection.  The  scope  of  the  invention  was  afterwarda 
considerably  limited.  The  licensees  contended  that  the 
licence  was  void,  but  it  was  held  upon  the  particular  word& 
of  the  licence  that  the  licensees  were  bound  by  the  deed. 
{Otto  v.  Singer,  7  R.  P.  C.  7.) 

An  exclusive  licensee  has  no  right  to  bring  an  actioD 
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for  an  infringement  in  his  own  name  without  joining  the 
patentee.  (Heap  v.  Hartley,  5  R.  P.  C.  602 ;  S.  C.  on  appeal, 
6  B.  P.  C.  496.)  An  ordinary  licensee  has  no  right 
to  apply  in  the  name  of  the  owner  for  an  injunction  to 
restrain  infringements  {Newby  v.  Harrison^  1  J.  &  H.  898), 
nor  has  the  agent  of  the  patentee.  (Adams  v.  North  British 
Railway  Company,  W.  N.  1878,  p.  191.) 

A  patentee  will  not  be  allowed  to  publish  advertisements 
and  circulars  calculated  to  deter  the  public  from  dealing 
with  his  licensee.     (Clark  v.  Adie,  21  W.  R.  764.) 

The  following  cases  relate  to  licences  connected  with 
partnerships :  Cliambers  v.  Crichley  (88  Bea.  874) ;  Axmann 
V.  Land  (L.  B.  18  Eq.  880) ;  Heugh  v.  Chamberlain  (25  W. 
B.  742). 

Formerly  when  the  patent  was  silent  as  to  the  form  of 
licence,  a  simple  licence,  without  covenants,  need  not  have 
been  under  seal  (Chanter  v.  Dewhurat,  12  M.  &  W.  828 ; 
Reuss  V.  Lever,  Ch.  Div.  April  9,  1879 ;  V.  C.  Hall) ;  nor,  it 
seems,  if  it  was  not  a  deed,  did  it  require  a  stamp.  (Chanter 
V.  Johnson,  14  M.  &  W.  408.)  But  now  the  form  of  patent 
set  forth  in  the  first  schedule  of  the  Act  of  1888  requires 
licences  to  be  in  writing  under  the  hand  and  seal  of  the 
patentee.  A  stamp  of  lOs.  must  be  impressed  in  ordinary 
cases,  and  an  ad  valorem  stamp  on  the  consideration-money 
when  a  fixed  sum  is  paid.  When  a  licence  contains 
a  covenant  for  the  payment  of  a  minimum  royalty,  the 
Stamp  Office  insists  upon  payment  of  an  ad  valorem  duty 
upon  the  gross  minimum  royalty  reserved,  and  this 
although  the  licence  contains  power  for  licensor  or  licensee 
to  determine  the  licence. 

Compulsory  Licences, — The  twenty-second  section  of  the 
Patents  Act  of  1888  introduced  an  entirely  new  regulation 
as  to  licences  by  empowering  the  Board  of  Trade  to  order 
a  patentee  to  grant  licences  to  persons  petitioning  the 
Board. 

^  If  on  the  petition  of  any  person  interested  it  is  proved 
to  the  Board  of  Trade  that,  by  reason  of  the  default  of  a 
patentee  to  grant  licences  on  reasonable  terms,   (a)  the 
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patent  is  not  being  worked  in  the  United  Kingdom ;  or  (6) 
the  reasonable  requirements  of  the  public  with  respect  to 
the  invention  cannot  be  supplied ;  or  (c)  any  person  is  pre- 
vented from  working  or  using  to  the  best  advantage  an  in- 
vention of  which  he  is  possessed,  the  Board  may  order  the 
patentee  to  grant  licences  on  such  terms  as  to  amount  of 
royalties,  security  for  payment,  or  otherwise,  as  the  Board, 
having  regard  to  the  nature  of  the  invention  and  the  cir- 
cumstances of  the  case,  may  deem  just,  and  any  such  order 
may  be  enforced  by  mandamus,'  which  will  require  an 
application  to  the  High  Court  of  Justice. 

Patents  granted  before  the  commencement  of  the  Act» 
or  on  applications  then  pending,  are  excepted  from  the 
operation  of  this  provision.     (Sect.  45.) 

As  to  the  procedure  on  petitions  for  compulsory  licences 
see  Bules  60-66  of  the  Patents  Rules  1890. 

As  to  the  persons  representing  the  Board  of  Trade  in  all 
matters  authorised  to  be  done  by  the  Board  under  the 
Patents  Act  of  1888,  and  as  to  the  documents  and  certificates 
issued  by  the  Board,  see  the  25th  sect,  of  the  Act  of  1888, 
or  sect.  102A  of  the  Act  of  1888. 

The  orders  of  the  Board  in  relation  to  this  difficult  and 
delicate  matter  seem  to  be  absolute  and  final,  no  appeal 
from  their  decision  being  given  by  the  Act ;  nor  is  any  power 
to  award  costs  given  to  the  Board.  From  the  wording  of 
the  section  it  is  clear  that  the  three  grounds  for  application 
are  independent  of  each  other,  any  one  if  properly  proved 
being  sufficient  to  authorise  the  Board  to  make  an  order  on 
a  defaulting  patentee.  To  rebut  the  charge  that  a  patent 
is  not  being  worked  in  the  United  Kingdom  the  patentee, 
whether  British  or  foreign,  would  probably  be  required  to 
show  that  any  manufacture  established  in  this  country  was 
of  a  real  and  substantial  nature  carried  on  bond  fide  under 
the  same  conditions  and  to  the  same  extent  as  a  licensee, 
not  exclusive,  would  carry  it  on  under  a  reasonable  royalty. 

Up  to  the  time  of  the  publication  of  this  book  very  few 
petitions  have  been  presented  to  the  Board  of  Trade  for 
compulsory  licences,  and  not  a  single  order  has  been  made 
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under  the  powers  given  to  it.  This  section  of  the  Act, 
though  apparently  a  dead  letter,  may  yet  have  had  a  certain 
indirect  effect,  by  inducing  patentees  to  come  to  terms 
privately  with  persons  who  desire  to  take  licences,  when 
otherwise  they  might  have  refused  to  do  so.  And  in  some 
cases  foreigners  who  have  obtained  British  patents  for  their 
inventions  may  possibly  have  been  prompted  to  establish 
manufactories  in  this  country  instead  of  manufacturing  the 
goods  abroad  and  importing  them. 

In  case  a  patentee  should  have  made  a  bond-fide  grant 
of  an  exclusive  licence,  it  may  be  doubted  whether  he  would 
be  ordered  by  the  Board  to  grant  other  licences,  and  still 
more  whether  such  an  order,  if  made,  would  be  enforced  by 
mandamus  in  a  court  of  law. 


Q  2 
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CHAPTER  XVI. 

THE  BBGISTBAXION  OF  PATENTS,  ETC. 

The  twenty-third  section  of  the  Patents  Act  of  1888  directs 
that  there  shall  be  kept  at  the  Patent  OfiBice  a  book  called 
the  Register  of  Patents,  wherein  shall  be  entered  the  names 
and  addresses  of  grantees  of  patents,  notifications  of  assign- 
ments and  of  transmissions  of  patents,  of  licences  under 
patents,  and  of  amendments,  extensions,  and  revocations  of 
patents,  and  such  other  matters  affecting  the  vaUdity  or 
proprietorship  of  patents  as  may  from  time  to  time  be  pre- 
scribed. The  Register  of  Patents  will  be  primd-facie  evidence 
of  any  matters  by  the  Act  directed  or  authorised  to  be 
inserted  therein.  Copies  of  deeds,  licences,  and  any  other 
documents  affecting  the  proprietorship  in  any  letters  patent 
or  in  any  licence  thereunder  must  be  supplied  to  the 
Comptroller  in  the  prescribed  manner  for  filing  in  the 
Patent  OfiBice. 

By  the  eighty-seventh  section  of  the  Act,  where  a  person 
becomes  entitled  by  assignment,  transmission,  or  other 
operation  of  law  to  a  patent,  the  Comptroller  shall  on 
request,  and  on  proof  of  title  to  his  satisfaction,  cause  the 
name  of  such  person  to  be  entered,  as  proprietor  of  the 
patent,  in  the  Register  of  Patents.  The  person  for  the  time 
being  entered  in  the  Register  of  Patents  as  proprietor  of  a 
patent  shall,  subject  to  the  provisions  of  the  Act  and  to  any 
rights  appearing  from  such  register  to  be  vested  in  any  other 
person,  have  power  absolutely  to  assign,  grant  licences  as 
to,  or  otherwise  deal  with,  the  same,  and  to  give  effectual 
receipts  for  any  consideration  for  such  assignment,  licence, 
ot  dealing.    Any  equities  in  respect  of  such  patent  may  be 
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enforced  in  like  manner  as  in  respect  of  any  other  personal 
property. 

Notices  of  trusts,  expressed,  implied,  or  constructive,  are 
not  to  be  entered  in  the  register  nor  to  be  received  by  the 
Comptroller.     (Sect.  85.) 

The  probate  of  a  patentee's  will  or  the  letters  of 
administration  must  be  registered,  in  order  that  when  the 
executor,  administrator,  or  legatee  comes  to  deal  with  the 
patent  the  chain  of  title  may  be  complete. 

The  procedure  as  to  the  registration  of  patent  documents 
is  set  forth  in  Rules  67-77  of  the  Patents  Rules  1890.  A 
fee  of  ten  shillings  is  payable  for  each  entry  on  the  register. 
The  Patent  Office  refuses  to  register  any  document  until 
the  patent  affected  has  been  sealed.  Deeds  left  for  registra* 
tion  must  be  duly  stamped. 

The  Court  may  (sect.  90),  on  the  application  of  any 
person  aggrieved  by  the  omission  without  sufficient  cause 
of  the  name  of  any  person  (or  of  any  other  particulars,  sect* 
28  of  Act  of  1888)  from  the  register  or  by  any  entry  made 
without  sufficient  cause  in  such  register,  make  such  order 
for  making,  expunging,  or  varying  the  entry  as  the  Court 
thinks  fit ;  or  the  Court  may  refuse  the  application :  and 
in  either  case  may  make  such  order  with  respect  to  the 
costs  of  the  proceedings  as  the  Court  thinks  fit.  Further, 
the  Court  may  in  any  proceeding  under  this  section  decide 
any  question  that  it  may  be  necessary  or  expedient  to  decide 
for  the  rectification  of  a  register,  and  may  direct  an  issue 
to  be  tried  for  the  decision  of  any  question  of  fact,  and  may 
award  damages  to  the  party  aggrieved.  Any  order  of  the 
Court  rectifying  a  register  must  direct  that  due  notice  of 
the  rectification  be  given  to  the  Comptroller;  and  Rule 
74  of  the  Patents  Rules  1890  requires  an  office  copy  of  the 
order  to  be  left  at  the  Patent  Office. 

In  Re  PameWa  Patent,  5  R.  P.  C.  130,  Mr.  Justice  North 
said  he  saw  that  there  may  be  documents  which  can  be 
properly  entered  on  the  register  although  dated  before  the 
date  of  a  patent,  but  in  many  instances  the  objections 
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against  the  registration  of  such  pre-dated  documents  would 
be  insuperable. 

It  would  seem  that  under  the  Judicature  Acts  there 
lies  an  appeal  from  any  order  made  by  a  judge  under 
section  90  of  the  Act  of  1888.  (Morgan's  Patent,  24  W.  IL 
245.) 

If  any  rectification  of  a  register  is  required  in  pursuance 
of  any  proceeding  in  a  Court  in  Scotland  or  Ireland,  a 
copy  of  the  order,  decree,  or  other  authority  for  the  rectifi* 
cation  must  be  served  on  the  Comptroller,  and  he  is  to 
rectify  the  register  accordingly.     (Sect.  111.) 

The  Comptroller  is  empowered  (sect.  91)  to  correct  any 
clerical  error  in  the  name,  style,  or  address  of  the  registered 
proprietor  of  a  patent. 

The  making  of  false  entries  in  the  register ;  the  making 
of  any  writing  falsely  purporting  to  be  a  copy  of  an  entry 
therein ;  and  the  tendering  in  evidence  of  any  such  writing, 
are  declared  to  be  severally  misdemeanours.     (Sect.  93.) 

The  former  registers  of  patents  and  of  proprietors  are 
to  be  deemed  parts  of  the  register  of  patents  kept  under  the 
new  Act  (sect.  114),  which  is  directed  to  be  open  at  aU  con* 
venient  times  to  the  inspection  of  the  public,  subject  to  such 
regulations  as  may  be  prescribed.     (See  Bule  79.) 

Certified  copies,  sealed  with  the  seal  of  the  Patent  Office^ 
of  any  entry  in  such  register  will  be  given  to  any  person 
requiring  the  same  on  payment  of  the  prescribed  fee.  (Sect« 
88,  and  see  Bule  79.) 

The  thirty-fifth  section  of  the  Patents  Act  of  1852  pro- 
vided that  until  registration  of  an  assignment  the  grantee 
of  the  patent  should  be  deemed  the  proprietor  of  the  exclu- 
sive privileges  thereby  granted ;  and  it  was  held  in  ChoUet 
V.  Hoffmann  (7  E.  and  B.  686)  that  an  assignee  could  not 
bring  an  action  for  an  infringement  against  third  parties 
until  his  assignment  had  been  registered.  But  in  the  case 
of  Hassall  v.  Wright  (L.  B.  10  Eq.  509),  Sir  R.  Malins, 
V.  C,  was  of  opinion  that  an  assignee  of  a  patent  might 
maintain  a  suit  against  the  assignor  and  subsequent 
licensees  of  the  assignor  with  notice  of  the  assignment  to 
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restrain  them  from  using  the  patent,  although  at  the  time 
of  the  institution  of  the  suit  the  assignment  had  not  been 
registered.  And  from  the  same  case  it  seems  that  the 
judge  thought  that  registration  related  back  to  the  date  of 
the  assignment,  so  as  to  enable  the  assignee  to  maintain  a 
suit  to  restrain  infringement  instituted  between  the  dates 
of  the  assignment  and  registration.  No  case  bearing  upon 
this  point  has  been  reported  since  the  Act  of  1888  came 
into  operation.  When  the  executors  of  a  patentee  ob- 
tained probate  of  their  testator's  will  and  assigned  his 
patent,  but  the  probate  was  not  registered  till  after  the 
assignment,  it  was  held  that  the  assignment  was  valid. 
(EUwoody.  Christy,  10  Jur.  n.  s.  1079  ;  S.  C.  11  L.  T.  N.  s. 
842.) 

Under  the  thirty-eighth  section  of  the  Patents  Act  of 
1852,  which  gave  power  to  the  Courts  to  expunge  entries 
in  the  register  of  patents  similar  to  that  conferred  by  the 
ninetieth  section  of  the  new  Act,  the  Master  of  the  Bolls 
ordered  the  registry  of  a  second  assignment  of  a  patent  to 
be  expunged  on  the  appUcation  of  the  assignees  under  a 
prior  assignment,  which  had  not  been  registered  untU  after 
the  second,  as  it  appeared  that  the  second  assignment  had 
been  executed  for  a  fraudulent  and  improper  purpose.  (Re 
Green's  Patent,  24  Bea.  146.)  In  another  case,  the  Master 
of  the  Bolls  said  that  if  there  were  two  deeds  assigning  the 
patent  simpliciter  to  two  different  persons,  and  the  second 
was  registered  before  the  first,  and  if  it  were  clearly  proved 
that  the  second  deed  was  executed  with  full  and  complete 
notice  of  the  prior  one,  though  subsequently  registered^ 
he  conceived  he  should  have  power  to  direct  an  entry  to  be 
made  upon  the  register,  stating  the  facts.  In  Re  Morey's 
Patent  (25  Bea.  58),  it  was  said  to  be  the  duty  of  the  Court 
to  insert  on  the  register  any  facts  relating  to  the  proprie- 
torship, but  not  the  legal  inferences  to  be  drawn  from  them. 
One  of  two  joint  patentees  assigned  by  deed  his  interest  in 
the  patent  to  a  third  person,  and  released  him  from  all 
claims  on  the  part  of  both  patentees.  At  the  instance  of 
thiB  other  patentee  the  Master  of  the  Bolls  ordered  the 
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entry  of  the  assignment  to  be  expunged.  {Re  Horsley  and 
Knighton's  Patent,  L.  R.  8  Eq.  475.) 

In  the  matter  of  the  same  patent  (L.  B.  4  Gh.  784)  it 
was  decided  that  there  was  no  appeal  from  such  an  order 
of  the  Master  of  the  Bolls.  But  the  jurisdiction  having 
now  been  transferred  to  the  High  Court  of  Justice  {Re 
Morgan's  Patent,  24  W.  B.  245),  it  would  seem  to  be  subject 
to  appeal. 

In  Speckhart  v.  Campbell  (*  Times,'  March  18,  1884),  it 
was  held  by  the  Court  of  Appeal  that  a  person  (who  in  this 
case  was  a  foreigner)  may  bring  an  action  in  his  own  name 
for  an  infringement  when  the  patent  is  registered  in  the 
name  of  another  person,  if  that  other  person  is  a  trustee 
for  the  plaintiff. 

Begistration  of  an  exclusive  licence  for  a  district  is  not 
in  itself  notice  to  the  world.  {Heap  v.  Hartley,  5  B.  P.  C. 
608.) 
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CHAPTER  XVII. 

INFRINGEMENTS. 

This  chapter  will  be  devoted  to  a  discussion  of  the  sub- 
stantive law  and  the  reported  cases ;  and  the  next  will 
treat  shortly  of  the  practice  connected  with  the  proceedings 
for  infringements  in  the  High  Court  of  Justice. 

The  rights  of  a  patentee  may  be  violated  in  several 
ways.  1.  The  invention  may  be  overtly  exercised  exactly 
as  the  specification  has  described  it  without  the  permission 
of  the  patentee.  2.  The  invention  may  be  copied  not 
textually  and  literally,  but  with  certain  changes  and  varia- 
tions, such  as  additions,  omissions,  transpositions,  or  sub- 
stitutions of  parts,  so  as  to  produce  something  colourably 
different  from  the  original.  8.  By  dealing  in  articles  made 
by  the  patented  method  without  the  licence,  express  or 
implied,  of  the  patentee.  4.  By  the  user  of  articles  made 
by  an  infringement  of  the  patent. 

As  to  the  first  mode  of  infringing  a  patent,  nothing 
mord  need  be  said  at  present,  because,  when  the  fact  is 
capable  of  proof,  the  remedy  can  be  readily  applied.  It  is 
the  second  method  of  encroaching  on  his  rights  that  gives 
most  trouble  to  the  patentee.  Certain  devices  (mechanical 
equivalents,  transpositions  of  parts,  &c.)  having  been  em- 
ployed to  give  a  different  appearance  to  the  copy,  with  the 
design  of  seeming  not  to  trespass  within  the  pale  set  up  by 
the  patentee,  and  with  the  view  of  causing  that  copy  to  be 
mistaken  for  a  distinct  thing,  it  becomes  the  patentee's 
task  to  expose  the  scheme  and  to  show  that  the  pretended 
novelty  is  in  truth  an  infringement  in  disguise.    The  lead* 
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ing  idea,  or  principle,  as  it  is  usually  termed,  remaining 
the  same,  the  contrivances  will  be  considered  identical, 
and  when  that  is  capable  of  satisfactory  proof,  the  con- 
tinuance of  the  infringement  maybe  stopped  by  application 
to  a  court  of  law,  and  the  infringer  may  be  compelled  to 
make  compensation  for  the  injury  he  has  committed. 
Further,  a  machine  may  display  ingenuity  in  its  construe- 
tion  and  may  have  been  the  work  of  an  honest  and  inde- 
pendent inventor,  yet  if  there  is  a  previous  patent  for  what 
is  substantially  the  same  thing  it  must  be  deemed  an  in- 
fringement. 

A  person  will  not  be  allowed  to  deprive  an  inventor  of 
the  fruits  of  his  discovery  by  substituting  a  well-known 
equivalent,  either  chemical  or  mechanical,  for  some  part 
of  the  patented  invention.  Where  the  question  arises  as 
to  the  infringement  of  the  patent  for  a  machine,  the  sub- 
stance and  not  merely  the  form  of  the  invention  will  be 
looked  at  in  a  court  of  justice.  Therefore,  when  it  is  shown 
that  two  machines  are  alike  in  principle,  and  that  the  con- 
structor of  the  second  machine  has  carried  the  principle  of 
the  first  into  effect  by  substituting  one  mechanical  equivalent 
for  another,  here  it  will  be  held  that  there  has  been  an 
infringement.  (See  Morgan  v.  Seward,  1  W.  P.  C.  171 ; 
Thorn  v.  Worthing  Skating  Rink  Company,  L.  R.  6  Ch.  D, 
415  n. ;  Adair  v.  Young,  L.  R.  12  Ch.  21.) 

'It  will  not  be  the  less  an  infringement'  (said  Lord 
Cairns,  C,  in  Dudgeon  v.  Thomson,  L.  R.  8  App.  Cas.  44) 
*  because  it  has  been  coloured  or  disguised  by  additions  or 
subtractions,  which  additions  or  subtractions  may  eidst 
and  yet  the  thing  protected  by  the  specification  be  taken 
notwithstanding.'  And  in  the  same  case  (p.  68)  Lord 
Blackhwm  said,  '  If  part  of  the  property  in  the  invention 
be  really  taken,  there  is  an  infringement,  however  much 
that  may  be  disguised  or  sought  to  be  hidden.  If  that  is 
detected  by  the  patentee,  and  if  what  is  taken  is  really 
part  of  his  property  given  to  him  by  the  letters  patent,  he 
has  a  right  to  proceed  against  the  infringer,  however  in- 
geniously the  colours  may  have  been  contrived  to  try  to 
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eonceal  the  facl;  thai  there  has  been  a  taUng  of  part  of  the 
property/ 

The  following  cases  wiU  show  clearly  that  to  make  a 
colourable  alteration  in  a  patented  invention,  or  to  arrive 
at  the  same  result  by  means  which  are  substantially  the 
same,  although  independently  discovered,  will  be  an  in- 
fringement  of  the  patent.  Walton  took  out  a  patent  for 
making  cards  for  carding  textile  materials  with  the  aid  of 
caoutchouc,  the  object  being  to  obtain  an  increased  degree 
of  elasticity  and  durability.  The  wire  teeth  were  described 
as  inserted  in  a  foundation  of  slices  of  caoutchouc,  on  the 
back  of  which  a  piece  of  cloth  was  cemented.  The  claim 
was  not  confined  to  the  use  of  caoutchouc  in  slices,  but  he 
claimed  the  exclusive  right  of  making  cards  by  fixing  the 
teeth  in  caoutchouc  as  the  fillet,  or  sheet,  or  medium. 
After  the  date  of  this  patent.  Potter  and  Horsfall  took  out 
a  patent  for  a  new  material  for  forming  the  backs  of  cards, 
and  their  mode  of  preparing  it  was  by  repeatedly  passing 
a  woven  fabric  of  a  peculiar  construction  through,  and 
saturating  it  with,  a  solution  of  caoutchouc,  and  then 
drying  it  to  evaporate  the  solvents,  and  leave  the  fabric 
impregnated  and  coated  with  caoutchouc,  the  object  being 
to  render  the  fabric  so  dealt  with  extremely  elastic  in  the 
direction  of  the  thickness  of  the  fabric,  so  as  to  impart 
elasticity  to  the  wire  teeth  when  set.  It  was  held  (Walton 
V.  Potter,  1  W.  P.  C.  585 )  that  Potter's  process  fell  within 
the  generality  of  Walton's  claim,  and  was  an  infringement 
of  his  patent.  At  the  trial,  Tindal,  J.,  told  the  jury  that, 
'  when  a  party  has  obtained  a  patent  for  a  new  invention 
made  by  his  own  ingenuity,  it  is  not  in  the  power  of  any 
other  person,  simply  by  varying  in  form  or  in  immaterial 
circumstances  the  nature  or  subject-matter  of  that  inven- 
tion, to  obtain  either  a  patent  for  it  himself,  or  to  use  it 
without  the  leave  of  the  patentee,  because  that  would  be 
in  effect  and  in  substance  an  evasion  of  the  right.'  Then 
referring  to  a  card  purchased  from  the  defendants,  which 
was  produced  to  the  jury,  he  said,  *  Now,  what  you  have 
to  say  is,  whether  you  are  satisfied  that  the  card  produced 


236  INFfilNGEMENTS 

is  a  specious  variation  in  form  only,  an  ingenioas  alteration 
in  the  mode  of  adaptation,  or  whether  it  is  really  and  sub- 
stantially a  new  discovery  on  the  part  of  the  defendants. 
In  the  one  case  it  would  be  an  infringement  of  the  patent ; 
in  the  other  it  would  not.  .  .  •  There  can  be  no  doubt 
whatever  that,  although  one  man  has  obtained  a  patent 
for  a  given  object,  there  are  many  modes  still  open  for 
other  men  of  ingenuity  to  obtain  a  patent  for  the  same 
object ;  there  may  be  many  roads  leading  to  one  place ; 
and  if  a  man  has,  by  dint  of  his  own  genius  and  discovery, 
after  a  patent  has  been  obtained,  been  able  to  give  to  the 
pubUc,  without  reference  to  the  former  one,  or  borrowing 
from  the  former  one,  a  new  and  superior  mode  of  arriving 
at  the  same  end,  there  can  be  no  objection  to  his  taking 
out  a  patent  for  that  purpose.  But  he  has  no  right  what- 
ever  to  take,  if  I  may  so  say,  a  leaf  out  of  his  neighbour's 
book,  for  he  must  be  contented  to  rest  upon  his  own  skill 
and  labour  for  the  discovery,  and  he  must  not  avail  himself 
of  that  which  has  been  before  granted  exclusively  to 
another;  and  therefore  the  question  again  comes  round 
to  this,  whether  you  are  of  opinion  that  the  subject-matter 
of  this  second  patent  is  perfectly  distinct  from  the  former, 
or  whether  it  is  virtually  bottomed  upon  the  former,  vary- 
ing only  in  certain  circumstances  which  are  not  material 
to  the  principle  and  substance  of  the  invention.' 

Under  a  patent  for  improvements  in  apparatus  for  the 
manufacture  of  sulphate  of  soda,  &;c.,  the  plamti£f  claimed 
the  use  of  iron  retorts  worked  in  connection  with  each 
other.  The  essence  of  the  invention  was  held  to  be  the 
use  of  two  chambers  with  separate  furnaces  worked  in  con- 
nection with  each  other,  so  that  the  materials  might  be 
decomposed  in  one  and  then  removed  to  and  finished  in 
the  other.  The  defendant  for  the  same  purpose  employed 
two  chambers,  one  of  iron,  the  other  of  brick.  This  was 
decided  to  be  an  infringement  of  the  patent.  {GamUe  v. 
Kurtz,  8  C.  B.  425.) 

Trotman  obtained  a  patent  for  improvements  in  anchors. 
His  mode  of  making  the  improved  anchor  was  to  afiSix  the 
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'  palm '  and  '  horn  *  to  the  back  of  the  '  arm '  by  a  separate 
operation.  It  was  held  that  the  making  of  similar  anchors 
by  forging  the  arm,  palm,  and  horn  all  in  one  piece  was 
an  infringement.     {Trotman  v.  Wood^  16  G.  B.  n.  s.  479.) 

In  1871  E.  L.  Hayward  obtained  a  patent  for  an  im- 
proved pavement-light*  A  piece  of  glass  in  the  form  of  a 
prism  was  fitted  into  a  frame  and  let  into  a  floor  with  the 
object  not  only  of  allowing  light  to  pass  through,  but  also 
of  sending  it  obliquely  into  the  room  below.  In  1874 
Hamilton  took  out  a  patent  for  a  contrivance  for  the  same 
purpose.  He  employed  also  a  prism  of  glass  shaped  like 
that  used  by  Hayward,  except  that  pieces  were  cut  out  of 
it.  The  Court  of  Appeal  held  that  as  the  notches  had  no 
effect  on  the  strength  of  the  apparatus,  nor  any  optical 
effect,  affording,  in  fact,  no  advantage  whatever,  there  was 
no  substantial  difference  between  the  two  contrivances,  and 
the  second  patent  was  therefore  adjudged  to  be  an  infringe- 
ment of  the  earlier  one.  {Hayward  v.  Hamilton,  1  Griff.  P. 
C.  115.)  And  in  Hayward  A  Eckstein  v.  Pavement  Light 
Co.  (1  B.  P.  G.  207),  the  judge  at  the  trial  of  an  action  for 
the  infringement  of  the  same  patent  held  that  the  use 
of  glass  moulded  so  as  to  form  a  curve  was  an  infringe- 
ment. 

It  is  not  permissible  for  a  person  to  evade  a  patent  by 
making  immaterial  transpositions  of  parts  of  a  machine 
(Cropper  v.  Smith,  W.  N.  1883,  p.  49 ;  1  B.  P.  C.  84) ; 
or  by  making  one  part  act  indirectly  instead  of  directly 
(Kaye  v.  Chubb,  4  B.  P.  C.  28 ;  5.  C.  on  appeal,  5  B.  P.  C. 
641) ;  or  by  altering  the  shape  of  part  of  a  machine  in  an 
imimportant  particular  (Per  Parke,  B.,  in  Barber  v.  Grace, 
1  Exch.  889) ;  or  by  transposing  the  action  of  some  of 
the  parts,  as,  for  example,  in  a  brick  machine,  moving  the 
clay  against  the  cutters,  instead  of  making  the  cutters 
move  against  the  clay  {Murray  v.  Clayton,  L.  B.  7  Ch.  570)  ; 
or,  in  a  machine  for  marking  out  the  court  in  the  game  of 
lawn  tennis,  removing  the  marking  wheel  from  behind  to 
the  front,  and  substituting  a  revolving  brush  for  a  feeding 
wheel  {Osmond  v.  Hirst,  2  B.  P^  G.  265) ;  or  in  a  mechani- 
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cal  musical  instromenty  employing  a  rotating  wind  chest 
and  a  fixed  music  sheet  in  place  of  a  fixed  wind  chest  and 
a  rotating  music  sheet.  {Ehrlich  y.  IJilee,  5  B.  P.  G.  188 ; 
affirmed  on  appeal,  5  R.  P.  C.  487.)  In  Parkes  v.  Stevens 
(8  Eq.  867) ,  it  was  laid  down  by  F.  C.  James,  that  a  man 
could  not  evade  a  patentee's  right  by  substituting  a  spring 
for  a  weight.  And  in  Winhy  v.  Manchester,  dc,  Steam 
Tramways  Co.  (6  B.  P.  G.  859),  it  was  held  that  a  patent 
was  not  to  be  evaded  by  substituting  a  weighted  lever  for 
a  spring. 

The  specification  under  a  patent  for  a  telephone  claimed 
a  combination  of  a  diaphragm  or  tympanum  with  a  tension- 
regulator.  In  this  arrangement  the  diaphragm  was  placed 
next  the  mouth  when  speaking  into  the  instrument,  and  its 
vibrations  acted  on  the  tension-regulator  behind.  Bassano 
employed  for  the  same  purpose  an  apparatus  in  which  a 
tension-regulator  was  nearest  the  mouth  and  what  was 
equivalent  to  a  diaphragm  was  placed  behind.  It  was 
held  that  he  had  infringed  the  patent.  {United  Telephone 
Co.  V.  Bassano,  8  B.  P.  G.  295.  See  also  United  Telephone 
Co.  V.  St.  George,  8  R-  P.  G.  821.) 

And  it  has  been  held  that  a  patent  for  improvements 
in  a  known  process  secures  those  improvements  to  the 
patentee,  whether  applied  to  the  process  as  known  at  the 
date  of  the  patent,  or  to  the  same  process  altered  and  im- 
proved by  discoveries  not  known  at  that  time,  so  long  as 
that  process  remains  essentially  the  same.  (Electric  Tele- 
graph Company  v.  Brett,  10  G.  B.  881.) 

When  the  Principle  is  New. — *  When  you  have  invented 
some  mode  of  carrying  the  principle  into  effect,'  said  Alder- 
son,  B.,  in  Jupe  v.  Pratt  (1  W.  P.  G.  146),  *you  are  en- 
titled to  protect  yourself  from  all  other  modes  of  carrying 
the  same  principle  into  effect.' 

*  There  never  were  two  things  to  the  eye  more  different,' 
said  Alderson,  B.  (1  W.  P.  G.  146),  commenting  upon  the 
case  of  Crossley  v.  Beverley,  *  than  the  plaintiff's  invention 
of  a  gas-meter,  and  what  the  defendant  had  done  in  contra*- 
vention  of  the  patent  right.    The  plaintiff's  invention  was 
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different  in  form,  different  in  construction ;  it  agreed  with 
it  only  in  one  thing,  and  that  was,  by  moving  in  the  water, 
a  certain  point  was  made  to  open,  either  before  or  after,  so 
as  to  shut  up  another,  and  the  gas  was  made  to  pass  through 
this  opening ;  passing  through  it,  it  was  made  to  revolve  it. 
The  scientific  men,  all  of  them,  said,  the  moment  a  practical 
scientific  man  has  got  that  principle  in  his  head  he  can 
multiply,  without  end,  the  forms  in  which  that  principle 
can  be  made  to  operate.' 

A  patent  having  been  obtained  for  the  application  of  a 
self-adjusting  leverage  to  chairs,  an  action  for  an  infringe- 
ment was  brought  in  which  the  defendant  contended  that 
the  plaintiff  claimed  a  principle,  inasmuch  as  the  defendant's 
method  of  applying  the  leverage  to  chairs  was  different  from 
the  plaintiff's.  *  But,'  said  Mr.  Baron  Parke,  *  for  the  appli- 
cation of  a  self-adjusting  leverage  to  a  chair,  cannot  he 
patent  that  ?  He  claims  the  combination  of  the  two,  no 
matter  in  what  shape  or  way  you  combine  them ;  but  if 
you  combine  the  self-adjusting  leverage,  which  he  thus 
applies  to  the  subject  of  a  chair,  that  is  an  infringement  of 
the  patent '  (Minter  v.  Mower,  1  W.  P.  C.  184.) 

In  the  case  of  the  HousehiU  Company  v.  Neilson  (1  W. 
P.  C.  685),  Lord  Justice  Clerk  Hope  said,  *  You  may  obtain 
a  patent  for  a  mode  of  carrying  a  principle  into  effect ;  and 
if  you  discover  not  only  the  principle,  but  how  it  may  be 
applied  to  a  practical  result  by  a  mechanical  contrivance 
and  apparatus,  and  show  that  you  are  aware  that  no  parti- 
cular modification  or  form  of  the  apparatus  is  essential  in 
order  to  obtain  benefit  from  the  principle,  then  you  may 
take  out  your  patent  for  the  mode  of  carrying  it  into  effect, 
and  are  not  under  the  necessity  of  confining  yourself  to  one 
form  of  apparatus.  .  .  .  You  may  generally  claim  the  mode 
of  carrying  the  principle  into  effect  by  mechanical  contri- 
vance, so  that  any  sort  of  appeiratus  applied  in  the  way 
stated  will  more  or  less  produce  the  benefit,  and  you  are 
not  tied  down  to  any  form.' 

In  the  case  of  Otto  v.  Linford  (Court  of  App.,  46  L.  T. 
K.  s.  85),  it  appeared  that  the  plaintiff  had  patented  a 
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gas  engine  working  on  a  certain  new  principle,  and  that  the 
defendant  had  subsequently  constructed  an  engine  working 
in  rather  a  different  way  with  two  pistons  instead  of  one, 
and  with  six  motions  in  place  of  four,  which  required  the 
cams,  slides,  &c.,  to  be  altered.  It  was  held  that  notwith- 
standing these  differences,  as  he  had  borrowed  the  plaintiff's 
new  principle,  his  engine  was  substantially  similar  to  the 
plaintiff's,  and  was  therefore  an  infringement.  '  It  appears 
to  me  ta  be  pretty  clear  upon  the  authorities,  that,  although 
there  cannot  be  a  patent  for  an  idea  or  principle  apart  from 
its  physical  embodiment  in  adequate  apparatus,  yet  that  if 
the  specification  discloses  the  idea,  shows  a  method  by 
which  it  can  be  carried  out,  and  does  not  limit  the  claim 
of  the  patentee,  any  apparatus  which  by  different  mechanical 
means  carries  out  the  same  idea  is  an  infringement  of  the 
patent,  though  the  method  used  and  even  the  purpose  to 
which  the  idea  or  principle  is  applied  be  different  from 
those  embodied  in  the  specification.'  (Per  Mr.  Justice  Wills, 
in  Easterbrook  v.  G.  W.  R.  Co.,  2  E.  P.  C.  207.) 

And  the  same  doctrine  holds  good  in  chemical  invehtions. 
*  When  a  patent  is  taken  out  for  a  new  result '  (said  Mr. 
Justice  Pearson,  in  delivering  judgment  in  the  case  of  the 
Badische  Anilin  und  Soda  Fabrik  v.  Levinstein,  24  Ch.  D. 
L.  B.  156),  'and  there  is  one  process  described  in  the 
specification  which  is  effectual  for  the  purpose  of  arriving 
at  that  new  result  at  the  time  when  the  patent  is  taken 
out,  the  patentee  is  entitled  to  protection  against  all  other 
processes  for  the  same  result ;  and  no  person  can,  without 
infringing  upon  his  patent,  adopt  simply  a  different  process 
for  arriving  at  the  same  result.' 

*  Where  the  thing  is  wholly  novel,  and  one  that  has 
never  been  achieved  before,  the  machine  itself  which  is  in- 
vented necessarily  contains  a  great  amount  of  noveJty  in 
all  its  parts,  and  one  looks  very  narrowly  and  very  jealously 
upon  any  other  machines  for  effecting  the  same  object,  to 
see  whether  or  not  they  are  merely  colourable  contrivances 
for  evading  that  which  has  been  done  before.'  (Per  Wood, 
r.  C,  in  Curtis  v.  PlaU,  L.  R.  8  Ch.  185  n.) 
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It  Beema  a  fair  inference  from  the  cited  judicial  dicta  in 
the  cases  of  Jupe  v.  Pratt ;  HousehiU  Co.  v.  Neihon ; 
Minttr  v.  Wells ;  Easterbrook  v.  O.  W,  R.  Co. ;  and  Badische 
Anilin  und  Soda  Fahrik  v.  Levinstein,  to  say  that  they  tend 
to  establish  the  proposition  that  ^hen  a  mode  of  carrying  a 
principle  into  effect  has  been  invented  and  the  principle 
itself  is  new,  then  a  patent  can  be  obtained  for  securing  not 
only  that  particular  mode  but  every  other  mode  of  carrying 
the  principle  into  effect.  But  L.  J.  Cotton,  when  dehvering 
judgment  in  the  CBtSeot  the  Automatic  Weighing  Machine  Co. 
V.  Knight  (6  B.  P.  C.  804),  an  action  brought  for  an  infringe- 
ment of  the  plaintiff's  machine,  commented  on  Baron  Alder- 
son's  words  in  Jupe  v.  Pratt  (cited  ante,  p.  288),  and  made 
the  following  remarks  :  *  Those  were  the  expressions  of  Mr. 
Baron  Alderson  during  the  discussion,  probably  to  meet 
something  that  was  said  by  counsel,  and  did  not  express  his 
full  opinion.  Tou  can  prevent  anyone  from  using  the 
same  method  of  carrying  that  principle  into  effect,  and  you 
can  prevent  anyone  from  using  only  the  same  thing  with 
a  colourable  difference.  .  .  Where  there  is  a  principle  first 
applied  in  a  machine  capable  of  carrying  it  into  effect,  the 
Court  looks  more  narrowly  at  those  who  carry  out  the  same 
principle,  and  say  they  do  it  by  a  different  mode,  and  looks 
to  see  whether  in  effect,  although  the  mode  is  not  exactly 
the  same,  it  is  only  a  colourable  difference.  .  .  What  I  said 
in  Proctor  v.  Bennis  (4  E.  P.  C.  888)  was, "  Has  the  combi- 
nation in  substance  been  taken  ?  Has  the  defendant,  though 
not  exactly  taking  the  whole  combination  which  has  been 
patented,  taken  by  sUght  variations  or  by  mechanical 
equivalents,  the  substance  of  it,  so  as  to  produce  the  same 
result  by  practically  the  same  means  ?"'...  In  the  weighing 
machine  case  it  had  been  argued  by  the  plaintiff's  counsel 
that  his  machine  was  the  first  machine  which  had  been  in- 
vented to  act  upon  a  certain  principle,  which  principle  had 
been  adopted  by  the  defendant,  but  with  some  differences 
in  the  mechanism,  and  that  he  was  therefore  liable  for  an 
infringement  notwithstanding  these  differences.  To  this  L. 
J.  Cotton  replied,  *  A  patent  cannot  be  taken  out  for  a  prin- 
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ciple.  It  can  only  be  taken  out  if  in  addition  to  the  prin- 
ciple shown  the  patentee  shows  some  mode  of  carrying 
that  effectually  into  operation.'  And  the  Court  of  Appeal 
held  that  there  had  been  no  infringement  of  the  plaintiff's 
patent,  because  the  defendant  had  employed  different 
mechanism.  See  also  AtUomaiic  Weighing  Machine  Co.  v. 
Combined  Weighing  Machine  Co,  (6  E.  P.  C.  867). 

Where  the  Principle  w  not  New. — ^We  have  seen  that  there 
are  judicial  dicta  which  imply  that  where  the  principle  of  an 
invention  is  new,  the  patentee  may  secure  not  only  the 
method  of  canning  it  out  described  by  him,  but  all  other 
methods  that  fall  under  the  same  principle.  On  the  other 
hand,  where  the  principle  is  not  new  the  patentee  is  confined 
to  the  particular  method  described,  and  his  patent  will  not 
be  allowed  to  cover  other  methods.  Thus  in  Barber  v. 
Grace  (1  Exch.  889),  it  was  held  that  the  pressing  of  woollen 
goods  by  a  set  of  rollers,  heated  within  by  steam,  was  not 
an  infringement  of  a  patent  for  a  mode  of  pressing  similar 
goods  by  two  cast-iron  boxes  filled  with  steam.  The  jury 
found  that  the  former  was  not  a  colourable  variation  of  the 
latter  process,  and  the  Court,  after  argument,  approved  of 
the  finding.  (See  also  Easterbrook  v.  G.  W.  R.  Co.,  2  E. 
P.  C.  201.) 

In  Curtis  v.  Piatt  (L.  E.  8  Ch.  D.  185  n.).  Sir  W.  P. 
Wood,  V.  C.y  said,  *  When  the  object  itself  is  one  which  is 
not  new,  but  the  means  only  are  new,  one  is  not  inclined 
to  say  that  a  person  who  invents  a  particular  means  of 
doing  something  that  has  been  known  to  all  the  world  long 
before  has  a  right  to  extend  very  largely  the  interpretation 
of  those  means  which  he  has  adopted  for  carrying  it  into 
effect.  Because,  otherwise,  that  would  be  to  say  that  the 
whole  world  is  to  be  precluded  from  exercising  its  invention 
for  achieving  some  desirable  and  well-known  object  which 
everybody  has  had  in  view  for  years.  One  looks  more 
jealously  at  the  claims  of  inventors  seeking  to  limit  the 
rights  of  the  public  at  large  for  effecting  that  which  has  been 
commonly  known  to  all  the  world  long  ago.  Of  course  no 
patent  can  be  taken  out  for  effecting  this  as  a  new  object. 
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but  only  for  effecting  it  by  a  new  means.  What  those 
means  may  be,  and  what  is  the  extent  of  the  claim  which 
the  patentee  has  a  right  to  insist  upon  as  to  those  means, 
is  often  a  matter  of  much  difficulty.' 

'  Where  there  is  the  principle  first  introduced  in  the 
(patented)  machine  we  look  upon  it  with  very  different 
eyes  to  what  we  do  when  what  the  patentee  has  done  is 
simply  by  some  variation  to  make  an  improvement  in  an 
existing  machine.  Then  he  is  confined  to  the  actual  thing 
he  has  produced  as  an  improvement  in  an  existing  machine, 
and  we  cannot  say,  if  anyone  else  were  to  take  some  other 
mechanical  means  of  arriving  at  the  same  end,  that  that  is 
an  infringement.'  (Per  L.  J.  Cotton^  in  Proctor  v.  Bennis, 
L.  E.  86  Ch.  D.  740.) 

Hence  if  another  person  invents  a  method  of  carrying 
out  the  same  object  different  from  that  patented,  he  may 
obtain  a  valid  patent  for  it,  or  he  may  use  it  without  being 
liable  for  an  infringement,  since  the  inventions  stand  in- 
dependently one  of  the  other,  each  inventor  being  limited 
to  his  own  particular  combination  or  method.  Identity  of 
object  must  not  be  mistaken  for  identity  of  means.  The 
patented  apparatus  is,  under  the  supposed  circumstances, 
nothing  more  than  a  particular  mode  of  attaining  a  certain 
end,  and  if  one  man  is  entitled  to  a  patent  for  one  road  to 
that  end,  any  other  person  is  on  the  same  ground  entitled 
to  a  patent  for  another  road  to  the  same  end. 

Where  a  patent  has  been  obtained  for  improvements  in 
an  old  machine  and  there  is  no  novelty  in  the  result,  the 
patentee  will  be  held  strictly  to  his  description  of  the  par- 
ticular means  by  which  his  invention  is  to  be  carried  into 
effect,  and  the  doctrine  of  mechanical  equivalents  will  not 
be  applicable.  (CuHis  v.  PlaU,  L.  E.  8  Ch.  D.  186  fi., 
189  n. ;  Saxby  v.  CluneSy  43  L.  J.  Ex.  228 ;  Dudgeon  v. 
Thomson,  L.  E.  8  App.  Cas.  84 ;  Nordenfeldt  v.  Gardner,  on 
appeal,  1  E.  P.  C.  61;  Hocking  v.  Hocking,  House  of 
Lords,  6  E.  P.  C.  76.) 

As  an  example  of  this  class  of  cases,  BoviU  v.  Pimm 
(11  Ex.  E.  718)  may  be  referred  to. 

■  2 
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It  had  been  long  known  that  if  grain  were  kept  cool 
daring  the  process  of  grinding,  the  flour  was  of  superior 
quality.  To  effect  this  desideratum  various  contrivances 
had  been  adopted,  and  several  patents  had  been  obtained 
for  them,  before  Bovill  obtained  one  for  an  invention  con- 
sisting  of  the  appUcation  of  ventilating  vanes  or  screws  at 
the  centre  of  the  grinding-stones,  by  which  means  air  was. 
supplied  between  the  grinding  surfaces.  A  portable  venti- 
lating machine,  blowing  in  a  screw  vane,  which  caused  a 
flow  of  air  parallel  to  the  axis  of  the  vane,  was  attached 
externally  to  the  eye  of  the  upper  millstone.  When  the 
screw  vane  was  set  in  motion  air  was  compelled  to  pass 
through  the  eye  of  the  upper  millstone  into  the  centre  of 
the  two  stones,  and  found  its  way  out  between  them. 
Pimm  subsequently  took  out  a  patent  for  improvements  in 
grinding  wheat.  His  plan  for  keeping  the  grain  cool  whilst 
grinding  consisted  in  the  removal  from  the  centre  of  both 
stones  of  a  large  circular  portion,  and  in  the  space  thus 
obtained  to  place  a  fan,  by  the  rapid  rotation  of  which  a 
centrifugal  motion  was  given  to  the  air,  and  it  was  driven 
between  the  stones.  It  was  held  that  the  latter  method 
was  no  infringement  of  BovilFs ;  the  two  inventions  were 
deemed  independent  original  improvements,  and  each  in- 
ventor was  entitled  to  protection  in  respect  of  the  method 
disclosed  in  their  respective  specifications,  but  could  not 
claim  beyond  the  method  actually  described. 

An  action  was  brought  for  the  infringement  of  a  patent 
dated  in  1877  for  improvements  in  machinery  for  winding,, 
doubling,  and  twisting  yarn  and  thread.  As  there  were 
previous  machines  for  the  same  purpose  as  the  plaintiff's^ 
all  of  which  included  a  swinging-plate  and  a  catch-plate, 
and  as  the  plaintiff  laid  special  stress  on  the  particular 
form  of  his  catch-plate  as  an  important  improvement,  and 
when  describing  the  machine  said  he  did  not  claim  tha 
combination  of  a  swinging-plate  with  any  catch-plate,  but 
only  the  combination  of  a  swinging-plate  with  a  catch- 
plate  as  described  in  the  specification,  it  was  held  by  the 
Court  of  Appeal  that  the  plaintiff  was  bound  to  this  limited 
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i^laim,  and  as  the  defendant  did  not  use  a  catch-plate  in  his 
machine  he  had  not  infringed  the  patent.  {Boyd  v.  Horrocks, 
6  K,  P.  C.  152.) 

On  the  other  hand,  where  there  is  not  only  novelty  in 
ihe  patented  machine,  but  also  in  the  result  produced  by 
the  machine,  the  doctrine  of  mechanical  equivalents  will  be 
^ppUed  in  the  case  of  an  alleged  infringement.  For  in- 
-stance,  a  patent  was  obtained  for  an  improved  and  self- 
acting  mechanism  for  supplying  and  distributing  fuel  at 
intervals  over  the  lire  surface  of  furnaces.  From  the 
specification  it  appeared  that  the  object  of  the  patent  was 
the  automatic  placing  of  coal  on  a  fire  by  intermittent 
radial  motion,  and  this  object  was  proved,  at  the  trial  of  an 
action  for  an  infringement,  to  be  new  and  effected  by  a  new 
combination.  It  was  also  shown  that  in  the  defendant's 
mechanism  the  motion  was  intermittent  and  radial,  and 
produced  by  means  of  a  radius  as  in  the  plaintiffs  mechan- 
ism ;  but  there  was  this  difference :  that  in  the  plaintiff's 
contrivance  the  shaft  was  actuated  by  tappets  and  a  spring, 
the  radius  being  attached  to  the  shaft,  whilst  in  the 
defendant's  contrivance  the  radius  itself  was  actuated  by 
tappets  and  a  spring,  the  radius  working  on  a  pin.  Thus 
the  same  radial  motion,  with  the  same  result,  was  produced 
by  substantially  similar  means.  The  Court  of  Appeal, 
here  applying  the  doctrine  of  mechanical  equivalents, 
held  that  the  defendant's  mechanism  was  an  infringe- 
ment. {Proctor  V.  Bennis,  4  E.  P.  C.  354,  859,  861.)  See 
also  GosneU  v.  Bishop,  on  appeal  (5  E.  P.  C.  156,  159) ; 
Ehrlich  v.  Ihlee,  on  appeal  (5  E.  P.  C.  487)  ;  Thomson  v. 
Moore,  Court  of  Appeal,  Ireland  (6  E.  P.  C.  426). 

In  the  case  of  interfering  patents,  the  following  rule 
was  laid  down  by  Pollock,  C.  B.,  in  Bush  v.  Fox  (Macr. 
P.  C.  165) :  *  Whenever  it  appears  that  the  use  of  a  prior 
patent  invention  would  be  an  infringement  of  a  subsequent 
patent,  the  second  patent  cannot  be  sustained.'  See  also 
Thomas  v.  Foxwell  (5  Jur.  n.  s.  89) ;  Betts  v.  Menzies  (1 
Ell.  &  Ell.  1020) ;  and  Kaye  v.  Chubb  (4  E.  P.  C.  298). 

In  Saxby  v.  HenneU  (L.  E.  8  Ex.  210),  it  was  held  that 
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nrhere  two  patents  are  in  existence  for  the  same  invention, 
acts  done  under  the  patent  of  later  date  are  infringements 
of  the  earlier  patent. 

Invention  of  Improvements  no  Defence, — A  person  is  at 
liberty  to  patent  an  improvement  upon  an  invention  which 
forms  the  subject  of  an  existing  patent,  without  rendering 
himself  liable  for  an  infringement ;  but  he  will  not  be  able 
to  use  the  improved  invention  before  the  expiration  of  the 
earlier  patent  unless  he  obtains  the  licence  of  the  patentee. 
(Lister  v.  Leather,  8  E.  &  B.  1004.)  It  is  no  defence  to 
an  action  for  an  infringement  to  say  that  the  infringer 
has  invented  improvements.  The  case  of  Saxby  v.  Chines 
(48  L.  J.  Ex.  228)  arose  out  of  the  alleged  infringement 
of  a  patent  for  a  mode  of  working  the  points  and  signals  of 
railways.  When  it  went  on  appeal  to  the  House  of  Lords, 
Lord  Chelmsford  said  that,  although  the  defendant's  inven- 
tion was  a  great  improvement  upon  the  plaintiff's,  yet  if, 
in  carrying  it  out,  the  former  made  use  of  any  part  of  the 
invention  to  which  the  plaintiff's  patent  extended,  and 
which  was  new  and  material,  it  was  an  infringement.  See 
also  the  case  of  Wldte  v.  Fenn  (15  W.  R.  848). 

In  the  case  of  Proctor  v.  Bennis  (4  R.  P.  C.  858), 
an  action  for  an  infringement  which  went  to  the  C!ourt  of 
Appeal,  Lord  Justice  Cotton  made  the  following  observations: 
*  What  was  very  much  relied  on  (by  the  defendant)  was 
this:  that  there  are  certain  omissions  in  the  defendant's 
machine  of  parts  which  there  are  in  the  plaintiff's  combi- 
nation, and  that  there  are  certain  things  in  the  defendant's 
machine  not  found  in  the  plaintiff's,  producing  a  result 
which  is  not  obtained  in  the  plaintiff's.  .  •  .  Now,  if  in  fact 
the  defendant  has  .  •  .  made  an  improvement,  that  will  not 
enable  him  to  take  the  plaintiff's  combination  which  he  has 
protected  without  infringing  the  plaintiff's  patent.  •  •  • 
The  mere  fact  that  there  are  certain  parts  omitted  or 
certain  parts  added,  if  he  really  has  taken  the  substance 
and  essence  of  the  plaintiff's  combination,  cannot  prevent 
his  machine  being  an  infringement  of  the  plaintiff's.  .  .  « 
If  in  substance  and  in  essence  the  combination  is  taken. 
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and  practically  the  same  parts,  or  the  parts  in  which  there 
is  a  variation,  or  for  which  there  are  mechanical  equiva- 
lents, are  so  arranged  as  to  produce  the  same  result,  then 
the  essence  of  the  invention  has  been  taken,  and  an  in- 
fringement has  been  committed  by  the  defendant  who 
makes,  sells,  or  uses  these  machines/  (And  see  Weriham 
Co,  V.  May,  4  R.  P.  C.  808 ;  Hocking  v.  Hocking,  4  R.  P,  C- 
442 ;  Ehrlich  v.  IhUe,  appeal,  5  R.  P.  C.  487-) 

Common  Dilemma. — In  actions  for  infringements  the 
defendant's  defence  frequently  endeavours  to  place  the 
patentee  on  one  or  the  other  horn  of  the  dilemma,  an 
example  of  which  is  afforded  by  the  case  of  Macnamara  v. 
HiiUe,  cited  in  the  chapter  on  Novelty.  If  the  patentee's 
claim  is  read  in  a  wider  sense  so  as  to  cover  the  alleged 
infringement,  it  is  met  by  a  charge  of  anticipation ;  if  read 
in  a  narrower  sense  so  as  to  avoid  that  difBiculty,  there  is 
no  infringement.  (Stevens  v.  Keating,  2  W.  P.  0.  194; 
Downes  v.  Falcon  Works,  8  R.  P.  C.  70 ;  Kaye  v,  ChvJbb, 
4  R.  P,  C-  289  ;  GosneU  v.  Bislwp,  5  R.  P.  C.  158  ;  EUing- 
ion  V.  Clark,  5  R.  P.  C.  827 ;  Hutchison  v.  PatuUo,  4  R.  P.  C- 
859.) 

COMBDTATIONS. 

With  regard  to  the  infringement  of  patents  obtained  for 
a  general  arrangement  and  combination  of  numerous  parts, 
all  of  them  old,  or  some  old  and  some  new,  the  whole  in 
either  case  forming  a  new  apparatus  or  machine,  questions 
of  some  complication  may  arise,  and  it  may  not  be  easy  to 
decide  in  a  given  case  whether  what  has  been  done  amounts 
to  an  infringement  or  not.  A  patentee  may  assert  that, 
although  his  invention  as  described  in  the  specification  has 
not  been  exactly  copied  by  another  person  part  by  part, 
yet  sufficient  has  been  taken  to  bring  it  within  the  reach 
of  the  law  and  render  him  liable  as  an  infringer.  In  other 
words,  that  the  differences  are  merely  colourable,  and  that 
the  inventions  specified  by  the  patentee  and  practised  by 
the  defendant  are  substantially  identical.  On  the  other 
hand,  the  alleged  infringer  may  aver  that  what  he  has 
done,  though  directed  to  the  same  object  and  producing  a 
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simflar  result,  has  been  effected  by  methods  that  were 
open  to  all  the  world,  and  that  if  the  means  employed  by 
him  are  to  a  certain  extent  similar  to  those  employed  by 
the  patentee,  they  yet  differ  so  far  as  to  render  his  process 
or  apparatus  a  distinct  and  independent  mode  of  arriving 
at  a  common  end,  and  do  not  constitute  an  illegal  copy  or 
evasion  of  the  patentee's  method.  These  opposite  views 
may  both  be  supported  by  veitnesses  of  equal  weight  and 
credibility,  and  thus  a  very  difficult  question  of  fact  may 
be  placed  before  a  jury  or  submitted  to  the  decision  of  a 
judge.  Those  upon  whom  may  devolve  the  duty  of  decid- 
ing a  controversy  of  this  nature  will  anxiously  seek  to  dis- 
cover on  which  side  lies  the  preponderance  of  probability 
after  hearing  the  whole  case. 

When  the  case  Clark  v.  Adie,  which  arose  out  of  an 
alleged  infringement  of  a  patent  for  improvements  in  ap- 
paratus for  clipping  horses,  was  taken  on  appeal  to  the 
House  of  Lords  (L.  E.  2  App.  Cas.  315),  Lord  Cairns^  L.  C, 
made  the  following  general  remarks  on  infringements  of 
patents  for  inventions  of  this  nature:  (1)  *One  mode  of 
infringement  would  be  a  very  simple  and  clear  one :  the 
infringer  would  take  the  whole  instrument  from  beginning 
to  end,  and  would  produce  a  clipper  made  in  every  respect 
like  the  clipper  described  in  the  specification.  About  an  in- 
fringement of  that  kind  no  question  could  arise.'  (2)  '  The 
second  mode  would  be  one  which  might  occasion  more 
difficulty.  The  infringer  might  not  take  the  whole  of  the 
instrument,  but  he  might  make  an  instrument  which  in 
many  respects  might  resemble  the  patented  instrument, 
but  would  not  resemble  it  in  all  its  parts.  And  there  the 
question  would  be,  whether  that  which  was  done  by  the 
alleged  infringer  amounted  to  a  colourable  departure  from 
the  instrument  patented,  and  whether  in  what  he  had  done 
he  had  not  really  taken  and  adopted  the  substance  of  the 
instrument  patented.'  (3)  *  But  there  is  a  third  way  in 
which  it  is  possible  to  conceive  an  infringement  of  a  patent 
of  this  kind.  Inside  the  whole  invention  there  may  be 
that  which  in  itself  is  a  minor  invention,  and  which  does 
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not  extend  to  the  whole,  but  forms  only  a  subordinate  part 
or  integer  of  the  whole.  Now  again,  that  subordinate 
integer  may  be  a  step  or  a  number  of  steps  in  the  whole, 
which  is  or  are  perfectly  new ;  or  the  subordinate  integer 
may  not  consist  of  new  steps,  but  may  consist  of  a  certain 
number  of  steps  so  arranged  as  to  form  a  novel  combina- 
tion within  the  meaning  which  is  attached  by  the  patent 
law  to  the  term  *'  combination."  ...  In  a  patent  of  that 
kind  the  monopoly  would  or  might  be  held  to  be  granted 
not  only  to  the  whole  and  complete  thing  described,  but  to 
those  subordinate  integers  entering  into  the  whole  which  I 
have  described.  But  then  the  invention  must  be  described 
in  that  way ;  it  must  be  made  plain  to  ordinary  apprehen- 
sion, upon  the  ordinary  rules  of  construction,  that  the 
patentee  has  had  in  his  mind  and  has  intended  to  claim 
protection  for  those  subordinate  integers.'  Proceeding  to 
apply  these  principles  to  the  case  before  the  House,  his 
lordship  said  :  '  I  cannot  find  from  beginning  to  end  of  the 
specification  any  sentence  or  any  number  of  sentences,  as 
to  which,  by  any  reasonable  interpretation,  you  can  say 
that  they  may  make  a  claim  to  a  subordinate  combina- 
tion of  these  particular  items  as  constituting  in  itself  a 
novelty,  a  new  manufacture,  a  thing  to  be  protected  by  the 
patent.' 

In  the  same  case  (L.  B.  2  App.  Cas.  885),  Lord  Blackburn 
said :  '  I  incline  to  agree  with  what  was  said  by  the  Ex- 
chequer Chamber  in  the  case  of  Lister  v.  Leather^  that  you 
cannot  decide  in  the  abstract  whether  the  using  of  two 
parts  A  and  B  of  a  combination  A  B  and  G  is  or  is  not 
using  part  of  that  invention,  nor  can  you  decide  in  the 
abstract  the  other  question,  whether  or  no  the  specification 
shows  that  A  or  B  is  sufficiently  claimed  as  a  part  of  the 
invention  or  not.  I  do  not  think  that  either  of  those 
questions  can  be  decided  in  the  abstract.  I  would  wish, 
like  the  Exchequer  (Chamber  in  Lister  v.  Leather,  before 
deciding,  to  have  before  me  the  nature  of  the  machine,  in 
order  that  I  might  see  what  A  B  and  G  are,  and  what  is 
their  relation  to  each  other.' 
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The  following  propositions  are  dedacible  from  the 
nmneroos  cases  which  bear  upon  the  infringement  of 
patents  relating  to  general  combinations  and  subordinate 
parts : — 1.  If  a  combination  alone  is  claimed  there  is  no 
infringement  unless  the  entire  combination,  or  the  sub- 
stance of  it,  is  taken.  2.  Subordinate  parts  and  minor 
combinations  will  not  be  protected  unless  they  are  ex- 
pressly claimed*  8.  Subordinate  parts  and  minor  combina- 
tions when  claimed  must  be  new,  useful,  and  patentable 
per  «€. 

In  the  earlier  cases  cited  in  the  footnote '  it  was  laid 
down  that  to  take  a  new  and  material  part  of  a  combina- 
tion, though  not  expressly  claimed,  was  an  infringement. 
Thus,  Lord  Campbell,  in  Lister  v.  Leather  (8  E.  &  B.  in 
error  1082),  said  that  the  cases  established  *  that  a  valid 
patent  for  an  entire  combination  for  a  process  gives  protec- 
tion to  each  part  thereof  that  is  new  and  material  for  that 
process  without  any  express  claim  of  particular  parts/ 
And  in  BoviU  v.  Key  worth  (7  E.  &  B.  725),  the  Court  said : 
*  Supposing  the  patent  to  be  for  a  combination  consisting 
of  several  parts  for  one  process,  we  are  of  opinion  that  the 
defendants  are  liable  for  having  used  a  material  part  of 
the  process,  which  was  new,  for  the  same  purpose  as  that 
mentioned  in  the  specification,  although  they  did  not  at 
the  same  time  use  all  the  parts  of  the  process  specified/ 

In  later  cases  the  limitation  was  introduced  that  the 
new  and  material  part  must  be  capable  of  being  by  itself 
the  subject-matter  of  a  patent. 

In  Tlie  Bottle  Envelope  Co,  v.  Seymer  (5  Jur.  N.  s.  174, 
G.  P.),  it  was  said  by  the  Court  that  the  infringement  of 
any  part  of  a  patent  process  is  actionable  if  that  part  is  of 
itself  new  and  useful,  so  as  that  it  might  be  the  subject- 

>  NtwUm  V.  Grand  Junction  Railway  Company  (5  Exch.  884) ;  Smith 
V.  London  d  South-Western  Railway  Company  (Maor.  P.  C.  208) ;  Smith  v. 
London  d  North-Weetem  Railway  Company  (2  £.  &  B.  69) ;  Sellers  t. 
Dickenson  (5  Exoh.  B.  812) ;  Lister  y.  Leather  (8  £.  A  B.  1004) ;  S.  C.  in 
error  ibid,  1082 ;  Saxby  v.  Clunes  (43  L.  J.  Ex.  228) ;  White  ▼.  Fenn 
(16  W.  R.  848) ;  Harrison  v.  Anderston  Foundry  Company  (L.  R.  1  App.  Gu. 
674) ;  Dudgeon  v.  Thomson  (L.  B.  8  App.  Gas.  84). 
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matter  of  a  patent,  and  is  used  by  the  infringer  to  effect 
the  object  or  part  of  the  object  proposed  by  the  patentee. 
Where  a  part  only  of  an  invention  has  been  taken,  it 
must  be  shown  in  order  to  make  out  a  case  for  infringement 
that  the  part  is  one  that  could  stand  by  itself  in  respect  to 
invention  and  in  respect  of  use  as  the  subject  of  a  distinct 
patent.  (Per  Mr.  Justice  WUles  in  Tatliam  v.  Dania,  1 
Griff.  P.  C.  215.)  And  m  Parkes  v.  Stevens  (L.  R  8  Eq. 
858),  James,  V.  C,  held  that  a  patent  for  a  combination 
will  not  cover  any  part  which  would  not  be  of  itself  patent- 
able. In  deciding  this  case  the  learned  judge  made  these 
remarks  on  the  case  of  Lister  v.  LeatJier,  cited  above: 
'  The  authority  of  that  case  has  been  pressed  upon  me  as  if 
it  really  established  this,  which  would  be  a  most  startling 
proposition,  that  a  patent  for  a  combination  or  arrangement 
would  be  a  distinct  patent  for  everything  that  was  new  and 
material,  and  that  went  to  make  up  the  combination.  The 
marginal  note,  if  read  hastily,  is  calculated  to  give  some 
colour  to  that  contention.  But  if  the  judgment  be  read  it 
will  be  found  to  give  no  warrant  whatever  for  such,  I  must 

call  it,  baseless  notion It  was  contended  (in  the 

case  before  the  judge)  that  because  it  (a  sliding  door)  was 
as  alleged  a  novel  part  of  a  novel  combination  (forming  a 
lamp),  it  was  protected.  To  say  that  a  patent  for  an  entire 
combination  is  a  vaUd  patent  for  a  part  when  that  part 
would  not  of  itself  have  been  patentable  is  in  my  judgment 
a  reductio  ad  absurdum  of  the  supposed  principle  in  Lister 
V.  Leather.* 

In  the  case  of  Harrison  v.  Anderston  Foundry  Co.  (L. 
E.  1  App.  Cas.  574),  Lord  Cairns,  C,  said :  *  If  it  is  clear 
that  the  claim  is  for  a  combination  and  nothing  but  a  com- 
bination there  is  no  infringement  unless  the  whole  combi- 
nation is  used,  and  it  is  in  that  way  immaterial  whether 
any  or  which  of  the  parts  are  new.'  And  in  the  same  case 
Lord  Chelmsford  said :  '  If  a  patent  is  solely  for  a  combina- 
tion nothing  is  protected  by  it,  and  consequently  nothing 
can  be  infringed,  but  the  use  of  the  entire  combination.' 
See  also  Dudgeon  v.  Thomson  (L.  B.  8  App.  Cas.  84),  and 
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the  remarks  of  Sir  G.  Jessel,  M.  22.,  in  Toivnsend  v.  Hawarth 
(L.  E.  12  Ch.  D,  887  n.). 

When,  however,  it  is  laid  down  that  to  constitute  an 
infringement  of  a  combination  the  entire  combination 
must  be  taken,  the  proposition  must  be  understood  in  this 
sense,  that  if  the  substance  of  the  combination  is  bor- 
rowed there  will  be  an  infringement,  although  all  the  details 
of  the  invention  as  described  by  the  patentee  may  not  have 
been  taken.  It  is  a  clear  principle  in  patent  law  that  a 
person  cannot  borrow  some  substantial  part  of  that  which 
as  a  whole  is  a  useful  invention,  and  thereby  take  the  bene- 
fit of  it,  without  rendering  himself  liable  for  an  infringe- 
ment. 

In  Parkes  v.  Stevens  (L.  E.  8  Eq.  358),  James,  V.  C, 
stated  the  law  on  this  branch  of  the  subject  as  follows : 
*  The  law  is  summed  up  thus :  the  cases  establish  that  a 
valid  patent  for  an  entire  combination  for  a  process  gives 
protection  to  each  part  thereof  that  is  new  and  material  for 
that  process;  which  is  nothing  more  than' stating  in  other 
words  that  you  not  only  have  no  right  to  steal  the  whole, 
but  you  have  no  right  to  steal  any  part  of  a  man's  inven- 
tion ;  and  the  question  in  every  case  is  a  question  of  fact — 
is  it  really  and  substantially  a  part  of  the  invention? 
Supposing  that  a  clock  was  now  for  the  first  time  invented 
and  patented  as  a  machine  for  measuring  and  indicating 
time,  a  man  could  not  evade  the  patentee's  right  by  substi- 
tuting a  spring  for  a  weight,  or  by  leaving  out  the  whole  of 
the  striking  apparatus.'  See  also  Walton  v.  Potter  (1  W. 
P.  C.  586)  and  Thorn  v.  Worthing  Skating  Rink  Company 
<L.  E.  6  Ch.  D.  415  7i.). 

The  case  of  Lister  v.  Leather  (said  Lord  Penzance,  in 
Harrison  v.  Anderston  Foundry  Co.,  L.  E.  1  App.  Cas.  574) 
decided  nothing  more  than  this,  that  though  the  patent  is 
for  a  combination,  it  does  not  follow  that  there  can  be  no 
infringement  of  it  unless  every  part  of  that  combination 
without  exception  is  pirated.  What  the  Court  said  was 
that  the  taking  of  a  subordinate  part  or  parts  of  the 
combination  might  be,  not  that  it  necessarily  would  be,  an 
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infringement  of  the  patent ;  and  that  whether  it  would  be 
BO  or  not  depended,  as  the  Court  of  Error  said, '  upon  what 
the  parts  taken  were,  how  they  contributed  to  the  object  of 
the  invention,  and  what  relation  they  bore  to  each  other.' 
This  only  amounts  to  saying  that  on  a  question  of  infringe- 
ment the  essential  nature  of  the  invention  will  be  regarded ; 
and  that  there  may  be  cases  in  which,  though  the  patent  is 
for  an  entire  combination  of  numerous  parts,  a  collusive 
imitation  of  that  invention  may  be  effected,  though  some 
detail  of  the  combination  is  omitted  or  changed,  which  is  a 
doctrine  familiar  enough  in  patent  law. 

And  see  Flower  v.  Lloyd  (W.  N.  1877,  p.  132)  ;  United 
Teleplione  Company  v.  Harrison  (L.  R.  21  Ch.  D.  720). 

'  I  understand  the  rule  to  be  that  if  a  man  uses  a  part 
of  that  to  which  the  patent  applies  for  the  purpose  for 
which  the  patentee  intended  it,  and  for  which  he  has  taken 
out  his  patent,  and  the  difference  is  unsubstantial  or 
colourable,  the  use  of  it  is  an  infringement.'  (Per  Mr. 
Justice  Field  in  Burnett  v.  Tate,  45  L.  T.  n.  s.  143.) 

It  was  decided  in  a  case  where  the  patentee's  combina- 
tion consisted  of  three  old  mechanical  parts,  that  another 
person  might  use  two  of  those  parts  and  substitute  hand- 
power  for  the  third.  {Murray  v.  Clayton,  L.  E.  10  Ch. 
675  w.) 

The  taking  of  one  part  out  of  a  combination  of  three, 
the  part  taken  not  being  a  substantial  part  nor  capable  of 
being  made  the  separate  subject  of  a  patent,  was  held  not 
to  be  an  infringement.  {Garrard  v.  Edge,  6  R.  P.  C.  872  ; 
affirmed  on  appeal,  6  B.  P.  C.  568.) 

When  a  patent  is  for  a  new  combination  of  machinery-, 
every  part  being  old,  it  may  be  that  the  manufacture  of  the 
separate  parts  in  this  country,  and  the  exportation  of  them 
abroad,  will  be  no  infringement ;  but  in  Goucher  v.  Claytoni 
(11  Jur.  N.  s.  462,  465)  it  was  held  to  be  otherwise  when 
the  part  so  made  and  exported  is  new  and  is  claimed  as 
new. 

When  there  are  several  distinct  heads  of  invention,  an 
infringement  of  any  one  renders  the  infringer  liable  to 
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legal  proceedings.  {GUUtt  v.  Wilby,  1  W/P.  C.  271 ;  Edison 
dk  Swan  United  Electric  Company  v.  Woodhouse^  4  R.  P.  C. 
79.) 

CHBMIOAL  PROCESSES  AND  PB0DUCT3. 

Precisely  the  same  rules  of  law  are  applicable  to  the 
ciise  of  chemical  as  to  the  case  of  mechanical  inventions. 
The  chief  questions  will  continue  to  be,  has  the  new  prin- 
ciple discovered  and  applied  by  the  patentee,  or  his  new 
method  of  carrying  out  a  known  principle,  or  his  new  com- 
bination of  p^s  or  ingredients  been  borrowed  by  the 
alleged  infringer  ? 

In  Stevens  v.  Keating  (2  W.  P.  C.  188),  it  was  a 
question  whether  the  use  of  borax  (a  compound  of  boracic 
acid  and  soda)  was  not  an  infringement  of  a  patent,  the 
specification  of  which  claimed  the  use  of  acids  and  alkalies 
in  the  preparation  of  cements.  Both  Lord  Cottenham  and 
PoUock,  C.  B.y  held  that  it  was  an  infringement. 

In  Hancock  v.  Moidton  (June  1852),  an  application  was 
made  in  the  Court  of  Chancery  for  an  injunction  to  restrain 
the  manufacture  by  the  defendant  of  vulcanised  caoutchouc, 
alleged  to  be  an  infringement  of  the  plaintifiTs  patent  for 
obtaining  a  certain  product  by  subjecting  a  mixture  of 
sulphur  and  caoutchouc  to  heat.  The  defendant  subse- 
quently obtained  a  patent  for  the  combination  of  hypo- 
sulphate  of  lead  and  artificial  sulphuret  of  lead  with 
caoutchouc;  that  combined  mass,  acted  upon  by  heat,  was 
alleged  by  the  defendant  to  produce  more  beneficial  results, 
but  the  results  were  of  the  same  character  as  those  which 
were  produced  by  the  plaintiffs  patent.  '  Assuming,'  said 
Turnery  V.  C,  *  the  materials  thus  used  by  the  defendant 
to  be  different,  the  process  of  the  defendant  would  per  se 
be  no  infringement  of  the  plaintiffs'  patent.  The  plaintiffs 
confined  their  patent  to  sulphur ;  the  defendant  had  used 
hyposulphate  of  lead  and  artificial  sulphuret  of  lead.  But 
it  was  alleged  by  the  plaintiffs  that  the  materials  were  not 
in  truth  different,  or  at  least  that  the  materials  which  pro- 
duce the  result  are  the  same.    It  was  said  that  sulphate 
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and  Bulphuret  of  lead  do  not  of  themselves  produce  the 
change,  but  that  the  change  is  produced  by  the  sulphur 
i9vhich  they  contain,  and  which  forms  one  of  their  several 
constituent  parts ;  and  that  those  parts  being  decomposed 
by  heat,  the  sulphur  combined  with  the  caoutchouc  and  left 
a  residuum  of  lead,  which  had  no  operation  in  the  change 
which  was  effected.  If  the  qualities  conferred  upon  the 
caoutchouc  by  the  process  were  imparted  by  the  sulphur, 
it  would  no  doubt  be  an  infringement  of  the  plaintiffs' 
patent.'  The  judge's  opinion,  after  examining  the  evi- 
dence, was,  that  the  evidence  preponderated  very  consider- 
ably in  favour  of  the  plaintiffs. 

In  the  case  of  Talbot  v.  Laroche  (15  0.  B.  810),  the 
plaintiff  was  the  inventor  of  a  photographic  process,  patented 
in  1841.    The  specification  claimed,  amongst  other  things, 
the  employment  of  gallic  acid  or  tincture  of  galls,  in  con- 
junction with  a  salt  of  silver,  to  render  paper  more  sensitive 
to  the  action  of  light ;  and  also  the  making  visible  photo- 
graphic images  upon  paper  by  washing  them  with  liquids 
(meaning  only,  as  other  parts  of  the  specification  showed, 
gallo-nitrate  of  silver)  which  act  upon  those  parts  which 
had  been  previously  acted  on  by  light.     Subsequently  to 
the  date  of  this  patent  the  collodion  process  was  discovered, 
and  the  defendant  having  practised  it,  the  plaintiff  brought 
this  action,  alleging  that  this  process  was  an  illegal  copy 
of  his  process.    It  was  argued  by  the  defendant— firstly, 
that  the  plaintiff  had  claimed  only  the  rendering  of  paper 
more  sensitive  to  light  i  whereas  collodion,  the  substance 
he  employed,  was  a  different  thing,  being  a  solution  of 
gun-cotton  in  ether;    secondly,  that  when  the  coUodion 
was  put  into  the  camera  it  contained  no  gallic  acid,  a 
material  essential  to  the  plaintiff's  process ;  thirdly,  that 
in  developing  the  image  he  employed  pyrogallic  acid,  and 
not  gallic  acid.     Several  scientific  persons  gave  evidence 
that  collodion  was  not  only  a  different  material  from  paper, 
calling  into  play  processes  not  needed  when  paper  was 
employed,  but  that  it  possessed    peculiar   photographic 
properties,  as  was  proved  by  the  fact  that  gallic  acid  was 
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not  required  to  render  it  sensitive,  as  in  the  case  of  paper ; 
also,  that  pyrogallic  acid  was  much  more  rapid  in  its  action 
than  gallic  acid,  and  that  it  was,  in  many  respects,  a  dif- 
ferent thing  from  gallic  acid.  The  questions  submitted  by 
the  judge  to  the  jury  upon  this  part  of  the  case  were  these: 
Is  the  use  of  collodion  with  nitrate  of  silver  and  iodide  of 
potassium  the  same  as  the  use  of  paper  prepared  with 
nitrate  of  silver,  iodide  of  potassium,  and  gallic  acid  ?  Is 
pyrogallic  acid  the  same  as,  or  a  chemical  equivalent  for, 
gallo-nitrate  of  silver  ?  The  jury  returned  a  verdict  imply- 
ing that,  in  practising  the  collodion  process,  the  defendant 
had  not  infringed  the  plaintiff's  process. 

The  difficulty  that  sometimes  exists  in  determining 
whether  one  chemical  process  is,  in  contemplation  of  law, 
distinct  from,  or  an  illegal  copy  of,  another  is  exemplified 
in  the  history  of  the  case  of  Heath  v.  Umcin. 

Under  a  patent  for  improvements  in  the  manufacture 
of  iron  and  steel,  the  patentee  claimed  '  the  use  of  carburet 
of  manganese  in  any  process  whereby  iron  is  converted 
into  cast  steel ; '  and  his  specification  stated  that  the  in- 
vention consisted  in  adding  from  one  to  three  per  cent,  of 
the  carburet  to  iron  or  blistered  steel  whilst  in  the  crucible. 
The  carburet  of  manganese  was  separately  prepared,  by 
subjecting  oxide  of  manganese  and  carbonaceous  matter  to 
a  strong  heat,  and  the  resulting  carburet  was  then  added 
to  the  crucible  containing  the  metal  to  be  converted  into 
cast  steel.  Upon  the  trial  of  an  action  for  an  infringement, 
it  appeared  that  the  defendant  did  not  use  any  single  sub* 
stance  answering  to  the  description  of  carburet  of  manga- 
nese ;  but  he  placed  in  the  crucible  containing  the  iron  or 
bUstered  steel  some  oxide  of  manganese  and  carbonaceous 
matter.  These  two  substances  would  form  during  the 
process  of  conversion,  and  before  actual  union  with  the 
melted  iron,  carburet  of  manganese  in  a  state  of  fusion ; 
but  the  quantity  of  the  carburet  so  formed  was  less  than 
one  per  cent,  of  the  weight  of  iron  in  the  crucible.  It  was 
held  by  the  Court  of  Exchequer,  that  since  the  defendant 
had  not  contemplated  the  use  of  carburet  of  manganese. 
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and  had  not  known  prior  to  the  investigation  that  took 
place  in  consequence  of  the  action  that  the  result  of  his 
adding  the  oxide  and  carbon  was  to  produce  the  carburet 
— since,  moreover,  the  patentee  had  expressly  stated  his 
invention  to  be  the  addition  of  the  substance  called  carburet 
of  manganese  to  the  crucible,  there  was  no  infringement 
on  the  part  of  the  defendant,  for  there  was  no  imitation  of 
the  patentee's  process  behind  a  colourable  variation.  The 
specification  was  construed  as  claiming  the  use  of  one 
particular  combination  of  carbon  and  manganese — namely, 
the  carburet  of  that  metal ;  and  a  particular  mode  of  using 
that  combination — namely,  by  putting  a  certain  quantity 
by  weight,  in  an  unmelted  state,  into  the  crucible. 

Heath  v.  Untcin  subsequently  went  before  the  Court  of 
Exchequer  Chamber.  A  majority  of  the  judges  of  that 
Court  held  that,  inasmuch  as  the  plaintiff  had  not  limited 
his  claim  to  the  particular  mode  of  using  the  carburet 
described  in  his  specification,  the  defendant's  process  was 
an  infringement  of  the  patented  invention,  since  it  effected 
the  manufacture  of  cast  steel  by  the  employment  of  either 
carburet  of  manganese  or  a  chemical  equivalent.  A  minority 
of  the  judges  thought  that  the  defendant  had  not  infringed 
the  patent :  for,  though  he  had  used  a  chemical  equivalent 
for  the  carburet  of  manganese — viz.  its  component  parts — . 
it  was  not  known  at  the  date  of  the  patent  that  such  com- 
ponent parts  were  equivalent  to  the  carburet,  in  such 
special  applications  of  it  as  were  described  in  the  specifica- 
tion, and  for  the  purpose  there  mentioned.  Moreover, 
they  thought  that  the  defendant's  process  was  an  improve- 
ment upon  the  plaintiff's,  for  the  same  quality  of  steel  was 
made  at  less  expense,  one  crucible  and  one  heating  effect- 
ing the  desired  result. 

When  this  extraordinary  case  came  before  the  House 
of  Lords,  the  judges  were  called  upon  to  attend  the  argu- 
ment, and  give  their  opinions.  Eleven  judges  attended, 
seven  of  whom  concurred  with  the  Court  of  Exchequer 
Chamber,  and  four  disagreed.  Notwithstanding  this  large 
majority,  the  two  law  lords  who  heard  the  case  (Lord 
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Cranworth  and  Lord  Brougham)  gave  judgment   for  the 
plaintiff  in  error,  thereby  deciding  that  Heath's  patent  had 
not  been  infringed.     *  I  think,'  said  Lord  Cranworili,  *  that 
the  use  of  substances  thus  producing  carburet  of  manganese 
in  a  state  of  fusion  was  no  violation  of  the  patent.     The 
substance  for  the  use  of  which  {inter  alia)  the  patent  was 
granted  was  a  solid  metallic  substance  capable  of  being 
broken  into  fragments  and  weighed,  so  that  certain  definite 
quantities  might  be  put  into  the  crucible  with  the  steel. 
There  is  no  evidence  whatever  tending  to  prove  that,  at 
the  date  of  the  patent,  it  was  known  to  persons  acquainted 
with  the  subject  of  manufacturing  steel,  that  coal-tar  and 
oxide  of  manganese  would  be  a  chemical  equivalent  for  the 
carburet  of  manganese  claimed  by  Heath.    Indeed,  it  is 
obvious  that  the  discovery  of  such  an  equivalent  was  made 
after  the  use  of  the  carburet  as  a  distinct  metallic  substance 
had  been  some  short  time  in  operation.    It  was  itself  a 
most  valuable    discovery,   and  would    have    legitimately 
formed  the  subject  of  a  new  patent.    The  costly  nature  of 
the  substance  claimed  in  the  patent  might,  and  probably 
would,  have  prevented  its  use  altogether ;  and  if,  at  the 
date  of  the  specification,  it  was  known  to  Heath  that,  by 
the  use  of  two  common  substances,  well  known  in  commerce, 
more  than  one  hundredfold  cheaper  than  carburet  of  man- 
ganese, the  same  results  precisely  would  be  obtained  as  by 
the  use  of  that  material,  the  specification  would  have  been 
bad,  as  not  truly  disclosing  the  invention.     On  the  short 
ground,  therefore,  that  the  invention  claimed  is  for  the  use 
of  a  particular  metallic  substance,  viz.  carburet  of  manga- 
nese in  certain  definite  proportions,  according  to  the  weight 
of  the  steel  under  fusion,  and  that  no  such  substance,  nor 
any  equivalent  for  it,  known  to  be  such  at  the  date  of  the 
specification,  was  used  by  the  defendant,  I  think  that  there 
was  no  evidence  of  infringement.'  (5  H.  L.  G.  605,  648.) 
See  also  Mr.  Justice  Pearson's  judgment  in  The  Badische 
AnUin  und  Soda  Fabrik  v.  Levinstein  (2  B.  P.  C.  70). 

On  the  trial  of  Muntz  v.  Foster  (2  W.  P.  C.  96),  an 
action  brought  for  the  infringement  of  a  patent  tot  an 
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improved  mannfactare  of  metal  plates  for  sheathing  the 
bottoms  of  ships,  it  appeared  that  the  patentee  claimed 
the  invention  of  an  alloy  of  60  per  cent,  of  copper  and  40 
per  cent,  of  zinc — the  copper  and  zinc  being  of  the  best 
quality — which  alloy  could  be  rolled  at  a  red  heat  into 
sheets  that  famished  a  sheathing  for  ships  which  was  more 
durable,  mider  the  corrosive  action  of  salt  water,  than 
copper  sheathing;  whilst  it  oxidated  suifficiently  to  keep 
the  ship's  bottom  clean  from  barnacles  and  other  things 
that  impeded  the  ship's  progress.     A  patent  had  been 
obtained  in   1800,  by  one  CoUins,  for  a  preparation  of 
sondry  materials,  to  be  used  chiefly  for  the  preservation  of 
shipping  or  for  marine  purposes,  the  specification  of  which 
described,  amongst  other  things,  a  mixture  of  100  parts 
copper  and  80  parts  zinc — t.^.  55^  per  cent,  of  copper  and 
44^  per  cent,  of  zinc — which  was  to  be  extended  into  proper 
form  by  rolling.    The  two  inventions,  on  their  faces,  seemed 
to  be  substantially  the  same,  but  the  following  arguments 
were  used  to  prove  a  difference.    Collins  stated  that  other 
metallic  substances  might  be  added  to  the  alloy  of  copper 
and  zinc ;  whereas  Muntz  alleged  that  foreign  ingredients 
would    destroy  the  value  of   his   composition.      Collins 
stated  that  a  good  composition  might  be  made  of  55^  per 
cent,   of   copper  and  44^   per   cent,  of   zinc;    whereas 
Muntz  alleged  that  60  per  cent,  of  copper  and  40  per  cent, 
of  zinc  were  the  precise  proportions  required  to  produce 
the  best  metal  for  sheathing,  and  that  a  variation  of  one  or 
two  parts  of  copper  or  zinc,  on  one  side  or  the  other,  made 
a  very  material  difference  in  the  result.    Again,  it  was 
alleged  on  the  part  of  Muntz  that,  at  the  time  of  Collins' 
invention,  neither  copper  nor  zinc  existed  of  the  purity 
required  for  the  successful  production  of  an  alloy  as  suit- 
able as  Muntz's  for  ship-sheathing;  and  that  before  his 
invention  it  was  not  possible  to  obtain  a  metal  which  would 
roll  hot  or  cold,  and  could  at  the  same  time  serve  for 
sheathing.     The  defendants  alleged    that  the  sheathing 
made  by  them  was  the  result  of  following  the  directions  of 
Collins'  specification.    (As  to  this  part  of  the  case,  however, 
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Lord  Lyndhursty  on  the  hearing  of  an  appeal  from  an  order 
of  Knight  Bruce,  V.  C,  said  he  was  satisfied  that  the  object 
coald  not  be  accomplished  by  uniting  ordinary  copper  and 
zinc  according  to  Collins'  process.  The  defendants  must^ 
therefore,  have  originally  used,  not  the  ordinary,  but  the 
purest  quality  of  the  two  metals,  or  they  must  have  puri- 
fied them  in  the  course  of  the  process  by  some  mode  not 
suggested  in  Collins'  specification.  In  one  case  the  invasion 
of  Muntz's  invention  was  plain  and  direct ;  in  the  other  it 
was  colourable  and  indirect.)  Furthermore,  witnesses 
stated  that  no  person  could  make  the  compound  material 
by  following  Collins'  directions.  The  jury  found  a  verdict 
for  the  plaintifiF,  the  judge  having  taken  a  favourable  view 
of  Muntz's  case  in  his  address  to  the  jury. 

A  man  may  invent  improvements  on  a  patented  chemical 
process,  by  which  improvements  he  may  produce  a  better 
result  in  a  simpler  manner  at  less  cost  and  with  less- 
waste,  but,  if  these  are  effected  by  equivalent  operations 
known  to  be  equivalent  at  the  date  of  the  patent,  he  will  be 
deemed  an  infringer  if  he  puts  them  in  practice.  Thus,  in 
the  case  of  the  Badische  Anilin  und  Soda  Fabrik  v.  Levin- 
stein  (2  R.  P.  C.  81 ;  affirmed  by  H.  of  L.,  4  R.  P.  C.  459), 
an  action  brought  for  the  infringement  of  a  chemical  patent, 
Mr.  Justice  Pearson  said  :  '  The  processes  employed  by  the 
defendant  are  processes  deserving  of  great  praise,  but  they 
are  simply  processes  which  produce  exactly  the  same  results. 
from  the  same  materials  which  are  produced  under  the 
patent.  The  same  object  is  pursued,  the  same  materials 
are  employed,  the  same  result  is  obtained.  I  cannot  do 
otherwise  than  come  to  the  conclusion  that  these  pro- 
cesses are  not  an  invention  differing  from  the  patented 
one.' 

In  those  cases  where  the  invention  consists  of  the  em- 
ployment of  a  material  composed  of  several  ingredients, 
and  the  inventor  has  stated  the  most  suitable  proportions 
known  to  him,  another  person  will  not  be  allowed  to  evade 
the  patent  by  employing  somewhat  different  proportions. 
(Patent  Type  Founding  Company  v.  Richard,  Johns.  881.) 
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DEALING  IN  ARTICLES  MADE   BY  IKFRINOINO  A  PATENT. 

The  sale  by  a  dealer  of  articles  made  in  infringement 
of  a  patent  is  itself  an  infringement,  and  it  is  not  neces- 
sary for  the  patentee  to  prove  that  the  dealer  was  aware 
of  the  articles  having  been  surreptitiously  made  by  a 
patented  process.  (Wright  v.  Hitchcock,  5  Ex.  87 ;  Daven- 
port  V.  Rylandsy  L.  R.  1  Eq.  803.)  And  this  is  so  whether 
such  articles  have  been  made  in  this  country  or  have  been 
imported  from  abroad.  {Walton  v.  Lavater,  8  C.  B.  n.  s.  162 ; 
Elmslie  v.  Boursier,  L.  R.  9  Eq.  217  ;  Von  Heyden  v. 
Neustadt,  L.  R.  14  Ch.  D.  230;  Burnett  v.  Tate,  Q.B., 
April  27,  1888 ;  Societe  Anonyme  v.  Tilghman's  Company, 
L.  R.  25  Ch.  D.  1  ;  United  Telephone  Company  v.  Sharpies, 
2  R.  P.  C.  81.)  This  will  be  so  even  where  the  persons 
importing  the  patented  articles  are  the  licensees  under  a 
foreign  patent  obtained  by  the  same  inventor  for  the  same 
invention  as  that  secured  by  the  British  patent.  (See  the 
two  last  cited  cases.) 

After  the  plaintiff  has  given  primd-facie  evidence  of 
infringement  by  proving  that  the  patented  article  was  sold 
by  the  defendant,  he  is  not  bound  in  ordinary  cases  to  go 
on  to  prove  that  it  was  not  obtained  from  himself,  or  from 
persons  to  whom  he  had  sold  it,  or  from  his  licensees. 
{Badische  Anilin  und  Soda  Fabrik  v.  Dawson,  6  R.  P.  C. 
595.)  The  circumstances,  however,  may  be  such  that  the 
patentee  is  bound  to  prove  not  only  the  sale,  but  that 
the  article  was  not  made  and  sold  by  himself  or  his  agents. 
{Betts  V.  WiUmott,  L.  R.  6  Ch.  239.)  In  this  case,  a 
patentee  having  manufactories  both  in  England  and  on 
the  Continent  filed  a  bill  against  a  druggist  to  restrain 
him  from  infringing  his  patent  for  metallic  capsules,  the 
infringement  consisting  of  the  sale  of  a  bottle  of  French 
toilet  vinegar  having  a  capsule  attached  similar  to  those 
manufactured  under  the  patent,  but  the  bill  was  dismissed 
(and  on  appeal  Ijord  Hatherley,  C,  upheld  the  Vice-Chan- 
cellor's decision)  on  the  ground  that  the  plaintiff  had  not 
shown  that  he  had  not  himself  sold  through  his  house  in 
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Paris  the  very  article  the  use  of  which  he  sought  to  pro- 
hibit. A  sale  of  the  article  by  the  patentee  in  one  country 
would  imply  a  right  to  use  it  in  another.  (See  observation 
of  Cotton,  L.  J.,  on  this  case  in  Societe  Anonyme,  d-c.  v. 
Tilghman*8  dc.  Company ,  L.  E.  25  Ch.  D.  1.) 

Proof  of  the  sale  of  an  article  shown  to  have  been 
made  in  the  same  way  as  that  for  which  a  patent  has  been 
obtained,  such  sale  being  without  the  leave,  expressed  or 
implied,  of  the  patentee,  is  priind-facie  evidence  of  an  in- 
fringement. (Gibson  v.  Brand,  1  W.  P.  C.  680.)  But  there 
must  be  proof  that  the  article  was  made  according  to  the 
patented  method.  Thus,  on  the  trial  of  an  action  for  an 
infringement,  a  candle  with  a  plaited  wick,  made  by  the 
defendant  and  sold  at  his  manufactory,  was  produced  to 
the  jury  as  evidence  that  he  had  infringed  the  patent.  It 
was  held  that,  as  the  patent  was  not  for  the  candle  itself, 
but  for  the  mode  of  manufacturing  it,  the  mere  production 
of  a  candle  similar  to  the  plaintiff's  was  no  evidence  that 
it  had  been  made  by  his  patented  method.  It  should  have 
been  shown  how  the  candle  had  been  made,  seeing  that  it 
was  quite  possible  the  same  result  had  been  produced  by 
a  different  method.  (Palmer  v.  Wagstaff,  8  Exch.  840  ;  9 
Exch.  494.) 

But  in  Huddart  v.  Grimshaw  (1  W.  P.  C.  91),  it  was 
held  that  the  production  of  pieces  of  rope  having  the 
essential  qualities  of  the  patented  article  was  prinut-facie 
evidence  of  infringement.  And  in  Hall  v.  Boot  (1  W.  P.  C. 
186),  it  was  held  that  the  sale  of  an  article,  which  might 
during  manufacture  have  been  improved  according  to  a 
patented  process,  coupled  with  the  fact  of  the  necessary 
machine  being  in  the  defendant's  possession,  was  sufficient 
evidence  of  infringement.  (See  also  Davenport  v.  Ricliards, 
8  L.  T.  N.  s.  504.) 

The  point  whether  a  mere  exposure  or  offering  for  sale 
of  a  patented  article  amounts  to  an  infringement,  in  the 
absence  of  proof  of  actual  sale,  seems  to  have  been  decided 
differently  in  the  cases  of  Minter  v.  Williams  (1  W.  P.  C. 
187)  and  Oxley  v.  Holden  (5  C.  B.  n.  s.  667).     In  Muntz  v. 
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Foster  (2  Web.  P.  C.  101),  Tindaly  C.  J.,  held  that  the 
making  of  ten  tons  of  metal  sheathing  was  an  infringe^ 
ment,  although  no  sale  was  proved. 

In  Speckhart  v.  Campbell  ('Times,'  March  18,  1884), 
it  was  held  by  the  Court  of  Appeal  that  the  defendant,  who 
was  domiciled  in  Scotland,  had  committed  an  infringement 
in  England  of  the  plaintiff's  patent  by  buying  in  London 
articles  made  in  infringement  of  the  patent,  and  advertis- 
ing them  for  sale  in  Scotland ;  and  by  sending  to  a  Liver- 
pool firm,  in  exchange  for  postage  stamps,  samples  of  the 
article,  accompanied  by  a  letter  stating  the  price  per  gross, 

INFRINQEMENT  BY   USER. 

A  patentee  may  not  only  obtain  compensation  from  a 
manufacturer  who  infringes  his  patent,  but  he  may  pursue 
the  infringing  articles  into  the  hands  of  other  persons  and 
recover  damages  in  respect  of  them  without  regard  to  what 
he  recovered  from  the  manufacturer.  {Pcnn  v.  Bibby, 
L.  R.  8  Eq.  808;  United  Telephone  Companij  v.  Walker y 
4  R.  P.  C.  67.) 

The  user  in  this  country  of  an  article  made  abroad,  but 
which  is  the  subject  of  a  British  patent,  is  illegal,  even 
when  such  user  is  merely  of  a  passive  nature,  and  takes 
place  in  the  course  of  transit  from  one  foreign  country 
where  the  articles  have  been  made  to  another  to  which 
they  are  consigned.  {Betts  v.  NeUson,  6  N.  R.  221,  af&rmed 
on  appeal,  ibid.  861 ;  8  De  G.  J.  &  D.  82 ;  L.  R.  3  Ch.  481  ; 
L.  R.  5  H.  L.  1.)  In  this  case  bottles  of  beer  sent  from 
Scotland  protected  by  capsules  made  in  contravention  of 
an  EngUsh  patent  were  transshipped  in  an  English  port  for 
convenience  of  exportation  to  India.  It  was  held,  first  by 
Woody  V.  C.y  and  afterwards  by  the  Court  of  Appeal  and 
the  House  of  Lords,  that,  as  the  capsules  were  necessary 
for  the  preservation  of  the  beer,  there  had  been  a  user  of 
the  invention  in  England,  and  an  injunction  was  granted. 
But  his  Honour  said  he  could  well  conceive  a  case  in  which 
there  would  be  no  user  in  England,  as,  for  instance,  foreign 
tools  infringing  an  English  patent,  packed  up  in  boxes  and 
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lying  inert,  or  transshipped  in  coarse  of  transit  in  an 
English  harbour.  (6  N.  R.  222.)  In  NobeVs  Explosives  Co. 
V.  Jones  (L.  R.  17  Ch.  D.  271),  where  the  object  of  a  patent 
in  regard  to  a  preparation  of  nitro-glycerine  was  to  render 
it  non-explosive  with  a  view  to  its  safe  conveyance  from 
place  to  place,  it  was  held  by  V.  C.  Bacon  that  the  trans- 
shipment in  an  English  port  of  a  quantity  of  nitro-glycerine 
prepared  abroad  according  to  the  British  patent  was  a  user 
of  the  invention  and  an  infringement  of  the  patent.  The 
V.  C.'s  decision  was  reversed  by  the  H.  of  L.,  but  on 
another  ground,  stated  below.  See  also  Caldwell  v.  Van 
Vlissengen  (9  Hare,  415,  428),  where  the  user  was  an 
active  use. 

But  the  doctrine  of  Betts  v.  Neilson  will  not  be  extended 
so  as  to  allow  an  injunction  to  issue  against  persons  who 
merely  act  as  Custom  House  agents  for  the  importers  of 
the  patented  articles.  {NobeVs  Explosives  Co.  v.  Jones, 
L.  R.  17  Ch.  D.  721,  affirmed  in  H.  L.  8  App.  Cas.  5.) 

A  user  of  infringing  articles  by  the  pupils  of  the 
purchaser  of  the  articles  renders  him  liable  for  an  infringe- 
ment. (United  Telephone  Company  v.  Sharpies,  2  R.  P.  C, 
28.) 

The  possession  of  articles  made  in  infringement  of  a 
patent  is  sometimes  enough  to  afford  ground  for  an  injunc- 
tion without  proving  user,  if  the  circumstances  are  such  as 
to  show  that  user  is  intended.  An  injunction  was  granted 
by  F.  C.  Bacon  against  the  master  of  a  ship,  restraining 
him  from  using  certain  pumps  constructed  according  to  the 
plaintiff's  patented  invention  and  placed  on  board  the 
vessel.  The  validity  of  the  patent  and  the  fact  of  infringe- 
ment by  the  manufacturers  of  the  pumps  were  established, 
but  actual  user  of  the  pumps  was  not  proved.  The  master, 
however,  acted  with  the  makers  in  asserting  his  right  to 
use  the  pumps  as  against  the  patentee.  It  was  held  on 
appeal  that  the  injunction  was  properly  granted.  {Adair  y. 
Young,  L.  R.  12  Ch.  D.  18.)  And  see  United  Telephone 
Company  v.  London  &  Globe  Telephone  Company  (L.  R.  26 
Ch.  D.  766;  1  R.  P.  C.  117). 
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Bat  where  the  user  of  the  infringing  machines,  which 
still  remained  in  the  possession  of  the  defendants,  who 
admitted  the  validity  of  the  patent,  took  place  only  for  a 
short  time,  four  years  before  the  action  was  brought,  and 
there  was  no  evidence  of  an  intention  to  repeat  the  in- 
fringement, it  was  held  that  an  injunction  ought  to  be 
refused.     {Proctor  v.  Bennis,  C.  of  Appeal,  6  E.  P.  C.  588.) 

On  the  general  question  of  infringement  by  user  see 
The  Universities  of  Oxford  and  Cambridge  v.  Richardson 
(6  Ves.  689) ;  Minter  v.  WiUiams  (1  W.  P.  C.  187). 

AGENTS. 

Where  an  infringement  is  committed  through  an  agent 
both  employer  and  agent  are  liable  ;  it  being  no  justifica- 
tion for  the  agent  to  allege  that  he  did  the  acts  complained 
of  by  the  order  of  his  principal.  {Gibson  v.  Brand,  4  M.  & 
G.  179 ;  Betts  v.  De  Vitre,  11  Jur.  n.  s.  9 ;  Sykes  v.  Howarth, 
L.  R.  12  Ch.  D.  888 ;  Spencer  v.  Ancoats  Vale  Rubber  Co., 
6  E.  P.  C.  46.) 

GARBIEKS. 

Steamship  carriers  may  be  restrained  by  interim  in- 
junction  from  importing  or  exporting  goods  alleged  to  have 
been  made  in  infringement  of  a  patent  and  from  parting 
with  the  possession  of  them,  when  the  validity  of  the 
patent  has  been  proved  in  an  action  against  another  person. 
In  these  cases  the  goods  had  been  manufactured  abroad  and 
there  had  been  no  user,  passive  or  otherwise,  of  the  goods 
on  board  the  ships.  {Washburn,  dec,  Co.  v.  Canard  Co.  and 
Washburn,  dec,  Co.  v.  Dublin  and  Liverpool,  dkc,  Co.  6  E.  P. 
C.  898.) 

FOREIGN  VESSELS. 

By  the  forty-third  section  subs.  (1)  of  the  Patents  Act 
of  1883,  the  use  of  an  invention  for  the  purposes  of  the 
navigation  of  a  foreign  vessel  within  the  jurifidiction  of  Her 
Majesty's  Courts  in  the  United  Kingdom  or  Isle  of  Man,  or 
the  use  of  an  invention  in  a  foreign  vessel  within  that 
jurisdiction,  shall  not  be  deemed  an  infringement  of  any 
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British  patent  obtained  for  such  invention,  unless  it  is  used 
for  the  manufacture  or  preparation  of  something  intended 
to  be  sold  in  or  exported  from  the  United  Kingdom  or  Isle 
of  Man.  But  by  subs.  (2)  the  first  subsection  is  not  to 
extend  to  vessels  of  any  foreign  state  which  does  not  show 
similar  indulgence  to  British  vessels  under  like  circum- 
stances. 

Any  case  not  coming  under  the  protection  afforded  by 
the  first  subsection  will  be  governed  by  the  decision  in 
CaldweU  v.  Van  Vlwsengen  (9  Hare,  415),  where  an  injunc- 
tion was  obtained  to  restrain*  the  use  on  board  of  a  Dutch 
vessel  within  British  waters  of  certain  propelling  apparatus 
made  according  to  a  British  patent. 

THE  CBOWN. 

It  was  decided  in  the  case  of  Feather  v.  The  Queen  (6  B. 
&  S.  257)  that,  as  aU  grants  made  by  the  Grown  must  be 
construed  favourably  to  the  grantor  and  adversely  to  the 
grantee,  there  was  nothing  in  the  ordinary  form  of  Letters 
Patent  in  use  up  to  January  1,  1884,  to  debar  the  Crown 
from  using  the  invention  comprised  therein,  and  conse- 
quently that  the  Crown  had  a  right,  either  by  itself  or  by 
its  officers,  agents,  or  servants,  to  exercise  such  invention 
and  manufacture  the  patented  object  without  paying 
royalties  or  compensation. 

However,  in  Dixon  v.  Tlie  London  Small  Arms  Company 
(L.  B.  1  App.  Ca.  682),  where  a  manufacturing  company 
had  entered  into  a  contract  with  the  Government  for  the 
supply  of  a  patented  article  for  the  public  service  at  a  fixed 
price,  and  in  pursuance  thereof  had  manufEictured  the 
article  without  the  patentee's  Ucence,  and  delivered  the 
same  and  received  payment,  it  was  held  by  the  House  of 
Lords  that  the  manufacturers  were  not  in  the  position  of 
servants  or  agents  of  the  Crown,  although  they  had  received 
an  indemnity  from  the  Government  against  the  claims  of 
the  patentee ;  and,  therefore,  that  they  were  not  entitled  to 
the  privilege  of  the  Crown  against  a  patentee,  but  were  liable 
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to  an  action  for  an  infringement  of  the  patent.     See  also 
VavasaeuT  v.  Krvpp  (L.  E.  9  Ch.  D.  851). 

The  ease  of  Feather  v.  The  Qiieen  will  still  apply  to 
patents  granted  before  the  commencement  of  the  Patents 
Act  of  1888  or  on  applications  then  pending  (sect.  45),  but 
by  the  twenty-seventh  section  of  that  Act  a  patent  granted 
on  an  application  made  after  the  commencement  of  that 
Act  shall  have  to  all  intents  the  Uke  effect  as  against  Her 
Majesty  the  Queen,  her  heirs  and  successors,  as  it  has 
against  a  subject.  But  the  officers  or  authorities  admin- 
istering any  department  of  the  service  of  the  Grown  may, 
by  themselves,  their  agents,  contractors,  or  others,  at  any 
time  after  the  application,  use  the  invention  for  the  services 
of  the  Crown  on  terms  to  be  before  or  after  the  use  thereof 
agreed  on,  with  the  approval  of  the  Treasury,  between 
those  officers  or  authorities  and  the  patentee,  or,  in  default 
of  such  agreement,  on  such  terms  as  may  be  settled  by  the 
Treasury  after  hearing  all  parties  interested. 

CASES  OF  NON-raFBINaEMENT. 

It  has  been  sufficiently  shown  on  previous  pages  that 
whfen  a  patentee  is  limited  to  the  particular  combination 
described  in  his  specification  another  person  may  lawfully 
effect  the  same  object  by  employing  different  means.  In 
such  cases  another  method  of  attaining  the  same  end  is 
not  an  infringement. 

To  construct  a  patented  machine  simply  as  an  amuse- 
ment or  as  a  model  is  not  an  infringement  of  the  patent 
(Jones  V.  Pearce,  1  W.  P.  C.  125) ;  nor  is  the  making  of 
the  patented  article  for  the  purpose  of  hond-fide  experiment 
(Frearson  v.  Loe^  L.  R.  9  Ch.  D.  48) ;  and  if  a  person 
makes  use  of  a  patented  process  and  obtains  the  product, 
not  for  the  purpose  of  commercial  profit,  he  is  not  guilty 
of  infringing  the  patent.  Thus  Higgs  obtained  a  patent 
for  a  process  of  precipitating,  by  means  of  hydrate  of  lime, 
the  animal  and  vegetable  matters  suspended  in  sewage 
water,  with  a  view  to  their  use  as  manures.  Goodwin 
employed  the  same  process,  but  solely  for  the  purpose  of 
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purifying  the  sewage  water,  and  he  derived  no  profit  from 
the  product.  It  was  held  that  the  patent  was  not  infringed. 
(Higgs  v.  Goodwin,  E.  B.  &  E.  529.) 

It  has  heen  decided  that  the  application  of  a  new  and 
material  part  of  an  arrangement  to  a  purpose  different 
from  that  to  which  it  is  applied  in  the  patented  combina- 
tion does  not  infringe  the  patent.  (Lister  v.  Eastwood,  9 
L.  T.  N.  s.  766 ;  McCormick  v.  Gray,  7  H.  &  N.  25 ;  New- 
ton  V.  Vaudier,  6  Exch.  Eep.  859  ;  Fletcher  v.  Glasgow  Gas 
Commissioners  4  E.  P.  C.  886.) 

In  Newall  v.  EUiott  (10  Jur.  n.  s.  954 ;  S.  C.  18  W.  R. 
11),  a  patent  for  an  invention  of  improvements  in  apparatus 
employed  in  laying  down  submarine  telegraph  cables,  which 
consisted  of  an  internal  cone  placed  in  the  eye  of  the  coil  of 
cable,  an  external  cylinder  round  the  coil,  and  rings  suspended 
over  it,  was  held  not  to  have  been  infringed  by  an  apparatus 
in  which  the  cable  was  coiled  round  a  cylinder  and  pre- 
vented from  slipping  by  means  of  a  cylinder  placed  outside, 
it  being  found  that  this  had  been  done  before  for  the  purpose 
of  safe  carriage,  and  there  being  no  evidence  that  the 
defendants  used  their  apparatus  for  any  other  purpose. 

The  mere  publication  of  a  specification  is  not  an  in- 
fringement of  a  prior  patent.  It  is  the  use  of  the  earlier 
invention  that  constitutes  the  infringement.  '  Where  the 
invention  is  the  mode  of  working  or  the  mode  of  manu- 
facturing an  engine,  there  is  no  infringement  until  another 
engine  is  worked  or  made  in  the  same  way.  Upon  the 
question  of  infringement,  the  specification  of  the  defendant 
<the  alleged  infringer)  is  of  very  little  importance.'  Per 
L.  J.  Brett,  in  Otto  v.  Linford  (46  L.  T.  n.  s.  35). 

The  application  of  a  natural  mineral  substance  to  effect 
a  given  purpose  is  not  an  infringement  of  a  patent  obtained 
for  the  application  to  the  same  purpose  of  an  artificial 
substance  having  the  same  chemical  constitution.  A  patent 
was  obtained  for  a  process  of  purifying  coal  gas  by  means 
of  hydrated  oxide  of  iron,  and  the  method  of  obtaining 
that  material  artificially  was  described  in  the  specification. 
The  use  for  the  same  purpose  of  a  natural  substance  called 
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bog  ochre,  containing  oxide  of  iron,  was  held  not  to  be  aiv 
infringement  of  the  patent.  The  specification  also  described 
and  claimed  a  mode  of  revivifying  the  artificial  oxide  for 
subsequent  use  in  the  same  way.  Lord  Westbury,  C.p 
granted  an  injunction  to  restrain  the  user  of  the  natural 
substance  after  it  had  been  revivified  by  the  process  de» 
scribed  in  the  patent.  {HilU  v.  Liverpool  Gas  Light 
Company,  9  Jur.  n.  s.  140.) 

It  is  not  an  infringement  of  a  patent  to  sell  chemical 
substances,  knowing  that  the  buyer  intends  to  use  them  in 
infringing  the  patent.  Nor  is  it  an  infringement  for  the 
seller,  in  consideration  of  the  purchase,  to  indemnify  the 
buyer  against  proceedings  by  the  patentee,  if  the  patent  is' 
disputed  or  likely  to  be  so.  If  buyer  and  seller  know  the 
patent  to  be  valid,  an  agreement  for  indemnity  would  be 
void  as  being  against  public  policy,  and  the  seller  would 
not  be  guilty  of  infringement.  (Townsend  v.  Haworth, 
L.  R.  12  Ch.  D.  826  n.,  aflSrmed  by  the  Court  of  Appeal. 
Appendix  to  Higgins's  Digest  of  P.  C,  1880,  p.  60.  And 
see  Sykes  v.  Hotvarth,  L.  E.  14  Ch.  D.  888.) 

.  A  patent  for  the  United  Kingdom  will  not  be  infringed 
by  acts  done  on  board  a  British  vessel  at  Malta  or  on  the 
high  seas.     {Neivall  v.  Elliott,  4  N.  R.  429.) 

Where  a  foreign  sovereign  had  bought  abroad  articles 
made  in  infringement  of  a  British  patent,  and  they  were 
brought  to  England  to  be  placed  on  board  a  ship  of  war 
belonging  to  the  foreign  sovereign,  it  was  held  that,  as  the 
Court  had  no  jurisdiction  to  interfere  with  the  property 
of  a  foreign  sovereign,  it  could  not  prevent  him  from 
removing  the  articles  in  question.  (Vavasseur  v.  Krupp, 
L.  R.  9  Ch.  D.  851.) 

INTENTION  OF  INFBINOEB  NOT  MATERIAL. 

In  determining  the  question  of  infringement,  the  inten- 
tion  of  the  infringer  is  immaterial;  if  he  violate  the 
patentee's  rights  he  renders  himself  liable  to  make  com* 
pensation,  although  he  acted  in  ignorance.  In  the  case  of 
Stead  V.  Anderson  (2  W.  P.  C.  156),  WUde,  C.  J.,  when 
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delivering  the  judgment  of  the  Court  of  Common  Pleas, 
said  that,  *  in  the  action  of  Heath  v.  Unwin,  the  Court  of 
Exchequer  seems  to  have  deemed  it  material  to  consider 
the  intention  of  the  defendant  in  determining  whether  he 
had  infringed  a  patent.  But  in  that  case  the  evidence 
negatived  any  such  intention,  and  the  other  circumstances 
of  the  case  were  not  such  as  to  show  an  infringement ;  so 
that  there  was  no  evidence  as  to  what  the  effect  of  such 
intention  would  be,  and  we  think  it  clear  that  the  action 
is  maintainable  in  respect  of  what  the  defendant  does,  not 
what  he  intends.'  And  Shadwell,  V.  C,  said,  in  Heath  v. 
Umvin  (15  Sim.  553) :  *  I  am  at  a  loss  to  see  how  the  want 
of  intention  can  be  any  answer  where  the  act  complained 
of  is  an  injury.  The  party  complaining  of  the  act  is  not 
the  less  prejudiced  by  it  because  it  was  committed  unin- 
tentionally, and  my  opinion  is  that  if  a  party  has  done  an 
act  that  is  injurious  to  the  rights  of  another  (though  with- 
out any  intention  of  doing  him  an  injury)  he  is  answerable 
for  the  consequences.' 

In  a  subsequent  stage  of  the  case  of  Heath  v.  Umvin,  it 
was  admitted  by  Mr.  Baron  Parke  that  the  Court  of  Ex- 
chequer had  been  in  error  when  it  took  the  intention  of 
the  alleged  infringer  into  consideration,  adding,  'There 
may  be  an  indirect  infringement  as  well  as  a  direct  one, 
though  the  intention  of  the  party  be  perfectly  innocent, 
and  even  though  he  may  not  know  of  the  existence  of  the 
patent  itself.'  (25  L.  J.  C.  P.  19).  See  also  Wright  v.  Hitch- 
cock (L.  R.  6  Exch.  87) ;  Davenport  v.  Rylands  (L.  E.  1 
Ch.  D.  808);  and  Young  dc  NeiUon  v.  Rosenthal  (1  R.  P.  C. 

89). 

Nor  can  a  master  of  workmen  protect  himself  by  alleging 

that  the  infringement  was  committed  by  them  against  his 
orders.  {Betts  v.  De  Vitre,  8  Ch.  D.  480.)  But  where  a 
retail  dealer  had,  in  ignorance  of  the  plaintiffs  rights, 
sold  to  an  agent  of  the  plaintiff  an  article  made  in  infringe- 
ment of  the  patent,  and  the  article  itself  showed  from 
whom  its  vendor  had  bought  it,  and  the  Court  was  satisfied 
that  the  infringement  was  innocent,  accidental,  and  trivial. 
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and  not  such  as  to  have  produced  any  substantial  damage 
to  the  plaintiff,  James,  V.  C,  dismissed  a  bill  for  an  in- 
junction. (Betts  V.  Willmotty  18  W.  R.  946.)  The  case  went 
afterwards  on  appeal  before  Lord  Hatherley,  C,  who 
affirmed  the  decision,  but  upon  other  grounds.  (L.  B.  6  Ch. 
289.)     See  also  Upmann  v.  Elkan  (L.  R.  12  Ch.  145). 
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CHAPTER  XVin. 

THE   PBACTICE   IN   ACTIONS  FOR  INFRINOEHBNTS. 

Since  the  Judkature  Acts  of  1878  and  1875  have  abolished 
the  distinction  between  the  Courts  of  Law  and  Equity, 
every  question  of  law  and  £a>ct,  or  mixed  law  and  fact, 
arising  in  any  action  is  now  determined  wholly  in  that 
division  of  the  High  Court  of  Justice  in  which  the  action  is 
brought,  subject  to  certain  powers  of  transfer  of  the  action 
from  one  division  to  another,  and  subject  also  to  the  further 
qualification  that  trials  by  jury  cannot  be  had  before  a 
judge  of  the  Chancery  Division.  {Warner  v.  Murdoch,  L.  R. 
4  Ch.  D.  750.) 

The  thirteenth  section  of  the  Act  of  1888  directs  that 
no  proceeding  shall  be  taken  in  respect  of  an  infringement 
committed  before  the  publication  of  the  complete  specifica- 
tion. And  the  fifteenth  section  provides  that  an  applicant 
shall  not  be  entitled  to  institute  any  proceedings  for 
infringement  imtil  a  patent  has  been  granted  to  him. 

'  A  plaintiff  is  not  bound  before  commencing  proceed- 
ings to  apply  to  the  defendant  and  ascertain  whether  he 
will  without  suit  do  what  is  required  {Upmann  v.  Elkan, 
L.  R.  12  Eq.  146).  .  .  .  Nor  is  a  plaintiff  compelled  to 
rely  on  the  promise  of  the  offending  party  not  to  infringe 
again,  but  he  is  entitled  to  the  protection  of  an  injunc- 
tion '  *  {Geary  v.  Norton,  1  De  G.  &  Sm.  9 ;  Losk  v» 
Hague,  1  W.  P.  C.  200.) 

Interlocutory  Injunctions. — It  has  always  been  the  prac- 
tice of  the  Court  of  Chancery,  when  the  plaintiff  can  make 

>  W.  N.  Lawson :  Patents  Designs  and  Trademarks  Aots,  2nd  ed.,  p.  109. 
In  this  work  will  be  found  carefully  collected  and  arranged  all  the  oases 
bearing  on  legal  proceedings  in  patent  actions. 
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oat  a  proper  case,  to  grant  an  interlocutory  injunction,  that 
is,  an  injunction  before  the  trial  of  the  action,  without  re- 
quiring the  patent  to  be  established.  *  The  principle  on 
^hich  the  Court  acts,'  said  Lord  Eldon,  in  Hill  v.  Thomp- 
son (3  Men  622),  '  in  cases  of  this  description  is  the  follow- 
ing : — Where  a  patent  has  been  granted,  and  an  exclusive 
possession  of  some  duration  under  it,  the  Court  will  inter- 
pose its  injunction,  without  putting  the  party  previously  to 
establish  the  validity  of  his  patent  by  an  action  at  law. 
But  where  the  patent  is  but  of  yesterday,  and,  upon  an 
application  being  made  for  an  injunction,  it  is  endeavoured 
to  be  shown  in  opposition  to  it  that  there  is  no  good  speci- 
fication, or  otherwise  that  the  patent  ought  not  to  have 
been  granted,  the  Court  will  not,  from  its  own  notions  re- 
specting the  matter  in  dispute,  act  upon  the  presumed 
validity  or  invalidity  of  the  patent,  without  the  right 
having  been  ascertained  by  a  previous  trial,  but  will  send 
the  patentee  to  law,  and  oblige  him  to  establish  the  validity 
of  his  patent  in  a  court  of  law,  before  it  will  grant  him  the 
benefit  of  an  injunction.'  And,  again,  in  Dudgeon  v.  Thomson 
(80  L.  T.  N.  s.  244),  Sir  George  Jessel,  M.  R,,  said, '  The  Court 
can  grant  an  injunction  before  the  hearing  when  the  patent 
is  an  old  one,  and  the  patentee  has  been  in  long  and  undis- 
turbed enjoyment  of  it,  or  when  its  validity  has  been  esta- 
blished elsewhere,  and  the  Court  sees  no  reason  to  doubt 
the  propriety  of  the  result,  or  when  the  conduct  of  the 
defendant  is  such  as  to  enable  the  Court  to  say  that  as 
against  the  defendant  himself  there  is  no  reason  to  doubt 
the  validity  of  the  patent.'  (See  also  Renard  v.  Levinstein, 
10  L.  T.  N.  s.  94,  affirmed  on  appeal,  ibid.  p.  177 ;  Betts  v. 
Menzies,  8  Jur.  n.  s.  857 ;  Clark  v.  Ferguson,  5  Jur.  n.  s. 
1155 ;  Briggs  v.  Lardeur,  1  E.  P.  C,  126  ;  United  Telephone 
Co.  V.  St.  George,  8  R.  P.  C.  88.) 

When  it  can  be  shown  that  the  patentee  has  had  undis- 
turbed possession  for  many  years  the  Court  will  grant  an 
interlocutory  injunction  without  requiring  the  patent  to  be 
established,  notwithstanding  doubts  may  exist  as  to  its 
validity.     (Losh  v.  Hague,  1 W.  P.  C.  201 ;  Muntz  v.  Foster, 
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2  W.  P.  C.  98,  95 ;  Betts  v.  Meiizies,  8  Jur.  n.  s.  857  ; 
Briggs  v.  Lardeur,  1  R.  P.  C.  126.)  But  in  order  to  eeta- 
blish  a  right  to  an  interlocutory  injunction  on  this  ground, 
the  patentee  must  show  actual  public  user  of  the  invention 
(Plimpton  V.  Malcolmson,  L.  R.  20  Eq.  87),  unfettered  by 
the  necessity  of  obtaining  the  licence  of  any  prior  patentee. 
(Heugh  v.  Moflrttt,  W.  N.  1877,  62.)  Where  the  patent  has 
been  the  subject  of  several  suits,  all  of  which  have  terminated 
in  favour  of  the  patentee,  an  interlocutory  injunction  will 
be  granted,  notwithstanding  a  fresh  fact  is  brought  forward 
tending  to  impeach  the  novelty  of  the  invention  {Newall  v. 
Wilson,  2  De  G.  M.  &  G.  282  ;  Davenport  v.  Jepson,  4  De 
G.  F.  &  J.  440),  or  the  defendant  offers  to  keep  an  account. 
(Renard  v.  Levinstein,  2  H.  &  M.  628.)  And  the  fact  that 
the  validity  of  the  patent  has  been  established  in  Scotland 
is  sufl&cient  primd-facie  evidence  to  warrant  the  granting  an 
interlocutory  injunction  in  England.  (Dudgeon  v.  Thomson, 
80  L.  T.  N.  s.  244.) 

If  the  plaintiff  has  shown  negligence  in  prosecuting  his 
rights,  even  though  his  patent  has  been  established  against 
another  defendant,  an  interim  injunction  will  be  refused. 
(Bridson  v.  Benecke,  12  Bea.  1 ;  BoviU  v.  Crate,  L.  R.  1 
Eq.  888.)  But  delay  in  taking  proceedings  may  be  ex- 
plained to  the  satisfaction  of  the  Court,  and  an  injunction 
granted.  (United  Telephone  Co.  v.  Equitable  Telephone  Asso- 
ciation,  5  B.  P.  0.  288.)  If  the  fact  of  infringement  is 
matter  of  doubt,  an  injunction  will  be  refused  until  after  a 
trial,  and  even  then  if  there  is  ground  for  supposing  that 
a  new  trial  will  be  obtained.  (Collard  v.  Allison,  4  My.  &  Cr. 
487  ;  Electric  Telegraph  Co.  v.  Nott,^  2  Coop.  C.  C.  41,  and 
the  other  cases  collected  by  the  reporter.)  In  almost  all  cases, 

*  In  this  case  Lord  Cottenlianiy  C,  said  that  the  Coart  will  not  grant  an 
injunction  where  the  legal  right  is  disputed,  unless  it  is  satisfied  that  the 
legal  right  will  eventually  be  established  ;  nor  where  the  legal  right  is  disputed 
unless  satisfied  that  the  acts  complained  of  are  a  violation  of  it.  Where, 
however,  the  sole  question  is  the  validity  of  the  patent,  and  there  has  been 
exclusive  enjoyment  under  it  for  a  reasonable  time,  the  Court  will  interpose, 
by  injunction,  until  the  invalidity  has  been  established ;  but  the  injunction 
Vill  be  refused  if  there  is  conflicting  evidence  as  to  the  infringement. 
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however,  the  Court  thinks  it  right,  when  it  postpones  the 
consideration  of  the  injunction,  to  order  the  defendant  to 
keep  an  account  until  the  plaintiff  has  had  an  opportunity 
of  testing  the  validity  of  his  patent.  But  if  the  interlocu- 
tory injunction  be  granted,  the  Court  always  requires  from 
the  plaintiff  an'  undertaking  to  abide  by  any  order  the 
Court  may  make  as  to  damages  in  case  it  should  ultimately 
be  of  opinion  that  the  defendant  has  sustained  any  by  the 
injunction  which  the  plaintiff  ought  to  pay.  {Wakefield  v. 
Duke  ofBuccleuchf  11  Jur.  n.  s.  528;  United  Telephone  Co. 
V.  Eqtdtahle  Telephone  Association,  5  E.  P.  C.  283.) 

For  further  statements  of  the  general  principles  on 
which  the  Court  acts  in  granting  or  withholding  interlocu- 
tory injunctions,  see  Bacon  v.  Jones  (4  My.  &  Cr.  484) ; 
Bridson  v.  Mc Alpine  (8  Bea.  229);  Davenport  v.  Jepson 
(4  De  G.  F.  &  J,  440) ;  Plimpton  v.  SpiUer  (L.  E.  4  Ch.  D. 
286) ;  Thomson  v.  Hughes  (7  E.  P.  C.  71). 

The  Court,  however,  being  now  empowered  to  try  the 
validity  of  the  patent,  and  having  the  control  of  the  pro- 
ceedings, and  being,  consequently,  able  to  prevent  any  undue 
delay,  is  less  disposed  than  formerly  to  grant  an  interlocu- 
tory injunction,  especially  when  the  patent  is  new,  but  will 
generally  content  itself  with  giving  directions  to  insure  an 
immediate  trial  of  the  questions  at  issue  between  the 
parties,  and  order  the  motion  for  the  injunction  to  stand 
to  the  hearing  of  the  cause,  adding,  when  necessary,  a 
direction  for  the  defendant  to  keep  an  account.  The  action 
may  then  proceed  to  trial  in  the  ordinary  way.  (See  the 
remarks  of  Sir  George  Jessel,  M.  i?.,  in  Plimpton  v.  Malcolm- 
son,  L.  E.  20  Eq.  87.  See  also  Lister  v.  Norton,  1  E.  P.  C. 
114 ;  Jackson  v.  Needle,  1  E.  P.  C.  174.) 

But  in  a  case  where  the  patent  was  only  six  years  old 
{Rothwell  v.  King,  8  E.  P.  C.  879),  and  in  another  where 
the  patent  was  only  two  years  old  {Coles  v.  Baylis,  8  E.  P.  C. 
178),  injunctions  were  granted.  In  the  latter  case,  however, 
the  circumstances  were  very  special. 

It  is  a  rule  of  the  Court  not  to  interfere  until  the 
patentee's  rights  have  been  actually  violated.    But  where 
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a  defendant  alleges  an  intention  and  claims  the  right  to 
infringe,  the  Court  will  grant  an  injunction,  although  no 
actual  infringement  may  have  taken  place.  (Frearson  v.  Loe^ 
L.  E-  9  Ch.  D.  48 ;  Adair  v.  Young,  L.  E.  12  Ch.  D.  18.) 

The  case  of  Crossley  v.  Beverley  (1  W.  P.  C.  119)  shows 
how  far  the  Court  will  go  in  aiding  a  patentee  to  repress 
infringements.  It  appeared  that  the  defendants  had  been 
secretly  manufa'3turing  gas-meters,  which  were  copies  of 
those  protected  by  the  plaintiff's  patent,  their  object  being 
to  pour  them  into  the  market  as  soon  as  the  patent  expired. 
A  few  days  before  the  expiration  of  the  patent,  the  plaintiff, 
having  discovered  what  had  been  done,  filed  his  bill,  and 
obtained  an  injunction  to  restrain  the  using  of  the  articles 
80  made  even  after  the  patent  expired. 

Concurrent  Actions  against  several  Infringers, — ^When  a 
plaintiff  commences  several  actions  at  one  time  against 
separate  infringers,  the  Court  will,  on  the  application  of  the 
several  defendants,  order  the  validity  of  the  patent  and 
other  questions  common  to  all  the  cases  to  be  tried  in  one  of 
the  actions,  and  will  in  the  meantime  stay  proceedings  in 
the  other  actions ;  but  this  order  will  not  be  made  until  the 
defendants  have  given  full  discovery  of  the  machines  used 
by  them  and  alleged  to  be  infringements.  {Foxwell  v.  Web- 
ster, 2  Dr.  &  Sm.  250  ;  S.  C.  on  appeal,  10  Jur.  n.  s,  187.)* 

But  the  plaintiff  is  not  bound  by  the  result  of  the  trial 
if  it  goes  against  him,  and  he  may  proceed  against  any  of 
the  other  infringers,  unless  prevented  by  the  order  of  the 
Court. 

Issues. — It  is  open  to  either  party,  at  any  stage  of  the 
action,  to  move  that  issues  may  be  settled,  raising  the 
various  questions  of  fact  in  the  cause.  In  a  patent  case 
the  issues  usually  are,  whether  the  invention  is  new, 
whether  it  is  useful,  whether  it  was  a  new  manufacture, 

*  It  was  said  by  Wood,  V.  C,  in  the  case  of  Bovill  v.  Crate  (L.  R.  1  £q. 
388),  that  when  the  infringers  are  very  numerous,  the  proper  course  for  a 
plaintifl  to  pursue  before  filing  separate  bills  against  the  infringers  is  to 
select  one  as  a  defendant,  and  write  to  the  others,  and  ask  if  they  object  to 
be  bound  by  the  proceedings  against  that  one,  and  have  the  case  tried  once 
fbrall. 
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whether  the  patentee  was  the  true  and  first  inventor, 
whether  the  specification  is  sufficient,  and  whether  the 
defendant  has  infringed;  but,  of  course,  these  may  be 
varied  as  circumstances  require.  Since  the  Judicature 
Acts,  however,  the  practice  appears  to  be  not  to  apply  for 
issues,  but  to  let  the  action  come  on  for  trial  generally, 
upon  the  pleadings,  particulars  of  breaches,  and  objec- 
tions. 

It  is  not  a  matter  of  course  for  the  Court  to  grant 
issues,  and  they  are  sometimes  refused.  {Davenport  y.  Gold- 
herg,  2  H.  &  M.  282 ;  Davenport  v.  Phillips,  6  N.  R.  485  ; 
Bovill  V.  Goodier,  Law  Rep.  1  Eq.  86.)  The  Court  will  at 
any  time  during  the  progress  of  a  suit  allow  the  defendant 
to  raise  a  fresh  issue  on  the  discovery  of  facts  which  could 
not  with  due  diligence  have  been  previously  discovered. 
(HoUte  V.  Robertson,  L.  E.  4  Ch.  D.  9.) 

Sometimes  one  of  the  parties  in  an  action  moves  for  an 
order  that  certain  issues  of  fact  should  be  tried  before  the 
other  issues.  In  the  United  Telephone  Co.  v.  Mottishead 
(3  R.  P.  C.  218),  on  the  defendants  admitting  that  the 
plaintiff's  patent  was  valid,  the  Court  directed  the  trial  by 
itself  of  an  issue  whether  the  defendants  had  infringed. 

Inspection  of  Machines  and  Processes. — In  an  action  for 
infringement  of  a  patent,  the  Court  or  a  judge  may,  under 
the  thirtieth  section  of  the  Patents  Act  of  1888,  and  on  the 
application  of  either  party,  make  such  order  for  an  injunc- 
tion, inspection,  or  account,  and  impose  such  terms  and  give 
such  directions  respecting  the  same  and  the  proceedings 
thereon  as  the  Court  or  a  judge  may  see  fit. 

The  following  cases  were  decided  under  the  old  law  with 
reference  to  an  inspection  of  the  processes  used  or  the 
articles  made  by  the  defendant  in  alleged  violation  of  the 
rights  of  the  plaintiff : — Bovill  v.  Moore  (2  Coop.  C.  C.  56) ; 
Brown  v.  Moore  (8  Bligh,  180) ;  Morgan  v.  Seward  (1 W.  P.  C. 
169).  In  the  case  of  The  Patent  Type  Founding  Company 
V.  Walter  (Johns.  727),  the  defendant,  a  printer,  who  used 
types  alleged  to  be  made  in  colourable  imitation  of  the  type 
patented  by  the  plaintiffs,  was  on  motion  ordered  by  Woodf 
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V,  C,  to  deliver  a  sample  of  type  to  the  plaintiffs  for  analy- 
sis, although  a  similar  application  had  been  refused  by  the 
Court  of  Exchequer  in  The  Patent  Type  Founding  Company 
V.  Lloyd  (5  H.  &  N.  192).  However,  by  Order  L.,  Rule  8, 
of  the  Supreme  Court  Bules  1883,  the  Court  or  a  judge  is 
empowered  in  any  cause  or  matter  to  authorise  any  samples 
to  be  taken,  or  any  observation  to  be  made,  or  experiment 
to  be  tried,  which  may  seem  necessary  or  expedient  for  the 
purpose  of  obtaining  full  information  or  evidence. 

Inspection  will  not  be  granted  unless  the  Court  is 
satisfied  that  there  is  really  a  case  to  be  tried  at  the  trial, 
and  that  inspection  is  essential  to  enable  the  plaintiff  to 
prove  his  case.  (Piggott  v.  Anglo-American  Telegraph 
Company y  91  L.  T.  N.  s.  46 ;  Bailey  v.  Kynock,  L.  R.  19 
Eq.  90.) 

An  order  for  inspection  was  refused  when  the  evidence 
of  infringement  only  amounted  to  suspicion,  and  the 
grounds  thereof  were  not  stated.  {Germ  Milling  Co.  v. 
Robinson^  1  R.  P.  C.  217.  And  see  Cheetham  v.  Oldham, 
5  R.  P.  C.  617.) 

The  plaintiffs  sued  for  an  infringement  of  a  patent  for 
the  manufacture  of  meal  and  flour,  and  obtained  an  order 
for  an  inspection  of  the  process  used  by  the  defendant, 
who  afterwards  moved  for  leave  to  inspect  the  plaintiff's 
process  and  take  samples.  This  was  ordered.  (Germ 
Milling  Co.  v.  Robinson,  3  R.  P.  C.  11.  And  see  Cheetham 
V.  Oldham,  No.  2,  5  R.  P.  C.  622.) 

Where,  in  a  suit  for  an  injunction  to  restrain  the  in- 
fringement of  a  patent  for  a  sewing  machine,  an  application 
was  made  for  an  inspection  of  all  the  machines  of  every 
kind  on  the  defendant's  premises,  the  Court  declined  to 
make  the  order  in  the  terms  asked  for,  but  directed  the 
defendant  to  verify  on  affidavit  the  several  kinds  of  sewing 
machines  which  he  had  sold  or  exposed  for  sale  since  the 
date  of  the  plaintiff's  last  disclaimer,  and  to  produce  at  his 
solicitor's  office  one  of  each  class  for  inspection  by  the 
plaintiff's  solicitor  and  two  of  their  scientific  witnesses. 
{Singer  Manufacturing  Co.  v.  Wilson,  13  W.  R.  560 ;  S.  C 
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6  N.  E.  505.   And  see  Drake  v.  Muntz's  Metal  Co.,  8  R.  P.  C. 
48.) 

A  licensee  who  is  not  a  party  to  the  action  cannot 
be  compelled  to  give  inspection  in  an  action  against  his 
licensor.     {Germ  Milling  Co.  v.  Robinson,  8  E.  P.  C.  14.) 

Particulars  of  Breaches. — By  the  Patents  Act  of  1888, 
sect.  29,  the  plaintiff  in  an  action  for  infringement  of  a 
patent  most  deliver  with  his  statement  of  claim,  or  by  order 
of  the  Court  or  the  jadge  at  any  subsequent  time,  particulars 
of  the  breaches  complained  of.  The  particulars  may  be  from 
time  to  time  amended  by  leave  of  the  Court  or  a  judge. 

If  the  particulars  delivered  are  insufficient,  further  and 
better  particulars  may  be  required.  In  Needham  v.  Oxley 
(1  H.  &  M.  248),  it  was  held  by  Wood,  V.  C,  that  particu- 
lars of  breaches  are  sufficient  if,  taken  together  with  the 
pleadings,  they  give  the  defendant  full  and  fair  notice  of  the 
case  made  against  him.  See,  however,  the  subsequent 
case  of  Curtis  v.  Piatt  (8  L.  T.  657),  before  the  same  learned 
judge. 

A  plaintiff  may  be  ordered  to  point  out  by  reference  to 
the  pages  and  lines  the  parts  of  his  specification  which  he 
alleges  to  be  infringed.  {Lamb  v.  The  Nottingham  Manvr- 
facturers'  Company,  Seton  on  Decrees,  4th  ed.  p.  849.)  But 
this  will  not  be  required  when  the  things  alleged  to  be  an 
infringement  have  been  made  an  exhibit  in  the  action. 
{Batley  v.  Kynock,  No.  2,  L.  R.  19  Eq.  229.)  Or  when  the 
particulars  of  breaches  and  the  claims  in  the  specification 
alleged  to  have  been  infringed  sufficiently  enable  the  de- 
fendant to  know  what  he  will  have  to  meet  at  the  trial. 
(Cheetham  v.  Oldham,  No.  8,  6  E.  P.  C.  624.) 

An  application  by  a  plaintiff  for  leave  to  amend  his 
particulars  of  breaches  may  be  made  to  the  Court  or  a  judge 
under  sect.  29  (5)  of  the  Act  of  1888.  An  application  by 
either  party  for  an  order  for  further  and  better  particulars 
of  breaches  or  objections  may  be  made  under  E.  S.  C, 
0.  XIX.  r.  7. 

Other  cases  bearing  upon  the  amendment  of  particulars 
of  breaches  are  Flower  v.  Lloyd  (20  S.  J.  860) ;  Church 


280  ACTIONS  FOR  INFRINGEMENTS 

JEngineering  Company  v.  Wilson  (8  E.  P.  C.  128) ;  United 
Telephone  Company  v.  Fleming  (8  E.  P.  C.  268) ;  Cheetham 
V.  Oldhamy  No.  8  (5  E.  P.  C.  624). 

Gases  as  to  further  particulars  of  breaches:  EUey  v. 
Butler  (1  E.  P.  C.  189) ;  Tilghman's  dc  Co.  v.  Wright 
(1  E.  P.  C.  108) ;  Russell  v.  Hatjield  (2  E.  P.  C.  144)  ; 
Mosdey  v.  Victoria  Rubber  Co.  (8  E.  P.  C.  851) ;  Haslam 
Co.  V.  Hall  (4  E.  P.  C.  208) ;  Ehrlich  v.  Ihlee  (5  E.  P.  C. 
87). 

Particulars  of  Objections. — The  twenty-ninth  section  of 
the  Patents  Act  of  1888,  subsections  2  and  8,  requires  the 
defendant  to  deliver  with  his  statement  of  defence,  or  by 
order  of  the  Court  or  a  judge  at  any  subsequent  time, 
particulars  of  any  objections  on  which  he  relies  in  support 
thereof ;  and  if  the  defendant  disputes  the  vaUdity  of  the 
patent,  the  particulars  delivered  by  him  must  state  on  what 
grounds  he  disputes  it ;  and  if  one  of  these  grounds  is  want 
of  novelty,  he  must  state  the  time  and  place  of  the  previous 
publication  or  user  alleged  by  him.  And  subsection  6  en- 
ables the  defendant  to  amend  such  particulars  from  time 
to  time  by  leave  of  the  Court  or  judge.^ 

If  a  defendant  relies  as  an  objection  to  a  patent  on  general 
pubhc  knowledge  of  the  invention  before  the  date  of  the 
patent,  he  should  not  mention  in  his  particulars  of  objec- 
tion the  several  books  or  publications  which  he  takes  to  be 

'  Upon  the  corresponding  section  (41)  of  the  Patents  Act  of  1852  the 

following  cases  have  been  reported : — Penn  y.  Bibhy  (L.  B.  1  Eq.  548) ; 

Grover  S  Baker  Company  v.  Wilson  (W.  N.  1870,  p.  78) ;  Flower  v.  Lloyd 

^L.  K.  6  Ch.  D.  297) ;  Crossley  v.  Tomey  (L.  B.  2  Ch.  D.  533) ;  Plimpton  v. 

Spiller  (20  S.  J.  859) ;  Morgan  v.  Fuller,  No.  2  (L.  R.  2  Eq.  297). 

It  has  been  held  that  the  objections  cannot  go  beyond  the  pleas ;  they 
are  merely  to  state  more  particularly  what  the  pleas  state  generally.  {Mac- 
namara  v.  Hulse,  2  W.  P.  C.  128.)  As  to  other  points  bearing  upon  this 
subject  see  PaXmer  v.  Wagsiaff  (8  Exch.  Rep.  840);  Palmer  v.  Cooper 
(9  Exch.  Rep.  231) ;  Hull  v.  Bollard  (1  H.  &  N.  134) ;  Lister  v.  Leather 
is  Jar.  N.  8.  816) ;  Oreaves  v.  Eastern  Counties  Railway  Company  (1  Ell.  & 
BU,  961 ;  S.C.5  Jur.  n.  s.  733) ;  Talbot  v.  Laroche  (16  C.B.310) ;  Electrie 
Telegraph  Company  v.  Nott  (4  C.  B.  462) :  Fisher  v.  Dewick  (1  W.  P.  C. 
651  n.) ;  Heath  v.  Unwin  (1  W.  P.  C.  651) ;  Jones  v.  Berger  (1  W.  P.  C. 
644  n.) ;  Househill  Company  v.  Ncilson  (1  W.  P.  C.  552) ;  Holland  v.  Fox 
il  C.  L.  R.  440). 
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proofs  of  that  knowledge,  or  which  gave  to  the  public  the 
means  of  acquiring  it.  General  public  knowledge  must  be 
proved  by  witnesses  in  the  ordinary  way  at  the  trial,  and 
they  may  refer  if  necessary  to  well-known  books.  In  the 
meantime  he  may  be  required  to  strike  out  of  his  particulars 
those  pubUcations  which  go  to  prove  public  knowledge  only. 
On  the  other  hand,  if  a  defendant  relies  on  any  publica- 
tions as  anticipations  of  the  invention,  he  must  state  in  his 
particulars  the  nature  of  the  anticipation  on  which  he 
reUes,  and  what  those  publications  are  and  where  they  are 
to  be  found ;  and  must  indicate  that  he  relies  on  them  as 
anticipations,  and  not  as  showing  the  state  of  public  know- 
ledge. In  the  case  of  a  specification  that  part  of  the  claim 
on  which  he  relies  should  be  shown.  Generally  speaking, 
he  need  not  state  particular  pages  of  the  books  or  specifi- 
cations, unless  the  matter  would  be  doubtful  without  that 
information.  {Holliday  v.  HeppenstaH^  in  the  Court  of 
Appeal,  L.  E.  41  Ch.  D.  109 ;  6  R.  P.  C.  820.) 

Previous  to  this  enunciation  of  the  practice  a  defendant 
had  been  ordered  to  give  the  pages  and  lines  of  the  specifi- 
cations and  books  to  which  he  referred  as  anticipating  the 
plaintiff's  invention,  and  to  state  which  of  the  claims  in  the 
plaintiff's  specification  had  been  anticipated  by  the  prior 
specifications.  {Lo7idon  and  Leicester  Hosiery  Company  v. 
Higham,  Lawson's  Patents  Acts,  2nd  ed.  p.  498 ;  see  also 
Harris  v.  RothueU,  1  Griff.  P.  C.  110.) 

And  another  defendant,  in  referring  to  a  book  on  which 
he  relied  as  anticipating  the  plaintiff's  invention,  was  ordered 
to  refer  to  specified  parts  thereof,  and  where  there  were 
words  in  the  particulars  denoting  reliance  upon  the  whole 
of  the  various  earlier  specifications,  they  were  directed 
to  be  struck  out,  leaving  him  at  Uberty  to  refer  to  pages 
and  lines.  (Harris  v.  Rothwell,  8  R.  P.  C.  248.  And  see 
Fowler  v.  Gaul,  8  R.  P.  C.  247.)  However,  it  has  not  been 
unusual  in  practice  to  refer  to  the  whole  specification,  and 
if  there  was  no  special  complication  this  was  not  often 
objected  to. 

When  objection  is  made  in  general  words  to  a  discon- 


282  ACTIONS  FOB  INFRIKGEMENTS 

fonnity  between  the  provisional  and  the  complete  specifica- 
tions, an  order  for  better  particulars  may  be  obtained. 
{Angh' American  Brush  Electric  Light  Corporation  v.  Cromp^ 
ton,  4  E.  P.  C.  27.) 

Under  an  objection  that  the  invention  is  not  new  the 
defendant  may  show  the  want  of  novelty  of  one  of  two  in- 
ventions described  in  the  specification.  {Sugg  v.  Silber, 
L.  E.  2  Q.  B.  D.  498.) 

As  to  the  terms  on  which  leave  to  amend  particulars 
of  objection  are  granted  under  special  circumstances,  see 
OUo  V.  Steel  (2  E.  P.  C.  189) ;  Ehrlich  v.  Ihlee  (4  E.  P.  C. 
115).  Here  the  form  of  the  order  as  to  costs,  where  the 
defendant  applied  to  amend  his  particulars  of  objection 
after  the  case  had  been  set  down  for  hearing,  was  con- 
sidered. Parker  v.  Maignen's  Filtre  Rapide  Co.  (5  E.  P.  C. 
207).  In  this  case  the  application  to  amend  the  particulars 
was  made  on  the  eve  of  trial.  Blakey  v.  Latham  (6  E.  P.  G. 
29) ;  S.  C.  on  appeal  (6  E.  P.  C.  184).  In  this  case  leave  to 
amend  was  granted  during  the  trial,  which  was  adjourned. 

Other  cases  bearing  upon  the  amendment  of  particulars 
of  objection  are  Boyd  v.  Horrocks  (8  E.  P.  C.  285) ;  Boyd  v. 
Horrocks  (5  E.  P.  C.  557) ;  Parcall  v.  Toope  (7  E.  P.  C.  125), 

The  following  cases  were  decided  under  the  old  law  with 
reference  to  the  amendment  by  the  defendant  of  his  par- 
ticulars of  objection : — Penn  v.  Bihhy  (L.  E.  1  Eq.  548)  ; 
WxUon  V.  Gann  (28  W.  E.  546) ;  Renard  v.  Levinstein 
(13  W.  E.  229 ;  11  L.  T.  n.  s.  505) ;  Daw  v.  Eley  (L.  E, 
1  Eq.  88) ;  Edison  Telephone  Co.  v.  India-rvbher  Co.  (17 
Ch.  D.  137). 

Interrogatories. — In  a  suit  for  an  injunction  a  defendant 
denying  infringement  may  be  compeUed  to  answer  whether 
he  used  the  plaintiff's  materials,  whether  he  makes  any 
addition  to  them,  and  whether  such  addition  makes  any 
difference.  (Renard  v.  Levinstein,  10  L.  T.  n.  s.  94.)  As 
to  the  limits  of  such  discovery  see  Crossley  v.  Tomey 
(2  C.  L.  D.  53) ;  Crossley  v.  Stetvart  (1  N.  E.  426) ;  RoUs  v. 
Isaacs  (W.  N.  1878,  86) ;  Uster  v.  Norton  (2  E.  P.  C.  68)  ; 
Moseley  v.  Victoria  Rubber  Co.  (3  E.  P.  C.  351).    As  to  the 
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discovery  which  a  defendant  in  such  a  suit  may  obtain  from 
the  plaintiff  as  to  his  patent,  oeeRenard  y. Levinstein  (11 L.  T. 
N.  s.  79) ;  Hoffman  v.  PoatiU  (L.  E.  4  Ch.  678) ;  Germ  MiUing 
Co.  V.  Robinson  (8  B.  P.  C.  11) ;  Edison  d  Swan  Co.  v.  Hol- 
land (5  E.  P.  C.  218) ;  Ehrlich  v.  lUee  (6  E.  P.  C.  87). 

A  plaintiff  may  be  interrogated  as  to  documents  in  his 
possession  relating  to  the  preparation  of  his  specification. 
{Moseley  v.  Victoria  Rubber  Co.,  8  E.  P.  C.  851.) 

A  defendant  who  has  furnished  particulars  literally  in 
compliance  with  the  statute  may  be  called  upon  to  answer 
interrogatories  as  to  the  names  and  addresses  of  alleged 
prior  users,  and  whether  the  machines  are  in  existence. 
{Birch  V.  Mather,  L.  E.  22  Ch.  D.  629.) 

Order  for  Production  of  Models  Refused. — In  an  action 
for  the  infringement  of  a  patent  for  improvements  in  presses 
for  pressing  tiles,  the  plaintiff,  after  the  delivery  of  parti- 
culars of  objection,  appUed  to  a  judge  at  chambers  for  an 
order  for  the  production  by  the  defendant  to  the  plaintiff, 
before  the  trial,  of  all  dies,  models,  and  drawings  of  dies 
intended  to  be  produced  by  the  witnesses  on  behalf  of  the 
defendants  at  the  hearing  of  the  action.  The  judge  held 
that  as  the  articles  called  for  were  not  shown  to  be  in  the 
possession  or  power  of  the  defendants,  he  had  no  juris- 
diction to  make  such  an  order,  and  the  Court  of  Appeal 
held  that  he  did  rightly.  {Garrard  v.  Edge,  6  E.  P.  C. 
872.) 

Inspection  of  Documents. — Communications  between  an 
inventor  and  his  patent  agent  are  not  privileged,  and  there- 
fore, where  the  patent  agent  of  a  party  to  an  action  for 
infringement  is  also  his  solicitor,  the  other  party  can  claim 
to  see  the  communications  made  to  the  solicitor  in  his 
capacity  of  patent  agent,  if  there  is  otherwise  no  valid 
objection  to  the  disclosure.  {Moseley  v.  Victoria  Rubber  Co., 
8  E.  P.  C.  351.)  In  this  case  it  was  held  that  the  defendants 
were  entitled  to  inspect  any  communications  between  the 
plaintiff  and  his  patent  agent  bearing  upon  the  preparation 
of  his  specification  under  a  patent  for  an  invention  which 
was  closely  connected  with  the  invention  under  an  earlier 
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patent  obtained  by  the  plaintiff  and  alleged  to  be  infringed 
by  the  defendants. 

The  defendants  in  an  action  for  the  infringement  of  a 
patent  belonging  to  persons  who  previously  to  their  becoming 
the  owners  of  it  had  in  various  proceedings  disputed  or 
made  preparations  for  disputing  its  validity  applied  to  the 
Court  for  an  order  for  the  inspection  of  certain  documents 
relating  to  those  proceedings.  It  was  held  by  a  Divisional 
Court  that  the  defendants  were  entitled  to  have  inspection 
of  all  except  such  as  the  plaintiffs  should  state  on  oath  had 
come  into  existence  merely  to  be  communicated  to  the  soli- 
citor for  the  purpose  of  litigation  actual  or  intended,  and 
either  as  materials  for  briefs  or  for  his  advice  and  con- 
sideration.    (Haslam  Co.  v.  HaU,  5  E.  P.  C.  1.) 

Litigation  had  taken  place  between  two  companies  with 
regard  to  the  validity  of  a  patent  belonging  to  one  of  them. 
They  afterwards  amalgamated  and  the  new  company  brought 
an  action  for  infringement  against  H.  It  was  held  by  the 
Court  of  Appeal  that  H.  was  entitled  to  administer  an  inter- 
rogatory as  to  the  particulars  of  objections  delivered  in  the 
previous  action  between  the  two  companies.  (Edison  d 
Swan  Co.  v.  Holland,  5  E.  P.  C.  218.)^  In  this  case  (p.  216), 
the  practice  with  regard  to  applications  for  leave  to  ad- 
minister interrogatories  having  reference  to  documents 
supposed  to  be  in  the  possession  of  the  opposite  party,  who 
has  already  given  discovery,  is  stated. 

Where  it  seems  probable  from  a  document  produced  by 
one  of  the  litigating  parties  that  he  has  in  his  possession 
other  relevant  documents,  he  may  be  called  upon  to  make  a 
further  affidavit  in  regard  to  those  supposed  documents. 
{Bown  V.  Sansom,  6  E.  P.  C.  515.) 

The  Trial. — Under  the  twenty-eighth  section  of  the  Act 
of  1888  the  action  is  to  be  tried  without  a  jury  unless  the 
Court  shall  otherwise  direct.  Trials  of  patent  cases  have 
very  seldom  taken  place  before  juries  since  the  Act  came 
into  operation. 

By  the  Arbitration  Act  1889  (52  &  58  Vict.  c.  49  s.  14) 
repealing  and  re-enacting  with  slight  variations  the  fifty- 
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seventh  section  of  the  Judicature  Act  of  1878,  the  judge 
before  whom  a  case  requiring  '  scientific  investigation ' 
comes  for  trial  is  empowered  to  send  the  issues  of  fetct  to 
be  tried  before  a  referee.  Where  a  patent  case  had  been 
90  sent  for  trial  before  an  official  referee,  it  was  contended 
by  the  plaintiff  in  the  Court  of  Appeal  that  the  case  was 
not  one  that  required  *  scientific  investigation '  within  the 
meaning  of  the  Judicature  Act,  but  it  was  held  to  be  im- 
possible for  that  CJourt  to  say  that  an  action  for  the  infringe- 
ment of  a  patent  did  not  require  scientific  investigation ; 
and  that,  as  the  judge  had  decided  that  it  did,  the  Court 
would  not  interfere  with  his  discretion.  (Saxby  v.  Gloucester 
Waggon  Co.,  W.  N.  1880,  p.  28.) 

The  referee  will  make  a  report  as  to  the  issues  of  fact 
which  were  sent  to  him  for  trial,  and  his  findings  so  reported 
are  to  be  considered  equivalent  to  the  finding  of  a  jury. 

On  the  trial  of  an  action  for  the  infringement  of  a  patent 
the  Court  has  power,  under  the  Arbitration  Act  1889,  re- 
pealing and  re-enacting  with  variations  sect.  56  of  the 
Judicature  Act  of  1873,  to  order  without  the  consent  of  the 
parties  that  a  competent  person  should  ascertain  facts  or 
make  experiments,  and  report  the  result  of  his  inquiry  for 
the  information  and  guidance  of  the  Court.  (See  Badische 
Anilin  und  Soda  Fabrik  v.  Levinstein,  L.  R.  24  Ch.  Div.  156  ; 
MeUin  v.  Monico,  L.  R.  8  C.  P.  D.  142 ;  Edison  dt  Swan 
Co.  V.  Holland,  5  R.  P.  C.  469.)  The  Court  of  Appeal  some- 
times thinks  fit  to  exercise  this  power.  (Moore  v.  Bennett, 
1  R.  P.  C.  129.) 

By  the  twenty-eighth  section  of  the  Act  of  1883  it  is 
enacted  that,  in  an  action  or  proceeding  for  infringement  or 
revocation  of  a  patent,  the  Court  may,  if  it  thinks  fit,  and 
shall,  on  the  request  of  either  of  the  parties  to  the  proceed- 
ing, call  in  the  aid  of  an  assessor  specially  qualified,  and 
try  and  hear  the  case  wholly  or  partially  with  his  assistance. 
Under  the  third  subsection  of  the  same  section  the  remune- 
ration, if  any,  to  be  paid  to  such  assessor  shall  be  deter- 
mined by  the  Court  and  be  paid  in  the  same  manner  as  the 
other  expenses  of  the  execution  of  the  Act. 
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By  the  nineteenth  section  of  the  Act  of  1883  the  judge 
is  empowered,  in  an  action  for  infringement  or  in  a  pro- 
ceeding for  revocation,  to  give  liberty  to  the  patentee  to 
apply  at  the  Patent  Office  for  leave  to  amend  his  specifica- 
tion, and  to  postpone  the  trial.  (See  the  chapter  on 
Amendments.) 

As  to  the  trial  of  causes  and  issues,  see  Order  XXXVI. 
Rule  6  and  Rule  7  (a)  of  the  Supreme  Court  Rules,  1883. 

The  defendant  in  an  action  for  the  infringement  of  a 
patent  for  a  chemical  process  set  up  by  his  defence  that  he 
had  a  secret  process  which  was  not  an  infringement.  The 
judge,  seeing  that  irreparable  mischief  would  be  done  to 
him  if  he  were  called  upon  to  state  in  open  Court  what  that 
secret  process  was,  in  case  it  should  turn  out  that  the  patent 
was  bad,  allowed  him  not  to  answer  certain  questions  which 
were  put  to  him,  but  left  him  to  determine  for  himself 
whether  he  would  or  not  communicate  his  secret  process  to 
the  Court,  so  that  the  Court  might  be  able  to  determine 
whether  he  infringed  the  patent  or  not.  The  defendant, 
acting  on  the  advice  of  his  counsel,  elected  before  the  termi- 
nation of  the  case  to  disclose  his  secret  to  the  judge,  who 
heard  his  description  of  it  with  closed  doors,  no  persons 
being  present  except  the  parties  and  their  scientific  assist- 
ants. [Badische  Anilin  nnd  Soda  Fabrik  v.  Levinstein,  L.  R. 
24  Ch.  D.  166.)  See  also  Edison  v.  Woodhouse  (3  R.  P.  C. 
172). 

A  model  which  has  not  been  put  in  evidence  may  be 
handed  up  to  the  Court  as  an  example  of  a  class  of  machine, 
in  order  to  explain  counsePs  argument.  (Boyd  v.  Horrocks, 
Appeal,  6  R.  P.  C.  154.) 

Where  a  judge  at  the  trial  of  an  action  is  of  opinion 
that  the  invention  under  the  patent  is  good  subject-matter 
and  is  useful,  and  accordingly  upholds  the  patent  in  these 
respects,  his  decision  will  be  followed  by  another  judge  of 
eo-ordinate  jurisdiction  in  case  the  validity  of  the  same 
patent  is  contested  on  the  same  grounds  by  another  defen- 
dant. (Slazenger  v.  Feltham,  6  R.  P.  C.  132 ;  S.  C.  on 
appeal,  6  R.  P.  C  234.) 
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Evidence. — In  regard  to  the  evidence  it  may  be  useful 
to  remember  that  the  Court  looks  with  distrust  on  experi- 
ments conducted  for  the  express  purpose  of  manufacturing 
evidence  for  the  cause.  {Young  v.  Femie,  5  Giflf,  577  ; 
Betts  V.  NeUson,  L.  R.  8  Ch,  429,  488.) 

By  the  4th  subsection  of  the  29th  section  of  the  Act 
of  1888,  no  evideixce  is  to  be  admitted  at  the  hearing,  ex- 
cept by  leave  of  the  Court  or  a  judge,  in  proof  of  any  alleged 
infringement  or  objection  of  which  particulars  have  not 
been  delivered. 

Hence  under  this  clause  the  Court  at  the  trial  has  a 
discretionary  power  to  allow  the  evidence  to  go  beyond  the 
particulars  of  breaches  or  objections.  (Britain  v.  Hirsch, 
on  appeal,  6  B.  P.  C.  226.) 

Where  particulars  of  breaches  alleged  divers  sales  and 
specified  sales  to  two  persons,  evidence  of  a  sale  to  a  thurd 
person  was  aUowed  where  the  defendant  admitted  having 
had  transactions  with  him.  {Sykes  v.  Howarth^  L.  E.  12  Ch. 
D.  827.) 

As  to  the  mode  of  proving  the  allegation  of  general 
public  knowledge,  see  the  case  of  Holliday  v.  Heppenstall, 
ante,  p.  280,  under  Particulars  of  Objections. 

In  actions  for  infringement  the  onus  of  proof  with  regard 
to  want  of  novelty  is  on  the  defendant,  and  therefore  in  an 
uncontested  case  the  plaintiff  is  not  bound  to  prove  the 
novelty  of  his  invention.  (Peroni  v.  Hudson,  1  B.  P.  C. 
261.) 

An  offer  to  execute  orders  for  swivelling  pumps  in 
response  to  applicants,  no  particular  form  of  swivelling 
pump  being  mentioned,  was  held  not  to  be  evidence  of  'an 
intention  to  infringe  a  patent  for  swivelling  pumps  where 
the  specification  did  not  claim  every  kind  of  that  class  of 
pump.  It  was  to  be  presumed  that  the  offer  referred  to 
such  pumps  as  would  not  be  an  infringement  of  the  patent. 
(Givynne  v.  Drysdale,  2  E.  P.  C.  160;  S.  C,  appeal,  8  E.P.C. 
65.) 

It  was  said  by  Lord  Herschell  in  the  House  of  Lords 
{Badiscke  Anilin  und  Soda  Fahrikv.  Levinstein,  4  E.  P.  C. 
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465),  that  neither  the  patentee  nor  any  other  witness  could 
be  called  to  prove  what  was  the  invention  claimed  by  the 
specification.  That  question  was  to  be  answered  from  a 
critical  examination  of  the  instrument  by  the  Court.  It 
would  seem,  therefore,  that  the  cases  of  Bateman  v.  Gray 
(Macr.  P.  C.  Ill)  and  Crossley  v.  Potter  (Macr.  P.  C.  256) 
are  overruled  as  far  as  they  relate  to  this  point. 

A  patentee  who  has  assigned  his  patent  cannot  be  re- 
strained, on  the  trial  of  an  action  for  infringement  brought 
by  the  assignee  against  a  thurd  party,  from  giving  informa- 
tion  in  his  possession  which  might  tend  to  show  that  the 
patent  is  invalid.  (London  and  Leicester  Hosiery  Co.  v. 
Griswold,  3  E.  P.  C.  251.) 

A  plaintiff  is  entitled  to  adduce  evidence  in  reply  for 
the  purpose  of  rebutting  the  case  set  up  by  the  defendant. 
{Penn  v.  Jack,  L.  R.  2  Eq.  817.) 

As  to  the  circumstances  under  which  the  Court  of 
Appeal  will  admit  or  refuse  further  evidence  in  patent  cases 
under  Order  LVIII.,  Rule  4,  of  the  Supreme  Court  Rules,  1888, 
see  Hindc  v.  Osborne  (2  R.  P.  C.  45) ;  Watling  v.  Stevens 
(8  R.P.  C.  147);  Walker  v.  Hydro-Carbon  Syndicate  (8R.P.C. 
258) ;  American  Braided  Wire  Co.  v.  Thomson  (5  R.  P.  C. 
118) ;  Britain  v.  Hirsch  (5  R.  P.  C.  226) ;  Spencer  v.  Ancoats 
Vale  Rubber  Co.  (6  R.  P.  C.  46) ;  Blakey  v.  Latham  (6  R.  P.  C. 
184). 

The  opinion  of  scientific  witnesses  is  only  admissible  as 
proof  of  facts.  Their  opinion  whether  there  has  been  an 
infringement  or  not,  though  sometimes  received  in  order  to 
save  time,  is  strictly  speaking  inadmissible,  and  if  objected 
to  ought  to  be  rejected.  The  Court  alone  is  to  decide 
questions  of  law.  Per  Lord  Wensleydale,  in  Seed  v.  Higgins 
(8  H.  L.  C.  550).  See  also  Westinghouse  v.  Lancashire  and 
Yorkshire  Railway  Co.  (1  R.  P.  C.  229).  But  although  it  is 
not  for  a  witness  to  construe  a  specification,  it  is  allowable 
to  ask  him  in  an  ordinary  way  what  he  understands  by 
it.  Per  Lord  Halsbury,  C,  in  Kaye  v.  Chubb  (5  R.  P.  C. 
650). 

In  regard  to  the  proof  of  documents  in  the  Patent  Office^ 
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or  of  copies  or  extracts  from  such  documents,  see  Chapter 

xxin. 

Functions  of  the  Judge  and  Jim/  at  the  Trial. — When  a 
patent  case  is  tried  before  a  jury  it  is  the  duty  of  the 
judge,  where  a  specification  comes  into  question,  to  explain 
to  the  jury  what  that  instrument  directs  to  be  done,  and 
it  is  for  the  jury  to  say  whether,  upon  the  evidence,  the 
promised  result  will  be  accomplished  by  pursuing  those 
directions.  (Per  CressweU,  J.,  in  Beard  v.  Egerton,  8  C.  B» 
165 ;  19  L.  J.  C.  P.  86.) 

The  construction  of  a  specification  belongs  to  the  Court 
alone,  but  if  the  case  is  tried  before  a  jury,  then  the  atten- 
dant circumstances  and  the  true  meaning  of  the  technical 
phrases,  if  there  be  any,  are  questions  which  must  be 
ascertained  by  the  jury.  {NeiUon  v.  Harford,  1  W.  P.  C» 
870;  BovMy.  Pimm,  11  Ex.  718;  Ottoy.  Linford,  Court 
of  App.  46  L.  T.  N.  s.  85 ;  United  Telephone  Co.  v.  Bos- 
sano,  8  R.  P.  C.  295.)  *  Where  novelty  or  infringement ' 
(said  Lord  Campbell,  in  Seed  v.  Higgins,  8  H.  L.  C.  561) 
*  depends  merely  on  the  construction  of  the  specification, 
it  is  a  pure  question  of  law  for  the  judge  ;  but  where  the 
consideration  arises  how  far  one  machine  imitates  or  re- 
sembles another  in  that  which  is  the  alleged  invention,  it 
generally  becomes  a  mixed  question  of  law  and  fact  which 
must  be  left  to  the  jury.'  It  is  also  for  the  Court  to  decide 
the  question  as  to  the  identity  of  inventions  described  in 
two  nearly  contemporaneous  specifications,  when  such  ques- 
tions can  be  determined  by  a  simple  comparison  of  the 
specifications.  (Per  Coltman,  J.,  in  Alien  v.  Rawson,  1  C. 
B.  571 ;  per  Pollock,  C.  B.,  in  Tetley  v.  Boston,  at  Nisi 
Prius,  Macr.  P.  C.  68 ;  and  per  Erie,  J.,  in  Bush  v.  Fox^ 
Macr.  P.  C.  168  ;  Booth  v.  Kennard,  2  Hurlst.  <fc  Norm.  84  ; 
Thomas  v.  FoxweU,  6  Jur.  n.  s.  271 ;  Hills  v.  London  Gas 
Light  Company,  5  Hurlst.  &  Norm.  812.  See,  however^ 
the  observations  of  C.  J.  Tindal,  in  Mantz  v.  Foster,  2  W. 
P.  C.  105.)  But  if  anything  more  than  simple  comparison 
is  required  to  determine  the  identity  or  dissimilarity  of  two 
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inventions,  the  question  must  be  submitted  to  the  decision 
cf  the  jury. 

*  We  by  no  means  lay  down  as  a  general  rule '  (said 
Lord  Campbell,  C.  J.,  in  Thomas  v.  Foxwell,  5  Jur.  n.  s. 
87)  'that  upon  a  question  of  novelty  of  invention  such  as 
this,  raised  by  the  comparison  of  two  specifications,  it  must 
necessarily  be  a  question  of  law  for  the  Court.  The  speci- 
fications may  contain  expressions  of  art  and  commerce 
upon  which  experts  must  be  examined,  and  there  may  be 
conflicting  evidence,  raising  a  question  of  evidence  to  be 
determined  by  the  jury.  But  it  is  quite  clear  that  there 
may  be  cases  in  which  the  Court  would  be  bound  to  decide 
the  question  of  novelty  exclusively,  for  the  two  specifica- 
tions might  be,  in  ipsissimis  verbis,  the  same  ;  and  if  they 
be  in  such  plain  and  common  language  that  the  judge  is 
sure  he  understands  their  meaning,  he  is  bound  to  con- 
strue them  as  he  does  other  written  documents.'  '  If  there 
be  two  specifications  to  be  compared '  (said  Lord  Westbury, 
C,  in  Hills  v.  Evans,  4  De  G.  P.  &  J.  288-298),  '  in  order 
to  arrive  at  a  conclusion  of  fact,  the  right  of  drawing  the 
inference  of  fact  from  the  comparison  belongs  to  the  jury, 
and  is  a  question  of  fact,  and  not  a  question  of  law.' 

Steiner  obtained  letters  patent  for  a  new  manufacture 
of  a  certain  colouring  matter  called  garancine,  extracted 
from  madder-root,  and  extensively  used  in  dyeing.  This 
colouring  matter  was  formerly  extracted  by  simply  boiling 
the  root  in  water,  and  the  refuse  matter,  termed  '  spent 
madder,'  was  thrown  aside  as  useless.  Steiner's  process, 
imder  his  first  patent,  obtained  in  1882,  was  the  employ- 
ment of  diluted  sulphuric  acid  of  a  given  strength,  and  he 
proposed  to  apply  it  to  the  extraction  of  the  colouring 
matter  from  both  fresh  and  spent  madder.  In  1848  Steiner 
took  out  another  patent,  specially  applicable  to  the  extrac- 
tion of  garancine  from  spent  madder.  A  much  stronger 
solution  of  sulphuric  acid  was  now  used,  and  heat  was 
employed.  He  thus  obtained  a  large  portion  of  the  garan- 
cine which  had  previously  remained  attached  to  the  woody 
fibre.     C.  B.  Pollock,  at  the  trial  of  an  action  brought  for 
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an  infringement  of  the  latter  patent  {Steiner  v.  Heald, 
2  Gar.  &  Kir.  lOSS),  said,  *  It  appears  to  me  that  this  is 
precisely  the  same  as  if  yon  applied  a  process  to  grapes 
already  imperfectly  squeezed,  by  which  you  squeeze  a  little 
more  juice  out  of  them  than  was  formerly  done.'  Believing 
the  invention  to  be  destitute  of  novelty,  he  directed  the  jury 
that,  in  point  of  law,  the  invention  under  the  second  patent 
was  not  patentable.  The  jury  gave  their  verdict  in  favour 
of  the  defendant,  but  the  verdict  was  set  aside,  and  a  new 
trial  granted  on  the  ground  of  misdirection.  The  judge, 
it  will  have  been  observed,  treated  the  conclusion  to  be 
drawn  from  the  evidence  as  a  matter  of  law ;  whereas  he 
ought  to  have  left  it  to  the  jury  to  say  whether  fresh  and 
spent  madder  had  different  properties,  chemical  or  other* 
wise,  or  whether  they  were  the  same  thing,  with  the  differ- 
ence only  that  part  of  the  colouring  matter  had  been  already 
extracted.  If  the  properties  of  the  two  substances  were 
different,  the  invention  was  a  new  manufacture ;  but  if  the 
two  things  were  the  same,  except  that  one  was  more 
charged  with  colouring  matter  than  the  other,  in  that  case 
the  invention  claimed  would  simply  have  been  the  applica- 
tion of  a  process  already  known,  producing  a  known  result. 
It  was  for  the  jury  to  say,  upon  the  evidence,  whether  the 
invention  was  a  new  manufacture  or  not.  (Steiner  v- 
Heald,  6  Exch.  Rep.  607.) 

The  question  of  infringement  is  one  of  mixed  law  and 
fact.  *  There  may  well  be  a  case '  (said  Lord  CampbeU,  in 
De  la  Rue  v.  Dickinson,  7  E.  &  B.  788)  *  where  the  judge 
may  and  ought  to  take  upon  himself  to  say  that  the  plain- 
tiff has  offered  no  evidence  to  be  left  to  the  jury  to  prove 
infringement,  as  if  there  be  a  patent  for  a  chemical  com- 
position, and  the  evidence  was  that  the  defendant  had  con- 
structed and  used  a  machine  for  combing  wool.  But  if  the 
evidence  has  a  tendency  to  show  that  the  defendant  has 
used  substantially  the  same  means  to  obtain  the  same 
result  as  specified  by  the  plaintiff,  and  scientific  witnesses 
have  sworn  that  the  defendant  actually  has  used  such 
means,  the  question  becomes  one  of  fact  or  of  fact  mixed 
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With  law,  which  the  judge  is  bound  to  submit  to  the  jury.' 
In  deciding  the  question  of  infringement  there  is  (said  Lord 
Wensleydale^  in  Seed  v.  Higgins,  8  H.  L.  Cas,  550)  '  a  ques- 
tion of  fact  wholly  for  the  jury — viz.  what  the  defendants 
have  done  ;  and  if  scientific  evidence  is  necessary  fully  to 
elucidate  the  case  on  either  side,  it  is  no  doubt  admissible ; 
and  in  determining  the  question  of  infringement  the  judge 
must  apply  what  the  jury  find  to  be  true/ 

It  is  a  question  for  the  judge  whether,  on  proof  of  certain 
acts  having  been  done  by  a  defendant,  the  plaintiff  has  any 
case  to  go  to  the  jury.  Per  Lord  Chelmsford,  in  Seed  v* 
Higgins  (8  H.  L.  C.  550). 

Damages :  Account  of  Profits. — It  is  now  settled  that  the 
plaintiff  in  a  patent  action  cannot  have  both  damages  and 
an  account  of  profits,  but  must  elect  between  the  two  which 
he  will  adopt.     {Neilson  v.  Betts,  L.  E.  5  H.  L.  1.) 

In  estimating  the  amount  of  damages  sustained  by  a 
plaintiff  in  respect  of  an  infringement  of  his  patent,  the 
Court  adopts  a  form  of  inquiry  different  from  that  which  it 
employs  in  the  analogous  case  of  an  imitation  of  a  plaintiff's 
trade-mark.  In  the  latter  instance  the  Court  will  not  as- 
sume in  the  absence  of  evidence  that  the  plaintiff  would 
have  sold  all  the  articles  which  the  defendant  has  wrong- 
fully sold.  {The  Leather  Chili  Co.  v.  Hirschfeld,  L.  E.  1 
Eq.  299.)  But  every  sale  without  licence  of  a  patent  article 
must  be  a  damage  to  the  patentee,  and  therefore  the  inquiry 
in  a  patent  case  will  extend  to  the  sale  by  the  defendant  of 
any  articles  made  by  him  since  the  infringement  was  com- 
menced. {Davenport  v.  Rylands,  1  L.  E.  Eq.  808.)  The 
inquiry  will  extend  to  the  sales  by  the  defendant  within  six 
years  before  the  commencement  of  the  proceedings  {Daven- 
port V.  Rylands,  L.  E.  1  Eq.  302 ;  Crossley  v.  Derby  Gas 
Light  Co.,  1 W.  P.  C.  119) ;  but  if  the  plaintiff  be  an  assignee 
of  the  patent  the  amount  will  only  be  taken  from  the  date 
of  the  registration  of  the  assignment  to  him.  {Elwood  v. 
Christy,  5  N.  E.  312.)  And  in  stating  such  an  account  the 
defendant  must  file  an  affidavit,  stating  the  number  of  the 
patented  articles  made  by  him  since  the  date  of  the  patent. 
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and  the  names  and  addresses  of  the  purchasers  to  whom 
the  same  have  been  sold  {Murray  v.  Clayton,  L.  R.  15  Eq. 
115 ;  American  Braided  Wire  Co.  v.  Thomson,  No.  2,  5 
B.  P.  G.  875),  and  the  account  may  be  taken  notwithstand- 
ing the  pendency  of  an  appeal.  {Saxby  v.  Easterhrook,  L.  R. 
7  Ex.  207.) 

Where  separate  proceedings  have  been  taken  against 
the  manufacturer  and  user  of  the  patented  article  the 
plaintiff  may  have  an  account  of  profits  against  the  manu- 
facturer, and  also  damages  against  the  user  (Penn  v.  Bibby, 
L.  R.  3  Eq.  808 ;  United  Telephone  Co.  v.  Walker,  4  R.  P.  C. 
67),  and  he  cannot  be  compelled  to  accept  the  same  royalty 
from  a  litigant  as  he  receives  from  others  (ibid.) ;  but  a 
patentee  being  himself  a  manufacturer  of  the  patented 
article,  and  having  been  in  the  habit  of  licensing  the  use  of 
his  invention  on  payment  of  a  fixed  royalty,  is  not  entitled 
to  claim  as  against  an  infringer  a  manufacturing  profit  in 
addition  to  his  ordinary  royalty  {Penn  v.  Jack,  L.  R.  5  Eq. 
81) ;  and  where  such  a  patentee  had  in  some  instances 
received  from  users  (not  being  the  manufacturers  of  the 
patented  article)  his  ordinary  royalty,  it  was  held  that  in 
every  such  case  no  further  royalty  was  payable  by  the 
manufacturer  {ibid.). 

Where  there  has  been  unnecessary  delay  in  filing  the 
bill  an  account  of  profits  before  the  filing  of  the  bill  will 
not  be  ordered.  {Harrison  v.  Taylor,  11  Jur.  n.  s.  408 ; 
Beard  v.  Turner,  13  L.  T.  n.  s.  746  ;  Ford  v.  Foster,  L.  R. 
7  Ch.  616  ;  Crossley  v.  Derby  Gas  Light  Company,  1  Web. 
P.  C.  120.) 

In  taking  the  account  of  profits  made  by  the  use  of  his 
invention,  a  successful  plaintiff  is  entitled  to  know  for  com- 
parison the  profits  made  by  the  defendants  in  their  business 
prior  to  the  date  at  which  they  first  used  the  plaintiff's  in- 
vention.    {Siddell  V.  Vickers,  6  R.  P.  C.  464.) 

The  material  question  for  consideration  in  estimating 
damages  is  the  actual  loss  entailed  on  the  patentee,  not  the 
profit  made  by  the  infringer.  {United  Horsenail  Company 
V.  Stewart,  L.  R.  18  App.  Ca.  418.)      And  in  that  case 
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it  was  laid  down  that  the  measure  of  damages  was  the 
extent  to  which  the  infringing  articles  interfered  with  the 
sale  of  the  patented  goods.  And  see  American  Braided 
Wire  Co.  v.  Thomson  (6  Times  R.  251). 

As  to  the  measure  of  damages  and  the  principle  of 
assessment  where  the  infringing  articles  are  only  partly 
covered  by  the  patent,  and  are  let  out  at  a  rental,  see  United 
Telephone  Company  v.  Walker  dt  Oliver  (4  E.  P.  C.  62). 

When  an  amendment  by  way  of  disclaimer,  correction^ 
or  explanation  has  been  allowed  under  the  Patents  Act  of 
1888  (see  sect.  20),  no  damages  are  obtainable  in  any  action 
in  respect  of  the  use  of  the  invention  before  the  amend- 
ment unless  the  patentee  establishes  to  the  satisfaction  of 
the  Court  that  his  original  claim  was  framed  in  good  faith 
and  with  reasonable  skill  and  knowledge. 

The  seventeenth  section  of  the  Patents  Act  of  1883 
directs  (subsect.  4  h)  that  if  any  proceeding  shall  be  taken 
in  respect  of  an  infringement  of  a  patent  committed  after  a 
failure  to  make  any  prescribed  payment  within  the  pre- 
scribed time  and  before  the  enlargement  of  the  time,  the 
Court  before  which  the  proceeding  is  proposed  to  be  taken 
may,  if  it  shall  think  fit,  refuse  to  award  or  give  any 
damages  in  respect  of  such  infringement. 

Perpetual  Injunctions, — The  plaintiff  is  entitled  to  a 
perpetual  injunction  to  restrain  future  infringements  when 
the  validity  of  the  patent  has  been  conclusively  established^ 
and  the  fact  of  infringement  has  been  proved.  And  if  the 
defendant  chooses  to  submit  the  injunction  may  be  obtainecE 
without  proceeding  to  trial. 

Rule  16  of  order  LVIII.  of  S.  C.  R.  directs  that  there* 
shall  be  no  stay  of  proceedings  pending  appeal,  except  so 
far  as  the  Court  appealed  from  or  a  judge  thereof  or  the 
Court  of  Appeal  may  order.  See  Flower  v.  Lloyd  (36  L.  T. 
N.  s.  444) ;  Washburn  dc  Co.  v.  Patterson  (1  R.  P.  C.  158, 
171) ;  EasterbrookY.  G.  W.  R.  Co.  (2  R.  P.  C.  201) ;  Hocking 
V.  Eraser  (3  R.  P.  C.  7) ;  OUo  v.  Steel  (3  R.  P.  C.  109) ; 
Kaye  v.  Chubb  (4  R.  P.  C.  23) ;  Humjjherson  v.  Syer  (4  R.  P.  C. 
184). 
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A  patentee  after  disclaiming  will  not  be  aUowed  to 
enforce  an  injunction  obtained  before  disclaiming,  but  must 
proceed  de  novo.  (Dudgeon  v-  Thomson,  L.  R.  8  App.  Cas. 
84.) 

Delivery  up  or  Destruction  of  Machines. — The  Court  has 
power  to  order  the  infringing  machines  to  be  delivered  up 
to  the  plaintiff,  as  well  as  any  articles  in  the  defendant's 
possession  made  by  them.  It  may  also  order  the  destruc- 
tion of  machines  made  in  violation  of  a  patent.  {Betts  v.  De 
ntre,  84  L.  J.  n.  s.  289,  291 ;  Tangye  v.  Stott,  14  W.  E. 
886.)  However,  where  the  patent  was  for  a  combina- 
tion, and  the  defendant  might  stiU  use  for  other  purposes 
the  several  parts  of  the  machine,  Wood,  V.  C,  refused  to 
order  the  machines  to  be  destroyed,  but  directed  them  to 
be  marked  so  as  to  prevent  their  being  used  at  any  future 
time  in  such  a  way  as  to  continue  the  infringement.  (Need- 
ham  V.  Oxley,  8  L.  T.  n.  s.  604.)  In  Plimpton  v.  Malcolmson 
(Seton  on  Decrees,  4th  ed.  p.  854),  the  order  was  that  the 
defendant  should  upon  oath  deliver  up  to  the  plaintiff,  or 
break  up  or  otherwise  render  unfit  for  use,  the  articles 
complained  of.  See  also  Frearson  v.  Loe  (L.  R.  9  Ch.  D. 
48,  67). 

SCOTLAND. 

The  107th  section  of  the  Patents  Act  of  1883  directs 
that  in  any  action  for  infringement  of  a  patent  in  Scotland 
the  provisions  of  the  Act,  with  respect  to  calling  in  the  aid 
of  an  assessor,  shall  apply,  and  the  action  shall  be  tried 
without  a  jury,  unless  the  Court  shall  otherwise  direct ;  but 
otherwise  nothing  shall  affect  the  jurisdiction  and  forms  of 
process  of  the  Courts  in  Scotland  in  such  an  action,  or  in 
any  action  or  proceeding  respecting  a  patent  hitherto  com- 
petent to  those  Courts.  For  the  purposes  of  this  section 
*  Court  of  Appeal'  is  to  mean  any  court  to  which  such 
action  is  appealed. 

And  by  the  111th  sectioi;i  the  provisions  of  the  Act 
conferring  a  special  jurisdiction  on  the  Court  as  defined  by 
the  Act  shall  not,  except  so  far  as  the  jurisdiction  extends, 
affect  the  jurisdiction  of  any  court  in  Scotland  in  any  pro- 
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eeedings  relating  to  patents;  and  with  reference  to  any 
such  proceedings  in  Scotland  the  term  *  the  Court '  shall 
mean  any  Lord  Ordinary  of  the  Conrt  of  Session,  and  the 
term  *  Court  of  Appeal '  shall  mean  either  division  of  the 
said  Court. 

B.  S.  C.  0.  XI.  r.  2  provides  that  where  leave  is  asked  of 
the  Conrt  or  a  judge  to  serve  a  writ  under  r.  1,  in  Scotland 
or  Ireland,  if  it  shall  appear  that  there  may  be  a  concurrent 
remedy  in  either  country,  the  Court  or  judge  shall  have 
regard  to  the  comparative  cost  and  convenience  of  proceed- 
ing in  England,  or  in  the  place  of  residence  of  the  person 
sought  to  be  served.  As  to  Scotland,  see  Re  Burland*s 
Trade  Mark  (L.  E.  41  Ch.  D.  542) ;  Marshall  v.  Marshall 
(L.  R.  38  Ch.  D.  830) ;  and  as  to  Ireland  see  Washburn  dc. 
Company  v.  Cunard  Steamship  Company  and  Parkcs  (6  E.P.  C. 
898). 

IRELAND. 

By  section  1 10  of  the  Act  of  1883  all  parties  shall,  notwith- 
standing anything  in  the  Act,  have  in  Ireland  their  remedies 
under  or  in  respect  of  a  patent  as  if  the  same  had  been 
granted  to  extend  to  Ireland  only.  And  by  the  111th 
section  the  jurisdiction  of  any  court  in  Ireland  in  proceed- 
ings relating  to  patents  is  not  to  be  affected  by  the  pro- 
visions of  the  Act  conferring  a  special  jurisdiction  on  the 
Court  as  defined  by  the  Act,  except  so  far  as  the  latter 
jurisdiction  extends ;  and  with  reference  to  any  such  pro- 
ceedings in  Ireland,  the  terms  *  the  Court '  and  *  the  Court 
of  Appeal'  re8i)ectively  are  to  mean  the  High  Court  of 
Justice  in  Ireland  and  Her  Majesty's  Court  of  Appeal  in 
Ireland. 

ISLE   OF  MAN. 

By  the  112th  section  of  the  Act  of  1883  it  is  enacted  that 
it  shall  extend  to  the  Isle  of  Man,  but  that  nothing  therein 
shall  affect  the  jurisdiction  of  the  Courts  in  the  Isle  of 
Man  in  proceedings  for  infringement,  or  in  any  action 
or  proceeding  respecting  a  patent  competent  to  those 
Courts. 
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COSTS  AND  CERTIFICATES.* 

The  successful  plaintiff  is  entitled  to  his  costs,  unless 
his  conduct  has  been  such  as  to  induce  the  judge  to  deprive 
him  of  them.    {Nunn  v.  Alhvqiierque,  31  Bea.  596.) 

In  patent  actions  costs  are  usually  allowed  on  the  higher 
scale  (see  E.  S.  C.  0.  LXV.  rr.  8,  9)  on  account  of  the  im- 
portance or  special  nature  and  difficulty  of  the  cases  ;  and 
costs  as  between  solicitor  and  client  are  obtainable  under 
the  Slst  section  of  the  Act  of  1883.    (See  post) 

The  plaintiff  will  not  be  deprived  of  costs  because  he 
did  not  apply  to  the  defendant  before  taking  proceedings 
(Burgess  v.  Hateley,  26  Bea.  249 ;  Upmann  v.  Forrester, 
24  Ch.  D.  231),  nor  because  the  defendant  was  unacquainted 
with  the  plaintiff's  rights,  nor  because  he  had  no  intention 
to  do  wrong.  {Burgess  v.  Hills,  26  Bea.  244;  Cooper  v. 
Whittingham,  24  Ch.  D.  231.) 

After  judgment  has  been  delivered  the  counsel  on  both 
sides  will  at  once  apply  to  the  judge  for  the  certificates  to 
which  they  may  be  respectively  entitled.  A  reasonable 
time  after  trial  is  sometimes  allowed  to  a  party  for  apply- 
ing on  paying  the  costs  of  the  motion.  (Rowcliffe  v.  Morris, 
3  R.  P.  C.  145.) 

No  appeal  lies  from  the  grant  of  a  judge*s  certificate,  as 
it  is  not  a  judgment  or  order  within  s.  19  of  the  Judicature 
Act,  1873.     {Haslam  Company  v.  Hall  (2),  5  K.  P.  C.  144.) 

It  is  directed  by  the  sixth  subsection  of  the  twenty- 
ninth  section  of  the  Act  of  1883,  that  on  the  taxation  of 
costs,  regard  shall  be  had  to  the  particulars  delivered  by 
the  plaintiff  and  by  the  defendant,  and  they  respectively 
shall  not  be  allowed  any  costs  in  respect  of  any  particulars 
delivered  by  them  unless  the  same  is  certified  by  the  Court 
or  a  judge  to  have  been  proven,  or  to  have  been  reason- 
able and  proper,  without  regard  to  the  general  costs  of  the 
case. 

The  taxing  master  has  no  power  without  the  jul.^e's 
certificate  to  allow  the  successful  defendant's  costs  of  his 

*  See  the  cases  as  to  costs  collected  in  Mr.  W.  N.  Lawson*s  cited  work 
pp.  176-189. 
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particulars  of  objection  which  he  had  not  been  called  upon 
to  prove  at  the  trial,  as  the  action  had  been  dismissed 
(with  costs)  on  the  ground  that  the  plaintiff's  invention  was 
not  subject-matter.    {Longhottom  v.  Skaw,  6  R.  P.  C.  610.) 

Although  a  patent  is  adjudged  to  be  invalid,  and  the 
plaintiff  has  to  pay  the  general  costs  of  the  action,  yet  on 
the  principle  that  parties  ought  not,  even  when  right  in 
the  action,  to  add  to  the  expenses  by  fighting  issues  in 
which  they  are  wrong,  the  plaintiff  has  been  held  to  be 
entitled  to  the  costs  occasioned  by  the  issues  raised  by  those 
particulars  of  breaches  which  the  defendant  failed  to  prove. 
(Badische  Anilin  und  Soda  Fabrik  v.  Levifistein,  2  R.  P.  C. 
117 ;  Automatic  Weighing  Machine  Company  v.  Knight, 
6  R.  P.  C.  297 ;  Griffin  v.  Fearer,  6  R.  P.  C-  896.) 

Where  a  defendant  not  only  denied  infringement  but 
also  contested  the  validity  of  a  patent,  and  the  result  was 
that  infringement  was  proved,  but  the  patent  was  found  to 
be  invalid,  the  plaintiff  was  held  to  be  entitled  to  the  costs  of 
the  issue  in  respect  of  the  infringement.  (Pooley  v.  Pointon, 
2  R.  P.  C.  167.)  And  so  when  the  plaintiffs  succeeded  on  a 
distinct  issue,  though  defeated  in  the  action  generally,  they 
were  held  to  be  entitled  to  the  costs  of  that  issue.  {Blank  v. 
Footm^auj  5  R.  P.  C.  661.)  But  on  the  other  hand,  see 
Guilbert'Martin  v.  Kerr  (4  R.  P.  C.  23) ;  Edison  d-  Swan 
Company  v.  Holland  (5  R.  P.  C.  483) ;  Blakey  v.  Latham 
(6  R.  P.  C.  88). 

The  plaintiffs  sued  for  the  infringement  of  two  patents, 
but  abandoned  one  at  the  trial,  whilst  they  succeeded  on 
the  other.  They  were  ordered  to  pay  such  costs  as  were 
occasioned  by  their  suing  on  the  abandoned  patent.  (Hock- 
ing V.  Fraser,  8  R.  P.  C.  7.)  And  so  where  a  plaintiff  sued 
on  three  patents,  but  only  succeeded  on  one,  he  was  directed 
to  pay  such  costs  as  had  been  incurred  by  including  the 
other  two  in  the  claim.  {Edison  v.  Woodhouse,  3  R.  P.  C. 
178.) 

The  proprietors  of  two  patents  having  brought  an  action 
on  each  against  the  same  defendant,  the  judge  allowed  the 
plaintiffs  only  such  costs  as  they  would  have  been  entitled 
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to  had  they  joined  both  patents  in  one  action.     {United 
Telephone  Co.  v.  Sharpies,  2  R.  P.  C.  28.) 

If  a  defendant  raises  issues  which  are  abandoned  at  the 
trial,  the  ansaccessful  plaintiff  is  entitled  to  the  costs  of 
those  issues.  (American  Braided  Wire  Co.  v.  Thomson, 
4  R.  P.  C.  822.) 

Third  parties  who  appeared  in  the  Court  below  and  in 
the  Court  of  Appeal,  although  not  made  defendants,  were 
ordered  to  pay  costs.  {Edison  d-  Swan  Co.  v.  Holland, 
6  R.  P.  C.  243.) 

As  to  the  proper  certificates  in  cases  where  judgment  is 
given  at  the  trial  for  the  defendants  who  are  not  called 
upon  to  go  into  their  defence,  see  Germ  Milling  Co.  v. 
Robinson  (8  R.  P.  C.  254) ;  Longbottom  v.  Shaw  (6  R.  P.  C. 
148). 

At  the  trial  of  an  action  for  infringement,  the  judge 
found  for  the  plaintiff,  but  on  appeal  his  decision  was 
reversed,  and  the  Court  of  Appeal  gave  the  defendant  such 
certificates  as  to  costs  as  ought  to  have  been  given  by  the 
judge  who  tried  the  case,  if  his  decision  had  been  in  con- 
formity with  that  of  the  Court  of  Appeal.  {Humpherson  v. 
Syer,  4  R.  P.  C.  416 ;  Cole  v.  Saqui,  6  R.  P.  C.  45.  And  see 
Cropper  v.  Smith,  2  R.  P.  C.  61.) 

When  a  patent  case  is  carried  to  the  Court  of  Appeal, 
and  can  there  be  decided  at  once  on  one  short  point,  the 
Court  will  refuse  to  go  on  with  it,  simply  for  the  purpose  of 
ascertaining  how  the  costs  should  be  apportioned  between 
the  parties.  {Longbottom  v.  Shaw,  6  R.  P.  C.  147 ;  Boyd  v. 
Horrocks,  6  R.  P.  C.  162 ;  Blakey  v.  Latham,  6  R.  P.  C. 
190.)  But  sometimes  the  Court  of  Appeal,  on  reversing 
the  judgment  in  the  Court  below,  will  refer  the  case  back 
to  the  judge  who  tried  the  case  to  deal  with  the  question  of 
costs.  {Combined  Weighing  dec.  Co.  v.  Automatic  Weighing 
Machine  Co.,  6  R.  P.  C.  502.) 

The  following  cases  relating  to  certificates  of  proof  of 
particulars  of  breaches  may  be  referred  to :  Young  v.  Ro- 
sentlial  (1  R.  P.  C.  41) ;  Germ  Milling  Co.  v.  Robinson 
(8  R.  P.  C.  260) ;  Bray  v.  Gardner  (4  R.  P.  C.  406). 
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And  as  to  certificates  of  proof  of  particulars  of  objections, 
see  Cropper  v.  Smith  (2  B.  P.  C.  61) ;  Lawrence  v.  Perry 
<2  E.  P.  C.  179) ;  Germ  Milling  Co.  v.  Robinson  (3  B.  P.  C. 
254) ;  Rothwell  v.  King  (2)  (4  B.  P.  C.  397) ;  Albo-Carbon 
Light  Co.  v.  Kidd  (4  B.  P.  C.  539);  Badham  v.  Bird 
(5  E.  P.  C.  238) ;  Oddy  v.  Smith  (5  E.  P.  C.  509) ;  Long- 
bottom  V.  Shaw  (5  B.  P.  C.  502). 

By  the  thirty-first  section  of  the  Act  of  1883,  it  is 
enacted  that,  in  an  action  for  infringement  of  a  patent,  the 
Court  or  a  judge  may  certify  that  the  validity  of  the  patent 
came  in  question  ;  and  if  the  Court  or  a  judge  so  certifies, 
then  in  any  subsequent  action  for  infringement,  the  plaintiff 
in  that  action,  on  obtaining  a  final  order  or  judgment  in 
his  favour,  shall  have  his  full  costs,  charges,  and  expenses 
as  between  solicitor  and  client,  unless  the  Court  or  judge 
trying  the  action  certifies  that  he  ought  not  to  have  the 
same. 

In  a  case  where  the  defendant  did  not  appear  at  the 
trial,  and  the  plaintijff  had  judgment,  the  judge  refused  to 
give  a  certificate  that  the  validity  of  the  patent  had  come 
into  question,  holding  that  the  section  only  applied  when 
the  patent  was  established  in  a  case  contested  in  Court. 
{Peroni  v.  Hudson,  1  E.  P.  C.  261.)  On  the  other  hand,  in 
Haydock  v.  Bradbury  (4  B.  P.  C.  74),  the  judge,  under 
similar  circumstances,  gave  the  certificate. 

In  an  action  for  alleged  infringemient,  where  the  plaintiff 
proved  the  validity  of  the  patent,  but  failed  to  prove  the 
infringement,  the  judge  gave  the  certificate.  {Automatic 
Weighing  Machine  Co.  v.  Knight,  6  B.  P.  C.  120.) 

Judgment  was  given  for  the  defendant  in  an  action  for 
infringement,  the  patent  being  declared  invalid  by  reason 
of  one  of  the  claims  having  been  anticipated.  The  judge, 
however,  gave  the  plaintiff  a  certificate  that  the  validity  of 
the  patent  had  come  in  question  in  the  action.  {Haslam 
Co.  V.  HaU,  5  B.  P.  C.  26.) 

Where  the  validity  of  a  patent  was  impeached  on 
grounds  different  from  those  brought  forward  in  a  former 
action,  in  which  its  validity  was  established,  and  the  judge's 
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certificate  to  that  effect  was  obtained,  costs  as  between 
solicitor  and  client  were  refused,  and  costs  on  the  higher 
scale  were  given  to  the  successful  plaintiff  in  the  second 
a<5tion.     {Otto  v.  Steel,  8  E.  P.  C.  120.) 

A  certificate  of  validity  is  not  available  in  an  action  by 
the  same  plaintiff  against  another  defendant,  if  it  was 
given  after  the  later  action  was  commenced.  {Automatic 
Weighing  Machine  Co.  v.  International  Hygienic  Society, 
6  R.  P.  C.  476.) 

As  to  other  questions  in  regard  to  costs  as  between  soH- 
citor  and  client,  after  the  validity  of  the  patent  has  been 
established  in  a  previous  action,  see  United  Telephone  Co.  v. 
Townshend  (3  R.  P.  C.  10) ;  United  Telephone  Co.  v.  St. 
George  (8  R.  P.  C.  889) ;  United  Telephone  Co.  v.  Patterson 
(6  R.  P.  C.  140). 

The  Vice-Chancellor  of  the  County  Palatine  of  Lan- 
caster is  not  a  Court  or  judge  within  the  meaning  of  the 
81st  section,  and  cannot  grant  a  certificate  thereunder. 
{Proctor  V.  Sutton  Lodge  Chemical  Co.,  5  R.  P.  C-  184.) 

In  the  case  of  Davenport  v.  Itylands  (L.  R.  1  Eq.  308), 
under  the  corresponding  section  in  the  Act  of  1862,  Sir 
W.  P.  Wood,  V.  C,  decided  that  a  patentee  who  has  ob- 
tained this  certificate  may  have  his  full  costs  in  any  subse- 
quent action  for  infringement,  although  the  validity  of  the 
patent  may  not  have  been  in  question  in  such  action.  See, 
however.  Automatic  Weighing  Machine  Co.  v.  International 
Hygienic  Society  (6  R.  P.  C.  475). 

As  to  what  is  a  sufficient  certificate  to  enable  the  Court 
to  direct  the  costs  to  be  taxed  as  above  mentioned,  see  Betts 
V.  De  Vitre  (11  Jur.  n.  s.  11),  Bovill  v.  Hadley  (17  C.  B. 
K.  s.  486). 

Other  cases  relating  to  the  certificate  are  Stacker  v. 
Rodgers  (1  C.  &  R.  99) ;  Ball  v.  Lelm  (*  Times,'  April  14, 
1881). 

When  directors  of  a  limited  company  are  active  pai*ties 
in  an  infringement  of  a  patent  by  the  company,  they  may 
be  made  parties  to  a  suit  against  the  company,  and  may  be 
ordered  personally  to  pay  the  costs  of  suit.    {Betts  v.  De 
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Vitre,  11  Jur.  n.  s.  9,  aflBrmed  on  appeal,  L.  R.  8  Ch.  429. 
See  also  Spencer  v.  Ancoats  Vale  Rtibber  Co.  6  E.  P.  C. 
46.) 

See  further  as  to  the  taxation  of  costs  in  patent  snits^ 
Smith  V.  BuUer  (L.  R.  19  Eq.  478) ;  Batky  v.  Kynock 
(L.  E.  20  Eq.  682) ;  Weginann  v.  Corcoran  (27  W.  N. 
867). 
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CHAPTER  XIX. 

ACTIONS   TO   RESTRAIN   A   PATENTEE'S   THREATS. 

By  the  thirty-second  section  of  the  Act  of  1883  it  was 
enacted  that  if  any  person  claiming  to  be  the  patentee  of 
an  invention,  by  circulars,  advertisements,  or  otherwise, 
threatens  any  other  person  with  any  legal  proceedings  or 
liabiUty  in  respect  of  any  alleged  manufacture,  use,  sale,  or 
purchase  of  the  invention,  any  person  or  persons  aggrieved 
thereby  may  bring  an  action  against  him,  and  may  obtain 
an  injunction  against  the  continuance  of  such  threats,  and 
may  recover  such  damage  (if  any)  as  may  have  been  sus- 
tained thereby,  if  the  alleged  manufacture,  use,  sale,  or 
purchase  to  which  the  threats  related  was  not  in  fact  an 
infringement  of  any  legal  rights  of  the  person  making  such 
threats.  But  this  section  is  not  to  apply  if  the  person 
making  such  threats  with  due  diligence  commences  and 
prosecutes  an  action  for  infringement  of  his  patent. 

Previously  to  the  passing  of  this  Act  it  had  been  held 
that  it  was  necessary  to  show  a  want  of  good  faith,  that  is, 
an  absence  of  reasonable  and  probable  cause,  as  well  as  the 
untruth  of  his  assertions,  to  render  a  patentee  liable  for 
threatening  to  take  legal  proceedings.  [HaUeyy.Brotherhood^ 
L.  E.  15  Ch.  D.  614,  and  19  C.  D.  886 ;  Bnmett  v.  Tate, 
45  L.  T.  N.  s.  742 ;  Societe  Anonyme  v.  Tilghman's  Co.,  25 
Ch.  D.  1 ;  Sugg  v.  Bray,  2  R.  P.  C.  228.)  But  now  the 
threatening  patentee  ctonot  rely  on  the  absence  of  proof 
of  Tfiala  Jides  as  a  good  defence,  unless  by  bringing  and 
diligently  prosecuting  an  action  for  infringement  he  bars 
the  application  of  the  earlier  part  of  the  thirty-second 
section.  Where  a  patentee  did  so,  and  failed  to  support 
the  validity  of  the  patent  at  the  trial,  and  then  the  action 
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to  restrain  the  issue  of  the  circulars  came  on  for  hearing, 
at  which  evidence  of  Tnala  fdcs  was  not  forthcoming,  the 
judge  said,  unless  there  is  plain  evidence  of  malice  there  is 
no  cause  of  action.  The  action  was  therefore  dismissed, 
but  without  costs.  {Sharp  v.  Brauery  3  E.  P.  C.  193.  See 
also  Challender  v.  Royle,  4  E.  P.  C.  371.) 

It  was  at  one  time  supposed  that  in  an  action  for  an 
injunction  to  restrain  threats  under  the  thirty-second  section 
of  the  Act  the  validity  of  the  threatening  defendant's 
patent  could  not  be  impeached  ;  but  it  is  now  settled  that 
the  plaintiff  in  such  an  action  may  prove,  in  either  of  two 
ways,  that  he  has  not  infringed  any  legal  right  of  the 
defendant,  the  person  making  the  threats.  Either  he 
may  show  that  he  has  not  infringed  a  valid  patent ;  or  he 
may  prove  that  the  patent  is  invalid,  and  therefore  that 
he  has  not  infringed  any  legal  right  of  the  defendant.  In 
the  latter  case  the  defendant  is  entitled  to  have  the  same 
notice  of  objections,  and  the  same  right  of  beginning  and 
replying  at  the  trial,  as  if  he  had  been  plaintiff  in  an 
action  for  infringement.  See  Challender  v.  Royle  (4  E.  P.  C. 
368) ;  Kurtz  v.  Spence  (4  E.  P.  C.  427 ;  S,  C.  5  E.  P.  C. 
161) ;  HerrburgerY.  Squire  (6  E.  P.  C.  681) ;  S.  C.  on  appeal 
(6  E.  P.  C.  194).» 

It  may  be  useful,  perhaps,  to  give  in  a  short  analytical 
shape  the  result  of  the  cases  relating  to  actions  to  restrain 
threats  by  a  patentee  brought  by  persons  aggrieved  under 
the  82nd  section  of  the  Act  of  1888. 

(1.)  When  the  patentee  refuses  to  bring  an  action  for 
infringement :  (a)  if  the  plaintiff  shows  that  the  patent  is 
invalid,  or  that  he  has  not  infringed  it,  he  will  succeed, 
without  regard  to  the  question  of  the  patentee's  bona  Jid^» 
in  making  the  threats.  {Kurtz  v.  Spence^  5  E.  P.  C.  161 ; 
Herrburger  v.  Squire,  5  E.  P.  C.  681.)     But  (/>)  if  it  is 

>  Besides  the  c^ses  cited,  the  following  have  a  bearing  upon  minor  points 
in  actions  under  the  thirty-second  section :  Union  Electrical  Power  and 
Light  Co,  v.  Electrical  Power  Storage  Co.  (6  R.  P.  C.  329) ;  ColUy  v.  Hart 
(6  R.  P.  C.  17  ;  7  R.  P.  C.  101). 
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shown  at  the  trial  that  the  patent  is  valid,  and  that  it  has 
been  infringed,  the  plaintiff  in  the  threat  action  will  fail. 
{Cramptan  v.  Patents  Investment  Co.^  5  R.  P.  C.  382.) 

(2,)  When  the  patentee  brings  an  action  for  infringe- 
ment, and  (a)  succeeds  at  the  trial  in  showing  the  validity 
of  his  patent  and  its  infringement,  the  action  for  threats 
will  be  decided  in  his  favour  {Automatic  Weighing  Machine 
Co.  V.  Combined  Weighing  Machine  Co,,  6  E.  P.  C.  121) ; 
and  (b)  even  if  the  patentee  fails  to  establish  the  vaUdity 
of  his  patent,  or  the  fact  of  its  infringement,  he  will  still 
not  be  liable  in  the  threat  action  unless  absence  of  bona 
fides  is  shown  (as  before  the  Act  of  1888) .  Sharp  v.  Brauer 
<8  B.  P.  C.  198) ;  Combined  Weighing  dc.  Co.  v.  Automatic  <tc, 
Co.  (6  E.  P.  C.  502)  ;  Colley  v.  Hart  (7  E.  P.  C.  101). 

Threats. — The  first  question  to  be  considered  is,  has  a 
patentee  threatened  legal  proceedings  within  the  meaning 
of  the  words  *  circulars,  advertisements,  or  otherwise  ? '  A 
letter  from  the  patentee's  solicitor  may  be  a  threat  for 
which  the  aggrieved  person  may  proceed  against  the  client. 
{Driffield  dc.  Co.  v.  Waterlow  d:  Co.,  8  E.  P.  C.  46 ;  Crampton 
V.  Patents  Investment  Co.,  6  E.  P.  Ct  898 ;  Combined  Weighing 
dc.  Co.  V.  Automatic  dc.  Co.,  6  E.  P.  C.  506.)  See,  how- 
ever, remarks  of  North,  J.,  Barrett  v.  Day  (7  E.  P.  C.  54). 

Notices  by  letters  addressed  by  a  patentee  to  persons 
who  were  using  an  invention  of  the  plaintiff,  and  so  framed 
as  to  lead  people  to  believe  that  the  patentee  was  complain- 
ing of  the  plaintiff's  invention  as  being  an  infringement  of 
the  patent,  were  held  to  be  threats  within  the  meaning  of 
the  section.  {Burt  v.  Morgan,  4  E.  P.  C.  278.)  Then  letters 
written  '  without  prejudice '  may  contain  threats  within  the 
section.  {Kurtz  v.  Spence,  5  E.  P.  C.  178.)  Also  a  private 
letter  written  by  the  patentee  to  a  customer  of  the  plaintiff. 
{Walker  v.  Clarke,  4  E.  P.  C.  111.) 

Pending  an  action  for  infringement,  the  plaintiff  has  no 
right  to  advertise  a  positive  statement  that  the  defendant 
has  infringed,  and  he  may  be  restrained  if  he  does  so 
advertise.    {Gaulard  v.  Lindsay,  4  E.  P.  C.  189.) 

But  qucere  whether  mere  warnings  to  the  public  in 
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respect  of  the  future  are  threats  within  the  meaning  of  the 
section.     {ChaUender  v.  Royle,  4  E.  P.  C.  874.) 

The  judges  sitting  in  banc  refused  an  injunction  to  re- 
strain a  patentee  from  sending  out  circulars  containing  & 
verbatim  report  copied  from  a  newspaper  of  the  trial  of  an 
action  for  the  infringement  of  his  patent,  the  trial  having 
terminated  in  his  favour,  and  the  applicants  for  the  injunc- 
tion being  the  defendants  in  the  action.  (Haytvard  v.  Hamil- 
ton, '  Engineer/  vol.  xlviii.  p.  428;  S.  C,  1  Griffin  P.  C.  116.) 

Interlocutory  Injunctions. — An  interlocutory  injunction 
to  restrain  threats  must  not  be  moved  for  ex  parte.  Notice 
of  motion  must  be  given  in  the  regular  way.  {Wilson  v. 
Church  Engineering  Co.,  2  E.  P.  C.  175.)  An  interlocutory 
injunction  was  refused  when  the  defendant,  the  patentee, 
undertook  to  proceed  with  due  diligence  with  an  action 
against  the  plaintiff  for  an  infringement  of  the  patent,  but 
was  afterwards  granted  on  his  neglecting  to  perform  the 
undertaking.  {Household  v.  Fairhum,  1.  E.  P.  C.  109  ;  8.  C, 
2  E.  P.  C.  140.)  A  motion  for  an  interlocutory  injunction 
to  restrain  the  circulation  of  circulars  issued  by  limited 
licensees  was  ordered  to  stand  over  until  after  the  trial  of 
an  action  for  infringement  brought  by  a  patentee  against 
the  plaintiffs  in  the  action  for  an  injunction.  {Barnett  v. 
Barretts  Co.,  1  E.  P.  C.  9,  and  see  Combined  Weighing  dc. 
Co.  V.  Automatic  Weighing  Machine  Co.,  6  E.  P.  C.  504.) 

Where  a  plaintiff,  pending  an  action  brought  by  him  for 
an  infringement,  has  obtained  leave  from  the  Court  to 
amend,  but  has  not  yet  amended,  his  specification  by  dis- 
claimer, he  will  not  be  allowed  to  issue  circulars  threatening 
the  customers  of  the  defendant  with  legal  proceedings,  and 
the  defendant  in  the  action  for  infringement  may  move 
for  an  injunction  to  restrain  the  issue  of  the  circulars* 
(Fusee  Vesta  Co.  v.  Bryant  d  May,  4  E.  P.  C.  191.) 

In  granting  or  refusing  an  interlocutory  injunction  the 
Court  will  consider  not  only  the  balance  of  convenience  and 
inconvenience  between  the  parties  litigant,  but  also  whether 
the  plaintiff  has  made  out  a  primd-facie  case,  so  as  to  make 
it  seem  probable  that  at  the  hearing  of  the  action  for  threats 
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he  will  get  a  decree  in  his  favour  on  the  questions  of  in- 
fringement and,  if  raised,  the  validity  of  the  patent.  {Choi' 
lender  v.  Royle,  4  E.  P.  C.  372 ;  see  also  Barney  v.  United 
Telephone  Co.,  2  E.  P.  C.  173.) 

The  Proviso  at  the  end  of  the  thirty- second  section  of 
the  Patents  Act  of  1883  declares  that  the  section  is  not  to 
apply  if  the  person  making  the  threats  with  due  diligence 
commences  and  prosecutes  an  action  for  infringement  of  his 
patent.    It  is  not  required  that  the  action  for  infringement 
should  be  brought  against  the  aggrieved  person,  that  is,  the 
person  applying  for  an  injunction  to  restrain  threats.    '  An 
action  will  satisfy  the  words  of  the  proviso  if  it  is  a  bojid- 
fide  action  brought  with  due  dihgence  and  without  collusion 
against  a  person  to  whom  threats  have  been  addressed  in 
respect  of  the  act  to  which  the  threat  referred.*  Per  LL.  JJ. 
Cotton  and  Bowen,  in  CJiaUendery.  Royle  (4  E.  P.  C.  373-5). 
But  it  was  held  by  Mr.  Justice  Keketvich,  in  Tlte  Cornbined 
Weighing  dc.  Co.  v.  The  Automatic  Weighing  Machine  Co. 
(6  E.  P.  C.  507)  that  in  order  to  meet  the  exigency  of  the 
proviso,  the  patentee,  if  he  does  not  sue  the  person  who  has 
brought  an  action  to  restrain  threats,  must  sue  a  person 
who  has  committed  an  infringement  of  the  same  character 
as  the  infringement  alleged  to  have  been  committed  by  the 
plaintiff  in  the  threat  action.    It  will  not  do  to  bring  the 
action  for  infringement  against  a  man  who  is  infringing  the 
patent  in  an  entirely  different  way  from  that  alleged  to  have 
been  adopted  by  the  man  who  is  sueing  for  threats.    With 
respect  to  the  words  *  due  diligence,'  they  will  be  interpreted 
with  reference  to  the  time  when  the  threats  were  made,  not 
with  reference  to  the  time  when  the  patentee  had  notice  of 
what  the  alleged  infringer  was  doing.     Threats  being  made 
in  March,  and  an  action  for  infringement  having  been  com- 
menced in  May,  that  was  held  to  be  due  diligence.     {Chal- 
lender  v.  Royle,  4  E.  P.  C.  376,  372.)     And  see  Combined 
Weighing   dx.   Co.   v.    Automatic   Weighing    Machine   Co. 
(6  E.  P.  C.  508) ;  CoUey  v.  Hart  (6  Times  E.  212).    For  a 
case  in  which  due  diligence  was  not  displayed,  see  Herrburger 
V.  Squire  (5  E.  P.  C-  594). 

x2 
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« 

When  a  threatened  action  for  infringement  is  com- 
menced and  prosecuted  with  due  diligence  after  the  threat, 
there  is  no  ground  upon  which  an  action  in  respect  of  such 
threat  can  subsequently  be  commenced  under  the  section. 
(Barrett  v.  Day,  7  E.  P.  C.  54.)  An  action  by  a  patentee 
against  licensees,  claiming  royalties  in  respect  of  articles 
which  the  licensees  allege  are  made  under  another  patent 
and  not  under  the  licence,  is  an  action  for  infringement 
within  the  proviso.     (See  Barrett  v.  Day,  cited  above.) 

Damages. — Where  no  special  damage  was  proved  or 
suggested,  forty  shillings  damages  were  awarded.  (Kurtz  v. 
Spence,  5  E.  P.  C.  177.) 

Certificate  of  Validity. — In  an  action  to  restrain  a 
patentee's  threats,  where  the  validity  of  the  patent  came 
into  question  and  was  upheld,  the  judge  gave  a  certificate  to 
that  effect  under  the  thirty-first  section  of  the  Act  of  1883, 
but  expressed  great  doubt  whether  he  had  jurisdiction  to 
grant  it.  (Crampton  v.  Patents  Investment  Co.,  5  E.  P.  C. 
404.)  In  another  action  to  restrain  threats,  another  judge 
held  that  he  had  no  power  to  give  such  a  certificate.  (Kurtz 
V.  Spence,  5  E.  P.  C.  184.) 

Costs. — When  an  action  for  infringement  is  brought  by 
a  patentee  after  proceedings  to  restrain  threats  have  been 
taken  against  him,  the  parties  ought  to  come  to  some 
arrangement,  so  as  not  to  incur  unnecessary  costs  by  trying 
two  actions  about  the  same  facts.  (Court  of  Appeal :  Auto- 
matic Weighing  Machine  Co.  v.  Combined  Weighing  Machine 
Co.,  6  E.  P.  C.  367^  See  also  Combined  Weighing  dc.  Co. 
V.  Automatic  Weighing  Machine  Co.,  6  E.  P.  C.  509.) 
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CHAPTEE  XX. 

THE  REVOCATION  OP  PATENTS. 

The  old  action  of  scire  facias,  which  was  one  brought  in 
the  name  of  the  Crown  for  the  purpose  of  repealing  a  grant 
of  letters  patent,  has  been  abolished,  so  far  as  patents  for 
inventions  are  concerned,  by  the  twenty-sixth  section  of 
the  Patents  Act  of  1888.  By  that  section  it  is  enacted  that 
the  revocation  of  a  patent  may  be  obtained  on  petition  to 
the  Court,  and  that  every  ground  on  which  a  patent  might, 
at  the  commencement  of  the  Act,  be  repealed  by  scire 
facias  shall  be  available  by  way  of  defence  to  an  action  of 
infringement,  and  shall  also  be  a  ground  of  revocation. 

Previous  to  the  Act  of  1883,  if  two  patents  had  been 
issued  to  different  persons  for  the  same  invention,  the  first 
patentee  could  have  brought  an  action  of  sci.  fa.  to  repeal 
the  second  patent.  (JR.  v.  Neilson,  1  W.  P.  C.  671.)  And 
where  there  had  been  a  false  suggestion,  such  as  was  in- 
volved in  a  want  of  novelty  or  utility  in  the  invention,  the 
patent  could  have  been  repealed  by  the  same  proceedings* 
Fraud,  non-compliance  with  the  conditions  of  the  letters 
patent,  such  as  filing  an  insufficient  specification  (Rex  v. 
Arhcright,  1  W.  P.  C.  66),  and  the  fact  that  the  invention 
was  not  a  patentable  one  {R.  v.  Cutler,  Macr.  P.  C.  124), 
were  also  grounds  for  the  action  of  sci,  fa.,  and  are  still 
therefore  available  as  grounds  of  revocation. 

In  the  case  of  Gaulard  d  Gibhs'  Patent  (6  E.  P.  C.  225), 
the  patent  was  held  bad  on  the  grounds  that  there  was 
disconformity  between  the  specification  as  amended  and  the 
provisional  specification,  and  that  the  scope  of  the  invention 
had  been  extended. 

The  fact  that  a  patent  includes  more  than  one  invention, 
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contrary  to  the  direction  in  section  38,  would  seem  not  to 
be  a  ground  of  revocation,  since  the  same  section  declares 
that  '  it  shall  not  be  competent  for  any  person  in  an  action 
or  other  proceeding  to  take  any  objection  to  a  patent  on  the 
ground  that  it  comprises  more  than  one  invention.' 

A  petition  for  the  revocation  of  a  patent  may  be  pre- 
sented by  (a)  the  Attorney-General  in  England  or  Ireland, 
or  by  the  Lord  Advocate  in  Scotland ;  (b)  any  person  autho- 
rised by  these  law  officers ;  (c)  any  person  alleging  that  the 
patent  was  obtained  in  fraud  of  his  rights,  or  of  the  rights 
of  any  person  under  or  through  whom  he  claims ;  {d)  any 
person  alleging  that  he,  or  any  person  imder  or  through 
whom  he  claims,  was  the  true  inventor  of  any  invention 
included  in  the  patentee's  claim ;  (e)  any  person  alleging 
that  he,  or  any  person  under  or  through  whom  he  claims 
an  interest  in  any  trade,  business,  or  manufacture,  had 
publicly  manufactured,  used,  or  sold  within  this  realm 
before  the  date  of  the  patent  anything  claimed  by  the 
patentee  as  his  invention.  That  is  to  say,  the  persons  who, 
in  addition  to  the  law  officers  and  those  whom  they  autho- 
rise, may  present  a  petition  for  the  revocation  of  a  patent 
are  persons  who  allege  that  they  have  been  defrauded  by 
the  grant ;  or  those  who  claim  to  be  the  true  inventors  of 
the  patented  invention ;  or  those  who  set  up  anterior  public 
user  by  themselves,  or  by  persons  through  whom  they 
claiifi.  Before  a  petition  can  be  presented  on  the  ground 
of  prior  user  by  other  persons  it  will  be  necessary  to  obtain 
the  authority  of  a  law  officer. 

A  petition  cannot  be  presented  by  an  agent,  although 
authorised  by  a  power  of  attorney.  {Avery's  Patent,  4 
R.  P.  C.  152 ;  S.  C.  on  Appeal,  4  R.  P.  C.  322.)  And  all 
persons  beneficially  interested  in  the  patent  must  be  made 
respondents.    (S.  C) 

Along  with  his  petition  the  plaintiff  will  have  to  deliver 
particulars  of  his  objections  to  the  patent,  and  no  evidence 
will  be  admitted  at  the  trial  in  proof  of  any  objection  not 
included  in  such  particulars,  except  by  leave  of  the  Court 
or  of  a  judge ;  but  the  particulars  delivered  may  be  from 
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time  to  time  amended  by  leave  of  the  Court  or  of  a  judge. 
The  proceedings  at  the  trial  will  be  similar  to  the  proceed- 
ings in  actions  when  the  validity  of  a  patent  is  in  dispute. 
The  defendant  is  entitled  to  begin  and  give  evidence  in 
support  of  the  patent ;  and  if  the  plaintiff  gives  evidence 
impeaching  the  validity  of  the  patent,  the  defendant  is 
entitled  to  reply.  (Sub-ss.  5,  6,  7,  sect.  26,  of  the  Act  of 
1883.) 

By  the  nineteenth  section  of  the  Act  of  1883,  the  Court 
or  a  judge  may,  in  a  proceeding  for  the  revocation  of  a 
patent,  order  at  any  time  that  the  patentee  shall,  subject 
to  such  terms  as  to  costs  or  otherwise  as  the  Court  or  a 
judge  may  impose,  be  at  liberty  to  apply  at  the  Patent 
Office  for  leave  to  amend  his  specification  by  way  of  dis- 
claimer, and  may  direct  that  in  the  meantime  the  trial  or 
hearing  of  the  action  shall  be  postponed. 

Leave  to  disclaim  after  presentation  of  the  petition  was 
given  to  the  patentee  upon  the  terms  of  his  paying  all  costs 
and  undertaking  to  apply  forthwith  for  the  disclaimer  and 
prosecute  the  application  with  diligence.  {Gaulard  <&  Qihhs* 
Patent,  6  E.  P.  C.  189.) 

By  the  twenty-eighth  section  of  the  Act  the  Court  in 
any  proceeding  for  the  revocation  of  a  patent  may,  if  it 
thinks  fit,  and  shall,  on  the  request  of  either  of  the  parties, 
call  in  the  aid  of  an  assessor  specially  qualified,  and  try  and 
hear  the  case  wholly  or  partially  with  his  assistance.  The 
case  shall  be  tried  without  a  jury  unless  the  Court  shall 
otherwise  direct. 

The  following  cases  have  been  decided  by  the  Courts 
upon  subsection  4  of  section  26  in  the  Act  of  1883. 

In  construing  clause  (c)  the  word  fraud  must  be  con- 
fined to  grave  moral  culpabiUty,  and  ought  not  to  be 
extended  to  honest  mistakes,  although  the  real  inventor 
may  have  suffered  injury.     {Avery's  Patent^  4  E.  P.  C.  322.) 

Cases  of  alleged  prior  user  under  clause  {e).  {Walker 
V.  Hydrocarbon  Syndicate,  2  B.  P.  C.  8 ;  Haddan's  Patent, 
2  E.  P.  C.  218.) 

A  person  who  presents  a  petition  for  a  revocation  under 
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clauses  (c),  (d),  or  (e)  is  entitled  at  the  hearing,  after 
proving  his  right  to  present  the  petition,  to  impeach  the 
patent  on  any  other  lawful  ground.  {Morgan's  Patent, 
5  K.  P.  C.  186.) 

Where  a  patent  has  been  revoked  on  the  ground  of 
fraud,  the  Comptroller  is  authorised  by  the  twenty-sixth 
section  of  the  new  Act,  on  the  application  of  the  true 
inventor,  made  in  accordance  with  the  provisions  of  the  Act, 
to  grant  him  a  patent  in  lieu  of  the  revoked  patent.  The 
new  patent  is  to  have  the  same  date  as  the  date  of  the 
revocation,  but  is  to  expire  at  the  end  of  the  term  for  which 
the  revoked  patent  was  granted. 

Where  the  Court  has  made  an  order  for  the  revocation 
of  a  patent,  an  office  copy  thereof  must  be  left  at  the  Patent 
Office,  that  an  entry  may  be  made  in  the  Register.  (Rule  74 
of  Patents  Rules,  1890.) 

In  Scotland,  proceedings  for  the  revocation  of  a  patent 
are  directed  by  the  109th  section  of  the  Act  to  be  in  the 
form  of  an  action  of  reduction  at  the  instance  of  the  Lord 
Advocate,  or  at  the  instance  of  a  party  having  interest  with 
his  concurrence,  which  concurrence  may  be  given  on  just 
cause  shown  only.  Service  of  all  writs  and  summonses  in 
that  action  are  to  be  made  according  to  the  forms  and 
practice  existing  at  the  commencement  of  the  Act. 

In  Ireland,  by  section  110,  all  parties  are  to  have  their 
remedies  under  or  in  respect  of  a  patent  as  if  the  same  had 
been  granted  to  extend  to  Ireland  only. 

There  is  no  provision  in  the  Act  for  service  out  of  the 
jurisdiction  of  petitions  for  revocation.  Where,  however,  the 
patentee  was  resident  and  domiciled  in  Scotland,  and  there 
was  evidence  that  a  copy  of  the  petition  and  objections  had 
been  delivered  to  him  in  Scotland,  and  that  he  had  written  to 
the  petitioner's  solicitors  that  he  did  not  intend  to  appear 
at  the  hearing  because  he  was  not  subject  to  the  jurisdiction 
of  the  English  Courts,  an  order  nisi  was  made  (on  the 
petitioners  applying  for  directions  as  to  the  mode  of  trial) 
that  unless  the  patentee  should  appear  before  a  day  named 
the  petition  should  be  tried  by  vii'd-voce  evidence ;  but  if 
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the  respondent  appeared  it  was  to  be  open  to  him  to  dis- 
pute the  jurisdiction.  {Druvimond's  Patent^  6  E.  P.  C.  576.) 

COSTS. 

The  Act  of  1888  is  silent  as  to  costs,  but  the  Courts 
under  their  general  jurisdiction  award  costs  to  the  petitioner 
when  the  patent  is  revoked.  {Haddan's  Patent,  2  K.  P.  C. 
218  ;  Edmonds'  Patent,  6  E.  P.  C.  358.) 

At  the  hearing  of  a  petition  for  revocation  the  judge 
thought  that  he  had  no  power  to  give  a  certificate  as  to 
proof  of  the  particulars  of  objections  under  the  twenty-ninth 
section,  subsection  6,  of  the  Act  of  1888.  {Gatdard  d-  Gihhs' 
Patent,  5  E.  P.  C.  587.) 
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CHAPTER  XXI. 

OFFENCES   AND   THEIR   PENALTIES. 

The  only  penalties  imposed  by  the  Act  of  1888  are  those 
prescribed  for  the  offences  set  forth  in  the  105th  and  106th 
sections.  By  the  105th  section  it  is  enacted  that  any 
person  who  represents  that  any  article  sold  by  him  is  a 
patented  article  when  no  patent  has  been  granted  for  the 
same  .  .  .  shall  be  liable  for  every  offence  on  summary 
conviction  to  a  fine  not  exceeding  51.  And  further,  that  a 
person  shall  be  deemed  for  the  purposes  of  the  enactment 
to  represent  that  an  article  is  patented  ...  if  he  sells  the 
article  with  the  word  *  patent/  *  patented/  or  any  word  or 
words  expressing  or  implying  that  a  patent  has  been  ob- 
tained for  the  article  stamped,  engraved,  or  impressed  on  or 
otherwise  applied  to  the  article. 

According  to  the  case  of  Cheavin  v.  Walker  (L.  E.  5  Ch. 
D.  862),  the  use  of  the  word  'Patent,'  along  with  a  repre- 
sentation of  the  royal  arms  as  a  label  on  an  article  made 
according  to  an  invention  for  which  the  patent  has  expired, 
was  considered  to  be  a  representation  that  the  patent  was 
still  subsisting,  and  was  held  to  disentitle  the  plaintiff  from 
obtaining  an  injunction  to  restrain  the  wrongful  use  of  the 
label.  The  plea  of  its  being  a  trade-mark  was  not  allowed 
to  be  set  up.  '  It  is  impossible  '  (said  Sir  G.  Jessel,  M,  R.) 
*  to  allow  a  man  who  has  once  had  the  protection  of  a  patent 
to  obtain  a  further  protection  by  using  the  name  of  his 
patent  as  a  trade-mark.  No  man  can  claim  a  trade-mark 
in  a  falsehood.  It  is  a  falsehood  in  representing  the  patent 
as  still  subsisting.'  See  also  the  Linoleum  Manufacturing 
Co.  V.  Nairn  (L.  E.  7  Ch.  D.  884). 

By  the  second  section  of  the  Merchandise  Marks  Act, 


OFFENCES  AND  THEIR  PENALTIES  315 

1887  (50  &  51  Vict.  c.  28),  every  person  who  (1  d)  applies 
any  false  trade  description  to  goods,  and  (2)  every  person 
who  sells  or  exposes  *f or,  or  has  in  his  possession  for,  sale 
or  any  purpose  of  trade  or  manufacture,  any  goods  or  things 
to  which  any  .  .  .  false  trade  description  is  applied,  shall 
be  guilty  of  an  offence  against  that  Act,  unless  he  proves 
that  ...  he  had  at  the  time  of  the  commission  of  the 
alleged  offence  no  reason  to  suspect  the  genuineness  of  the 
trade  description,  and  that  on  the  proseciitor's  demand  he 
gave  all  the  information  in  his  power  with  respect  to  the 
persons  from  whom  he  obtained  such  goods  or  things,  or 
that  otherwise  he  had  acted  innocently.  By  the  third 
section  (1)  of  the  same  Act  the  expression  *  trade  descrip- 
tion '  means  any  description,  statement,  or  other  indication, 
direct  or  indirect,  (e)  as  to  any  goods  being  the  subject  of 
an  existing  patent;  and  the  use  of  any  figure,  word,  or 
mark  which,  according  to  the  custom  of  the  trade,  is  com- 
monly taken  to  be  an  indication  of  the  above  matter,  shall 
be  deemed  a  trade  description  within  the  meaning  of  the 
Act.  The  expression  *  false  trade  description '  means  a 
trade  description  which  is  false  in  a  material  respect  as 
regards  the  goods  to  which  it  is  applied.  Persons  found 
guilty  of  an  offence  against  the  said  Act  are  liable  to  fine 
and  imprisonment  and  to  forfeit  any  article  in  relation  to 
which  the  offence  has  been  committed.    (Sect.  2,  e.) 

In  the  case  of  Gridley  v.  Smnhome  (5  Times  E. 
91),  it  was  held  that  the  sale  of  packets  of  gelatine  which 
were  marked  with  the  royal  arms  and  bore  the  words 
*  Under  Royal  Letters  Patent.  Swinborne's  Patent  Eefined 
Isinglass,'  was  not  an  offence  under  the  second  section  of 
the  Merchandise  Marks  Act  of  1887  when  there  had  been  a 
patent  for  the  manufacture  of  the  article,  but  which  patent 
had  expired  many  years  previously.  Since  no  proceedings 
were  taken  under  sections  105  and  106  of  the  Patents  Act 
of  1888,  it  seems  to  have  been  conceded  that  no  offence 
had  been  committed  under  those  sections. 

To  avoid  all  difficulty  in  cases  of  this  kind,  and  to  rebut 
any  possible  charge  of  fraud,  manufacturers  would  do  well 
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to  add  the  number  and  date  of  the  patent  to  the  mark  or 
label. 

The  fact  that  a  provisional  specification  has  been  lodged 
at  the  Patent  Office  does  not  justify  the  use  of  the  word 
*  Patent '  as  a  label  upon  articles  made  according  to  the  in- 
vention until  a  patent  has  been  obtained,  {llie  Queen  v. 
WaUis,  3  B.  P.  C.  1 ;  The  Queen  v.  Crampton,  3  R.  P.  C. 
367.) 

By  the  106th  section  of  the  Act  of  1883  it  is  enacted  that 
any  person  who,  without  the  authority  of  her  Majesty  or  any 
of  the  Eoyal  Family  or  of  any  Government  Department, 
assumes  or  uses  in  connection  with  any  trade,  business, 
calling,  or  profession  the  royal  arms,  or  arms  so  nearly 
resembling  the  same  as  to  be  calculated  to  deceive,  in  such 
a  manner  as  to  be  calculated  to  lead  other  persons  to  believe 
that  he  is  carrying  on  his  trade,  business,  calling,  or  profes- 
sion, by  or  under  such  authority  as  aforesaid,  shall  be  Uable, 
on  summary  conviction,  to  a  fine  not  exceeding  20Z. . 

Many  persons  engaged  in  business  have  been  accustomed 
to  make  use  of  the  royal  arms  in  one  way  or  another,  and 
if  they  continue  to  do  so  they  should  be  careful  not  to  bring 
themselves  within  the  purview  of  this  section. 

By  the  fii-st  section  of  the  Act  of  1888  it  is  enacted  that 
any  person  describing  himself  to  be  a  Patent  Agent  when 
he  is  not  on  the  register  is  liable  on  summary  conviction  to 
a  penalty  of  201.  (See  Chapter  XXIV.,  '  On  the  Institute 
of  Patent  Agents.*) 

In  Scotland  any  offence  under  the  Act  of  1883  declared 
to  be  punishable  on  summary  conviction  may  be  prosecuted 
in  the  Sheriff's  Court.  (Sect.  108.)  In  the  Isle  of  Man  any 
offence  under  the  Act  which  would  in  England  be  punishable 
on  summary  conviction  may  be  prosecuted,  and  any  fine  in 
respect  thereof  recovered  at  the  instance  of  the  person 
aggrieved,  in  the  manner  in  which  offences  punishable  on 
summary  conviction  may  for  the  time  being  be  prosecuted. 
(Sect.  112,  subsect.  3.) 

The  ninety-third  section  of  the  Act  of  1883  enacts  that 
if  any  person  makes  or  causes  to  be  made  a  false  entry  in 
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any  Register  kept  under  the  Act,  or  a  writing  falsely  pur- 
porting to  be  a  copy  of  an  entry  in  any  such  register,  or 
produces  or  tenders,  or  causes  to  be  produced  or  tendered,  in 
evidence,  any  such  writing,  knowing  the  entry  or  writing  to 
be  false,  he  shall  be  guilty  of  a  misdemeanor. 

In  the  Isle  of  Man  the  punishment  for  a  misdemeanor 
under  the  Act  is  imprisonment  for  any  term  not  exceeding 
two  years,  with  or  without  hard  labour,  and  with  or  without 
a  fine  not  exceeding  lOOZ.  at  the  discretion  of  the  Court, 
(Sect.  112,  subsect.  2.) 
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CHAPTER  XXII. 

INTERNATIONAL  AND   COLONIAL   ARRANGEMENTS. 

International  Arrangements. 

It  is  enacted  by  the  lOSrd  section  of  the  Patents  Act  of  1888 
that,  if  the  Crown  should  make  any  arrangement  with  the 
Government  or  Governments  of  any  foreign  state  or  states 
for  the  mutual  protection  of  inventions,  then  any  person 
who  has  applied  for  protection  for  any  invention  in  any 
such  state  shall  be  entitled  to  a  patent  for  his  invention 
under  the  Act  in  priority  to  other  applicants,  and  such 
patent  shall  have  the  same  date  as  the  date  of  the  applica- 
tion in  such  foreign  state.  But  the  application  must  be 
made  in  this  coimtry  in  the  same  manner  as  an  ordinary 
application  under  the  Act,  and  within  seven  months  from 
the  date  of  the  appUcation  for  protection  in  the  foreign 
state.  A  patentee  under  this  section  will  not  be  allowed  to 
recover  damages  for  infringements  happening  prior  to  the 
date  of  the  actual  acceptance  of  his  complete  specification 
in  this  country.  By  the  second  subsection  of  the  same 
section  it  is  enacted  that  the  publication  in  the  United 
Kingdom  or  the  Isle  of  Man,  during  the  said  period  of  seven 
months,  of  any  description  of  the  invention,  or  the  use 
therein  during  the  said  period  of  the  invention,  shall  not 
invalidate  the  patent  which  may  be  granted  for  the 
invention. 

Then  by  the  fourth  subsection  it  is  directed  that  these 
provisions  are  only  to  apply  to  those  foreign  states  with 
respect  to  which  Her  Majesty  shall  from  time  to  time  by 
Order  in  Council  declare  them  to  be  applicable,  and  so  long 
only  in  the  case  of  each  state  as  the  Order  in  Council^shall 
continue  in  force  with  respect  to  that  state. 
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On  March  20, 1888,  a  C!onvention  was  signed  by  repre- 
sentatives of  various  Governments,  which  was  afterwards 
ratified  by  these  Governments.  Other  Governments  after- 
wards joined  the  Convention,  and  at  the  present  time  it 
exists  between  the  foUowing  states :  Belgium,  Brazil,  France, 
Great  Britain,  Guatemala,  Holland  and  its  Indian  Colo- 
nies, Italy,  Mexico,  Norway,  Portugal,  Servia,  Spain, 
Sweden,  Switzerland,  Tunis,  United  States.  By  the  first 
article  of  this  Convention  it  was  declared  that  the  said 
states  formed  themselves  into  a  Union  for  the  Protection  of 
Industrial  Propertyy  which  words  were  (according  to  the 
Protocol  accompanying  the  Convention,'  and  having  the 
same  force,  validity,  and  duration  as  the  Convention  itself) 
to  be  understood  in  their  broadest  sense,  and  to  be  applicable 
not  only  to  industrial  products  properly  so  called,  but  also 
to  agricultural  products  (wines,  corn,  fruits,  cattle,  &c.> 
and  to  mineral  products  employed  in  commerce  (mineral 
waters,  &c.)*  It  may  here  be  remarked  that  neither  agri- 
cultural products  nor  mineral  products  are  patentable  in  this 
country. 

By  the  second  article  of  the  Convention  the  subjects  or 
citizens  of  each  of  the  contracting  states  are  to  enjoy  in  all 
the  other  states  of  the  Union  the  same  advantages  as  re- 
gards patents  of  every  kind  (see  the  second  paragraph  of 
the  Protocol)  that  their  respective  laws  grant  to  their  own 
subjects  or  citizens.  They  are  to  have  the  same  protection 
and  the  same  legal  '  recourse '  [i.e.  remedies]  on  any  in- 
fringement of  their  rights,  provided  they  observe  the  form- 
alities and  conditions  imposed  on  subjects  or  citizens  by  the 
internal  legislation  [t.^.  laws]  of  each  state.  With  regard 
to  this  clause  the  third  paragraph  of  the  Protocol  explains 
that  it  is  not  to  affect  the  legislation  [i.e.  laws]  of  the  con- 
tracting states  relating  to  legal  procedure,  jurisdiction,  &c. 

Subjects  or  citizens  of  states  not  forming  part  of  the 
Union  who  are  domiciled  or  have  industrial  or  commercial 
establishments  on  the  territory  of  any  of  the  states  of  the 
Union  are  by  Article  8  of  the  Convention  to  be  on  the 

'  The  Ck)nyention  and  Protocol  viU  be  found  leprinted  in  the  Appendix. 
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same  footing  as  the  subjects  or  citizens  of  the  contracting 
states. 

Then,  by  Article  4,  any  person  who  has  duly  registered 
[i.e.  made]  an  application  for  a  patent  in  one  of  the  con- 
tracting states  shall  enjoy,  as  regards  registration  in  the 
other  states,  and  reserving  the  rights  of  these  parties,  a 
right  of  priority  for  six  months,  an  additional  month  being 
allowed  for  countries  beyond  sea.  Subsequent  registration 
{i.e.  a  patent  obtained  on  a  subsequent  application)  in  any 
of  the  other  states  of  the  Union  before  expiry  of  that  period 
shall  not  be  invalidated  by  any  acts  done  in  the  interval, 
either  by  registration,  by  publication  of  the  invention,  or 
the  working  of  it  by  a  third  party. 

Article  5  declares  that  the  introduction  by  the  patentee 
into  the  country  where  the  patent  has  been  granted  of 
articles  manufactured  in  any  of  the  states  of  the  Union 
shall  not  entail  forfeiture  of  the  patent  as  it  did  in  several 
states  before  the  date  of  the  Convention.  But  this  clause 
is  followed  by  another  which  declares  that  the  patentee  shall 
remain  bound  to  work  his  patent  in  those  states  where  the 
law  of  the  country  obliges  him  to  do  so.  It  would  appear, 
therefore,  that,  although  a  patentee  is  entitled  to  introduce 
into  a  country  articles  made  abroad,  he  must  still  work  the  in- 
vention in  that  country  if  there  is  a  regulation  to  that  effect. 
In  this  country  there  is  no  law  of  the  kind,  but  under  the 
22nd  section  of  the  Act  of  1888  patentees  who  are  foreigners 
may  be  called  upon,  like  those  who  are  British  subjects,  to 
grant  licences  to  work  the  invention,  when  the  patents 
were  issued  under  that  Act. 

Temporary  protection  is  to  be  granted  under  Article  11 
to  patentable  inventions  appearing  at  official  or  officially 
recognised  international  exhibitions. 

In  order  to  carry  the  Convention  into  fall  effect,  it  was 
directed  by  Article  18  that  an  International  Office  should 
be  organised  under  the  name  of  Bureau  International  de 
V  Union  pour  la  protection  de  la  Propriete  Industriellej  and 
that  this  office  should  be  placed  under  the  authority  of  the 
Central  Administration  of  the  Swiss  Confederation,  and 
worked  under  its  supervision. 
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It  was  then  agreed  by  the  next  Article  that  the  Conven- 
tion should  be  submitted  to  periodical  revisions,  with  a 
view  to  improving  its  provisions,  for  which  end  conferences 
by  delegates  from  the  contracting  states  will  be  held.  It 
was  also  agreed  that  special  arrangements  for  the  protection 
of  industrial  property  might  be  made  separately  between 
any  of  the  contracting  states,  provided  that  such  arrange- 
ments do  not  contravene  the  provisions  of  the  Convention. 

By  Article  16  it  was  agreed  that  states  which  did  not 
originally  take  part  in  the  Convention  should  be  permitted 
to  join  the  Union  afterwards  by  diplomatically  notifying 
their  intention  to  do  so  to  the  Government  of  the  Swiss 
Confederation.  And  by  Article  18  it  is  provided  that 
any  state  might  retire  from  the  Union  by  giving  notice 
to  that  effect  to  the  Government  of  the  Swiss  Confedera- 
tion. At  the  expiration  of  one  year  from  the  date  of  the 
notice  the  state  giving  it  will  cease  to  be  a  member  of  the 
Union. 

Great  Britain  joined  this  Convention  on  March  17, 1884, 
and  an  Order  in  Comicil  under  section  103  of  the  Act  of 
188S[  was  duly  made.  The  Board  of  Trade  has  issued  rules 
as  to  applications  for  patents  under  this  Convention,  and  a 
copy  of  them  will  be  found  in  the  Appendix. 

According  to  present  regulations,  *  Patents  (International 
and  Colonial  Arrangements)  Bules  24-29, 1890,'  an  applica- 
tion in  the  United  Kingdom  for  a  patent  under  the  Inter- 
national Convention  must  be  made  within  seven  months  from 
the  date  of  the  first  foreign  appUcation,  and  must  be  signed 
by  the  person  or  persons  by  whom  such  first  foreign  applica- 
tion was  made.  It  must  be  made  upon  form  A'  (stamped  11. , 
and  obtainable  upon  prepayment  of  the  value  of  the  stamp, 
through  any  money  order  office),  and,  in  addition  to  the 
specification,  provisional  or  complete,  must  be  accompanied 
by  (1)  a  copy  or  copies  of  the  specification  and  drawings 
as  filed  in  the  Patent  Office  of  the  Foreign  State  or  British 
Possession  in  respect  of  the  first  foreign  application,  duly 
certified  by  the  official  chief  of  such  Patent  Office,  or  other- 
wise verified  to  the  satisfaction  of  the  Comptroller ;  (2)  a 
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statutory  declaration  as  to  the  identity  of  the  invention  in 
respect  of  which  the  application  is  made  with  the  invention 
in  respect  of  which  the  said  first  foreign  application  was 
made,  and  if  the  specification  be  in  a  foreign  language,  a 
translation  thereof  must  be  annexed  to  and  verified  by  such 
statutory  declaration. 

By  the  terms  of  the  103rd  section  patents  under  the 
International  Convention  can  only  be  granted  to  the  person 
who  has  made  the  foreign  application.  {ShaUevherger's  Appli- 
cation, 6  R.  P.  C.  550 ;  Carez's  Application,  6  R.  P.  C.  552.) 

The  section  applies  although  the  state  in  which  the 
foreign  application  was  made  has  only  acceded  to  the  Con- 
vention after  the  date  of  the  foreign  application.  (Main'g 
Patent,  7  R.  P.  C.  18.) 

A  *  renewed  application  '  for  a  patent  was  made  in  the 
United  States,  and  seven  months  later  a  British  patent  was 
applied  for  under  this  section.  There  being  evidence  that 
the  original  American  application  was  no  longer  of  any 
force  and  effect,  and  conferred  no  rights,  the  British  patent 
was  directed  to  be  sealed  as  of  the  date  of  the  *  renewed 
application.'     (Van  de  Poclcs  Patent,  7  R.  P.  C.  69.) 

An  International  Office  {Lc  Bureau  International)  in 
connection  with  the  Convention  has  been  established  at 
Berne,  Switzerland,  which  publishes  a  monthly  periodical, 
entitled  *  La  Propriete  Industrielle.'  The  yearly  subscrip- 
tion (including  postage)  for  all  countries  within  the  Postal 
Union  is  5  francs  60  centimes,  and  this  sum  should  be 
forwarded  by  money  order  to  MM.  Jent  &  Reinert,  Impri- 
meurs,  Berne. 

Colonial  Arrangements, — When  it  is  made  to  appear  to 
her  Majesty  that  the  Legislature  of  any  British  Possession 
has  made  satisfactory  provision  for  the  protection  of  inven- 
tions patented  in  this  country,  her  Majesty  is  empowered, 
by  the  104th  section  of  the  Patents  Act  of  1888,  by  Order 
in  Council,  to  apply  the  provisions  of  the  lOSrd  section, 
with  such  variations  or  additions  as  may  seem  fit,  to  such 
British  Possession ;  but  such  order  is  made  revocable  by 
another  Order  in  Council.  This  order  has  at  present  only 
been  made  with  reference  to  New  Zealand. 
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CHAPTER  XXm. 

THE   PATENT    OFFICE — THE    COMPTROLLER — GENERAL    RULES — 
SEAL   OF  THE   OFFICE — OFFICIAL   DOCUMENTARY   EVIDENCE 

^REGISTERS — PUBMCATIONS     AND     INDEXES — LIBRARY — 

PATENT   MUSEUM. 

Until  a  new  office  has  been  provided  by  the  Treasury, 
under  the  authority  of  the  eighty-second  section  of  the  Act 
of  1888,  the  business  relating  to  patents  is  transacted  at 
the  offices  of  the  defunct  Commissioners  of  Patents  in 
Southampton  Buildings,  Chancery  Lane.  All  the  officers 
and  clerks  of  the  office  are  appointed  by  the  Board  of  Trade, 
subject  to  the  approval  of  the  Treasury. 

The  Office  is  open  to  the  public  every  week-day  between 
the  hours  of  ten  and  four,  except  on  Christmas  Day,  Good 
Friday,  the  day  observed  as  her  Majesty's  birthday,  and 
the  days  observed  as  days  of  public  fast  or  thanksgiving,  or 
as  holidays  at  the  Bank  of  England. 

THE   COMPTROLLER-GSNERAL. 

The  Comptroller-General  of  Patents,  Designs,  and  Trade- 
Marks  is  an  officer  appointed  by  the  Board  of  Trade  under 
the  eighty-third  section  of  the  statute  of  1888  to  act  under 
the  superintendence  and  direction  of  the  Board  as  chief  of 
the  Patent  Office,  which  is  placed  under  his  immediate 
charge. 

Besides  acting  as  general  manager  of  the  business  of  the 
office,  and  as  superintendent  of  the  examiners  and  clerks 
therein,  he  has  many  important  duties  to  perform,  as 
already  mentioned  in  the  preceding  chapters,  in  regard  to 
the  various  steps  to  be  taken  on  applications  for  patents, 
on  oppositions  to  grants,  on  the  issue  of  patents,  on  appli- 
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cations  for  extensions  of  time,  and  on  applications  for  leave 
to  amend  specifications. 

In  addition  to  these,  which  may  be  called  his  routine 
duties,  though  some  of  them  will  frequently  call  for  the 
exercise  of  much  care  and  thought,  he  is  required,  by 
section  40,  to  issue  periodically  an  Illustrated  Journal  of 
Patented  Inventions,  as  well  as  Reports  of  Patent  Gases 
decided  by  Courts  of  Law,  and  any  other  information  that  he 
may  deem  generally  useful  or  important.  He  has  to  make 
provision  for  keeping  on  sale  copies  of  the  Journal,  and 
also  of  all  complete  specifications  for  the  time  being  in 
force,  with  their  accompanying  drawings.  And  he  is  directed 
to  continue  in  such  form  as  he  may  deem  expedient  the 
indexes  and  abridgments  of  specifications  hitherto  pub- 
lished, and  to  prepare  and  publish  from  time  to  time  such 
other  indexes,  abridgments  of  specifications,  catalogues, 
and  other  works  relating  to  inventions  as  he  may  see  fit. 

He  is  empowered  to  refuse  patents  when  the  use  of  the 
invention  would,  in  his  opinion,  be  contrary  to  law  or 
morality.    (Sect.  86.) 

He  is  enabled  to  correct  clerical  errors  in  or  in  connec- 
tion with  applications  for  patents,  or  in  the  name,  style,  or 
address  of  the  registered  proprietor  of  a  patent.   (Sect.  91.) 

By  Eule  16  of  the  Patents  Rules  1890  the  Comptroller 
is  empowered  to  amend  documents  and  to  correct  irregu- 
larities in  procedure ;  by  Rule  51  he  is  authorised  to  en- 
large the  time  prescribed  by  the  Rules  for  doing  any  act  or 
taking  any  proceeding  thereunder,  and  by  Rule  80  large 
powers  are  given  to  him,  with  the  sanction  of  the  Board  of 
Trade,  to  dispense  with  acts,  documents,  evidence,  &c., 
required  under  the  Rules. 

By  section  8  of  the  Act  of  1885  he  has  power  to  extend 
the  time  for  leaving  complete  specifications  at  the  Patent 
Office,  and  for  accepting  complete  specifications,  and  for 
sealing  patents. 

Where  any  discretionary  power  is  by  the  Act  given  to 
the  Comptroller,  it  is  expressly  directed  by  the  ninety-fourth 
section  that  he  shall  not  exercise  that  power  adversely  to 
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the  applicant  for  a  patent,  or  for  amendment  of  a  specifica- 
tion, without  (if  so  required  within  the  prescribed  time  by 
the  applicant)  giving  the  applicant  an  opportunity  of  being 
heard  personally  or  by  his  agent.  As  to  the  procedure,  see 
Rules  11-14  of  the  Patents  Eules  1890. 

In  any  case  of  doubt  or  difficulty  arising  in  the  adminis- 
tration of  any  of  the  provisions  of  the  Act,  the  ninety-fifth 
section  dif  ects  that  he  may  apply  to  either  of  the  law  officers 
for  directions  in  the  matter. 

The  Comptroller  is  required  by  the  102nd  section  to 
cause  a  report  respecting  the  execution  by  or  under  him  of 
the  Act  to  be  laid  before  both  Houses  of  Parliament,  before 
the  first  day  of  June  in  every  year,  and  to  include  therein 
for  the  year  to  which  each  report  relates  all  general  rules 
made  in  that  year  under  or  for  the  purposes  of  the  Act,  and 
an  accoimt  of  all  fees,  salaries,  and  allowances,  and  other 
money  received  and  paid  under  the  Act. 

In  case  of  the  absence  of  the  Comptroller,  any  act  or 
thing  directed  to  be  done  by  or  to  him  may  be  done  by  or 
to  any  officer  authorised  in  that  behalf  by  the  Board  of 
Trade.    (Sect.  82,  subsect.  4.) 

GENERAL  RULES. 

The  Board  of  Trade  was  empowered  by  the  lOlst  section 
of  the  Act  of  1888  to  make  rules  for  regulating  generally 
the  business  of  the  Patent  Office  and  all  things  placed  under 
the  direction  and  control  of  the  Comptroller  or  of  the  Board ; 
and  particularly  for  regulating  the  practice  of  registration ; 
for  making  or  requiring  duplicates  of  specifications,  amend- 
ments, drawings,  and  other  documents ;  for  securing  and 
regulating  the  publishing  and  selling  of  copies  thereof ;  for 
securing  and  regulating  the  making,  printing,  publishing, 
and  selling  of  indexes  to  abridgments  of  specifications  and 
other  documents  in  the  Patent  Office,  and  providing  for  the 
inspection  of  indexes,  abridgments,  and  other  documents. 
Such  general  rules  are  to  be  of  the  same  e£fect  as  if  they 
were  contained  in  the  Act,  and  are  to  be  judicially  noticed. 
They  must  be  laid  before  the  two  Houses  of  Parliament, 
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either  of  which  has  power  within  a  limited  time  to  annul 
any  of  them. 

Consolidated  Bules  have  been  issued  by  the  Board 
of  Trade,  with  the  short  title  of  the  Patents  Rules  1890, 
and  are  reprinted  in  the  Appendix  to  this  volume. 

THE  SEAL  OF  THE  PATENT  OFFICE. 

By  the  eighty-fourth  section  of  the  Patents  Act  of  1888, 
it  is  directed  that  there  shall  be  a  seal  for  the  Patent  Office, 
and  that  impressions  thereof  shall  be  judicially  noticed  and 
admitted  in  evidence. 

OFFICIAL  DOCnSIENTARY  EVIDENCE. 

By  the  eighty-ninth  section  of  the  same  Act  it  is  enacted 
that  printed  or  written  copies  or  extracts,  purporting  to  be 
certified  by  the  Comptroller  and  sealed  with  the  seal  of  the 
Patent  Office,  of  or  from  patents,  specifications,  disclaimers, 
and  other  documents  in  the  Patent  Office,  and  of  or  from 
registers  and  other  books  kept  there,  shall  be  admitted  in 
evidence  in  all  Courts  and  in  all  proceedings,  without 
further  proof  or  production  of  the  originals. 

Then  by  the  ninety-sixth  section  a  certificate  purporting 
to  be  under  the  hand  of  the  Comptroller  as  to  anj^^  entry, 
matter,  or  thing  which  he  is  authorised  by  the  Act,  or  any 
general  rules  made  thereunder,  to  make  or  do,  shall  be 
pjimd'facie  evidence  of  the  entry  having  been  made,  and  of 
the  contents  thereof,  and  of  the  matter  or  thing  having 
been  done  or  left  undone. 

By  the  twenty-third  section  of  the  same  Act,  it  is  en- 
acted that  the  Begister  of  Patents  to  be  kept  at  the  Patent 
Office  shall  be  primd-fade  evidence  of  any  matters  directed 
or  authorised  to  be  inserted  therein. 

Finally,  by  the  hundredth  section  of  the  Act  it  is  directed 
that  copies  of  all  specifications,  drawings,  and  amendments 
left  at  the  Patent  Office  after  the  commencement  of  the  Act, 
printed  for  and  sealed  with  the  seal  of  the  Patent  Office, 
shall  be  transmitted  to  the  Edinburgh  Museum  of  Science 
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and  Art,  and  to  the  Enrolments  Office  of  the  Chancery 
Division  in  Ireland,  and  to  the  EoUs  Office  in  the  Isle  of 
Man,  within  twenty-one  days  after  the  same  shall  respec- 
tively have  been  accepted  or  allowed  at  the  Patent  Office ; 
and  certified  copies  of  or  extracts  from  any  such  documents 
shall  be  given  to  any  person  requiring  the  same  on  pay- 
ment of  the  prescribed  fee  ;  and  any  such  copy  or  extract 
shall  be  admitted  in  evidence  in  all  Courts  in  Scotland  and 
Ireland  and  in  the  Isle  of  Man,  without  further  proof  or 
production  of  the  originals. 

REGISTERS. 

The  Begister  of  Patents  kept  at  the  office  and  mentioned 
in  the  chapter  on  Registration  is  open  to  public  inspection 
daily  (with  certain  exceptions  mentioned  in  Bule  78)  be- 
tween the  hours  of  ten  and  four.  Up  to  the  end  of  1883 
the  registers  kept  at  the  Patent  Office  were  two.  .  In  the 
one  called  the  Register  of  Patents  were  recorded,  in  chrono- 
logical order  and  with  the  dates,  all  patents  granted  under 
the  Patents  Act  of  1852,  as  well  as  the  deposit  or  filing 
of  specifications,  disclaimers,  memoranda  of  alterations, 
amendments,  confirmations,  and  extensions,  and  the  ex- 
piry, vacating,  and  cancelling  of  patents.  The  other 
register,  called  the  Register  of  Proprietors,  contains  entries 
of  the  assignments  of  patents,  or  of  any  share  or  interest 
therein ;  and  of  licences,  mentioning  the  districts  to  which 
they  relate,  with  the  names  of  persons  having  shares  or 
interests  in  patents  and  licences,  and  the  dates  at  which 
such  shares  or  interests  were  acquired. 

PUBLICATIONS  AND   INDEXES. 

Besides  the  Illustrated  Official  Journal  relating  to  Patents 
and  Reports  of  Patent  Cases  decided  in  the  Courts  of  Law 
and  directed  to  be  published  by  the  fortieth  section  of  the 
new  Act,  several  other  publications  are  issued  by  the  Patent 
Office.  A  *  Circular  of  Information,'  containing  sixteen 
pages,  is  forwarded  to  applicants.  Printed  copies  of  all  the 
specifications  filed  under  the  Patents  Act  of  1852,  and  of  all 
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specifications  enrolled  previously  to  the  passing  of  the  said 
Act  are  purchasable  for  small  sums  at  the  office,  with 
lithographed  copies  of  the  drawings  accompanying  such 
specifications.  The  specifications  under  the  new  Act  are 
also  printed  and  pubKshed,  but  only  when  the  complete  speci- 
fications have  been  filed  and  accepted. 

Alphabetical  indexes  of  all  the  specifications  of  patents 
enrolled  in  Chancery,  from  1617  to  the  latest  available  date, 
have  been  published  under  the  authority  of  the  office,  as 
well  as  an  index  arranging  the  specifications  according  to 
the  subject-matter,  and  supplemental  indexes  continue  to  be 
published  annually.  Chronological  indexes  of  patents,  from 
the  earliest  date  to  the  year  1875,  have  also  been  published. 
Another  index,  called  the  Eeference  Index  of  Patents,  points 
out  the  office  in  which  each  enrolled  or  filed  specification  of 
a  patent  may  be  consulted ;  the  books  in  which  specifica- 
tions, law  proceedings,  and  other  subjects  connected  with 
inventions  have  been  noticed ;  also,  such  specifications  as 
have  been  published  under  official  authority.  These  indexes 
are  of  great  service  in  tracing  the  history  of  inventions. 

The  volumes  containing  abridgments  of  specifications 
arranged  chronologically  in  classes  are  of  immense  utility 
to  inventors  who  wish  to  discover  what  has  been  already 
done  in  any  particular  branch  of  invention ;  but,  unfor- 
tunately, these  abridgments  are  not  kept  up  to  date. 

Copies  of  the  Patent  Office  publications  are  presented 
to  the  principal  public  offices,  seats  of  learning,  societies, 
institutions,  libraries,  British  Colonies,  and  foreign  states. 

PUBLIC  LIBEABY. 

A  library  has  been  established  in  connection  with  the 
Patent  Office,  and  this  is  open  free  to  the  public.  The 
whole  of  the  publication's  of  the  office,  and  also  the  lead- 
ing British  and  Foreign  scientific  journals  and  text-books 
in  the  various  departments  of  science  and  art  are  in  this* 
library. 


\ 
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PATENT  UUSEUM. 

The  Patent  Museum  at  South  Kensington  is  transferre 
by  the  forty-first  section  of  the  Act  of  1883  to  the  Depart- 
ment of  Science  and  Art,  which  is  empowered  by  the  forty- 
second  section  to  require  any  patentee  to  furnish  them  with 
a  model  of  his  invention  on  payment  of  the  cost,  the  amount^ 
in  case  of  dispute,  to  be  settled  by  the  Board  of  Trade. 
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CHAPTEE  XXIV. 

THE   INSTITUTE   OP   PA.TENT   AGENTS   AND   ITS    REGISTER. 

In  the  year  1882  a  number  of  Patent  Agents  practising  in 
London,  being  of  opinion  that  it  was  highly  desirable  on 
several  grounds  to  form  an  association  of  Patent  Agents,  and 
to  obtain  incorporation  for  it  under  the  statutes  in  force, 
the  proper  steps  were  taken,  after  the  memorandum  and 
articles  of  association  had  been  prepared,  to  effect  the  object 
in  view.  The  Institute,  as  the  association  was  named,  was 
established  to  form  a  representative  body  of  the  Patent 
Agents  of  the  United  Kingdom  for  the  purpose  of  promoting 
improvements  in  the  law  relating  to  patents  and  in  the 
regulations  under  which  they  are  administered ;  also  to  frame 
rules  for  the  observance  of  Patent  Agents  in  all  matters 
appertaining  to  their  profession  and  practice.  The  Institute 
is  composed  of  Fellows,  Associates  (who  are  not  Patent 
Agents  by  profession),  Foreign  Members  (who  are  Patent 
Agents  in  the  colonies  or  in  foreign  countries),  and  Honorary 
Members.  The  affairs  of  the  Institute  are  managed  by  a 
Council,  consisting  of  a  President,  Vice-President,  and  Past 
Presidents,  together  with  eight  ordinary  members  selected 
from  amongst  the  Fellows.  The  offices  of  the  Institute  are 
at  19  Southampton  Buildings,  Chancery  Lane,  London. 
Here  they  keep  a  library,  and  at  stated  intervals  meetings 
are  held  at  which  papers  relating  to  patent  matters  are  read 
and  discussed.  A  volume  of  their  Transactions  is  published 
annually. 

Since  its  incorporation  the  Institute  has  been  of  material 
assistance  to  the  Board  of  Trade  in  shaping  some  of  the 
provisions  in  the  Acts  of  Parliament  bearing  upon  patents 
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and  in  framing  rules  for  the  regulation  of  the  business  of 
the  Patent  Office. 

By  the  first  section  of  the  Patents  Act  of  1888,  it  was 
enacted  that  after  July  1st,  1889,  a'  person  shall  not  be 
entitled  to  describe  himself  as  a  Patent  Agent  by  advertise- 
ment, by  description  on  his  place  of  business,  by  any  docu- 
ment issued  by  him,  or  otherwise,  unless  he  is  registered  as 
a  Patent  Agent  in  pursuance  of  that  Act ;  and  any  person 
knowingly  contravening  this  provision  is  liable  on  summary 
conviction  to  a  fine  not  exceeding  201.  But  every  person 
who  proves  to  the  Board  of  Trade  that  he  had  been  bond 
fide  practising  in  the  United  Kingdom  as  a  Patent  Agent 
prior  to  the  passing  of  the  Act  is  entitled  to  be  registered. 
The  Board  of  Trade  is  authorised  to  make  general  rules  for 
giving  effect  to  this  enactment,  and  it  has  accordingly  issued 
a  set  of  Eules,  a  copy  of  which  will  be  found  in  the  Appendix 
to  this  work. 

A  register  is  to  be  kept  by  the  Institute  for  the  registra- 
tion of  Patent  Agents.  A  copy  of  the  register  is  to  be 
printed  annually  and  placed  on  sale.  The  Institute  is  to 
appoint  a  Begistrar  to  keep  the  register  under  the  direction 
of  the  Board  of  Trade.  A  person  who  desires  to  be  regis- 
tered on  the  ground  that,  prior  to  the  passing  of  the  Act,  he 
had  been  bond  fide  practising  as  a  Patent  Agent,  must 
satisfy  the  Board  of  Trade  that  this  was  the  fact  before  his 
name  will  be  entered  on  the  register.  (Rule  5.)  With  the 
exception  of  persons  registered  on  this  ground,  no  person  is 
to  be  registered  unless  he  has  passed  and  produced  to  the 
Begistrar  a  certificate  under  the  seal  of  the  Institute  that 
he  had  passed  such  final  examination  as  to  his  knowledge 
of  Patent  Law  and  Practice  and  of  the  duties  of  a  Patent 
Agent  as  the  Institute  shall  from  time  to  time  prescribe. 
Before  any  person  can  present  himself  for  the  final  qualify- 
ing examination  of  the  Institute  he  must  have  passed  one  of 
the  matriculation  examinations  of  an  English,  Scottish,  or 
Irish  University,  or  the  Oxford  or  Cambridge  Middle  Class 
Senior  Local  Examinations,  or  the  Examinations  of  the 
Civil  Service  Commissioners,  or  such  other  examinations  as 


332       THE  INSTITUTE  OF  PATEKT  AGENTS 

the  Institute  shall,  with  the  approval  of  the  Board  of  Trade, 
by  regulation  prescribe.  These  preliminary  examinations 
are,  however,  not  required  in  the  case  of  solicitors  in  England 
and  Ireland  and  law  agents  in  Scotland,  or  in  the  case  of 
persons  who  have  for  seven  consecutive  years  been  con- 
tinuously engaged  as  pupils  or  assistants  to  registered 
Patent  Agents.  In  these  cases  the  final  qualifying  examina- 
tion only  is  required  to  be  passed  by  candidates  for  regis- 
tration. 

The  Institute  must  hold,  at  least  once  in  the  year,  a  final 
qualifying  examination,  and  it  is  to  have  the  entire  manage- 
ment and  conduct  of  such  examination,  including  the 
appointment  of  the  examiners.  The  subjects  of  examina- 
tion are  (a)  Patent  Law ;  (6)  Patent  practice  and  procedure ; 
(c)  the  preparation  and  interpretation  of  patent  documents ; 
{d)  physical  science  and  its  applications  to  the  arts  and 
manufactures.  Persons  desiring  to  obtain  further  informa- 
tion as  to  the  examination  should  apply  to  the  Secretary  of 
the  Institute.  The  fees  payable  by  a  candidate,  and  those 
on  registration  and  annually  afterwards  by  Patent  Agents 
are  set  forth  in  Appendix  G.  to  the  Bules. 

The  names  of  persons  convicted  of  crimes,  or  found 
guilty  of  disgraceful  conduct,  are  to  be  removed  from  the 
register.  Non-payment  of  fees  is  another  cause  for  erasing 
the  name  of  a  Patent  Agent  from  the  register. 
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PAET    I 


21  Jac.  I.  c.  3.     [a.d.  1628.] 

An  Act  concerning  Monopolies  and  Dispensations  with  Penal 

Laws,  and  the  Forfeitures  thereof. 

FoBASMucH  as  your  most  excellent  Majesty,  in  your  royal  MonopoUei, 
judgment,  and  of  your  blessed  disposition  to  the  weal  and  quiet  trary  to'the 
of  your  subjects,  did  in  the  year  of  our  Lord  God  1610,  publish  1^2^^  ^'^ 
in  print  to  the  whole  realm,  and  to  all  posterity,  that  all  grants 
and  monopolies,  and  of  the  benefit  of  any  penal  laws,  or  of 
power  to  dispense  with  the  law,  or  to  compound  for  the  forfeiture, 
are  contrary  to  your  Majesties  laws,  which  your  Majesties  decla- 
ration is  truly  consonant  and  agreeable  to  the  ancient  and  funda- 
mental laws  of  this  your  realm :  And  whereas  your  Majesty  was 
further  graciously  pleased  expressly  to  command  that  no  suitor 
should  presume  to  move  your  Majesty  for  matters  of  that 
nature;  yet  nevertheless,  upon  misinformations,  and  untrue 
pretences  of  public  good,  many  such  grants  have  been  unduly 
obtained,  and  unlawfully  put  in  execution,  to  the  great  grievance 
and  inconvenience  of  your  Majesties  subjects,  contrary  to  the 
laws  of  this  your  realm,  and  contrary  to  your  Majesties  most 
royal  and  blessed  intention  so  published,  as  aforesaid ;  for  avoiding 
thereof,  and  preventing  of  the  like  to  come,  may  it  please  your 
excellent  Majesty,  at  the  humble  suit  of  the  Lords  Spiritual  and 
Temporal,  and  the  Commons  in  this  present  Parliament  assembled, 
that  it  may  be  declared  and  enacted,  and  be  it  declared  and  enacted 
by  authority  of  this  present  Parliament,  that  all  monopolies,  and 
all  commissions,  grants,  licences,  charters,  and  letters  patent 
heretofore  made  or  granted,  or  hereafter  to  be  made  or  granted  to 
any  person  or  persons,  bodies  politic  or  corporate  whatsoever,  of 
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or  for  the  sole  buying,  selling,  making,  working,  or  using  of  any- 
thing within  this  realm,  or  the  dominion  of  Wales  ;  or  of -any 
other  monopolies,  or  of  power,  liberty,  or  faculty  to  dispense  with 
any  others,  or  to  give  licence  or  toleration  to  do,  use,  or  exercise 
anything  against  the  tenour  or  purport  of  any  law  or  statute  ;  or  to 
give  or  make  any  warrant  for  any  such  dispensation,  licence,  or 
toleration  to  be  had  or  made,  or  to  agree  or  compound  with  any 
others  for  any  penalty,  or  forfeitures  limited  by  any  statute,  or  of 
any  grant  or  promise  of  the  benefit,  profit,  or  commodity,  of  any 
forfeiture,  penalty,'  or  sum  of  money,  that  is  or  shall  be  due  by 
any  statute,  before  judgment  thereupon  had,  and  all  proclama- 
tions, inhibitions,  restraints,  warrants  of  assistance,  and  all 
other  matters  and  things  whatsoever,  any  way  tending  to  the 
instituting,  erecting,  strengthening,  furthering,  or  countenancing 
of  the  same,  or  any  of  them,  are  altogether  contrary  to  the  laws 
of  this  realm,  and  so  are,  and  shall  be  utterly  void  and  of  none 
effect,  and  in  no  wise  to  be  put  in  use  or  execution. 
Monopolies,  2.  And  be  it  further  declared  and  enacted  by  the  authonty 

tried^by  the  aforesaid,  that  all  monopohes,  and  all  such  commissions,  grants, 
SiwsofUiis  licences,  charters,  letters  patents,  proclamations,  inhibitions, 
"**"^-  restraints,  warrants  of  assistance,  and  all  other  matters  and 

things  tending,  as  aforesaid,  and  the  force  and  validity  of  them, 
and  every  of  them,  ought  to  be,  and  shall  be  for  ever  hereafter 
examined,  heard,  tryed,  and  determined  by  and  according  to  the 
common  laws  of  this  realm,  and  not  otherwise. 
AH  perrons  3.  And  be  it  further  enacted  by  the  authority  aforesaid,  that 

luemono-  all  pcrsou  and  persons,  bodies  politic  and  corporate  whatsoever, 
po  €«,  etc  ^j^icii  now  are,  or  hereafter  shall  be,  shall  stand  and  be  disabled, 
and  uncapable  to  have,  use,  exercise,  or  put  in  use  any  monopoly, 
or  any  such  commission,  grant,  hcence,  charter,  letters  patents, 
proclamation,  inhibition,  restraint,  warrant  of  assistance,  or  other 
matter  or  tiling  tending,  as  aforesaid,  or  any  liberty,  power 
or  faculty,  grounded,  or  pretended  to  be  grounded,  upon  them 
or  any  of  them. 

[Sect.  4  enacts  that  the  party  grieved  by  pretext  of  a  mono- 
poly, etc.,  shall  recover  treble  damages  and  double  costs.  And 
sect.  5  refers  to  letters  patent  ♦  for  twenty-one  years  already 
granted.    The  all-important  section  is  the  next.] 

6.  Provided  also,  and  be  it  declared  and  enacted,  that  any 
declaration  before  mentioned  shall  not  extend  to  any  letters 
patents  and  grants  of  privilege  for  the  term  of  fourteen  years  or 
under,  hereafter  to  be  made,  of  the  sole  working  or  making  of 
any  manner  of  new  manufactures  within  this  realm,  to  the  true 
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and  first  inventor  or  inventors  of  such  mannfactnres,  which 
others  at  the  time  of  making  such  letters  patents  and  grants  shall 
not  use,  so  as  also  they  be  not  contrary  to  the  law,  nor  mis- 
chievous to  the  state,  by  raising  prices  of  commodities  at  home, 
or  hurt  of  trade,  or  generally  inconvenient :  the  said  fourteen 
years  to  be  accompted  from  the  date  of  the  first  letters  patents 
or  grant  of  such  privilege  hereafter  to  be  made,  but  that  the  same 
shall  be  of  such  force  as  they  should  be  if  this  Act  had  never  been 

made,  and  of  none  other. 

•  •••••■• 

[The  remaining  sections  of  the  Act  have  become  obsolete  or 
have  been  repealed.] 


46^&^47  Vict.  c.  67. 

An  Act  to  amend  and  consolidate  the  Law  relating  to  Patents 
for  Inventions,  Begistration  of  Designs,  and  of  Trade 
Marks.  [25th  Augtcst  1888.] 

[The  sections  relating  to  the  Registration  of  Designs  and  of 
Trade  Marks  are  not  here  reprinted.] 

Be  it  enacted,  &c.,  as  follows: — 

**  Pabt  I. — Preliminary. 

1.  This  Act  may  be  cited  as  the  Patents,  Designs,  and  Trade  short  tiuai 
Marks  Act,  1883. 

2.  This  Act  is  divided  into  parts,  as  follows :  —  niTiBion  of 

Act  Into 

Part  I.— PreKminarj'.  «*^ 

Part  II.— Patents. 
Part  III.— Designs. 
Part  IV.— Trade  Marks. 
Part  v.— General. 

8.  This  Act,  except  where  it  is  otherwise  expressed,  shall  commence. 
commence  from  and  immediately  after  the  thirty-first  day  of  "'''"***' ^*'*- 
December  1888. 

Part  II.— Patents. 
Application  for  and  Grant  of  Patent. 

4.  (1)  Any  person,  whether  a  British  subject  or  not,  may  Persont  en- 
make  an  application  for  a  patent.  ^^^^fY 

patent. 
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(2)  Two  or  more  persons  may  make  a  joint  application  for  a 

patent,  and  a  patent  may  be  granted  to  them  jointly.^ 

Application  5.  (1)  An  application  for  a  patent  must  be  made  in  the  form 

Mtion.  set  forth  in  the  First  Schedule  to  this  Act,  or  in  such  other  form 

as  may  be  from  time  to  time  prescribed ;  ^  and  must  be  left  at,  or 

sent  by  post,  to  the  Patent  Office  in  the  prescribed  manner. 

(2)  An  application  must  contain  a  declaration  '  to  the  effect 
that  the  applicant  is  in  possession  of  an  invention,  whereof  he, 
or,  in  the  case  of  a  joint  application,  one  or  more  of  the  appli- 
cants, claims  or  claim  to  be  the  true  and  first  inventor  or  in- 
ventors, and  for  which  he  or  they  desires  or  desire  to  obtain  a 
patent ;  and  must  be  accompanied  by  either  a  provisional  or 
complete  specification. 

(8)  A  provisional  specification  must  describe  the  nature  of 
the  invention,  and  be  accompanied  by  drawings  if  required.^ 

(4)  A  complete  specification,  whether  left  on  application  or 
subsequently,  must  particidarly  describe  and  ascertain  the  nature 
of  the  invention,  and  in  what  manner  it  is  to  be  performed,  and 
must  be  accompanied  by  drawings  if  required. 

(5)  A  specification,  whether  provisional  or  complete,  must 
commence  with  the  title,  and,  in  the  case  of  a  complete  specifica- 
tion, must  end  with  a  distinct  statement  of  the  invention  claimed. 

Beferenceof        6.  The  Comptroller  shall  refer  every  application  to  an  ex- 

to  exa^er.  aminer,  who  shall  ascertain  and  report  to  the    Comptroller 

whether  the  nature  of  the  invention  has  been  fairly  described, 

and  the  application,  specification,  and  drawings,  if  any,  have 

been  prepared  in  the  prescribed  manner,  and  the  title  sufficiently 

indicates  the  subject-matter  of  the  invention. 

Power  for  7.  [As  amended  by  the  Patents  Act  of  1888.]     (1)  If  the  ex- 

to  refuS?^*'    aminer  reports  that  the  nature  of  the  invention  is  not  fairly 

or^^h-e"     described,  or  that  the  application,  specification,  or  drawings  has 

amendment.   nQ(;^  or  have  not,  been  prepared  in  the  prescribed  manner,  or  that 

the  title  does  not  sufficiently  indicate  the  subject-matter  of  the 

invention,  the  Comptroller  may  refuse  to  accept  the  application, 

or  require  that  the  application,  specification,  or  drawings  be 

amended  before  he  proceeds  with  the  application ;  and  in  the 

latter  case  the  application  shall,  if  the  Comptroller  so  directs, 

bear  date  as  from  the  time  when  the  requirement  is  complied 

with. 

>  See  Patents  Act,  1888,  s.  5. 

<  See  Rules  5  and  6  of  Patents  Boles  1890. 

*  See  Patents  Act,  1885,  s.  2. 

*  As  to  drawings,  see  Kales  SO-33  of  Patents  Boles  1890. 
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(2)  Where  the  Comptroller  refases  to  accept  an  application 
or  requires  an  amendment,  the  applicant  may  appeal  from  his 
decision  to  the  law  officer. 

(8)  The  law  officer  shall,  if  required,  hear  the  applicant  and 
the  Comptroller,  and  may  make  an  order  determining  whether, 
and  subject  to  what  conditions  (if  any),  the  application  shall  be 
aiccepted. 

(4)  The  Comptroller  shall,  when  an  application  has  been 
accepted,  give  notice  thereof  to  the  applicant. 

(5)  If,  after  an  appUcation  for  a  patent  has  been  made,  but 
before  the  patent  thereon  has  been  sealed,  another  application  for 
a  patent  is  made,  accompanied  by  a  specification  bearing  the 
same  or  a  similar  title,  the  Comptroller,  if  he  thinks  fit,  on  the 
request  of  the  second  applicant,  or  of  his  legal  representative, 
may,  within  two  months  of  the  grant  of  a  patent  on  the  first 
application,  either  decline  to  proceed  with  the  second  appli- 
cation or  allow  the  surrender  of  the  patent,  if  any,  granted 
thereon. 

8.  (1)  If  the  applicant  does  not  leave  a  complete  specification  ?'^^Jji?^„. 
with  his  application,  he  may  leave  it  at  any  subsequent  time  pietespeoui- 
within  nine  months  from  the  date  of  application.^ 

(2)  Unless  a  complete  specification  is  left  within  that  time 
the  appUcation  shall  be  deemed  to  be  abandoned. 

9.  (1)  Where  a  complete  specification  is  left  after  a  pro-  compariaon 
visional  specification,  the  Comptroller  shall  refer  both  specifica-  Tisionai  and 
tions  to  an  examiner  for  the  purpose  of  ascertaining  whether  Bpecfflootion 
the  complete  specification  has  been  prepared  in  the  prescribed 
manner,  and  whether  the  invention  particularly  described  in  the 
complete  specification  is  substantially  the  same  as  that  which  is 
described  in  the  provisional  specification. 

(2)  If  the  examiner  reports  that  the  conditions  hereinbefore 
contained  have  not  been  compHed  with,  the  Comptroller  may 
refuse  to  accept  the  complete  specification  unless  and  until  the 
same  shall  have  been  amended  to  his  satisfaction ;  but  any  such 
refusal  shall  be  subject  to  appeal  to  the  law  officer. 

(8)  The  law  officer  shall,  if  required,  hear  the  applicant  and 
the  Comptroller,  and  may  make  an  order  determining  whether, 
and  subject  to  what  conditions,  if  any,  the  complete  specification 
shall  be  accepted. 

(4)  Unless  a  complete  specification  is  accepted  within  twelve 

*  The  Comptroller  is  empowered  to  grao  farther  time,  not  exceeding  one 
month.    (See  s.  S  of  Patents  Act,  1885.) 

K  2 
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months  ^  from  the  date  of  application,  then  (save  in  the  case  of  an 
appeal  having  been  lodged  against  the  refusal  to  accept)  tlie 
application  shall,  at  the  expiration  of  those  twelve  months, 
become  void. 

(6)  [As  amended  by  the  8rd  sect,  of  the  Act  of  1888.]  Reports 

of  examiners  shall  not  in  any  case  be  published  or  open  to  public 

inspection,  and  shall  not  be  liable  to  production  or  inspection  in 

any  legal  proceeding,  unless  the  Court  or  officer  having  power  to 

order  discovery  in  such  legal  proceeding  shall  certify  that  such 

production  or  inspection  is  desirable  in  the  interests  of  justice, 

and  ought  to  be  allowed. 

Advertifle.  10.  On  the  acceptance  of   the  complete  specification    the 

oe^nce^f    Comptroller  shall  advertise  the  acceptance ;  and  the  application 

^ffi^ion.  <^^  specification  or  specifications,  with  the  drawings,  if  any,  shall 

be  open  to  pubHc  inspection. 
Opposition  11.  [As  amended  by  the  4th  sect,  of  the  Act  of  1888.1  (I) 

pateut  Any  person  may  at  any  time  within  two  months  from  the  date 
of  the  advertisement  of  the  acceptance  of  a  complete  specification 
give  notice  at  the  Patent  Office  of  opposition  to  the  grant  of  the 
patent,  on  the  ground  of  the  applicant  having  obtained  the  inven- 
tion from  him,  or  from  a  person  of  whom  he  is  the  legal  repre- 
sentative, or  on  the  ground  that  the  invention  has  been  patented 
in  this  country  on  an  application  of  prior  date,  or  on  the  gromid 
that  the  complete  specification  describes  or  claims  an  invention 
other  than  that  described  in  the  provisional  specification,  and 
that  such  other  invention  forms  the  subject  of  an  application 
made  by  the  opponent  in  the  interval  between  the  leaving  of  the 
provisional  specification  and  the  leaving  of  the  complete  specifi- 
cation, but  on  no  other  ground. 

(2)  Where  such  notice  is  given  the  Comptroller  shall  give 
notice  of  the  opposition  to  the  applicant,  and  shall,  on  the  expira- 
tion of  those  two  months,  after  hearing  the  applicant  and  the 
person  so  giving  notice,  if  desirous  of  being  heard,  decide  on  the 
case,  but  subject  to  appeal  to  the  law  officer. 

(8)  The  law  officer  shall,  if  required,  hear  the  applicant  and 
any  person  so  giving  notice,  and  being,  in  the  opinion  of  the  law 
officer,  entitled  to  be  heard  in  opposition  to  the  grant,  and  shall 
determine  whether  the  grant  ought  or  ought  not  to  be  made. 

(4)  The  law  officer  may,  if  he  thinks  fit,  obtain  the  assistance 
of  an  expert,  who  shall  be  paid  such  remuneration  as  the  law 
officer,  with  the  consent  of  the  Treasury,  shall  appoint. 

1  The  Comptroller  is  empowered  to  grant  further  time,  not  ezceedini; 
three  months.    (See  sect.  8  of  Act,  1885.) 
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12.  (1)  If  there  is  no  opposition,  or,  in  case  of  opposition,  if  sealing  of 
the  determination  is  in  favour  of  the  grant  of  a  patent,  the  ^^^^ 
Comptroller  shall  cause  a  patent  to  be  sealed  with  the  seal  of  the 
Patent  Office. 

(2)  A  patent  so  sealed  shall  have  the  same  effect  as  if  it  were 
sealed  with  the  Great  Seal  of  the  United  Kingdom. 

(3)  A  patent  shall  be  sealed  as  soon  as  may  be,  and  not  after 
the  expiration  of  fifteen  months  ^  from  the  date  of  application, 
except  in  the  cases  hereinafter  mentioned,  that  is  to  say — 

(a)  Where  the  sealing  is  delayed  by  an  appeal  to  the  law 
officer,  or  by  opposition  to  the  grant  of  the  patent,  the 
patent  may  be  sealed  at  such  time  as  the  law  officer 
may  direct. 

(h)  If  the  person  making  the  application  dies  before  the 
expiration  of  the  fifteen  months  aforesaid,  the  patent 
may  be  granted  to  his  legal  representative  and  sealed 
at  any  time  within  twelve  months  after  the  death  of 
the  applicant. 

13.  Every  patent  shall  be  dated  and  sealed  as  of  the  day  of  Date  of 
the  application :  Provided  that  no  proceedings  shall  be  taken  p**^**** 
in  respect  of  an  infringement  committed  before  the  pubUcation  of 

the  complete  specification  :  Provided  also,  that  in  case  of  more 
than  one  apphcation  for  a  patent  for  the  same  invention,  the 
sealing  of  a  patent  on  one  of  those  applications  shall  not  prevent 
the  sealing  of  a  patent  on  an  earher  application. 

Provisional  Protection, 

14.  Where  an  application  for  a  patent  in  respect  of  an  inven-  Proyisionai 
tion  has  been  accepted,  the  invention  may  during  the  period  p'®*®®****"* 
between  the  date  of  the  application  and  the  date  of  sealing  such 
patent  be  used  and  published  without  prejudice  to  the  patent  to 

be  granted  for  the  same  ;  and  such  protection  from  the  conse- 
quences of  use  and  publication  is  in  this  Act  referred  to  as  pro- 
visional protection. 

Protection  by  Complete  Specification. 

15.  After  the  acceptance  of  a  complete  specification  and  until  Bffoetof  ao. 
the  date  of  sealing  a  patent  in  respect  thereof,  or  the  expiration  ^mpiete^ 
of  the  time  for  sealing,  the  applicant  shall  have  the  hke  privi-  ■p«°^^*»'*<» 
leges  and  rights  as  if  a  patent  for  the  invention  had  been  sealed 

*  A  further  extension  of  four  months  after  the  fifteen  months  is  allowed 
for  the  sealing  of  the  patent  by  sect.  3  of  the  Act  of  1885. 
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on  the  date  of  the  acceptance  of  the  complete  specification  :  Pro- 
vided that  an  applicant  shall  not  be  entitled  to  institute  any 
proceeding  for  infringement  unless  and  until  a  patent  for  the 
invention  has  been  granted  to  him. 

Patent. 

■ztantot  16.  Every  patent  when  sealed  shall  have  effect  throughout 

^  the  extent  of  the  United  Kingdom  and  the  Isle  of  Man. 

Term  of  17.  (1)  The  term  limited  in  every  patent  for  the  duration 

^  thereof  shall  be  fourteen  years  from  its  date. 

(2)  But  every  patent  shall,  notwithstanding  anything  therein 
or  in  this  Act,  cease  if  the  patentee  fedls  to  make  the  prescribed 
payments  within  the  prescribed  times. 

(8)  If,  nevertheless,  in  any  case,  by  accident,  mistake,  or  in- 
advertence, a  patentee  fails  to  make  any  prescribed  payment 
within  the  prescribed  time,  he  may  apply  to  the  Comptiroller  for 
an  enlargement  of  the  time  for  making  that  payment. 

(4)  Thereupon  the  Comptroller  shall,  if  satisfied  that  the 
failure  has  arisen  from  any  of  the  above-mentioned  causes,  on 
receipt  of  the  prescribed  fee  for  enlargement,  not  exceeding  ten 
pounds,  enlarge  the  time  accordingly,  subject  to  the  following 
conditions : — 

(a)  The  time  for  making  any  payment  shall  not  in  any  case 

be  enlarged  for  more  than  three  months. 

(b)  If  any  proceeding  shall  be  taken  in  respect  of  an  infringe- 

ment of  the  patent  committed  after  a  failure  to  make 
any  payment  within  the  prescribed  time,  and  before 
the  enlargement  thereof,  the  Court  before  which  the 
proceeding  is  proposed  to  be  taken  may,  if  it  shall 
think  fit,  refuse  to  award  or  give  any  damages  in 
respect  of  such  infringement. 

Amendment  of  Specification. 

Amendment        18.  (1)  An  applicant  Or  a  patentee  may,  from  time'to  time, 

tion.  by  request  in  writing  left  at  the  Patent  Office,  seek  leave  to 

amend  his  specification,  including  drawings  forming  part  thereof, 

by  way  of  disclaimer,  correction,  or  explanation,  stating  the 

nature  of  such  amendment  and  his  reasons  for  the  same. 

(2)  The  request  and  the  nature  of  such  proposed  amend- 
ment shall  be  advertised  in  the  prescribed  manner,  and  at  any 
time  within  one  month  from  its  first  advertisement  any  person 
may  give  notice  at  the  Patent  Office  of  opposition  to  the  amend- 
ment. 
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(8)  Where  such  notice  is  given  the  Comptroller  shall  give 
notice  of  the  opposition  to  the  person  making  the  request, 
and  shall  hear  and  decide  the  case  subject  to  an  appeal  to  the 
law  officer. 

(4)  The  law  officer  shall,  if  required,  hear  the  person 
making  the  request  and  the  person  so  gi\'ing  notice,  and 
being  in  the  opinion  of  the  law  officer  entitled  to  be  heard  in 
opposition  to  the  request,  and  shall  determine  whether,  and 
subject  to  what  conditions,  if  any,  the  amendment  ought  to  be 
allowed. 

(5)  Where  no  notice  of  opposition  is  given,  or  the  person  so 
giving  notice  does  not  appear,  the  Comptroller  shall  determine 
whether,  and  subject  to  what  conditions,  if  any,  the  amendment 
ought  to  be  allowed. 

(6)  When  leave  to  amend  is  refused  by  the  Comptroller,  the 
person  making  the  request  may  appeal  from  his  decision  to  the 
law  officer. 

(7)  The  law  officer  shall,  if  required,  hear  the  person  making 
the  request  and  the  Comptroller,  and  may  make  an  order  deter- 
mining whether,  and  subject  to  what  conditions,  if  any,  the 
amendment  ought  to  be  allowed. 

(8)  No  amendment  shall  be  allowed  that  would  make  the 
specification,  as  amended,  claim  an  invention  substantially  larger 
than,  or  substantially  different  from,  the  invention  claimed  by  the 
specification  as  it  stood  before  amendment. 

(9)  Leave  to  amend  shall  be  conclusive  as  to  the  right  of  the 
party  to  make  the  amendment  allowed,  except  in  case  of  fraud ; 
and  the  amendment  shall  in  all  Courts,  and  for  all  purposes,  be 
deemed  to  form  part  of  the  specification. 

(10)  [As  amended  by  sect.  5  of  the  Act  of  1888.]  The  fore- 
going  provisions  of  this  section  do  not  apply  when,  and  so  long 
as,  any  action  for  infringement  or  proceeding  for  revocation  of  a 
patent  is  pending. 

19.  In  an  action  for  infringement  of  a  patent,  and  in  a  pro-  Power  to  dis- 
ceeding  for  revocation  of  a  patent,  the  Court  or  a  judge  may  at  fnrenu^^^ 
any  time  order  that  the  patentee  shall,  subject  to  such  terms  as  ^J^^  ^^ 
to  costs  and  otherwise  as  the  Court  or  a  judge  may  impose,  be  at 

liberty  to  apply  at  tlie  Patent  Office  for  leave  to  amend  his  speci- 
fication by  way  of  disclaimer,  and  may  direct  that  in  the  mean- 
time the  trial  or  hearing  of  the  action  shall  be  postponed. 

20.  Where  an  amendment  by  way  of  disclaimer,  correction,  Restriction 
or  explanation,  has  been  allowed  under  this  Act,  no  damages  of  d^gei^ 
shall  be  given  in  any  action  in  respect  of  the  use  of  the  invention 
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before  the  disclaimer,  correction,  or  explanation,  unless  the 
patentee  establishes  to  the  satisfaction  of  the  Court  that  his 
original  claim  was  framed  in  good  faith  and  with  reasonable  skill 
and  knowledge. 

21.  Every  amendment  of  a  specification  shall  be  advertised 
in  the  prescribed  manner. 

Compulsory  Licences. 

22.  If  on  the  petition  of  any  person  interested  it  is  proved  to 
the  Board  of  Trade  that  by  reason  of  the  default  of  a  patentee  to 
grant  licences  on  reasonable  terms — 

(a)  The  patent  is  not  being  worked  in  the  United  Kingdom  ; 

or 
{h)  The  reasonable  requirements  of  the  public  with  respect  to 

the  invention  cannot  be  supplied  ;  or 
(c)  Any  person  is  prevented  from  working  or  using  to  the 
best  advantage  an  invention  of  which  he  is  possessed, 
the  Board  may  order  the  patentee  to  grant  licences  on  such 
terms  as  to  the  amount  of  royalties,  security  for  payment,  or 
otherwise,  as  the  Board,  having  regard  to  the  nature  of  the  in- 
vention and  the  circimistances  of  the  case,  may  deem  just,  and 
any  such  order  may  be  enforced  by  mandamus. 


Register  of 
patents. 


Tees  in 
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Register  of  Patents. 

23.  (1)  There  shall  be  kept  at  the  Patent  Office  a  book  called 
the  Register  of  Patents,  wherein  shall  be  entered  the  names  and 
addresses  of  grantees  of  patents,  notifications  of  assignments  and 
of  transmissions  of  patents,  of  licences  under  patents,  and  of 
amendments,  extensions,  and  revocations  of  patents,  and  such 
other  matters  affecting  the  validity  or  proprietorship  of  patents 
as  may  from  time  to  time  be  prescribed. 

(2)  The  register  of  patents  shall  be  priw/i-facie  evidence  of 
any  matters  by  this  Act  directed  or  authorised  to  be  inserted 
therein. 

(8)  Copies  of  deeds,  licences,  and  any  other  documents  affect- 
ing the  proprietorship  in  any  letters  patent  or  in  any  licence 
thereunder  must  be  supplied  to  the  Comptroller  in  the  prescribed 
manner  for  filing  in  the  Patent  Office. 

Fees. 

24.  (1)  There  shall  be  paid  in  respect  of  the  several  in- 
struments described  in  the  Second  Schedule  to  this  Act  the 
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fees  in  that  schedule  mentioned,  and  there  shall  likewise  be 
paid,  in  respect  of  other  matters  under  this  part  of  the  Act, 
such  fees  as  maj  be  from  time  to  time,  with  the  sanction  of 
the  Treasury,  prescribed  by  the  Board  of  Trade;  and  such 
fees  shall  be  levied  and  paid  to  the  account  of  her  Majesty'd 
Exchequer  in  such  manner  as  the  Treasury  may  from  time  to 
time  direct. 

(2)  The  Board  of  Trade  may  from  time  to  time,  if  they 
think  fit,  with  the  consent  of  the  Treasury,  reduce  any  of  those 
fees. 

Extension  of  Term  of  Patent. 

25.  (1)  A  patentee  may,  after  advertising  in  manner  directed   Eztenaioaot 
by  any  rules  made  under  this  section  his  intention  to  do  so,  present  ^^t  on 
a  petition  to  her  Majesty  in  Council,  praying  that  his  patent  may  ^^^ 
be  extended  for  a  further  term  ;  but  such  petition  must  be  pre-  oouaoii. 
sented  at  least  six  months  before  the  time  limited  for  the  expira- 
tion of  the  patent. 

(2)  Any  person  may  enter  a  caveat,  addressed  to  the 
Eegistrar  of  the  Council,  at  the  Council  Office,  against  the 
extension. 

(8)  If  her  Majesty  shall  be  pleased  to  refer  any  such  petition 
to  the  Judicial  Committee  of  the  Privy  Council,  the  said  Com- 
mittee shall  proceed  to  consider  the  same,  and  the  petitioner  and 
any  person  who  has  entered  a  caveat  shall  be  entitled  to  be  heard 
by  himself  or  by  counsel  on  the  petition. 

(4)  The  Judicial  Committee  shall,  in  considering  their  de- 
cision, have  regard  to  the  nature  and  merits  of  the  invention  in 
relation  to  the  pubhc,  to  the  profits  made  by  the  patentee  as  such, 
and  to  all  the  circumstances  of  the  case. 

(5)  If  the  Judicial  Committee  report  that  the  patentee  has 
been  inadequately  remunerated  by  his  patent,  it  shall  be  lawful 
for  her  Majesty  in  Council  to  extend  the  term  of  the  patent  for  a 
further  term  not  exceeding  seven,  or  in  exceptional  cases  fourteen, 
years  ;  or  to  order  the  grant  of  a  new  patent  for  the  term  therein 
mentioned,  and  containing  any  restrictions,  conditions,  and  pro- 
visions that  the  Judicial  Committee  may  think  fit. 

(6)  It  shall  be  lawful  for  her  Majesty  in  Council  to  make, 
from  time  to  time,  rules  of  procedure  and  practice  for  regu- 
lating proceedings  on  such  petitions,  and  subject  thereto  such 
proceedings  shall  be  regulated  according  to  the  existing  pro- 
cedure and  practice  in  patent  matters  of  the  Judicial  Com- 
mittee. 
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(7)  The  costs  of  all  parties  of  and  incident  to  such  pro- 
oeedings  shall  be  in  the  discretion  of  the  Judicial  Committee ; 
and  the  orders  of  the  Committee  respecting  costs  shall  be  en- 
forceable as  if  they  were  orders  of  a  division  of  the  High  Court 
of  Justice. 

Bevocation* 

Beroeation         26.  (1)  The  proceeding  by  scire  facias  to  repeal  a  patent  is 
^  ^  ^      hereby  abolished. 

(2)  Revocation  of  a  patent  maybe  obtained  on  petition  to  the 
Court. 

(8)  Every  ground  on  which  a  patent  might  at  the  commence- 
ment of  this  Act  be  repealed  by  scire  facias  shall  be  available 
by  way  of  defence  to  an  action  of  infringement,  and  shall  also  be 
a  ground  of  revocation.        , 

(4)  A  petition  for  revocation  of  a  patent  may  be  presented 
by- 

(a)  The  Attorney-General  in  England  or  Ireland,  or  the  Lord 

Advocate  in  Scotland ; 
(6)  Any  person  authorised  by  the  Attorney-General  in  England 

or  Ireland,  or  the  Lord  Advocate  in  Scotland; 

(c)  Any  person  alleging  that  the  patent  was  obtained  in  fraud 

of  his  rights,  or  of  the  rights  of  any  person  under  or 
through  whom  he  claims ; 

(d)  Any  person  alleging  that  he,  or  any  person  under  or 

through  whom  he  claims,  was  the  true  inventor  of  any 
invention  included  in  the  claim  of  the  patentee  ; 

(e)  Any  person  alleging  that  he,  or  any  person  under  or 

through  whom  he  claims  an  interest  in  any  trade,  busi- 
ness, or  manufacture,  had  pubUcly  manufEtctured,  used, 
or  sold,  within  this  realm,  before  the  date  of  the  patent, 
anything  claimed  by  the  patentee  as  his  invention. 

(5)  The  plaintiff  must  deliver  with  his  petition  particulars  of 
the  objections  on  which  he  means  to  rely,  and  no  evidence  shaU, 
except  by  leave  of  the  Court  or  a  judge,  be  admitted  in  proof  of 
any  objection  of  which  particulars  are  not  so  deHvered. 

(6)  Particulars  delivered  may  be  from  time  to  time  amended  by 
leave  of  the  Court  or  a  judge. 

(7)  The  defendant  shall  be  entitled  to  begin,  and  give  evi- 
dence in  support  of  the  patent,  and  if  the  plaintiff  gives  evidence 
impeaching  the  vaUdity  of  the  patent  the  defendant  shall  be 
entitled  to  reply. 

(8)  Where  a  patent  has  been  revoked  on  the  ground  of  fraud. 
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the  Comptroller  may,  on  'the  application  of  the  true  inventor, 
made  in  accordance  with  the  provisions  of  this  Act,  grant  to  him 
a  patent  in  lieu  of  and  bearing  the  same  date  as  the  date  of  re- 
vocation of  the  patent  so  revoked ;  but  the  patent  so  granted  shall 
cease  on  the  expiration  of  the  term  for  which  the  revoked  patent 
was  granted. 

Crown. 

27.  (1)  A  patent  shall  have  to  all  intents  the  like  efiEect  as  Patent  to 
against  her  Majesty  the  Queen,  her  heirs  and  successors,  as  it  has      ^       ^^ 
against  a  subject. 

(2)  But  the  officers  or  authorities  administering  any  depart- 
ment of  the  service  of  the  Crown  may,  by  themselves,  their  agents, 
contractors,  or  others,  at  any  time  after  the  application,  use  the  in- 
vention for  the  services  of  the  Crown  on  terms  to  be  before  or  after 
the  use  thereof  agreed  on,  with  the  approval  of  the  Treasury,  be- 
tween those  officers  or  authorities  and  the  patentee,  or,  in  default  of 
such  agreement,  on  such  terms  as  may  be  settled  by  the  Treasury 
after  hearing  all  parties  interested. 

Legal  Proceedings. 

28.  (1)  In  an  action  or  proceeding  for  infringement  or  revoca-  Heariair 
tion  of  a  patent,  the  Court  may,  if  it  thinks  fit,  and  shall,  on  the  assessor, 
request  of  either  of  the  parties  to  the  proceeding,  call  in  the  aid  of 

an  assessor  specially  qualified,  and  try  and  hear  the  case  wholly  or 
partially  with  his  assistance  ;  the  action  shall  be  tried  without  a 
jury  unless  the  Court  shall  otherwise  direct. 

(2)  The  Court  of  Appeal  or  the  Judicial  Committee  of  the 
Privy  Council  may,  if  they  see  fit,  in  any  proceeding  before  them 
respectively,  call  in  the  aid  of  an  assessor  as  aforesaid. 

(8)  The  remuneration,  if  any,  to  be  paid  to  an  assessor  under 
this  section  shall  be  determined  by  the  Court  or  the  Court  of 
Appeal  or  Judicial  Committee,  as  the  case  may  be,  and  be  paid 
in  the  same  manner  as  the  other  expenses  of  the  execution  of 
this  Act. 

29.  (1)  In  an  action  for  infringement  of  a  patent  the  plaintiff  Deiit«iTor 
must  deliver  with  his  statement  of  claim,  or  by  order  of  the  Court  p*^**^*^ 
or  the  judge,  at  any  subsequent  time,  particulars  of  the  breaches 
complained  of. 

(2)  The  defendant  must  deliver  with  his  statement  of  defence, 
or,  by  order  of  the  Court  or  a  judge,  at  any  subsequent  time, 
particulars  of  any  objections  on  which  he  relies  in  support 
thereof. 
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(B)  If  the  defendant  disputes  the  validity  of  the  patent,  the 
particulars  delivered  by  him  must  state  on  what  grounds  he  dis- 
putes it,  and,  if  one  of  those  grounds  is  want  of  novelty,  must 
state  the  time  and  place  of  the  previous  publication  or  user 
alleged  by  him. 

(4)  At  the  hearing  no  evidence  shall,  except  by  leave  of  the 
Court  or  a  judge,  be  admitted  in  proof  of  any  alleged  infringement 
or  objection  of  which  particulars  are  not  so  delivered. 

(5)  Particulars  delivered  may  be  from  time  to  time  amended 
by  leave  of  the  Court  or  a  judge. 

(6)  On  taxation  of  costs  regard  shall  be  had  to  the  particulars 
delivered  by  the  plaintiff  and  by  the  defendant ;  and  they,  respect- 
ively, shall  not  be  allowed  any  costs  in  respect  of  any  particular 
dehvered  by  them  unless  the  same  is  certified  by  the  Court  or  a 
judge  to  have  been  proven  or  to  have  been  reasonable  and 
proper,  without  regard  to  the  general  costs  of  the  case. 

80.  In  an  action  for  infringement  of  a  patent,  the  Court  or  a 
judge  may,  on  the  application  of  either  party,  make  such  order 
for  an  injunction  inspection  or  account,  and  impose  such  terms, 
and  give  such  directions  respecting  the  same  and  the  proceedings 
thereon  as  the  Court  or  a  judge  may  see  fit. 

31.  In  an  action  for  infringement  of  a  patent,  the  Court  or  a 
judge  may  certify  that  the  validity  of  the  patent  came  in  question ; 
and  if  the  Court  or  a  judge  so  certifies,  then,  in  any  subsequent 
action  for  infringement,  the  plaintiff  in  that  action,  on  obtaining 
a  final  order  or  judgment  in  his  favour,  shall  have  his  full  costs, 
charges,  and  expenses  as  between  solicitor  and  client,  unless  the 
Court  or  judge  trying  the  action  certifies  that  he  ought  not  to 
have  the  same. 

32.  Where  any  person  claiming  to  be  the  patentee  of  an 
invention,  by  circulars,  advertisements,  or  otherwise,  threatens 
any  other  person  with  any  legal  proceedings  or  liability  in  respect 
of  any  alleged  manufacture,  use,  sale,  or  purchase  of  the  inven- 
tion, any  person  or  persons  aggrieved  thereby  may  bring  an  action 
against  him,  and  may  obtain  an  injunction  against  the  continu- 
ance of  such  threats,  and  may  recover  such  damage,  if  any,  as 
may  have  been  sustained  thereby,  if  the  alleged  manufacture,  use, 
sale,  or  purchase  to  which  the  threats  related  was  not  in  fact 
an  infringement  of  any  legal  rights  of  the  person  making  such 
threats  :  Provided  that  this  section  shall  not  apply  if  the  person 
making  such  threats  with  due  diligence  commences  and  pro- 
secutes an  action  for  infringement  of  his  patent. 
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Miscellaneotcs, 

88.  Every  patent  may  be  in  the  form  in  the  First  Schedule  Patent  for 

to  this  Act,  and  shall  be  granted  for  one  invention  only,  but  may  tion  odi^* 
contain  more  than  one  claim  ;  but  it  shall  not  be  competent  for 
any  person  in  an  action  or  other  proceeding  to  take  any  objection 
to  a  patent  on  the  ground  that  it  comprises  more  than  one 
invention. 

84.  (1)  If  a  person  possessed  of  an  invention  dies  without  Patent  on 
making  application  for  a  patent  for  the  invention,  application  of^epreaen. 
may  be  made  by,  and  a  patent  for  the  invention  granted  to,  his  ^S^n?^ 
legal  representative.  rentor. 

(2)  Every  such  application  must  be  made  within  six  months 
of  the  decease  of  such  person,  and  must  contain  a  declaration  by 
the  legal  representative  that  he  believes  such  person  to  be  the  true 
and  first  inventor  of  the  invention. 

85.  A  patent  granted  to  the  true  and  first  inventor  shall  not  Patent  to 
be  invalidated  by  an  appUcation  in  fraud  of  him,  or  by  pro-  ventor  not 
visional  protection  obtained  thereon,  or  by  any  use  or  publication  by^pSS? 
of   the  invention  subsequent    to    that  fraudulent    application  o^Sim^'*"^ 
during  the  period  of  provisional  protection. 

86.  A  patentee  may  assign  his  patent  for  any  place  in  or  part  Assignment 
of  the  United  Kingdom,  or  Isle  of  Man,  as  effectually  as  if  the  larpi^es!^' 
patent  were  originally  granted  to  extend  to  that  place  or  part 

only. 

87.  If  a  patent  is  lost  or  destroyed,  or  its  non-production  is  Loss  or  de- 
accounted  for  to  the  satisfaction  of  the  Comptroller,  the  Comp-  ^tent.°"  ° 
troUer  may  at  any  time  cause  a  duplicate  thereof  to  be  sealed. 

88.  The  law  officers  may  examine  witnesses  on  oath  and  ad-  Proceedinga 
minister  oaths  for  that  purpose  under  this  part  of  this  Act,  and  beforelaw 
may  from  time  to  time  make,  alter,  and  rescind  rules  regu-  ®"°*^'' 
lating  references  and  appeals  to  the  law  officers  and  the  practice 

and  procedure  before  them  under  this  part  of  this  Act ;  and,  in 
any  proceeding  before  either  of  the  law  officers  under  this  part 
of  this  Act,  the  law  officer  may  order  costs  to  be  paid  by  either 
party,  and  any  such  order  may  be  made  a  rule  of  the  Court. 

89.  The  exhibition  of  an  invention  at  an  industrial  or  inter-  Exhibition 
national  exhibition,  certified  as  such  by  the  Board  of  Trade,  or  or  inter.  "^ 
the  publication  of  any  description  of  the  invention  during  the  SfwtionSot 
period  of  the  holding  of  the  exhibition,  or  the  use  of  the  inven-  Ji£"^"*^^°® 


'  As  to  the  extension  of  these  provisions,  with  certain  modifications,  to 
indastrial  and  international  exhibitions  held  out  of  the  United  Kingdom, 
see  sect.  8  of  the  Act  of  1886. 


rights.* 
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tion  for  the  purpose  of  the  exhibition  in  the  place  where  the 
exhibition  is  held,  or  the  nse  of  the  invention  daring  the  period 
of  the  holding  of  the  exhibition  by  any  person  elsewhere,  without 
the  privity  or  consent  of  the  inventor,  shall  not  prejudice  the 
right  of  the  inventor  or  his  legal  personal  representative  to  apply 
for  and  obtain  provisional  protection  and  a  patent  in  respect  of 
the  invention  or  the  validity  of  any  patent  granted  on  the  appli- 
cation, provided  that  both  the  following  conditions  are  complied 
with,  namely : — 

(a)  The  exhibitor  must,  before  exhibiting  the  invention,  give 

the  Comptroller  the  prescribed  notice  of  his  intention 
to  do  so ;  and 

(b)  The  appUcation  for  a  patent  must  be  made  before  or 

within  six  months  from  the  date  of  the  opening  of  the 
exhibition. 

40.  (1)  The  Comptroller  shall  cause  to  be  issued  periodically 
an  illustrated  journal  of  patented  inventions,  as  well  as  reports 
of  patent  cases  decided  by  courts  of  law,  and  any  other  infor- 
mation that  the  Comptroller  may  deem  generally  useful  or 
important. 

(2)  Provision  shall  be  made  by  the-  Comptroller  for  keeping 
on  sale  copies  of  such  journal,  and  also  of  all  complete  specifi- 
cations of  patents  for  the  time  being  in  force,  with  their  accom- 
panying drawings,  if  any. 

(8)  The  Comptroller  shall  continue,  in  such  form  as  he  may 
deem  expedient,  the  indexes  and  abridgments  of  specifications 
hitherto  pubhshed,  and  shall  from  time  to  time  prepare  and 
publish  such  other  indexes,  abridgments  of  specifications, 
catalogues,  and  other  works  relating  to  inventions,  as  he  may 
see  fit. 

41.  The  control  and  management  of  the  existing  Patent 
Museum  and  its  contents  shall,  from  and  after  the  commence- 
ment of  this  Act,  be  transferred  to  and  vested  in  the  Department 
of  Science  and  Art,  subject  to  such  directions  as  her  Majesty  in 
Council  may  see  fit  to  give. 

42.  The  Department  of  Science  and  Art  may  at  any  time 
require  a  patentee  to  furnish  them  with  a  model  of  his  invention 
on  payment  to  the  patentee  of  the  cost  of  the  manufacture  of 
the  model :  the  amount  to  be  settled,  in  case  of  dispute,  by  the 
Board  of  Trade. 

48.  (1)  A  patent  shall  not  prevent  the  use  of  an  invention 
for  the  purposes  of  the  navigation  of  a  foreign  vessel  within  the 
jurisdiction  of  any  of  her  Majesty's  Courts  in  the  United  King- 
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dom  or  Isle  of  Man,  or  the  use  of  an  invenidon  in  a  foreign 
vessel  within  that  jurisdiction,  provided  it  is  not  used  therein  for 
or  in  connection  with  the  manufacture  or  preparation  of  anything 
intended  to  be  sold  in  or  exported  from  the  United  Kingdom  or 
Isle  of  Man. 

(2)  But  this  section  shall  not  extend  to  vessels  of  any  foreign 
state  of  which  the  laws  authorise  subjects  of  such  foreign  state, 
having  patents  or  like  privileges  for  the  exclusive  use  or  exercise 
of  inventions  witliin  its  territories,  to  prevent  or  interfere  with 
the  use  of  such  inventions  in  British  vessels  while  in  the  ports  of 
such  foreign  state,  or  in  the  waters  within  the  jurisdiction  of  its 
Courts,  where  such  inventions  are  not  so  used  for  the  manufacture 
or  preparation  of  anything  intended  to  be  sold  in  or  exported  horn 
the  territories  of  such  foreign  state. 

44.  (1)  The  inventor  of  any  improvement  in  instruments  or  Assignment 
munitions  of  war,  his  executors,  administrators,  or  assigns  (who  to^wn^ 
are  in  this  section  comprised  in  the  expression '  the  inventor ')  may  ?^!j^|^' 
(either  for  or  without  valuable  consideration)  assign  to  her 
Majesty's  Principal  Secretary  of  State  for  the  War  Department 
(hereinafter  referred  to  as  the  Secretary  of  State),  on  behalf  of 
her  Majesty,  all  the  benefit  of  the  invention  and  of  any  patent 
obtained  or  to  be  obtained  for  the  same ;  and  the  Secretary  of 
State  may  be  a  party  to  the  assignment. 

(2)  The  assignment  shall  effectually  vest  the  benefit  of  the 
invention  and  patent  in  the  Secretary  of  State  for  the  time  being 
on  behalf  of  her  Majesty,  and  all  covenants  and  agreements 
therein  contained  for  keeping  the  invention  secret  and  otherwise 
shall  be  valid  and  effectual  (notwithstanding  any  want  of  valuable 
(Consideration),  and  may  be  enforced  accordingly  by  the  Secretary 
of  State  for  the  time  being. 

(3)  Where  any  such  assignmient  has  been  made  to  the  Secre- 
tary of  State,  he  may  at  any  time  before  the  appUcation  for  a 
patent  for  the  invention,  or  before  publication  of  the  specification 
or  specifications,  certify  to  the  Comptroller  his  opinion  that,  in  the 
interest  of  the  pubhc  service,  the  particulars  of  the  invention  and 
of  the  manner  in  which  it  is  to  be  performed  should  be  kept  secret. 

(4)  If  the  Secretary  of  State  so  certifies,  the  apphcation  and 
specification  or  specifications,  with  the  drawings,  if  any,  and 
any  amendment  of  the  specification  or  specification£«,  and  any 
copies  of  such  documents  and  drawings,  shall,  instead  of  being 
left  in  the  ordinary  manner  at  the  Patent  Office,  be  delivered  to 
the  Comptroller  in  a  packet  sealed  by  authority  of  the  Secretary 
of  State. 
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(5)  Such  packet  shall,  until  the  expiration  of  the  term  or 
extended  term  during  which  a  patent  for  the  invention  may  be 
in  force,  be  kept  sealed  by  the  Comptroller,  and  shall  not  be 
opened  save  under  the  authority  of  an  order  of  the  Secretary  of 
State  or  of  the  law  officers. 

(6)  Such  sealed  packet  shall  be  delivered  at  any  time  during 
the  continuance  of  the  patent  to  any  person  authorised  by 
writing  under  the  hand  of  the  Secretary  of  State  to  receive  the 
same,  and  shall  if  returned  to  the  Comptroller  be  again  kept 
sealed  by  him. 

(7)  On  the  expiration  of  the  term  or  extended  term  of  the 
patent,  such  sealed  packet  shall  be  delivered  to  any  person 
authorised  by  writing  under  the  hand  of  the  Secretary  of  State 
to  receive  it. 

(8)  Where  the  Secretary  of  State  certifies  as  aforesaid,  after 
an  application  for  a  patent  has  been  left  at  the  Patent  Office,  but 
before  the  publication  of  the  specification  or  specifications,  the 
application,  specification  or  specifications,  with  the  drawings,  if 
any,  shall  be  forthwith  placed  in  a  packet  sealed  by  authority  of 
the  Comptroller,  and  such  packet  shall  be  subject  to  the  foregoing 
provisions  respecting  a  packet  scaled  by  authority  of  the  Secretary 
of  State. 

(9)  No  proceeding  by  petition  or  otherwise  shall  he  for  revo- 
cation of  a  patent  granted  for  an  invention  in  relation  to  which 
the  Secretary  of  State  has  certified  as  aforesaid. 

(10)  No  copy  of  any  specification  or  other  document  or  draw- 
ing, by  this  section  required  to  be  placed  in  a  sealed  packet,  shall 
in  any  manner  whatever  be  pubUshed  or  open  to  the  inspection 
of  the  pubhc,  but  save  as  in  this  section  otherwise  directed,  the 
provisions  of  this  part  of  this  Act  shall  apply  in  respect  of  any 
such  invention  and  patent  as  aforesaid. 

(11)  The  Secretary  of  State  may,  at  any  time  by  writing 
under  his  hand,  waive  the  benefit  of  this  section  with  respect  to 
any  particular  invention,  and  the  specifications,  documents,  and 
drawings  shall  be  thenceforth  kept  and  dealt  with  in  the  ordinary 
way. 

(12)  The  communication  of  any  invention  for  any  improve- 
ment in  instruments  or  munitions  of  war  to  the  Secretary  of 
State,  or  to  any  person  or  persons  authorised  by  him  to  investi- 
gate the  same  or  the  merits  thereof,  shall  not,  nor  shall  anything 
be  done  for  the  purposes  of  the  investigation,  be  deemed  use  or 
publication  of  such  invention  so  as  to  prejudice  the  grant  or 
validity  of  any  patent  for  the  same. 
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Existing  Patents. 

46.  (1)  The  provisions  of  this  Act  relating  to  applications  Provision!! 
for  patents  and  proceedings  tbereon  shall  have  effect  in  respect  exi^ing^^ 
only  of  applications  made  after  the  commencement  of  this  Act.     ^^^^^ 

(2)  Every  patent  granted  before  the  commencement  of  this 
Act,  or  on  an  apphcation  then  pending,  shall  remain  miaffected 
by  the  provisions  of  this  Act  relating  to  patents  binding  the 
Grown,  and  to  compulsory  licences. 

(8)  In  all  other  respects  (including  the  amount  and  time  of 
payment  of  fees)  this  Act  shall  extend  to  all  patents  granted 
before  the  commencement  of  this  Act,  or  on  application  then 
pending,  in  substitution  for  such  enactments  as  would  have 
applied  thereto  if  this  Act  had  not  been  passed. 

(4)  All  instruments  relating  to  patents  granted  before  the 
commencement  of  this  Act  required  to  be  left  or  filed  in  the 
Oreat  Seal  Patent  Office  shall  be  deemed  to  be  so  left  or  filed  if 
left  or  filed  before  or  after  the  commencement  of  this  Act  in  the 
Patent  Office. 

Definitions. 

46.  In  and  for  the  purposes  of  this  Act —  Dcflnitiom 

'  Patent '  means  letters  patent  for  an  invention  ;  pateutee, 

*  Patentee '  means  the  person  for  the  time  being  entitled  to  ^^  ^®**" 
the  benefit  of  a  patent ; 

'  Invention '  means  any  manner  of  new  manufacture  the 
subject  of  letters  patent  and  grant  of  privilege  within  section  six 
of  the  Statute  of  Monopolies  (that  is,  the  Act  of  the  twenty-first 
year  of  the  reign  of  King  James  the  First,  chapter  three,  intituled 
'  An  Act  concerning  monopolies  and  dispensations,  with  penal 
laws  and  the  forfeiture  thereof),  and  includes  an  alleged 
invention. 

In  Scotland  *  injunction '  means  '  interdict.* 

[Sections  forty-seven  to  sixty-one  relate  exclusively  to  Ihe 
Registration  of  Designs,  and  sections  sixty-two  to  eighty- one 
exclusively  to  the  Registration  of  Trade  Marks.] 

Part  V. — General. 

Patent  Office  and  Proceedings  thereat, 

82.  (1)  The  Treasury  may  provide  for  the  purposes  of  this  Patmt 
Act  an  office,  with  all  requisite  buildings  and  conveniences,  which  ^^'^' 
shall  be  called,  and  is  in  this  Act  referred  to  as,  the  Patent  Office. 

A  A 
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(2)  Until  a  new  Patent  Office  is  provided,  the  offices  of  the 
Commissioners  of  Patents  for  inventions  and  for  the  registration 
of  designs  and  trade  marks  existing  at  the  commencement  of 
this  Act  shall  be  the  Patent  Office  within  the  meaning  of  this 
Act. 

(8)  The  Patent  Office  shall  be  nnder  the  immediate  control 
of  an  officer  caUed  the  Comptroller-General  of  Patents,  Designs, 
and  Trade  Marks,  who  shall  act  under  the  superintendence  and 
direction  of  the  Board  of  Trade. 

(4)  Any  act  or  thing  directed  to  be  done  by  or  to  the  Comp- 
troller may,  in  his  absence,  be  done  by  or  to  any  officer  for  the 
time  being  in  that  behalf  authorised  by  the  Board  of  Trade. 

83.  (1)  The  Board  of  Trade  may  alt  any  time  after  the  passing 
of  this  Act,  and  from  time  to  time,  subject  to  the  approval  of  the 
Treasury,  appoint  the  Comptroller-General  of  Patents,  Designs, 
and  Trade  Marks,  and  so  many  examiners  and  other  officers  and 
clerks,  with  such  designations  and  duties  as  the  Board  of  Trade 
think  fit,  and  may  from  time  to  time  remove  any  of  those  officers 
and  clerks. 

(2)  The  salaries  of  those  officers  and  clerks  shall  be  appointed 
by  the  Board  of  Trade,  with  the  concurrence  of  the  Treasury,  and 
the  same,  and  the  other  expenses  of  the  execution  of  this  Act, 
shall  be  paid  out  of  money  provided  by  Parliament. 

84.  There  shall  be  a  seal  for  the  Patent  Office,  and  im- 
pressions thereof  shall  be  judicially  noticed  and  admitted  in 
evidence. 

85.  There  shall  not  be  entered  in  any  register  kept  under  this 
Act,  or  be  receivable  by  the  Comptroller,  any  notice  of  any  trust 
expressed,  implied,  or  constructive. 

86.  The  Comptroller  may  refuse  to  grant  a  patent  for  an  in- 
vention, or  to  register  a  design  or  trade  mark,  of  which  the  use 
would,  in  his  opinion,  be  contrary  to  law  or  morality. 

87.^  Where  a  person  becomes  entitled  by  assignment,  trans- 
mission, or  other  operation  of  law  to  a  patent,  the  Comptroller 
shall,  on  request,  and  on  proof  of  title  to  his  satisfaction,  cause 
the  name  of  such  person  to  be  entered  as  proprietor  of  the  patent 
in  the  Register  of  Patents.  The  person  for  the  time  being  entered 
in  the  Register  of  Patents  as  proprietor  of  a  patent  shall,  subject 
to  the  provisions  of  this  Act  and  to  any  rights  appearing  firom 
such  register  to  be  vested  in  any  other  person,  have  power 


*  Seotions  87,  88,  and  90  are  here  given  as  amended  by  sections  21,  22, 
and  28  of  the  Act  of  1888. 
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absolutely  to  assign,  grant  licences  as  to»  or  otherwise  deal  with, 
the  same,  and  to  give  effectnal  receipts  for  a&j  consideration  for 
such  assignment,  licence,  or  dealing :  Provided  that  any  equities 
in  respect  of  such  patent  may  be  enforced  in  like  manner  as  in 
respect  of  any  other  personal  property. 

88.*  Everyregister  kept  under  this  Act  shall  at  all  convenient  inqwetioBof 
times  be  open  to  the  inspection  of  the  public,  subject  to  the  pro-  from  re- 
visions of  this  Act  and  to  such  regulations  as  may  be  prescribed ;  ^^"^^^ 
and  certified  copies,  sealed  with  the  seal  of  the  Patent  Office,  of 
any  entry  in  any  such  register  shall  be  given  to  any  person 
requiring  the  same  on  payment  of  the  prescribed  fee. 

89.  Printed  or  written  copies  or  extracts,  purporting  to  be  se«ied  copies 
<^rtified  by  the  Comptroller  and  sealed  with  the  seal  of  the  Patent  wi^tite 
Office,  of  or  from  patents,  specifications,  disclaimers,  and  other  «^***«™*' 
documents  in  the  Patent  Office,  and  of  or  from  registers  and 
other  books  kept  there,  shall  be  admitted  in  evidence  in  all  courts 
in  her  Majesty's  dominions,  and  in  all  proceedings,  without  further 
proof  or  production  of  the  originals. 

90.*  (1)  The  Court  may,  on  the  application  of  any  person  BeoiUicatio» 
aggrieved  by  the  omission  without  sufficient  cause  of  the  name  by  coStT* 
of  any  person  or  of  any  other  particulars  from  any  register  kept 
under  this  Act,  or  by  any  entry  made  without  sufficient  cause  in 
any  such  register,  make  such  order  for  making,  expunging,  or 
varying  the  entry  as  the  Court  thinks  fit;  or  the  Court  may 
refrise  the  application  ;  and  in  either  case  may  make  such  order 
with  respect  to  the  costs  of  the  proceedings  as  the  Court  thinks 
fit. 

(2)  The  Court  may,  in  any  proceeding  under  this  section, 
decide  any  question  that  it  may  be  necessary  or  expedient  to 
decide  for  the  rectification  of  a  register,  and  may  direct  an  issue 
to  be  tried  for  the  decision  of  any  question  of  fiEbct,  and  may  award 
damages  to  the  party  aggrieved. 

(8)  Any  order  of  the  Court  rectiiying  a  register  shall  direct 
that  due  notice  of  the  rectification  be  given  to  the  Comp- 
troller. 

91.  The  Comptroller  may,  on  request  in  writing,  accompanied  Power  for 
Dj  tne  prescnbea  lee —  to  oorreot 

(a)  Correct  any  clerical  error  in  or  in  connection  with  an 

application  for  a  patent ;  or 

(b)  Correct  any  clerical  error  in  the  name,  style,  or  address 

of  the  registered  proprietor  of  a  patent. 

>  See  note  on  previous  page. 
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(c)  Cancel  the  entry  or  part  of  the  entry  of  a  trade  mark  on 
the  register :  Provided  that  the  appUcant  accompanies 
his  request  by  a  statutory  declaration  made  by  himself, 
stating  his  name,  address,  and  calling,  and  that  he  is 
the  person  whose  name  appears  on  the  register  as  the 
proprietor  of  the  said  trade  mark. 

[Section  92  relates  to  the  alteration  of  a  registered  trade  mark.] 

98.  If  any  person  makes  or  causes  to  be  made  a  £aJse  entry  in 
any  register  kept  under  this  Act,  or  a  writing  falsely  purporting 
to  be  a  copy  of  an  entry  in  any  such  register,  or  produces  or 
tenders,  or  causes  to  be  produced  or  tendered,  in  evidence  any  such 
writing,  knowing  the  entry  or  writing  to  be  false,  he  shall  be 
guilty  of  a  misdemeanor. 

94.  Where  any  discretionary  power  is  by  this  Act  given  to  the 
Comptroller,  he  shall  not  exercise  that  power  adversely  to  the 
appUcant  for  a  patent,  or  for  amendment  of  a  specification, 
without,  if  so  required  within  the  prescribed  time  by  the  applicant, 
giving  the  applicant  an  opportunity  of  being  heard  personally  or 
by  his  agent. 

95.  The  Comptroller  may,  in  any  case  of  doubt  or  difficulty 
arising  in  the  administration  of  any  of  the  provisions  of  this  Act,, 
apply  CO  either  of  the  law  officers  for  directions  in  the  matter. 

96.  A  certificate  purporting  to  be  under  the  hand  of  the 
Comptroller  as  to  any  entry,  matter,  or  thing  which  he  is 
authorised  by  this  Act,  or  any  general  rules  made  thereunder,  to 
make  or  do,  shall  be  privid-facie  evidence  of  the  entry  having 
been  made,  and  of  the  contents  thereof,  and  of  the  matter  or 
thing  having  been  done  or  left  undone. 

97.  (1)  Any  application,  notice,  or  other  document  authorised 
or  required  to  be  left,  made,  or  given  at  the  Patent  Office,  or  to 
the  Comptroller,  or  to  any  other  person  under  this  Act  may  be 
sent  by  a  prepaid  letter  through  the  post ;  and  if  so  sent  shall  be 
deemed  to  have  been  left,  made,  or  given  respectively  at  the  time 
when  the  letter  containing  the  same  would  be  dehvered  in  the 
ordinary  course  of  post. 

(2)  In  proving  such  service  or  sending,  it  shall  be  sufficient 
to  prove  that  the  letter  was  properly  addressed  and  put  into  the 
the  post. 

98.  Whenever  the  last  day  fixed  by  this  Act,  or  by  any  rule 
for  the  time  being  in  force,  for  leaving  any  document  or  payiug 
any  fee  at  the  Patent  Office  shall  fall  on  Christmas  day.  Good 
Friday,  or  on  a  Saturday  or  Sunday,  or  any  day  observed  as  a 
holiday  at  the  Bank  of  England,  or  any  day  observed  as  a  day 
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of  i)ublic  fast  or  thanksgiving,  herein  referred  to  as  excluded 
days,  it  shall  be  lawful  to  leave  such  document  or  to  pay  such 
fee  on  the  day  next  following  such  excluded  day,  or  days  if  two 
or  more  of  them  occur  consecutively. 

99.  If  any  person  is,  by  reason  of  infancy,  lunacy,  or  other  ncciarfttioft 
inability,  incapable  of  making  any  declaration  or  doing  anything  lunlSiST^ 
required  or  permitted  by  this  Act  or  by  any  rules  made  under  the 
authority  of  this  Act,  then  the  guardian  or  committee,  if  any,  of 

such  incapable  person,  or,  if  there  be  none,  any  person  appointed 
by  any  Court  or  judge  possessing  jurisdiction  in  respect  of  the 
property  of  incapable  persons,  upon  the  petition  of  any  person  on 
behalf  of  such  incapable  person,  or  of  any  other  person  interested 
in  the  making  such  declaration  or  doing  such  thing,  may  make 
such  declaration,  or  a  declaration  as  nearly  corresponding  thereto 
as  circumstances  permit,  and  do  such  thing  in  the  name  and 
on  behalf  of  such  incapable  person,  and  all  acts  done  by  such 
substitute  shall  for  the  purposes  of  this  Act  be  as  effectual  as  if 
done  by  the  person  for  whom  he  is  substituted. 

100.  Copies  of  all  specifications,  drawings,  and  amendments  Trans- 
left  at  the  Patent  Oflfice  after  the  commencement  of  this  Act,  SrtTfled** 
printed  for  and  sealed  with  the  seal  of  the  Patent  Office,  shall  be  cbpi^tf 
transmitted  to  the  Edinburgh  Museum  of  Science  and  Art,  and  J}^*^ 
to  the  Enrolments  Office  of  the  Chancery  Division  in  Ireland, 

and  to  the  EoUs  Office  in  the  Isle  of  Man,  within  twenty-one 
days  after  the  same  shall  respectively  have  been  accepted  or 
allowed  at  the  Patent  Office  ;  and  certified  copies  of  or  extracts 
j&x)m  any  such  documents  shall  be  given  to  any  person  requiring 
the  same  on  payment  of  the  prescribed  fee ;  and  any  such  copy 
or  extract  shall  be  admitted  in  evidence  in  all  Courts  in  Scotland 
and  Ireland  and  in  the  Isle  of  Man  without  further  proof  or 
production  of  the  originals. 

101.  (1)  The  Board  of  Trade  may  from  time  to  time  make  Power  far 
such  general  rules  and  do  such  things  as  they  think  expedient,  Tnuie  to 
subject  to  the  provisions  of  this  Act —  gSlerainiiea 

(a)  For  regulating  the  practice  of  registration  under  this  Act ;  fng^^SoS?* 

(b)  For  classifying  goods  for  the  purposes  of  designs  and  J[J,'in'**^|"'t 

trademarks;  n'.isof 

(c)  For   makuig  or    requiring  duplicates  of  specifications,  o'mce. 

amendment  (sic),  drawings,  and  other  documents ; 
{d)  For  securing  and  regulating  the  publishing  and  selling 
of  copies,  at  such  prices  and  in  such  manner  as  the 
Board  of  Trade  think  fit,  of  specifications,  drawings, 
amendments,  and  other  documents^ ; 
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(e)  For  securing  and  regolatmg  the  making,  printing,  pub- 
lishing, and  selling  of  indexes  to,  and  abridgments 
of,  specifications  and  other  documents  in  the  Patent 
Office;  and  providing  for  the  inspection  of  indexes 
and  abridgments  and  other  documents  ; 
(/)  For  regulating  (with  the  approval  of  the  Treasury)  the 
presentation  of  copies  of  Patent  Office  publications  to 
patentees  and  to  public  authorities,  bodies,  and  insti- 
tutions at  home  and  abroad ; 
(g)  Generally  for  regulating  the  business  of  the  Patent  Office, 
and  idl  things  by  this  Act  placed  under  the  direction 
or  control  of  the  Comptroller,  or  of  the  Board  of 
Trade. 
(2)  Any  of  the  forms  in  the  First  Schedule  to  this  Act  may 
be  altered  or  amended  by  rules  made  by  the  Board  as  aforesaid. 
(8)  General  rules  may  be  made  under  this  section  at  any 
time  after  the  passing  of  this  Act,  but  not  so  as  to  take  effect 
before  the  commencement  of  this  Act,  and  shall  (subject  as 
hereinafter  mentioned)  be  of  the  same  effect  as  if  they  were  con- 
tained in  this  Act,  and  shall  be  judicially  noticed. 

(4)  Any  rules  made  in  pursuance  of  this  section  shall  be  laid 
before  both  Houses  of  Parliament,  if  Parliament  be  in  session  at 
the  time  of  making  thereof,  or,  if  not,  then  as  soon  as  practicable 
after  the  beginning  of  the  then  next  session  of  Parliament,  and 
they  shall  also  be  advertised  twice  in  the  official  journal  to  be 
issued  by  the  Comptroller. 

(5)  If  either  House  of  Parliament,  within  the  next  forty  days 
after  any  rules  have  been  so  laid  before  such  House,  resolve  that 
such  rules,  or  any  of  them,  ought  to  be  annulled,  the  same  shall, 
after  the  date  of  such  resolution,  be  of  no  effect,  without  pre- 
judice to  the  vaUdity  of  anything  done  in  the  meantime  under 
such  rules  or  rule,  or  to  the  making  of  any  new  rules  or  rule. 

Annual  102.  The  Comptroller  shall,  before  the  first  day  of  June  in 

Smaller,  every  year,  cause  a  report  respecting  the  execution  by  or  under 

him  of  this  Act  to  be  laid  before  both  Houses  of  Parliament,  and 

therein  shall  include  for  the  year  to  which  each  report  relates  all 

general  rules  made  in  that  year  under  or  for  the  purposes  of  this 

Act,  and  an  account  of  all  fees,  salaries,  and  allowances,  and 

other  money  received  and  paid  under  this  Act. 

FroceedinRs         102a.'  (1)  All  things  required  or  authorised  under  this  Act  to 

TnS!^  °'    be  done  by,  to,  or  before  the  Board  of  Trade  may  be  done  by,  to, 

1  This  section  was  added  to  the  principal  Act  by  the  25th  section  of  the 
Act  of  1888. 
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or  before  the  President  or  a  secretary  or  an  assistant-secretary  of 
the  Board. 

(2)  All  documents  purporting  to  be  orders  made  by  the  Board 
of  Trade  and  to  be  sealed  with  the  seal  of  the  Board,  or  to  be 
signed  by  a  secretary  or  assistant-secretary  of  the  Board,  or  by 
any  person  authorised  in  that  behalf  by  the  President  of  the 
Board  shall  be  received  in  evidence,  and  shall  be  deemed  to  be 
such  orders  without  further  proof,  unless  the  contrary  is  shown. 

(8)  A  certificate,  signed  by  the  President  of  the  Board  of 
Trade,  that  any  order  made  or  act  done  is  the  order  or  act  of  the 
Board,  shall  be  conclusive  evidence  of  the  fact  so  certified. 

International  and  Colonial  Arrangements. 

108.  [As  amended  by  the  6th  sect,  of  the  Act  of  1885.]  (1)  If  inter. 
her  Majesty  is  pleased  to  make  any  arrangement  with  the  amuige- 
Govemment  or  Governments  of  any  foreign  state  or  states  for  ^Xlttonoi 
mutual  protection  of  inventions,  then  any  person  who  has  applied  *»*^'^"*'^^'' 
for  protection  for  any  invention  in  any  such  state  shall  be  en- 
titled to  a  patent  for  his  invention  under  this  Act  in  priority  to 
other  apphcants ;  and  such  patent  shall  have  the  same  date  as 
the  date  of  the  application  in  such  foreign  state. 

Provided  that  his  application  is  made  in  the  case  of  a  patent 
within  seven  months  from  his  applying  for  protection  in  the 
foreign  state  with  which  the  arrangement  is  in  force. 

Provided  that  nothing  in  this  section  contained  shall  entitle 
the  patentee  to  recover  damages  for  infringements  happening 
prior  to  the  date  of  the  actual  acceptance  of  his  complete  speci- 
fication in  this  country,  as  the  case  may  be. 

(2)  The  publication  in  the  United  Kingdom  or  the  Isle  of 
Man  during  the  respective  periods  aforesaid  of  any  description  of 
the  invention,  or  the  use  therein  during  such  periods  of  the  inven- 
tion, shall  not  invalidate  the  patent  which  may  be  granted  for 
the  invention. 

(8)  The  application  for  the  grant  of  a  patent  under  this  sec- 
tion must  be  made  in  the  same  manner  as  an  ordinary  applica- 
tion under  this  Act. 

(4)  The  provisions  of  this  section  shall  apply  only  in  the  case 
of  those  foreign  states  with  respect  to  which  her  Majesty  shall 
from  time  to  time  by  Order  in  Council  declare  them  to  be  applic- 
able, and  so  long  only  in  the  case  of  each  state  as  the  Order  in 
Council  shall  continue  in  force  with  respect  to  that  state. 

104.  (1)  Where  it  is  made  to  appear  to  her  Majesty  that  the  i^ionies  and 

India. 
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Legislature  of  any  Britifik  Possession  has  made  satisfactory  pro- 
vision for  the  protection  of  inventions,  patented  in  this  country, 
it  shall  be  lawful  for  her  Majesty  from  time  to  time,  by  Order  in 
Council,  to  apply  the  provisions  of  the  last  preceding  section, 
with  such  variations  or  additions,  if  any,  as  to  her  Majesty  in 
Council  may  seem  fit,  to  such  British  Possession. 

(2)  An  Order  in  Council  under  this  Act  shall,  from  a  date  to 
be  mentioned  for  the  purpose  in  the  Order,  take  effect  as  if  its 
provisions  had  been  contained  in  this  Act ;  but  it  shall  be  law- 
ful for  her  Majesty  in  Council  to  revoke  any  Order  in  Council 
made  under  this  Act. 

Offences. 

Pcna'ty  on  105.  (1)  Any  person  who  represents  that  any  article  sold  by 

sentinfT^'^^'  him  is  a  patented  article,  when  no  patent  has  been  granted  for 
b^i^tcnu'd.   tlie  same,  shall  be  liable  for  every  offence  on  summary  conviction 
to  a  fine  not  exceeding  five  pounds. 

(2)  A  person  shall  be  deemed,  for  the  purposes  of  this  enact- 
ment, to  represent  that  an  article  is  patented  if  he  sells  the 
article  with  the  word  *  patent/  *  patented,'  or  any  word  or  words 
expressing  or  implying  that  a  patent  has  been  obtained  for  the 
article  stamped,  engraved,  or  impressed  on,  or  otherwise  applied 
to«  the  article. 
Penalty  on  106.  Any  person  who,  without  the  authority  of  her  Majesty, 

itcd  assump-  or  any  of  the  Boyal  Family,  or  of  any  Government  Department, 
%rm.  ^^^^  assumes  or  uses  in  connection  with  any  trade,  business,  calling, 
or  profession,  the  royal  arms,  or  arms  so  nearly  resembhng  the 
same  as  to  be  calculated  to  deceive,  in  such  a  manner  as  to  be 
calculated  to  lead  other  persons  to  believe  that  he  is  carrying  on 
his  trade,  business,  calling,  or  profession  by  or  under  such  au- 
thority as  aforesaid,  shall  be  liable  on  summary  conviction  to  a 
fine  not  exceeding  twenty  pounds. 

Scotland,  Ireland,  dc. 

Saving  for  107.  In  any  action  for  infringement  of  a  patent  in  Scotland 

scouanii!  the  provisions  of  this  Act,  with  respect  to  calling  in  the  aid  of  an 
assessor,  shall  apply,  and  the  action  shall  be  tried  without  a  jury, 
unless  the  Court  shall  otherwise  direct ;  but  otherwise  nothing 
shall  affect  the  jurisdiction  and  forms  of  process  of  the  Courts  in 
Scotland  in  such  an  action,  or  in  any  action  or  proceeding 
respecting  a  patent  hitherto  competent  to  those  Courts. 

For  the  purposes  of  this  section '  Court  of  Appeal '  shall  mean 
any  Court  to  which  such  action  is  appealed. 
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108.  In  Scotland  any  offence  under  this  Act  declared  to  be  snmmAry 
punishable  on  summary  conviction  may  be  prosecuted  in  the  h^^ISS 
Sheriff  Court. 

109.  (1)  Proceedings  in  Scotland  for  revocation  of  a  patent  Prooeediufrg 
shall  be  in  the  form  of  an  action  of  reduction  at  the  instance  of  t?oii'of°**' 
the  Lord  Advocate,  or  at  the  instance  of  a  party  having  interest  sSSti^i 
with  his  concurrence,  which  concurrence  may  be  given  on  just 

cause  shown  only. 

(2)  Service  of  all  writs  and  summonses  in  that  action  shall 
be  made  according  to  the  forms  and  practice  existing  at  thfi  com- 
mencement of  this  Act. 

110.  All  parties  shall,  notwithstanding  anything  in  this  Ttescrvation 
Act,  have  in  Ireland  their  remedies  under  or  in  respect  of  a  luireiandT 
patent  as  if  the  same  had  been  granted  to  extend  to  Ireland 

only. 

111.  (1)  The  provisions  of  this  Act  conferring  a  special  juris-  General 
diction  on  the  Court  as  defined  by  this  Act  shall  not,  except  so  JS^J^n 
far  as  the  jurisdiction  extends,  affect  the  jurisdiction  of  any  Court  ®'  Coorta. 
in  Scotland  or  Ireland  in  any  proceedings  relating  to  patents,  or 

to  designs,  or  to  trade  marks  ;  and,  with  reference  to  any  such 
proceedings  in  Scotland,  the  term  *  the  Court '  shall  mean  any 
Lord  Ordinary  of  the  Court  of  Session,  and  the  term  *  Court  of 
Appeal  *  shall  mean  either  Division  of  the  said  Court ;  and,  with 
reference  to  any  such  proceedings  in  Ireland,  the  terms  *  the 
Court '  and  *  the  Court  of  Appeal '  respectively  mean  the  High 
Court  of  Justice  in  Ireland  and  her  Majesty's  Court  of  Appeal  in 
Ireland. 

(2)  If  any  rectification  of  a  register  under  this  Act  is  required 
in  pursuance  of  any  proceeding  in  a  Court  in  Scotland  or  Ireland, 
a  copy  of  the  order,  decree,  or  o,ther  authority  for  the  rectifica- 
tion shall  be  served  on  the  Comptroller,  and  he  shall  rectify  the 
register  accordingly. 

112.  This  Actr  shall  extend  to  the  Isle  of  Man,  and —  isieof  Mad. 

(1)  Nothing  in  this  Act  shall  affect  the  jurisdiction  of  the 

Courts  in  the  Isle  of  Man,  in  proceedings  for  infringe- 
ment, or  in  any  action  or  proceeding  respecting  a 
patent,  design,  or  trade  mark  competent  to  those 
Courts; 

(2)  The 'punishment  for  a  misdemeanor  under  this  Act  in  the 

Isle  of  Man  shall  be  imprisonment  for  any  term  not 
exceeding  two  years,  with  or  without  hard  labour,  and 
with  or  without  a  fine  not  exceeding  one  hundred 
pounds,  at  the  discretion  of  the  Court ; 
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(8)  Any  offence  under  this  Act  committed  in  the  Isle  of  Man 
which  would  in  England  be  punishable  on  summary 
conviction  may  be  prosecuted,  and  any  fine  in  respect 
thereof  recovered,  at  the  instance  of  any  person 
aggrieved,  in  the  manner  in  which  offences  punish- 
able  on  summary  conviction  may  for  the  time  being  be 
prosecuted. 


Bepealand 
nvingfor 
ptft  opera- 
tion of  re- 
pMled^enact- 
mcnti,et& 


Vomet 
reglstonto 
be  deemed 
continaed. 


Saving  for 

existing 

rules. 


Saring  for 
prcro^iTe. 


.     Bepeal ;  Transitional  Provisions ;  Savings. 

118.  The  enactments  described  in  the  Third  Schedule  to 
this  Act  are  hereby  repealed.  But  this  repeal  of  enactments 
shall  not — 

(a)  Affect  the  past  operation  of  any  of  those  enactments,  or 
any  patent  granted,  or  application  pending,  or  ap- 
pointment made,  or  compensation  granted,  or  order 
or  direction  made  or  given,  or  right,  privilege,  obliga- 
tion, or  liability  acquired,  accrued,  or  incurred,  or  any- 
thing duly  done  or  suffered  under  or  by  any  of  those 
enactments  before  or  at  the  commencement  of  this 
Act;  or 

{b)  Interfere  with  the  institution  or  prosecution  of  any  action 
or  proceeding,  civil  or  criminal,  in  respect  thereof, 
and  any  such  proceeding  may  be  carried  on  as  if  this 
Act  had  not  been  passed ;  or 

(c)  Take  away  or  abridge  any  protection  or  benefit  in  relation 
to  any  such  action  or  proceeding. 

114.  The  registers  of  patents  and  of  proprietors  kept  under 
any  enactment  repealed  by  this  Act  shall  respectively  be  deemed 
parts  of  the  same  book  as  the  Register  of  Patents  kept  under  this 
Act. 

115.  All  general  rules  made  by  the  Lord  Chancellor  or  by 
any  other  authority  under  any  enactment  repealed  by  this  Act, 
and  in  force  at  the  commencement  of  this  Act,  may  at  any  time 
after  the  passing  of  this  Act  be  repealed,  altered,  or  amended 
by  the  Board  of  Trade,  as  if  they  had  been  made  by  the  Board 
under  this  Act,  but  so  that  no  such  repeal,  alteration,  or  amend- 
ment shall  take  effect  before  the  commencement  of  this  Act ; 
and,  subject  as  aforesaid,  such  general  rules  shall,  so  far  as  they 
are  consistent  with  and  are  not  superseded  by  this  Act,  continue 
in  force  as  if  they  had  been  made  by  the  Board  of  Trade  under 
this  Act. 

116.  Nothing  in  this  Act  shall  take  away,  abridge,  or  preju- 
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dicially  affect  the  prerogative  of  the  Crown  in  relation  to  the 
granting  of  any  letters  patent  or  to  the  withholding  of  a  grant 
thereof. 

General  Definitions. 
117.  In  and  for  the  purposes  of  this  Act,  unless  the  context  General  de- 

.  .  .  flnitioni. 

otherwise  requires — 

'  Person '  includes  a  body  corporate ; 

*  The  Court '  means  (subject  to  the  provisions  for  Scotland, 
Ireland,  and  the  Isle  of  Man)  her  Majesty's  High  Court  of  Justice 
in  England ; 

'Law  officer*  means  her  Majesty's  Attorney- General  or 
Solicitor-General  for  England ; 

'  Tlie  Treasury  *  means  the  Commissioners  of  her  Majesty's 
Treasury ; 

'Comptroller'  means  the  Comptroller-General  of  Patents, 
Designs,  and  Trade  Marks ; 

'  Prescribed '  means  prescribed  by  any  of  the  schedules  to 
this  Act,  or  by  general  rules  under  or  within  the  meaning  of  this 
Act; 

*  British  Possession '  means  any  territory  or  place  situate 
within  her  Majesty's  dominions,  and  not  being  or  forming  part 
of  the  United  Kingdom,  or  of  the  Channel  Islands,  or  of  the  Isle 
of  Man,  and  all  territories  and  places  under  one  Legislature,  as 
hereinafter  defined,  are  deemed  to  be  one  British  Possession  for 
the  purposes  of  this  Act ; 

'  Legislature '  includes  any  person  or  persons  who  exercise 
legislative  authority  in  the  British  Possessions ;  and  where  there 
are  local  Legislatures,  as  well  as  a  central  Legislature,  means 
the  central  Legislature  only. 

In  the  application  of  this  Act  to  Ireland,  '  summary  convic- 
tion '  means  a  conviction  under  the  Summary  Jurisdiction  Acts, 
that  is  to  say,  with  reference  to  the  Dublin  Metropohtan  Police 
District,  the  Acts  regulating  the  duties  of  justices  of  the  peace 
and  of  the  police  for  such  district,  and  elsewhere  in  Ireland 
the  Petty  Sessions  (Ireland)  Act,  1851,  and  any  Act  amend- 
ing it. 
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Section  14.  THE  SECOND  SCHEDULE. 

Fe€$. 

For  this  schedule  the  First  Schedule  to  the  Patents  Bnles 
1890  has  heen  substitated.    (See  p.  891.) 


Section  lia. 


21  James  I.  c.  8. 
[1623.] 

5  &  6  WilL  IV.  c.  62. 

[1886.] 
In  part. 

bkQ  WilL  IV.  c.  88. 

[1885.] 

2  &  8  Vict.  c.  67. 
[1889.] 


7  &  8  Vict.  c.  69.  (a) 

[1844.] 
In  part. 


16  &  16  Vict.  c.  88. 
[1852.] 

16  A  17  Vict.  c.  5. 
[1858.] 


THE  THOU)  SCHEDULE. 

Enactments  Repealed, 

The  Statute  of  Monopolies. 
In  part ;  namely — 
Sections  ten,  eleven,  and  twelve. 

The  Statutory  Declarations  Act,  1885. 
In  part ;  namely — 
Section  eleven. 

An  Act  to  amend  the  law  teaching  letters 
patent  for  inventions. 

An  Act  to  amend  an  Act  of  the  fifth  and 
sixth  years  of  the  reign  of  King  WiUiam 
the  Fourth,  intituled  *An  Act  to  amend 
the  law  touching  letters  patent  for  inven- 
tions.' 


An  Act  for  amending  an  Act  passed  in  the 
fourth  year  of  the  reign  of  his  late  Majesty, 
intituled  *  An  Act  for  the  better  adminis- 
tration of  justice  in  his  Majesty's  Privy 
Council,  and  to  extend  its  jurisdiction  and 
powers.' 

In  part ;  namely — 
Sections  two  to  five,  both  included. 

•  ■  ■  .  * 

The  Patent  Law  Amendment  Act,  1852. 

An  Act  to  substitute  stamp  duties  for  fees  on 
passing  letters  patent  for  inventions,  and 
to  provide  for  the  purchase  for  the  pubUc 
use  of  certain  indexes  of  specifications. 


(a)  NoTE.^Sections  six  and  seven  of  this  Act  are  repealed  by  the  Statute 
Law  Bevision  (No.  2)  Act.  1874. 
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16  &  17  Vict.  0.  115. 
[1868.] 


An  Act  to  amend  certain  provisions  of  the 
Patent  Law  Amendment  Act,  1852,  in 
respect  of  the  transmission  of  certified 
copies  of  letters  patent  and  specifications 
to  certain  offices  in  Edinburgh  and  Dublin, 
and  otherwise  to  amend  the  said  Act. 


22  Vict.  c.  18. 

[1859.] 


28  &  29  Vict.  c.  8. 
[1865.] 

83  &  84  Vict.  c.  27. 
[1870.J 


An  Act  to  amend  the  law  concerning  patents 
for  inventions  with  respect  to  inventions 
for  improvements  in  instruments  and 
munitions  of  war. 

The  Industrial  Exhibitions  Act,  1865. 


The  Protection  of  Inventions  Act,  1870. 


48  &  44  Vict.  c.  10.        The  Great  Seal  Act,  1880. 
[1880.]  In  part;  namely— 

Section  five. 


PATENTS  ACT,  1885. 

[48  AND  49  Vict.  ch.  68.] 

An  Act  to  amend  the  Patents,  Designs,  and  Trade  Marks 

Act,  1888. 


A  J).  1885. 


Be  it  enacted  by,  &c.,  as  follows : — 

1.  This  Act  shall  be  construed  as  one  with  the  Patents,  constrnc 
Designs,  and  Trade  Marks  Act,  1888  (in  this  Act  referred  to  as  Bhort^uue. 
the  principal  Act). 

This  Act  may  be  cited  as  the  Patents,  Designs,  and  Trade 
Marks  (Amendment)  Act,  1885,  and  this  Act  and  the  principal 
Act  may  be  cited  together  as  the  Patents,  Designs,  and  Trade 
Marks  Acts,  1888  and  1885. 

2.  Whereas  subsection  two  of  section  five  of  the  principal  Amendment 
Act  requires  a  declaration  to  be  made  by  an  applicant  for  a  Sflr Viou^ 
patent  to  the  effect  in  that  subsection  mentioned,  and  doubts  ^'^^' 
have  arisen  as   to   the  nature  of  that  declaration,  and  it  is 
expedient   to  remove  such  doubts :    Be  it  therefore    enacted 

that : — 
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5  &  6  W.  4, 
0.62. 


Amendment 
of  8S.  8,  9,  4t 
12  of  46  ds  47 
Vict.  c.  67. 


Speoifico- 
tious,  etc., 
not  to  be 
published 
unless  appli« 
cation 
accepted. 


Power  to 

grant 

patents  to 

Deveral 

pcri>ons 

jointly. 


Amcndmeut 
of  s.  103  of 
46  &  47  Vict. 
c.  57. 


The  declaration  mentioned  in  subsection  two  of  section  five  of 
the  principal  Act  may  be  either  a  statutory  declaration  under  the 
Statutory  Declarations  Act,  1885,  or  not,  as  may  be  from  time 
to  time  prescribed. 

8.  Whereas  under  the  principal  Act,  a  complete  specification 
is  required  (by  section  eight)  to  be  left  within  nine  months,  and 
(by  section  nine)  to  be  accepted  within  twelve  months  from  the 
date  of  application,  and  a  patent  is  required  by  section  twelve 
to  be  sealed  within  fifteen  months  from  the  date  of  application, 
and  it  is  expedient  to  empower  the  Comptroller  to  extend  in 
certain  cases  the  said  times :  Be  it  therefore  enacted  as  fol- 
lows : — 

A  complete  specification  may  be  left  and  accepted  within  such 
extended  times,  not  exceeding  one  month  and  three  months 
respectively,  after  the  said  nine  and  twelve  months  respectively 
as  the  Comptroller  may,  on  payment  of  the  prescribed  fee,  allow, 
and  where  such  extension  of  time  has  been  allowed  a  further 
extension  of  four  months  after  the  said  fifteen  months  shall  be 
allowed  for  the  sealing  of  the  patent ;  and  the  principal  Act  shall 
have  effect  as  if  any  time  so  allowed  were  added  to  the  said 
periods  specified  in  the  principal  Act. 

4.  Where  an  application  for  a  patent  has  been  abandoned,  or 
become  void,  the  specification  or  specifications  and  drawings,  if 
any,  accompanying  or  left  in  connection  with  such  application, 
shall  not  at  any  time  be  open  to  public  inspection  or  be  published 
by  the  Comptroller. 

5.  Whereas  doubts  have  arisen  whether  under  the  principal 
Act  a  patent  may  lawfully  be  granted  to  several  persons  jointly, 
some  or  one  of  whom  only  are  or  is  the  true  and  first  inventors 
or  inventor :  Be  it  therefore  enacted  and  declared  that  it  has 
been  and  is  lawful  under  the  principal  Act  to  grant  such  a 
patent. 

6.  In  subsection  one  of  section  one  hundred  and  three  of  the 
principal  Act,  the  words  *  date  of  the  apphcation '  shall  be  sub- 
stituted for  the  words  '  date  of  the  protection  obtained.' 
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PATENTS  ACT,  1886. 

[49  AND  50  ViOT.  0.  87.] 

An  Act  to  remove  certain  doubts  respecting  tlie  construction 
of  the  Patents,  Designs,  and  Trade  Marks  Act,  1888,  so  far  as 
respects  the  drawings  by  which  specifications  are  required  to  be 
accompanied,  and  as  respects  exhibitions. 

Whereas  by  section  five  of  the  Patents,  Designs,  and  Trade 
Marks  Act,  1888,  specifications,  whether  provisional  or  com- 
plete, must  be  accompanied  by  drawings  if  required,  and  doubts 
have  arisen  as  to  whether  it  is  sufficient  that  a  complete  speci- 
fication refers  to  the  drawings  by  which  the  provisional  speci- 
fication was  accompanied,  and  it  is  expedient  to  remove  such 
doubts : — 

Be  it  therefore  enacted  by,  &c.,  as  follows: — 

1.  This  Act  may  be  cited  as  the  Patents  Act,  1886,  and 
shall  be  construed  as  one  with  the  Patents,  Designs,  and  Trade 
Marks  Acts,  1888  and  1885,  and,  together  with  those  Acts,  may 
be  cited  as  the  Patents,  Designs,  and  Trade  Marks  Acts,  1888  to 
1886. 

2.  The  requirement  of  subsection  four  of  section  five  of  the 
Patents,  Designs,  and  Trade  Marks  Act,  1888,  as  to  drawings 
shall  not  be  deemed  to  be  insufficiently  complied  with  by  reason 
only  that  instead  of  being  accompanied  by  drawings  the  complete 
specification  refers  to  the  drawings  which  accompanied  the 
provisional  specification.  And  no  patent  heretofore  sealed  shall 
be  invahd  by  reason  only  that  the  complete  specification  was 
not  accompanied  by  drawings,  but  referred  to  those  which 
accompanied  the  provisional  specification. 

3.  Whereas  by  section  thirty-nine  of  the  Patents,  Designs, 
and  Trade  Marks  Act,  1888,  as  respects  patents,  and  by  section 
fifty-seven  of  the  same  Act  aa  respects  designs,  provision  is  made 
that  the  exhibition  of  an  invention  or  design  at  an  industrial  or 
international  exhibition,  certified  as  such  by  the  Board  of  Trade, 
shall  not  prejudice  the  rights  of  the  inventor  or  proprietor 
thereof,  subject  to  the  conditions  therein  mentioned,  one  of 
which  is  that  the  exhibitor  must,  before  exhibiting  the  invention, 
design,  or  article,  or  pubhshing  a  description  of  the  design,  give 
the  Comptroller  the  prescribed  notice  of  his  intention  to  do 
so: — 

And  whereas  it  is  expedient  to  provide  for  the  extension 

BB 


46  &  47  Vict 
c67. 


Short  title; 

and  con 

struotlon  46 

&  47  Viot,  o. 

57. 

48  &  49  VicU 

c.  C3. 


The  same 
drawing:! 
may  accom- 
pany both 
speoiflca- 
tions. 


Protection 
of  patents 
and  de^if^ns 
exhibited  at 
interna- 
tional 
exhibitions. 


370  'STATUTES:  49  AND  60  VICT.  C.  87 

of  the  said  sections  to  industrial  and  international  exhibitions 
held  out  of  the  United  Kingdom:  Be  it  therefore  enacted  as 
follows : — 

It  shall  be  lawful  for  her  Majesty,  by  Order  in  Council,  &om 
time  to  time  to  declare  that  sections  thirty-nine  and  fifty-seven 
of  the  Patents,  Designs,  and  Trade  Marks  Act,  1888,  or  either  of 
those  sections,  shall  apply  to  any  exhibition  mentioned  in 
the  Order  in  hke  manner  as  if  it  were  an  industrial  or  inter, 
national  exhibition  certified  by  the  Board  of  Trade,  and  to  pro- 
vide that  the  exhibitor  shall  be  relieved  from  the  conditions, 
specified  in  the  said  sections,  of  giving  notice  to  the  Comptroller 
of  his  intention  to  exhibit,  and  shall  be  so  relieved  either  abso- 
lutely or  upon  such  terms  and  conditions  as  to  her  Majesty  in 
Council  may  seem  fit. 


PATENTS  ACT,   1888. 

[51  &  62  Vict.  ch.  50.] 

A.D.  18881  An  Act  to  amend  the  Patents,  Designs,  and  Trade  Marks 

Act,  188F, 

Whereas  it  is  expedient  to  amend  the  Patents,  Designs,  and 
46&47  viot  Trade  Marks  Act,  1888,  hereinafter  referred  to  as  the  principal 
""•  Act: 

Be  it  therefore  enacted,  &c.,  as  follows : — 
Begistcrof  !•  (1)  After  the  first  day  of  July  one  thousand  eight  hun- 

"^u.  dred  and  eighty-nine  a  person  shall  not  be  entitled  to  describe 
himself  as  a  patent  agent,  whether  by  advertisement,  by  de- 
scription on  his  place  of  business,  by  any  document  issued  by 
him,  or  otherwise,  unless  he  is  registered  as  a  patent  agent  in 
pursuance  of  this  Act. 

(2)  The  Board  of  Trade  shall,  as  soon  as  may  be  after  the 
passing  of  this  Act,  and  may  from  time  to  time,  make  such 
general  rules  as  are  in  the  opinion  of  the  Board  required  for 
giving  effect  to  this  section,  and  the  provisions  of  section  one 
hundred  and  one  of  the  principal  Act  shall  apply  to  all  rules  so 
made  as  if  they  were  made  in  pursuance  of  that  section. 

(8)  Provided  that  every  person  who  proves  to  the  satisfaction 
of  the  Board  of  Trade  that  prior  to  the  passing  of  this  Act  he 
had  been  bond  fide  practising  as  a  patent  agent  shall  be  en- 
titled to  be  registered  as  a  patent  agent  in  pursuance  of  this  Act. 


'•    I 


STATUTES:   61   AND  62  VICT.   C.  60  371 

(4)  If  any  person  Imowlnglj  describes  himself  as  a  patent 
agent  in  contravention  of  this  section  he  shall  be  liable  on  sum- 
mary conviction  to  a  fine  not  exceeding  twenty  pounds. 

(5)  In  this  section  '  patent  agent  *  means  exclusively  an 
agent  for  obtaining  patents  in  the  United  Kingdom. 

2.  For  section  seven  of  the  principal  Act  the  following  section  Amcnd- 
shall  be  substituted,  namely : —  &*47  v^ct.  c 

'  7.  (1)  If  the  Examiner  reports  that  the  nature  of  the  inven- 
tion  is  not  fairly  described,  or  that  the  application,  specification,  HpiiUctitions. 
or  drawings  has  not,  or  have  not,  been  prepared  in  the  prescribed 
manner,  or  that  the  title  does  not  sufficiently  indicate  the  subject- 
matter  of  invention,  the  Comptroller  may  refuse  to  accept  the 
application,  or  require  that  the  application,  specification,  or 
drawings  be  amended  before  he  proceeds  with  the  application ; 
and  in  the  latter  case  the  application  shall,  if  the  Comptroller  so 
directs,  bear  date  as  &om  the  time  when  the  requirement  is 
complied  with. 

'  (2)  Where  the  Comptroller  refuses  to  accept  an  apphcation 
or  requires  an  amendment,  the  applicant  may  appeal  from  his 
decision  to  the  law  officer. 

'  (8)  The  law  officer  shall,  if  required,  hear  the  apphcant  and 
the  Comptroller,  and  may  make  an  order  determining  whether, 
and  subject  to  what  conditions,  if  any,  the  application  shall  be 
accepted. 

'  (4)  The  Comptroller  shall,  when  an  application  has  been 
accepted,  give  notice  thereof  to  the  applicant. 

'  (5)  If,  after  an  application  for  a  patent  has  been  made,  but 
before  the  patent  thereon  has  been  sealed,  another  apphcation 
for  a  patent  is  made,  accompanied  by  a  specification  bearing  the 
same  or  a  similar  title,  the  Comptroller,  if  he  thinks  fit,  on  the 
request  of  the  second  apphcant,  or  of  his  legal  representative, 
may,  within  two  months  of  the  grant  of  a  patent  on  the  first 
application  either  decline  to  proceed  with  the  second  apphcation 
or  allow  the  surrender  of  the  patent,  if  any,  granted  thereon.' 

8.  In  subsection  five  of  section  nine  of  the  principal  Act  the  ?.  9,  as  to 
words  '  other  than  an  appeal  to  the  law  officer  under  this  Act '  reports  of 

.     ,,  ,  ...    n  examiners. 

shall  be  omitted. 

4.  In  subsection  one  of  section  eleven  of  the  principal  Act  e.  n,  a«  to 
the  words  fi"om  *  or  on  the  ground  of  an  examiner '  to  *  a  previous  ^t  of 
apphcation,*  both  inclusive,  shall  be  omitted,  and  there  shall  be 
added  in  lieu  thereof  the  following  words,  namely,  *  or  on  the 
ground  that  the  complete  specification  describes  or  claims  an 
invention  other  than  that  described  in  the  provisional  specifica- 
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tion,  and  that  such  other  invention  forms  the  subject  of  an 
application  made  by  the  opponent  in  the  interval  between  the 
leaving  of  the  provisional  specification  and  the  leaving  of  the 
complete  specification.* 

6.  For  subsection  ten  of  section  eighteen  of  the  principal  Act 
the  following  subsection  shall  be  substituted,  namely : — 

*  (10)  The  foregoing  provisions  of  this  section  do  not  apply 
when  and  so  long  as  any  action  for  infringement  or  proceeding 
for  revocation  of  a  patent  is  pending.' 

[Sections  6  to  20  relate  to  Designs  and  Trade  Marks.] 

21.  In  section  eighty-seven  of  the  principal  Act,  after  the 
words  *  subject  to,'  shall  be  added  the  words  *  the  provisions  of 
this  Act  and  to.' 

22.  In  section  eighty-eight  of  the  principal  Act,  after  the 
words  '  subject  to,'  shall  be  added  the  words  *  the  provisions  of 
this  Act  and  to.' 

28.  In  section  ninety  of  the  principal  Act,  after  the  words 
'  of  the  name  of  any  person,'  shall  be  added  the  words  '  or  of  any 
other  particulars.' 

[Section  24  relates  to  Designs  and  Trade  Marks.] 

Proceedings         25.  After  scction  one  hundred  and  two  of  the  principal  Act 
Trade.  the  following  section  shall  be  added,  and  numbered  102a  ;  namely, 

'  (1)  AH  things  required  or  authorised  under  this  Act  co  be 
done  by,  to,  or  before  the  Board  of  Trade  may  be  done  by,  to,  or 
before  the  President  or  a  secretary  or  an  assistant-secretary  of 
the  Board. 

*  (2)  All  documents  purporting  to  be  orders  made  by  the 
Board  of  Trade  and  to  be  sealed  with  the  seal  of  the  Board,  or  to 
by  signed  by  a  secretary  or  assistant-secretary  of  the  Board,  or  by 
any  person  authorised  in  that  behalf  by  the  President  of  the 
Board,  shall  be  received  in  evidence,  and  shall  be  deemed  to  be 
sucli  orders  without  further  proof,  unless  the  contrary  is  shown. 

'  (8)  A  certificate,  signed  by  the  President  of  the  Board  of 
Trade,  that  any  order  made  or  act  done  is  the  order  or  act  of  the 
Board,  shall  be  conclusive  evidence  of  the  fact  so  certified.' 

[Section  26  relates  to  Trade  Marks.] 

27.  The  principal  Act  shall,  as  from  the  commencement  of 
this  Act,  take  effect  subject  to  the  additions,  omissions,  and  sub- 
stitutions required  by  this  Act ;  but  nothing  in  this  Act  shall 
affect  the  vahdity  of  any  act  done,  right  acquired,  or  liability 
incurred  before  the  commencement  of  this  Act. 
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28.  This  Act  shall,  except  so  far  as  is  by  this  Act  otherwise  commence. 
specially  proMded,  commence  and  come  mto  operation  on  the 

first  day  of  January  one  thousand  eight  hundred  and  eighty- 
nine. 

29.  This  Act  may  be  cited  as  the  Patents,  Designs,  and  siiorttitie* 
Trade  Marks  Act,  1888,  and  this  Act  and  the  Patents,  Designs, 

and  Trade  Marks  Acts,  1888  to  1886,  may  be  cited  collectively 
as  the  Patents,  Designs,  and  Trade  Marks  Acts,  1888  to  1888. 


INTERNATIONAL   CONVENTION  AND  PROTOCOL. 

Article  I. 

The  Governments  of  Belgium,  Brazil,  Spain,  France,  Guate- 
mala, Italy,  Holland,  Portugal,  Salvador,  Servia,  and  Switzer- 
land constitute  themselves  into  a  Union  for  the  protection  of 
industrial  property.* 

Article  II. 

The  subjects  or  citizens  of  each  of  the  contracting  states  shall, 
in  all  other  states  of  the  Union,  as  regards  patents  .  .  .  enjoy 
the  advantages  that  their  respective  laws  now  grant,  or  shall 
hereafter  grant,  to  their  own  subjects  or  citizens. 

Consequently,  they  shall  have  the  same  protection  as  the 
latter,  and  the  same  legal  recourse  on  any  infringement  of  their 
rights,  provided  they  observe  the  formalities  and  conditions  im- 
posed on  subjects  or  citizens  by  the  internal  legislation  of  each 
state  .^ 

Article  III. 

Subjects  or  citizens  of  states  not  forming  part  of  the  Union, 
who  are  domiciled  or  have  industrial  or  commercial  estabhsh- 
ments  on  the  territory  of  any  of  the  states  of  the  Union,  shall 
be  assimilated  to  the  subjects  or  citizens  of  the  contracting 
states. 

Article  IV. 

Any  person  who  has  duly  registered  an  application  for  a 
patent   ...   in  one  of  the  contracting  states  shall  enjoy,  as 

*  Vide  paragraph  1  of  Protocol. 
'  Vide  paragraph  3  of  Protocol. 
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regards  registration  in  the  other  states,  and  reserving  the  rights 
of  third  parties,  a  right  of  priority  during  the  periods  hereinafter 
stated. 

Consequently,  subsequent  registration  in  any  of  the  other 
states  of  the  Union  before  expiry  of  these  periods  shall  not  be 
invalidated  through  any  acts  accomplished  in  the  interval,  either, 
for  instance,  by  registration,  by  pubhcation  of  the  invention,  or 
the  working  of  it  by  a  third  party  .  .  . 

The  above-mentioned  terms  of  priority  shall  be  six  months 
for  patents  and  three  months  for  designs,  models,  and  trade- 
marks.   A  month  longer  is  allowed  for  countries  beyond  sea. 

Abticle  V. 

The  introduction  by  the  patentee  into  the  country  where  the 
patent  has  been  granted  of  objects  manufEustured  in  any  of  the 
states  of  the  Union  shall  not  entail  forfeiture. 

Nevertheless,  the  patentee  shall  remain  bound  to  work 
(exploiter)  his  patent  in  conformity  with  the  laws  of  the  country 
into  which  he  introduces  the  patented  objects  {oH  il  introduit  les 
objets  brevetis), 

[Articles  YI.-X.  relate  exclusively  to  Designs  and  Trade 

Marks.] 

Article  XI. 

The  high  contracting  parties  agree  to  grant  temporary  pro- 
tection to  patentable  inventions,  ...  for  articles  appearing  at 
official  or  officially  recognised  International  Exhibitions. 

Article  XII. 

Each  of  the  high  contracting  parties  agrees  to  establish  a 
special  government  department  for  industrial  property,  and  a 
central  office  for  communication  to  the  public  of  patents.  .  .  . 

Article  XIII. 

An  international  office  shall  be  organised  under  the  name  of 
*  Bureau  International  de  TUnion  pour  la  Protection  de  la  Pro- 
pri6t6  Industrielle.'  (International  Office  of  the  Union  for  the 
Protection  of  Industrial  Property.) 

This  office,  the  expense  of  which  shall  be  defirayed  by  the 
Governments  of  all  the  contracting  states,  shall  be  placed  under 
the  high  authority  of  the  Central  Administration  of  the  Swiss 
Confederation,  and  shall  work  under  its  supervision.  Its  func- 
tions shall  be  determined  by  agreement  between  the  states  of  the 
Union. 
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Article  XIV. 

The  present  Convention  shall  be  submitted  to  periodical 
revisions,  with  a  view  to  introducing  improvements  calculated  to 
perfect  the  system  of  the  Union. 

To  this  end  conferences  shall  be  successively  held  in  each  of 
the  contracting  states  by  delegates  of  the  said  states.  The  next 
meeting  shall  take  place,  in  1885,  at  Bome. 

Article  XV. 

It  is  agreed  that  the  high  contracting  parties  respectively 
reserve  to  themselves  the  right  to  make  separately,  as  between 
themselves,  special  arrangements  for  the  protection  of  industrial 
property,  in  so  t&i  as  such  arrangements  do  not  contravene  the 
provisions  of  the  present  Convention. 

Article  XVI. 

States  which  have  not  taken  part  in  the  present  Convention 
shall  be  permitted  to  adhere  to  it  at  their  request. 

This  adhesion  shall  be  notified  diplomatically  to  the  Oovem- 
ment  of  the  Swiss  Confederation,  and  by  the  latter  to  all  the 
others.  It  shall  imply,  de  jure^  accession  to  all  the  clauses,  and 
admission  to  all  the  advantages  stipulated  by  the  present  Con- 
vention. 

Article  XVII. 

The  carrying  out  of  the  reciprocal  engagements  contained  in 

the  present  Convention  is  subordinated,  in  so  flEur  as  necessary, 

to  the  observance  of  the  formalities  and  rules  established  by  the 

constitutional  laws  of  those  of  the  high  contracting  parties  who 

are  obliged  to  elicit  their  application,  which  they  engage  to  do  as 

early  as  possible. 

Article  XVIII. 

The  present  Convention  shall  come  into  operation  within  one 

month  after  exchange  of  ratifications,  and  shall  remain  in  force 

for  an  unlimited  time,  till  the  expiry  of  one  year  from  the  date 

of  its  denunciation.    This  denunciation  shall  be  addressed  to 

the  Government  commissioned  to  receive  adhesions.    It  shall 

only  afifect  the  state  which  shall  have  denounced  the  Convention 

— ^the  Convention  remaining  intact  for  the  other  contracting 

parties. 

Article  XIX. 

The  present  Convention  shall  be  ratified,  and  the  ratifications 
of  it  exchanged  in  Paris,  within  one  year  at  the  latest. 
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In  witness  whereof  the  respective  Plenipotentiaries  have 
signed  it,  and  thereto  affixed  their  seals. 
Done  at  Paris  the  20th  of  March,  1888. 


PROTOCOL. 


The  plenipotentiaries  of  the  contracting  states,  when  sign- 
ing the  accompanying  Convention,  at  the  same  time  signed 
an  explanatory  Protocol,  the  substance  of  which  is  as  follows  : — 

1.  The  words  *  industrial  property '  are  to  be  understood  in  their 
broadest  sense  ;  they  are  not  to  apply  simply  to  industrial  pro- 
ducts properly  so  called,  but  also  to  agi-icultural  products  (wines, 
corn,  fruits,  cattle,  etc.),  and  to  mineral  products  employed  in 
commerce  (mineral  waters,  etc.). 

2.  Under  the  word  *  patents '  are  comprised  the  various  kinds 
of  industrial  patents  recognised  by  the  legislation  of  the  contract- 
ing states,  such  as  improvement  patents,  etc. 

8.  The  last  paragraph  of  Article  II.  does  not  affect  the  legis- 
lation of  the  contracting  states,  relating  to  legal  procedure,  juris- 
diction, etc. 

4.  Paragraph  1  of  Article  YI.  is  to  be  understood  as  meaning^ 
that  no  trade-mark  shall  be  excluded  from  protection  in  any 
state  of  the  Union,  because  it  does  not  satisfy,  in  regard  to  the 
signs  composing  it,  the  conditions  of  the  legislation  of  that  state, 
provided  that  on  this  point  it  comply  with  the  legal  requirements 
of  the  country  of  origin,  and  that  it  had  been  properly  registered 
in  said  country  of  origin.  With  this  exception,  which  relates 
only  to  the  form  of  the  mark,  and  otherwise  reserving  the  clauses 
of  the  other  articles  of  the  Convention,  tlie  internal  legislation  of 
each  state  remains  in  force. 

To  avoid  misconstruction,  it  is  agreed  that  the  use  of  pub- 
lic armorial  bearings  and  decorations  may  be  taken  to  be  con- 
trary to  pubKc  order  in  the  sense  of  last  paragraph  of  Article  VI» 

5.  Each  country  of  the  Union  shall  publish,  if  practicable,  an 
official  newspaper,  in  connection  with  the  special  government 
department  mentioned  in  Article  XII. 

6.  This  paragraph  relates  to  the  working  of  the  International 
Office  at  Berne,  the  expense  of  which  is  to  be  divided  in  a  given 
proportion  amongst  the  several  states  forming  the  Union. 

7.  The  present  Protocol,  which  shall  be  ratified  along  with 
the  Convention,  shall  have  the  same  force,  validity,  and  duration 
as  the  Convention  itself. 
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PATENTS  RULES,  1890,  BE  LATINO  TO  APPLICA- 
TIONS FOB  PATENTS  FOB  INVENTIONS  AND 
PBOCEEDINGS  THEBEON,  AND  BEGISTBATION 
OF  PATENTS,   WITH  LIST  OF  FEES. 

By  virtue  of  the  provisions  of  the  Patents,  Designs,  and  Trade 
Marks  Acts,  1888  to  1888,  the  Board  of  Trade  do  hereby  make 
the  following  Rules  :^ 

Short  Title. 

1,  These  Eules  may  be  cited  as  the  Patents  Rules,  1890.  short  title. 

Covimencement. 

2.  These  Rules  shall  come  into  operation  from  and  imme-  commence 

niciita 

diately  after  the  dlst  day  of  March  1890. 

Interpretation. 

8.  In  the  construction  of  these  Rules,  any  words  herein  used  J|J,*^'^"**" 
defined  by  the  said  Act  shall  have  the  meanings  thereby  assigned 
to  them  respectively. 

Fees. 

4.  The  fees  to  be  paid  mider  the  above-mentioned  Acts  shall  ^eca. 
be  those  specified  in  the  list  of  fees  in  the  First  Schedule  to  these 
Rules. 

Forms. 

5.  The  Forms  A,  B,  and  C  in  the  First  Schedule  to  the  Act  Formi. 

of  1883  shall  be  altered  or  amended  by  the  substitution  therefor  ^***^  ^°* 
of  the  Forms  A,  Al,  A2,  B,  and  C  in  the  Second  Schedule  to 
these  Rules. 

6.  (1)  An  application  for  a  patent  containing  tlie  declaration  AppUcaUon. 
mentioned  in  the  subsection  2  of  section  5  of  the  Act  of  1883, 

and  section  2  of  the  Act  of  1885  shall  be  made  either  in  the 
Form  A  or  the  Form  Al,  or  the  Form  A2,  set  forth  in  the  Second 
Schedule  to  these  Rules  as  the  case  may  be. 

(2)  The  Form  B  in  such  Schedule  of  provisional  specification  Specifle*. 

tion. 
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and  the  Form  G  of  complete  specification  shall  respectively  be 
used. 
other  forms.         (8)  The  remaining  forms  other  than  A,  Al,  A2,  B,  and  C» 
set  forth  in  the  Second  Schedule  to  these  Rules,  may,  as  far  as 
thej  are  applicable,  be  used  in  any  proceedings  under  these  Bules. 


Hours  of 
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Agency. 


Statement  of 
address. 


Size,  etc.,  of 
documents. 


Exercise  of 
discretion- 
ary power 
by  Comp- 
troller. 


General. 

7.  The  Patent  Office  shall  be  open  to  the  pubUc  every  week- 
day between  the  hours  of  ten  and  four,  except  on  the  days  and 
times  following : — 

Christmas  day. 
Good  Friday. 

ThB  day  observed  as  her  Majesty's  birthday. 
The  days  observed  as  days  of  public  fast  or  thanks- 
giving, or  as  holidays  at  the  Bank  of  England. 

8.  An  application  for  a  patent  must  be  signed  by  the  appli- 
cant, but  all  other  communications  between  the  applicant  and 
the  Comptroller,  and  all  attendances  by  the  applicant  upon  the 
Comptroller,  may  be  made  by  or  through  an  agent  duly  authorised 
to  the  satisfaction  of  the  Comptroller,  and  if  he  so  require,  resi- 
dent in  the  United  Kingdom. 

9.  The  application  shall  be  accompanied  by  a  statement  of 
an  address  to  which  all  notices,  requisitions,  and  communications 
of  every  kind  may  be  made  by  the  Comptroller  or  by  the  Board 
of  Trade,  and  such  statement  shall  thereafter  be  binding  upon 
the  applicant  unless  and  imtil  a  substituted  statement  of  address 
shall  be  famished  by  him  to  the  Comptroller.  He  may  in  any 
particular  case  require  that  the  address  mentioned  in  this  rule 
be  in  the  United  Kingdom. 

10.  All  documents  and  copies  of  documents  except  Statutory 
Declarations  and  affidavits  sent  to  or  left;  at  the  Patent  Office  or 
otherwise  furnished  to  the  Comptroller  or  to  the  Board  of  Trade 
shall  be  written  or  printed  in  large  and  legible  characters  and, 
unless  otherwise  directed,  in  the  English  language,  upon  strong 
wide  ruled  paper  (on  one  side  only),  of  a  size  of  18  inches  by  8 
inches,  leaving  a  margin  of  2  inches  on  the  left-hand  part 
thereof,  and  the  signature  of  the  applicants  or  agents  thereto 
must  be  written  in  a  large  and  legible  hand.  Duplicate  docu- 
ments shall  at  any  time  be  left,  if  required  by  the  Comptroller. 

11.  Before  exercising  any  discretionary  power  given  to  the 
Comptroller  by  the  said  Acts,  adversely  to  the  applicant  for  a 
patent  or  for  amendment  of  a  specification,  the  ComptroUer 
shall  give  ten  days*  notice,  or  such  longer  notice  as  he  may 
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think  fit,  to  the  applicant  of  the  time  when  he  may  be  heard  xoticc  or 
personally  or  by  his  agent  before  the  Comptroller.    Statutory  ^^*"°«^- 
declarations  and  affidavits  shall  be  in  the  form  for  the  time  being 
in  use  in  the  High  Court  of  Justice. 

12.  Within  five  days  from  the  date  when  such  notice  would  Notice  by 
be  dehvered  in  the  ordinary  course  of  post,  or  such  longer  time 

as  the  Comptroller  may  appoint  in  such  notice,  the  apphcant 
shall  notify  in  writing  to  the  Comptroller  whether  or  not  he 
intends  to  be  heard  upon  the  matter.^ 

13.  Whether  the  applicant  desires  to  be  heard  or  not,  the  comptroiter 
Comptroller  may  at  any  time  require  him  to  submit  a  statement  statemeat, 
in  writing  within  a  time  to  be  notified  by  the  Comptroller,  or  to 

attend  before  him  and  make  oral  explanations  with  respect  to 
such  matters  as  the  Comptroller  may  require. 

14.  The  decision  or  determination  of  the  Comptroller  in  the  DeciBion  to 
exercise  of  any  such  discretionary  power  as  aforesaid  shall  be  to  parties, 
notified  by  him  to  the  apphcant,  and  any  other  person  affected 
thereby. 

15.  Any  person  desirous  of  exhibiting  an  invention  at  an  indtutriai  or 
industrial  or  international  exhibition,  or  of  publishing  any  de-  tionai 
scription  of  the  invention  during  the  period  of  the  holding  of  the  ^^^^  ^^^^ 
exhibition,  or  of  using  the  invention  for  the  purpose  of  the 
exhibition  in  the  place  where  the  exhibition  is  held,  shall,  after 

the  Board  of  Trade  have  issued  a  certificate  that  the  exhibition 
is  an  industrial  or  international  one,  give  to  the  Comptroller 
notice  ^  in  writing  of  his  intention  to  exhibit,  pubHsh,  or  use  the 
invention,  as  the  case  may  be. 

For  the  purpose  of  identifying  the  invention  in  the  event  of 
an  application  for  a  patent  being  subsequently  made  the  apphcant 
shall  furnish  to  the  Comptroller  a  brief  description  of  his  in- 
vention»  accompanied,  if  necessary,  by  drawings,  and  such  other 
information  as  the  Comptroller  may  in  each  case  require. 

16.  Any  document  for  the  amending  of  which  no  special  pro-  power  of 
vision  is  made  by  the  said  Acts  may  be  amended,  and  any  irregu-  JJJ«^d«»e'»*» 
larity  in  procedure,  which  in  the  opinion  of  the  Comptroller  may 

be  obviated  without  detriment  to  the  interests  of  any  person,  may 
be  corrected,  if  and  on  such  terms  as  the  Comptroller  may 
think  fit. 

16a.  Any  application,  notice,  or  other  document  authorised  or 
required  to  be  left,  made,  or  given  at  the  Patent  Office  or  to  the 
Comptroller  or  to  any  other  person  under  these  Rules,  may  be 

*  As  to  this  notification  see  Form  E. 

'  The  form  of  this  notice  is  given  in  Form  O. 
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Manner  in 
vhloh,  and 
persona 
before 
whom. 
Declaration 
is  to  be 
t^n. 


sent  by  a  prepaid  letter  through  the  post,  and  if  so  sent  shall  be 
deemed  to  have  been  left,  made,  or  given  at  the  time  when  the 
letter  containing  the  same  would  be  delivered  in  the  ordinary 
course  of  post.  In  proving  such  service  or  sending  it  shall  be 
sufficient  to  prove  that  the  letter  was  properly  addressed  and  put 
into  the  post. 

17.  The  Statutory  Declarations  required  by  the  said  Acts 
and  these  Bules,  or  used  in  any  proceedings  thereunder,  shall  be 
made  and  subscribed  as  follows : — 

(a)  In  the  United  Kingdom  before  any  Justice  of  the  Peace 

or  any  Commissioner  or  other  officer  authorised  by 
law  in  any  part  of  the  United  Kingdom  to  administer 
an  oath  for  the  purpose  af  any  legal  proceeding. 

(b)  In  any  other  part  of  her  Majesty's  dominions,  before  any 

court,  judge,  justice  of  the  peace,  or  any  officer  autho- 
rised by  law  to  administer  an  oath  there  for  the  pur- 
pose of  a  legal  proceeding ;  and 

(c)  If  made  out  of  her  Majesty's  dominions  before  a  British 

minister,  or  person  exercising  the  functions  of  a  British 
minister,  or  a  consul,  vice-consul,  or  other  person  exer- 
cising the  functions  of  a  British  consul,  or  a  notary 
public,  or  before  a  judge  or  magistrate. 
17a.  Statutory  declarations  and  affidavits  shall  be  headed 
in  the  matter  or  matters  to  which  they  relate.    They  shall  be 
divided  into  paragraphs  consecutively  numbered,  and  each  para- 
graph shall  so  far  as  possible  be  confined  to  one  subject. 


Order  of 

recording 

•pplicationa. 


Application 
for  separate 
patents  by 

amendment. 


Application  with  Provisional  or  Complete  Specification. 

18.  Applications  for  patents  sent  through  the  post  shall,  as 
feu:  as  may  be  practicable,  be  opened  and  numbered  in  the  order 
in  which  the  letters  containing  the  same  have  been  respectively 
dehvered  in  the  ordinary  course  of  post. 

Apphcations  left  at  the  Patent  Office  otherwise  than  through 
the  post  shall  be  in  hke  manner  numbered  in  the  order  of  their 
receipt  at  the  Patent  Office. 

19.  Where  a  person  making  appUcation  for  a  patent  includes 
therein  by  mistake,  inadvertence,  or  othen^'^ise,  more  than  one 
invention,  he  may,  after  the  refusal  of  the  Comptroller  to  accept 
such  application,  amend  the  same  so  as  to  apply  to  one  inven- 
tion only,  and  may  make  application  for  separate  patents  for 
each  such  invention  accordingly. 

Every  such  application  shall,  if  the  applicant  notify  his  desire 
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to  that  effect  to  the  Comptroller,  bear  the  date  of  the  first  appli- 
cation, and  shall,  together  therewith,  be  proceeded  with  in  the 
manner  prescribed  by  the  said  Acts  and  by  these  Bules  as  if  every 
such  application  had  been  originally  made  on  that  date. 

20.  An  application  for  a  patent  by  the  legal  representative  of  Application 
a  person  who  has  died  possessed  of  an  invention  shall  be  accom-  taUTe  o?^' 
panied  by  an  official  copy  of  or  extract  from  his  will  or  the  letters  fi^SJ^. 
of  administration  granted  of  his  estate  and  effects  in  proof  of  the 
applicant's  title  as  such  legal  representative,  and  must  be  sup- 
ported by  such  further  evidence  as  the  Comptroller  may  require. 

21.  On  the  acceptance  of  a  provisional  or  complete  specifi-  Notice  and 
cation  the  Comptroller  shall  give  notice  thereof  to  the  applicant,   me^^oP 
and  shall  advertise  such  acceptance  in  the  official  journal  of  the  '"'^'^p**"*^ 
Patent  Office. 

22.  Upon  the  publication  of  such  advertisement  of  acceptance  inspMtion 
in  the  case  of  a  complete  specification,  the  application  and  speci-  anoeofrom- 
fication  or  specifications  with  the  drawings,  if  any,  may  be  in-  Sltioxi!^'^'*' 
epected  at  the  Patent  Office  upon  payment  of  the  prescribed  fee. 

Application  on  Communication  from  Abroad, 

28.  An  application  for  a  patent  for  an  invention  communi-  commonicar 
cated  from  abroad  shall  be  made  in  the  form  Al  set  forth  in  the  abroad."^ 
Second  Schedule  to  these  Bules.* 

International  and  Colonial  Arrangements, 

24.  The  term  '  foreign  apphcation  *  shall  mean  an  application 
by  any  person  for  protection  of  his  invention  in  a  Foreign  State 
or  British  Possession  to  which  by  any  order  of  Her  Majesty  in 
Council  for  the  time  being  in  force  the  provisions  of  section  108 
of  the  Patents,  Designs,  and  Trade  Marks  Act,  1888,  have  been 
declared  applicable. 

25.  An  application  in  the  United  Kingdom  for  a  patent  for  any 
invention  in  respect  of  which  a  foreign  application  has  been  made 
shall  contain  a  declaration  that  such  foreign  application  has  been 
made  and  shall  specify  all  the  Foreign  States  or  British  Posses- 
sions in  which  foreign  applications  have  been  made  and  the  official 
date  or  dates  thereof  respectively.  The  application  must  be 
made  within  7  months  from  the  date  of  the  first  foreign  applica- 
tion, and  must  bo  signed  by  the  person  or  persons  by  whom  such 
first  foreign  application  was  made.  If  such  person,  or  any  of  such 
persons,  be  dead,  the  application  must  be  signed  by  the  legal 

'  The  Patent  Office  requires  that  applicants  using  Form  Al  mast  bo 
resident  in  the  United  Kingdom. 
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personal  representative  of  such  dead  person,  as  well  as  by  the 
other  applicants,  if  any. 

26.  The  application  in  the  United  Kingdom  shall  be  made  in 
the  Form  A2  in  the  second  Schedule  to  these  Rules,  and  in  addi- 
tion to  the  specification,  provisional  or  complete,  left  with  such 
appHcation,  must  be  accompanied  by 

(1)  A  copy  or  copies  of  the  specification  and  drawings  or  docu- 
ments corresponding  thereto,  filed  or  deposited  by  the  applicant 
in  the  Patent  Office  of  the  Foreign  State  or  British  Possession 
in  respect  of  the  first  foreign  application  duly  certified  by  the 
official  chief  or  head  of  the  Patent  Office  of  such  Foreign  State 
or  British  Possessions  as. aforesaid,  or  otherwise  verified  to  the 
satisfaction  of  the  Comptroller  ; 

(2)  A  statutory  declaration  as  to  the  identity  of  the  invention 
in  respect  of  which  the  application  is  made  with  the  invention  in 
respect  of  which  the  said  first  foreign  application  was  made,  and 
if  the  specification  or  document  corresponding  thereto  be  in  a 
foreign  language,  a  translation  thereof  shall  be  annexed  to  and 
verified  by  such  statutory  declaration. 

27.  On  receipt  of  such  application,  together  with  the  prescribed 
specification  and  the  other  document  or  documents  accompanying 
the  same,  required  by  the  last  preceding  rule,  and  with  such  other 
proof,  if  any,  as  the  Comptroller  may  require  of  or  relating  to 
such  foreign  application  or  of  the  official  date  thereof,  the  Comp- 
troller shall  make  an  entry  of  the  applications  in  both  countries 
and  of  the  official  dates  of  such  applications  respectively. 

28.  All  further  proceedings  in  connection  with  such  application 
shall  be  taken  within  the  times  and  in  the  manner  prescribed  by 
the  Acts  or  Rules  for  ordinary  apphcations. 

29.  The  patent  shall  be  entered  in  the  Register  of  Patents  a? 
dated  of  the  date  on  which  the  first  foreign  application  was 
made,  and  the  payment  of  renewal  fees,  and  the  expiration  of  the 
patent,  shall  be  reckoned  as  from  the  date  of  the  first  foreign 
application. 

Sizes  and  methods  of  preparing  Drawings  accompanying 
Provisional  or  Complete  Specifications. 

Draniiifn  80.  The  provisional  or  complete  specification  need  not  be  ac- 

wJu^  '^'  companied  by  drawings  if  the  specification  sufficiently  describes 

the  invention  without  them,  but,  if  drawings  are  fumished,^ 

they  should  accompany  the  provisional  or  complete  specification 

to  which  they  refer,  except  in  the  case  provided  for  by  Rule  88. 


To  faa  page  3B2. 


Specimen  drawii^  for  ^wcjfications. 
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tbe  signature  of  tlie  applicant  or  bis  agent  in  the  rvght-lumd 
bottom  corner. 

No  written  description  of  the  invention  should  appear  on  the 
drawings. 

Wood  engravings,  or  representations  of  the  invention,  other 
than  the  drawings  prepared  as  above  described,  will  not  be 
received,  unless  of  such  a  character  as  to  be  suitable  for  repro- 
duction by  the  process  of  photo-lithography. 

82.  A  facsimile  of  the  original  drawings,  but  witJwiit  colour 
or  Indian-ink  washes,  and  prepared  strictly  in  accordance  with 
the  regulations  prescribed  in  Bule  81,  must  accompany  the 
originals,  and  be  marked  *  true  copy.' 

88.  If  an  appHcant  desires  to  adopt  the  drawings  lodged  with 
his  provisional  specification  as  the  drawings  for  his  complete 
specification,  he  should  refer  to  them  as  those  'left  with  the  pro- 
visional specification.' 

Opposition  to  Grants  of  Patents, 

84.  A  notice  of  opposition  to  the  grant  of  a  patent  shall  be  on 
Form  D,  and  shall  state  the  ground  or  grounds  on  which  the 
person  giving  such  notice  (hereinafter  in  Rules  87,  88,  41,  and 
48  called  the  opponent)  intends  to  oppose  the  grant,  and  must 
be  signed  by  him.  Such  notice  shall  state  his  address  for  service 
in  the  United  Kingdom,  and  shall  be  accompanied  by  an  un- 
stamped copy. 

85.  On  receipt  of  such  notice  the  copy  thereof  shall  be  trans- 
mitted by  the  Comptroller  to  the  apphcant. 

86.  Where  the  ground  or  one  of  the  grounds  of  opposition  is 
that  the  invention  has  been  patented  in  this  country  on  an  ap- 
plication of  prior  date,  the  number  and  date  of  such  prior 
application  shall  be  specified  in  the  notice. 

87.  Within  14  days  after  the  expiration  of  two  months  from 
the  date  of  the  advertisement  of  the  acceptance  of  a  complete 
specification,  the  opponent  may  leave  at  the  Patent  Office  statu- 
tory declarations  in  support  of  his  opposition,  and  on  so  leaving 
shall  deliver  to  the  applicant  a  list  thereof. 

88.  Within  14  days  from  the  delivery  of  such  list  the  appli- 
cant may  leave  at  the  Patent  Office  statutory  declarations  in 
answer,  and  on  so  leaving  shall  deliver  to  the  opponent  a  list 
thereof,  and  within  14  days  from  such  deHvery  the  opponent 
may  leave  at  the  Patent  Office  his  statutory  declarations  in  reply, 
and  on  so  leaving  shall  dehver  to  the  applicant  a  Hst  thereof. 
Such  last-mentioned  declarations  shall  be  confined  to  matters 
strictly  in  reply. 
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Copies  of  the  declarations  mentioned  in  this  and  the  last  pre- 
ceding Bole  maybe  obtained  either  from  the  Patent  Office  or 
from  the  opposite  party. 

89.  No  farther  evidence  shall  be  left  on  either  side  except  by  oioiingof 
leave  of  the  Comptroller  upon  the  written  consent  of  the  parties  ^ 

duly  notified  to  him,  or  by  special  leave  of  the  Comptroller  on 
application  in  writing  made  to  him  for  that  purpose. 

40.  Either  party  making  such  apphcation  shall  give  notice 
thereof  to  the  opposite  party,  who  shall  be  entitled  to  oppose  the 
application. 

41.  On  completion  of  the  evidence,  or  at  such  other  time  Notice  ot 
as  he  may  see  fit,  the  Comptroller  shall  appoint  a  time  for    ®^°^*^ 
the  hearing  of  the  case,  and  shall  give  the  parties  ten  days' 
notice  at  the  least  of  such  appointment.    If  the  applicant  or 
opponent  desires  to  be  heard  he  must  forthwith  send  the  Comp- 
troller an  apphcation  on  Form  E.    The  Comptroller  may  refuse 

to  hear  either  party  who  has  not  sent  such  apphcation  for  hear- 
ing. If  neither  party  apphes  to  be  heard,  the  Comptroller  shall 
decide  the  case  and  notify  his  decision  to  the  parties. 

42.  On  the  hearing  of  the  case  no  opposition  shall  be  allowed  ni«uow 
in  respect  of  any  ground  not  stated  in  the  notice  of  opposition ;  opposition  la 
and  where  the  ground  or  one  of  the  grounds  is  that  the  invention  ca^^^^ 
has  been  patented  in  this  country  on  an  apphcation  of  prior  date, 

the  opposition  shall  not  be  allowed  upon  such  ground  unless  the 
number  and  date  of  such  prior  apphcation  shall  have  been  duly 
specified  in  the  notice  of  opposition. 

48.  Where  the  ground  of  an  opposition  is  that  the  appU- 
cant  has  obtained  the  invention  from  the  opponent  or  from  a 
person  of  whom  such  opponent  is  the  legal  representative,  unless 
evidence  in  support  of  such  allegation  be  left  at  the  Patent  Office 
within  the  time  prescribed  by  these  Bules,  the  opposition  shall  be 
deemed  to  be  abandoned,  and  a  patent  shall  be  sealed  forthwith. 

44.  The  decision  of  the  Comptroller  after  hearing  any  party  Deouion  to 
who  applies  under  Kule  41  shall  be  notified  by  him  to  the  parties.  Ij  ^^ 

Certificates  of  Payment  or  Renewal. 

45.  If  a  patentee  intends  at  the  expiration  of  the  fourth  or  Payment  of 
eighth  year  from  the  date  of  his  patent  to  keep  the  same  in  force,  ^  ^v^ltat 
he  shall,  before  the  expiration  of  such  fourth  or  eighth  year,  as  S^te'JJI^^ 
the  case  may  be,  subject  as  hereinafter  provided,  pay  the  pre- 
scribed fee  of  50Z.  or  lOOZ.  as  the  case  may  be. 

46.  In  the  case  of  patents  granted  before  the  commencement  As  to 
of  the  said  Acts,  the  above  Rule  shall  be  read  as  if  the  words  granted 
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'  seventh  year '  were  therein  written  instead  of  the  words  '  eighth 
year.' 

47.  If  the  patentee  intends  to  pay  annual  fees  in  lien  of  the 
above-mentioned  fees  of  501,  and  lOOZ.,  he  shall,  before  the  ex- 
piration of  the  fourth  and  each  succeeding  year  during  the  term 
of  the  patent,  until  and  inclusive  of  the  thirteenth  year  thereof 
pay  the  prescribed  fee.  The  Form  J  in  the  second  Schedule, 
duly  stamped,  should  be  used  for  the  purpose  of  this  and  the 
payment  referred  to  in  Rule  45. 

48.  On  due  compliance  with  these  Rules,  and  as  soon  as  may 
be  after  such  respective  periods  as  aforesaid,  or  any  enlargement 
thereof  respectively  duly  granted,  the  Comptroller  shall  issue  a 
certificate  that  the  prescribed 'payment  has  been  duly  made. 

Enlargement  of  Time, 

49.  An  appUcation  for  an  enlargement  of  the  time  for  making 
a  prescribed  payment  shall  state  in  detail  the  circumstances  in 
which  the  patentee  by  accident,  mistake,  or  inadvertence  has 
failed  to  make  such  payment,  and  the  Comptroller  may  require 
the  patentee  to  substantiate  by  such  proof  as  he  may  think  neces- 
sary the  allegations  contained  in  the  application  for  enlargement.^ 

50.  An  application  for  enlargement  of  time  for  leaving  or 
accepting  a  complete  specification  shall  state  in  detail  in  what 
circumstances,  and  upon  what  grounds,  such  extension  is  applied 
for,  and  the  Comptroller  may  require  the  apphcant  to  sub- 
stantiate such  allegations  by  such  proof  as  the  Comptroller  may 
think  necessary. 

51.  The  time  prescribed  by  these  Rules  for  doing  any  act,  or 
taking  any  proceeding  thereunder,  may  be  enlarged  by  the  Comp- 
troller if  he  think  fit,  and  upon  such  notice  to  other  parties, 
and  proceedings  thereon,  and  upon  such  terms,  as  he  may  direct. 

Aviendm^iJit  of  Specification. 

52.  A  request^  for  leave  to  amend  a  specification  must  be  signed 
by  the  apphcant  or  patentee  (hereinafter  in  Rules  54,  55,  and 
58  called  the  apphcant)  and  accompanied  by  a  duly  certified 
printed  copy  of  the  original  specification  and  drawings,  showing 
in  red  ink  the  proposed  amendment,  and  shall  be  advertised  by 
pubUcation  of  the  request  and  the  nature  of  the  proposed  amend- 
ment in  the  official  journal  of  the  Patent  Ofiice,  and  in  such  other 
manner,  if  any,  as  the  Comptroller  may  in  each  case  direct. 

58.  A  notice  of  opposition^  to  the  amendment  shall  state  the 

»  Seo  Form  K.  «  See  Form  F. 

•  The  form  of  this  notice  is  given  by  Form  G. 
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ground  or  grounds  on  which  the  person  giving  such  notice 
(hereinafter  called  the  opponent)  intends  to  oppose  the  amend- 
ment, and  must  be  signed  by  him.  Such  notice  shall  state  his 
address  for  service  in  the  United  Kingdom,  and  shall  be  accom- 
panied by  an  imstamped  copy. 

54.  On  receipt  of  such  notice  a  copy  thereof  shall  be  trans-  Oopvfor  tht 
mitted  by  the  Comptroller  to  the  applicant.^ 

55.  Within  14  days  after  the  expiration  of  one  month  from  opponent's 
the  first  advertisement  of  the  application  for  leave  to  amend,  the  ^  ^^^ 
opponent  may  leave  at  the  Patent  Office  statutoiy  declarations 

in  support  of  his  opposition,  and  on  so  leaving  shall  deliver  to 
the  applicant  a  hst  thereof, 

56.  Upon  such  declarations  being  left,  and  such  list  being  Further 
deUvered,  the  provisions  of  Rules  88,  89,  40,  41.  and  44  shall  p'^^^^^'^^^'^ 
apply  to  the  case,  and  the  further  proceedings  therein  shall  be 
regulated  in  accordance  with  such  provisions  as  if  they  were 

here  repeated. 

57.  Where  leave  to  amend  is  given  the  applicant  shall,  if  Reqiiiro- 
the  Comptroller  so  require,  and  within  a  time  to  be  limited  by  tucrcun. 
him,  leave  at  the  Patent  Office  a  new  specification  and  drawings 

as  amended,  to  be  prepared  in  accordance  with  Rules  10,  80, 
and  81. 

58.  Where  a  request  for  leave  to  amend  is  made  by  or  in  i^^eb 

■■■  •    ,  order  o  y 

pursuance  of  an  order  of  the  Court  or  a  judge,  an  official  or  Cuort.  f 
verified  copy  of  the  order  shall  be  left  with  the  request  at  the 
Patent  Office. 

59.  Every  amendment  of  a  specification  shall  be  forthwith  Adrertise- 
advertised  by  the  Comptroller  in  the  official  journal  of  the  amendment 
Patent  Office,  and  in  such  other  manner,  if  any,  as  the  Comp- 
troller may  direct. 

Compulsory  Licences, 

60.  A  petition  to  the  Board  of  Trade  for  an  order  upon  a  Petiuon  for 
patentee  to  grant  a  licence  shall  show  clearly  the  nature  of  the  ^^  ^ 
petitioner's  interest,  and  the  ground  or  grounds  upon  which  he  "®*°®®^ 
claims  to  be  entitled  to  relief,  and  shall  state  in  detail  the  cir- 
cumstances of  the  case,  the  terms  upon  which  he  asks  that  an 

order  may  be  made,  and  the  purport  of  such  order. 

61.  The  petition  and  an  examined  copy  thereof  shall  be  left  ^^t{j*;jjf.* 
at  the  Patent  Office,  accompanied  by  the  affidavits  or  statutory  dcnce  at 
declarations,  and  other  documentary  evidence,  if  any,  tendered  omce. 
by  the  petitioner  in  proof  of  the  alleged  defiault  of  the  patentee.  ^ 

>  ApplioationB  to  be  heard  by  the  Comptroller  mast  be  in  Form  E. 

c  c  2 
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Directions  aft        62.  Upon  perusing  the  petition  and  evidence,  unless  the 
pSj^^uRj)    Board  of  Trade  shall  be  of  opinion  that  the  order  should  be  at 
tSn^efS^i.  ®^<5®  refused,  they  may  require  the  petitioner  to  attend  before 
the  Comptroller,  or  other  person  or  persons  appointed  by  them, 
to  receive  his  or  their  directions  as  to  farther  proceedings  upon 
the  petition. 
Procedure.  68.  If  and  when  a  primd-facie  case  for  reHef  has  been  made 

^^cc!'^ '  out  to  the  satisfaction  of  the  Board  of  Trade,  the  petitioner  shall 
upon  their  requisition,  and  on  or  before  a  day  to  be  named  by 
them,  deUver  to  the  patentee  copies  of  the  petition,  and  of  the 
affidavits  or  statutory  declarations  and  other  documentary  evi- 
dence, if  any,  tendered  in  support  thereof. 
Pfttent(M*!«  64.  Within  14  days  after  the  day  of  such  delivery  the  patentee 

shall  leave  at  the  Patent  Office  his  affidavits  or  statutory  decla- 
rations in  opposition  to  the  petition,  and  deliver  copies  thereof  to 
the  petitioner. 
ETiden(M>  in         65.  The  petitioner  within  14  days  from  such  delivery  shall 
'^  leave  at  the  Patent  Office  his  affidavits,  or  statutory  declarations 

in  reply,  and  deliver  copies  thereof  to  the  patentee ;  such  last- 
mentioned  affidavits  or  declarations  shall  be  confined  to  matters 
strictly  in  reply. 
Farther  ^6.  Subject  to  any  further  directions  which  the  Board  of 

proceediiige.    rpj.^^^  ^^^  ^^^^  ^^xe  parties  shall  then  be  heard  at  such  time, 

before  such  person  or  persons,  in  such  manner,  and  in  accordance 
with  such  procedure  as  the  Board  of  Trade  may,  in  the  circum- 
stances of  the  case,  direct,  but  so  that  full  opportunity  shall  be 
given  to  the  patentee  to  show  cause  against  the  petition. 

Begister  of  Patents. 

Entry  of  67.  Upon  the  sealing  of  a  patent  the  Comptroller  shall  cause  to 

^^'^^  be  entered  in  the  register  of  patents  the  name,  address,  and  de- 

scription of  the  patentee  as  the  grantee  thereof,  and  the  title  of 
the  invention. 
Bequest  for  68.  Where  a  person  becomes  entitled  to  a  patent  or  to  any  share 

enjiyof  sub-  ^^  interest  therein,  by  assignment,  either  throughout  the  United 
proprietor-     Kingdom  and  the  Isle  of  Man,  or  for  any  place  or  places  therein, 
or  by  transmission  or  other  operation  of  law,  a  request  ^  for  the 
entry  of  his  name  in  the  register  as  such  complete  or  partial 
proprietor  of  the  patent,  or  of  such  share  or  interest  therein,  as 
the  case  may  be,  shall  be  addressed  to  the  Comptroller,  and  left 
at  the  Patent  Office. 
jBigBAtore  of        69.  Such  request  shall  in  the  case  of  individuals  be  made 
'*^^***'        and  signed  by  the  person  requiring  to  be  registered  aff  proprietor, 

'  See  Form  L. 
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or  by  his  agent  duly  authorised  to  the  satisfiEtction  of  the  Comp- 
troller, and  in  the  case  of  a  body  corporate  by  their  agent, 
authorised  in  like  manner. 

70.  Every  such  request  shall  state  the  name,  address,  and  PartioaiAn 
description  of  the  person  claiming  to  be  entitled  to  the  patent,  in  reqneii. 
or  to  any  share  or  interest  therein,  as  the  case  may  be  (herein- 
after called  the  claimant),  and  the  particulars  of  the  assignment, 
transmission,  or  other  operation  of  law,  by  virtue  of  which  he 
requires  to  be  entered  in  the  register  as  proprietor,  so  as  to  show 

the  manner  in  which,  and  the  person  or  persons  to  whom,  the 
patent,  or  such  share  or  interest  therein  as  aforesaid,  has  been 
assigned  or  transmitted. 

71.  Every  assignment  and  every  other  document  containing,  ProaacUon 
giving  effect  to,  or  being  evidence  of,  the  transmission  of  a  patent  meiit«of 
or  affecting  the  proprietorship  thereof  as  claimed  by  such  request,  othcr^proof. 
except  such  documents  as  are  matters  of  record,  shall  be  pro- 
duced to  the  Comptroller,  together    with    the  request  above 
prescribed,  and  such  other  proof  of  title  as  he  may  require  for 

his  satisfaction. 

As  to  a  document  which  is  a  matter  of  record,  an  official  or 
certified  copy  thereof  shall  in  hk6  manner  be  produced  to  the 
Comptroller. 

72.    There  shall  also  be  left  with  the  request  an  attested  ^^^^*'<**' 
copy  of  the  assignment  or  other  document  above  required  to  be  omce. 
produced. 

As  to  a  document  which  is  a  matter  of  record,  an  official  or  certi- 
fied copy  shall  be  left  with  the  request  in  lieu  of  an  attested  copy. 

73.  A  body  corporate  may  be  registered  as  proprietor  by  its  Bo«iy  cor- 
corporate  name.  von.te, 

74.  Where  an  order  has  been  made  by  her  Majesty  in  Council  Entry  of 
for  the  extension  of  a  patent  for  a  further  term  or  for  the  grant  Sm^^'**** 
of  a  new  patent,  or  where  an  order  has  been  made  by  the  Court  ou£eOoart. 
for  the  revocation  of  a  patent  or  the  rectification  of  the  register 

under  section  90  of  the  Act  of  1883,  or  otherwise  affecting  the 
vaUdity  or  proprietorship  of  the  patent,  the  person  in  whose 
favour  such  order  has  been  made  shall  forthwith  leave  at  the 
Patent  Office  an  office  copy  of  such  order.  The  register  shall 
thereupon  be  rectified,  or  the  purport  of  such  order  shall  other- 
wise be  duly  entered  in  the  register,  as  the  case  may  be. 

75.  Upon  the  issue  of  a  certificate  of  payment  under  Bule  48,  ^u^ry  of 

*•    "  pAyment  of 

the  Comptroller  shall  cause  to  be  entered  in  the  Register  of  Patents  fees  on  ii 
a  record  of  the  amount  and  date  of  payment  of  the  fee  on  such  ea£ 
certificate. 
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Entry  of  76.  If  a  patentee  fails  to  make  any  prescribed  payment  within 

^^ce&        ^^6  prescribed  time,  or  any  enlargement  thereof  duly  granted, 

such  failure  shall  be  duly  entered  in  the  register. 
Kntxyof  77.   An  attested  copy  of   every  licence    granted  under  a 

patent  shall  be  left  at  the  Patent  Office  by  the  licensee,  with  a 
request^  that  a  notification  thereof  may  be  entered  in  the 
register.  The  licensee  shall  cause  the  accuracy  of  such  copy 
to  be  certified  as  the  Comptroller  may  direct,  and  the  original 
licence  shall  at  the  same  time  be  produced  and  left  at  the  Patent 
Office  if  required  for  further  verification. 
Hours  of  78.  The  Register  of  Patents  shall  be  open  to  the  inspection  of 

rcSSter°"  °'  ^^®  pubhc  on  every  week  day  between  the  hours  of  ten  and  four, 
except  on  the  days  and  at  the  times  following : — 

(a)  Christmas  day,  Good  Friday,  the  day  observed  as  her 

Majesty's  birthday,  days  observed  as  days  of  public  fast 

or  thanksgiving,  and  days  observed  as  holidays  at  the 

Bank  of  England ;  or 

{b)  Days  which  may  from  time  to  time  be  notified  by  a  placard 

posted  in  a  conspicuous  place  at  the  Patent  Office ; 
(c)  Times  when  the  register  is  required  for  any  purpose 
of  official  use. 
Certified  79.  Certified  copies  of  any  entry  in  the  register,  or  certified 

docimiento.  copies  of,  or  extracts  from,  patents,  specifications,  disclaimers, 
affidavits,  statutory  declarations,  and  other  public  documents 
in  the  Patent  Office,  or  of  or  from  registers  and  other  books  kept 
there,  may  be  furnished  by  the  Comptroller  on  payment  of  the  pre- 
scribed fee. 

Power  to  dispense  with  Evidence^  etc. 

80.  Where  under  these  Rules  any  person  is  required  to  do 
any  act  or  thing,  or  to  sign  any  document,  or  to  make  any  declar- 
ation on  behalf  of  himself  or  of  any  body  corporate,  or  any 
document  or  evidence  is  required  to  be  produced  to  or  left  with 
the  Comptroller,  or  at  the  Patent  Office,  and  it  is  shown  to  the 
satisfaction  of  the  Comptroller  that  from  any  reasonable  cause 
such  person  is  unable  to  do  such  act  or  thing,  or  to  sign  such 
document,  or  make  such  declaration,  or  that  such  document  or 
evidence  cannot  be  produced  or  left  as  aforesaid,  it  shall  be  law- 
ful for  the  Comptroller,  with  the  sanction  of  the  Board  of  Trade, 
and  upon  the  production  of  such  other  evidence,  and  subject  to 
such  terms  as  they  may  think  fit,  to  dispense  with  any  such  act 
or  ihinfi",  document,  declaration,  or  evidence. 

■  See  Fonn  M. 
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BepeaL 

81.  All  general  rules  heretofore  made  by  the  Board  of  Trade  ««p~^- 
under  the  Patents,  Designs,  and  Trade  Marks  Acts,  1883  to  1888, 
and  in  force  on  the  Slst  day  of  March,  1890,  shall  be  and  they 
are  hereby  repealed  as  from  that  date,  without  prejudice,  never- 
theless, to  anything  done  under  such  rules  or  to  any  appHcation 
then  pending. 

Dated  the  Slst  day  of  March,  1890. 

M.  E.  HICKS-BEACH, 

President  of  the  Board  of  Trade. 


FIRST  SCHEDULE. 

List  of  Fees  Payable  on  and  in  connection  with  Letters  Patent, 

Ujp  to  Sealing, 

£    B»    d.        £    »*    d, 

1.  On  application  for  provisional  protection  .1     0    0 

2.  On  filing  complete  specification         .        .800 

4    0     0 

or 
B.    On  filing  complete  specification  with  first  application        4    0    0 

4.  On  appeal  from  Comptroller  to  law  officer.    By  appel- 

lant   8    0    0 

5.  On  notice  of  opposition  to  grant  of  patent.    By  oppo- 

nent          0  10    0 

6.  On  hearing  by  Comptroller.    By  applicant  and  by 

opponent  respectively 10    0 

7.  On  apphcation  to  amend  specification : — 

Up  to  sealing.    By  applicant        1  10    0 

8.  After  sealing.     By  patentee        8    0    0 

9.  On  notice  of  opposition  to  amendment.   By  opponent        0  10    0 

10.  On  hearing  by  Comptroller.    By  applicant  and  by 

opponent  respectively 10    0 

11.  On  application  to  amend  specification  during  action 

or  proceeding.    By  patentee 8    0 

12.  On  appHcation  to  the  Board  of  Trade  for  a  compulsory 

licence.    By  person  applying 5    0    0 

13.  On  opposition  to  grant  of  compulsory  licence.    By 

patentee 500 

14.  On  certificate  of  renewal : — 

Before  end  pf  four  years  firom  date  of  patent  .        .      50    0    0 

15.  Before  end  of  seven  years,  or  in  the  case  of  patents 

granted  imder  the  *  Patents,  Designs,  and  Trade 
Marks  Act,  1883,'  before  the  end  of  eight  years 
from  date  of  patent 100    0    0 
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16. 

17. 
18. 
19. 
20. 
21. 
22. 
23. 
24. 
25. 

26. 
27. 
28. 
29. 

80. 
81. 

82. 
88. 

84. 

85. 
80. 


87. 
88. 
89. 

40. 


Or  in  lieu  of  the  fees  of  507.  and  1007.  the  following 

annual  fees: — 
Before  the  expiration  of  the  4th  year  from  the  date 

of  the  patent.        ...... 


£    9,   d. 


»» 
»» 
»» 
)f 
It 

rt 
»♦ 


It 
tt 

»» 
»» 
»» 
)> 
»» 
It 


)i 
11 
f» 
»» 
tt 
}} 
n 
it 


5th 

Gth 

7th 

8th 

9th 

10th 

11th 

12th 

18th 


n 
tt 

»» 
»» 
»» 
it 
11 
a 
it 


tt 
tt 

tt 
tt 
tt 
tt 


tt 


tt 


On  enlargement  of  time  for  payment  of  renewal  fees 

Not  exceeding  1  month 

2  months 

8  months 

For  everyentryof  an  assignment,  transmission,  agree 
ment,  licence,  or  extension  of  patent 

For  duplicate  of  letters  patent,  each  . 

On  notice  to  Comptroller  of  intended  exhibition  of  a 
patent  under  section  89 

Search  or  inspection  fee each 

For  office  copies— every  100  words  (but  never  less 
than  one  shilliDg) 

For  office  copies  of  drawings,  cost  according  to  agree- 
ment. 

For  certifying  office  copies,  MS.  or  printed        .  each 

On    request  to  Comptroller    to   correct  a   clerical 

error : — Up  to  sealing 

After  sealing 

For  certificate  of  Comptroller  under  section  96 . 

For  altering  address  in  register 

For  enlargement  of  time  for  filing  complete  specifica- 
tion, not  exceeding  one  month        .... 

For  enlargement  of  time  for  acceptance  of  complete 
specification : — 

Not  exceeding  1  month 

2  months 

8  months 


i» 


tt 


10 

0 

0 

10 

0 

0 

10 

0 

0 

10 

0 

0 

15 

0 

0 

15 

0 

0 

20 

0 

0 

20 

0 

0 

20 

0 

0 

20 

0 

0 

8 

0 

0 

7 

0 

0 

10 

0 

0 

0  10 

0 

2 

0 

0 

0  10 

0 

0 

1 

0 

0    0     4 


0    10 

0    5  0 

10  0 

0    5  0 

0    5  0 

2    0    0 


2  0  0 
4  0  0 
6    0    0 


81st  March,  1890. 


M.  E.  HICKS-BEACH, 

President  of  the  Board  of  Trade^ 
Approved, 

R.  E.  WELBY, 

For  the  Lords  Commissioners  of  Her 

Slat  March,  1890.  Majesty's  Treasury. 
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A. 

Form 

Al. 

11 

A2. 

» 

B. 

» 

C. 

19 

D. 

•9 

E. 

*9 

F. 

19 

G. 

99 

H. 

9» 

HI. 

99 

I. 

99 

J. 

99 

K. 

99 

L. 

91 

M. 

99 

N. 

99 

0. 

99 

P. 

M 

Q. 

9t 

B. 

99 

8. 

99 

T. 

99 

U. 

»9 

V. 


99 


THE  SECOND  SCHEDULE. 
ForvM, 

PAGM 

of  Application  for  Patent      ..••••  898 

}»               },             communicated  from  abroad  .  895 

under     international     and 

colonial  arrangements 896 

Provisional  Specification 896 

Complete             „              897 

Opposition  to  Grant  of  Patent 897 

Application  for  hearing  by  Comptroller    .        .        .  898 
„         to  amend  Specification  or  Drawings      .  898 
Opposition  to  Amendment  of  Specification  or  Draw- 
ings         898 

Application  for  Compulsory  Grant  of  Licence  .        .  899 

Petition  for  Compulsory  Grant  of  Licences       .        .  899 

Opposition  to  Compulsory  Grant  of  Licences    .        .  400 

Application  for  Certificate  of  Payment  or  Benewal  .  400 
Application  for  Enlargement  of  Time  for  Payment  of 

Benewal  Fee 401 

Bequest  to  enter  Name  upon  the  Begister  of  Patents  401 
Bequest  to  enter  Notification  of  Licence  in  Begister  402 
Application  for  Duplicate  of  Letters  Patent      .        •  402 
Notice  of  intended  Exhibition  of  Unpatented  Inven- 
tion          402 

Bequest  for  Correction  of  Clerical  Error  .        .        .  408 

Certificate  of  Comptroller 408 

Notice  for  Alteration  of  an  Address  in  Begister         .  408 
Application  for  Entry  of  Order  of  Privy  Council  in 

Begister 408 

Appeal  to  Law  Officer 404 

Application  for  extension  of  time  for  leaving  a  com- 
plete Specification 404 

Application  for  extension  of  time  for  acceptance  of 

complete  Specification         .....  405 


PATENT. 


SECOND   SCHEDULE. 
Patents^  Designs,  and  Trade  Marks  Acts,  1888  to  1888. 

Form  A. 
[To  be  accompanied  by  two  Copies  of  Form  B,  or  of  Form  C] 

Appucation  for  Patent. 

[Here  insert  nams  and  full  address  and  calling  of  applicant  or 
applicants'],  do  hereby  declare  that  in  possession  of  an  inven- 

tion the  title  of  wliich  is  [Here  insert  title  of  invention]  that  [In  the 
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case  of  more  than  one  applicant,  etate  whetJier  oM,  or  if  not,  who  is 
or  are  the  inventor  or  inventors]  the  true  and  first  inventor  thereof ; 
and  that  the  same  is  not  in  use  by  any  other  person  or  persons  to  the 
best  of       knowledge  and  belief;  and  humbly  pray  that  a  Patent 

may  b^  granted  to       *  for  the  said  invention. 

Dated  day  of  18    . 

[To  he  signed  by  applicant  or  appli- 
cants. In  the  case  of  a  firm, 
ea>ch  member  of  the  firm  must 
sign.l 

Note. — Where  application  is  made  through  an  Agent  (Bole  8),  the 
aathorisation  on  the  baok  (if  used)  should  be  signed  by  the  applicant  or 
applicants. 

To  the  Comptroller^ 

Patent  Office,  25  Southampton  Buildings, 
Chancery  Lane,  London,  W.C. 


For  the  convenience  of  applicants,  suggested  forms  of  authorisation 
to  an  Agent  and  statement  of  address  respectively  are  printed  below. 


(1.)  Where  application  is  made  through  an  Agent  (Bule  8). 

hereby  appoint 
of 

to  act  as  Agent  in  respect  of  the  within  application  for  a 

Patent,  and  request  that  all  notices,  requisitions,  and  communications 
relating  thereto  may  be  sent*  to  such  Agent  at  the  above  address. 

day  of  18     . 

[To  be  signed  by  applic-ant  orappli* 
cants,] 

(2.)  Where  application  is  made  without  an  Agent  (Rule  9). 

hereby  request  that  all  notices,  requisitions,  and  commu- 
nications in  respect  of  the  within  application  may  be  sent  to 

at 

day  of  18    . 

[To  be  signed  by  applicant  or  appli^ 
oants.] 
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Fonn  Al. 
PATBlirr.  [To  be  accorn-panied  by  two  copies  of  Form  B,  or  of  Form  C] 

^plvcaUonfor  Patent  for  Invention  commumcated  from  Abroad, 

If  [Here  insert  name  and  full  address  and  calling  of  applicant] 
of  in  the 

county  of  do  hereby  declare  that  I  am  in 

possession  of  an  invention  the  title  of  which  is  [Here  insert  title  of  in- 
vention] which  invention  has  been  communicated  to  me  by  [Here  insert 
name^  address^  and  calling  of  communicant]  that  I  claim  to  be  the 
true  and  first  inventor  thereof;  and  that  the  same  is  not  in  use  within 
the  United  Kingdom  of  Great  Britain  and  Ireland  and  the  Isle  of 
Man  by  any  other  person  or  persons  to  the  best  of  my  knowledge 
and  belief ;  and  I  humbly  pray  that  a  Patent  may  be  granted  to  me 
for  the  said  invention. 

Dated  day  of  18    . 

[To  be  sighted  by  applicant  or 
applicants.] 

NoTi.— Where  application  is  made  through  an  Agent  (Bule  6),  the 
authorisation  on  the  back,  if  used,  should  be  signed  by  the  applicant  or 
applicants. 

To  the  Comptroller, 

Patent  Office,  25  Southampton  Buildings, 
Chancery  Lane,  London,  W.C» 


For  the  convenience  of  applicants,  suggested  forms  of  authorisation 
to  an  Agent  and  statement  of  address  respectively  are  printed  below. 

(1.)  Where  application  is  made  through  an  Agent  (Rule  8). 

hereby  appoint 
of 

to  act  as  Agent  in  respect  of  the  within  application  for  a 

Patent,  and  request  that  all  notices,  requisitions,  and  communications 

relating  thereto  may  be  sent  to  such  Agent  at  the  above  address. 

day  of  18    . 

[To  be  signed  hy  applicant  or  appli- 
cam,ts,] 

(2.)  Where  application  is  made  without  an  Agent  (Bute  9). 

hereby  request  that  all  notices,  requisitions,  and  commu- 
nications in  respect  of  the  within  application  may  be  sent  to 

at 

day  of  18    . 

[To  he  signed  hy  appUeant  or  appli- 
cants^ 
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PATENT. 


Form  A2. 

Application  for  Patent  under  International  and  Colonlll 

Arrangements. 

[Here  insert  name  and  full  address  and  calling  of  ap^licanty  or  of 
each  of  the  applicants]  do  hereby  declare  that  I  (or  we)  have  made 
foreign  applications  for  protection  of  mj'  (or  our)  invention  of  [Here 
insert  title  of  invention]  in  the  following  Foreign  States  and  on  the 
following  official  dates  viz. :  [Here  insert  the  names  of  each  Foreign 
State  followed  by  the  official  date  of  the  application  in  each  respec- 
tively]^ and  in  the  following  British  Possessions  and  on  the  following 
official  dateSf  viz. ;  [Here  insert  the  names  of  each  British  Possession 
followed  by  the  official  date  of  the  application  in  each  respectively]. 

That  the  said  invention  was  not  in  use  within  the  United  Kingdom 

of  Great  Britain  and  Ireland  and  the  Isle  of  Man  by  any  other  person 

or  persons  before  the  [Here  insert  the  official   date  of  the  earliest 

foreign  application]  to  the  best  of  knowledge,  information,  and 

belief,  and  humbly  pray  that  a  patent  may  be  granted  to 

for  the  said  inventicm  in  priority  to  other  applicants,  and  that  such 

patent  shall  have  the  date  [Here  Insert  the  official  date  of  the  earliest 

foreign  application], 

[Signature  of  applicant  or  of 

each  of  applicants.] 
To  the  Comptroller^ 

Patent  Office,  26  Southampton  Buildings, 

Chancery  Lane,  Londxni,  W.C, 


To  be  Issued  with  Form  A,  Al,  or  A2. 

Form  B. 

Provisional  Specification. 

(To  be  furnished  in  Duplicate.) 

[Here  insert  title  as  in  declaration] 
[Here  Insert  naine,  and  full  address  and  calling  of  applicant  or  ap- 
plicants as  in  declaration]  do  hereby  declare  the  nature  of  this  in- 
vention to  be  as  follows : — [Here  insert  short  description  of  invention*] 

Note. — No  stamp  is  required  on  this  document,  which  must  form  the 
commencement  of  the  Provisional  Specification ;  the  continuation  to  be 
upon  wide  ruled  foolscap  paper  (but  on  one  side  only)  with  a  margin  of  two 
inches  on  left  hand  of  paper.  The  Provisional  Specification  and  the 
'  Duplicate  *  thereof  must  be  signed  by  the  applicant,  or  his  agent,  on  the 
last  sheet,  the  date  being  first  inserted  as  follows : 

•Dated  this  day  of  18    .' 

To  the  Comptroller, 

Patent  Office,  25  Southampton  Buildings, 
Chancery  Lane,  London,  W.C. 


patf:sts  rules,  isoo 
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Form  C. 


Wlier«  proYtdional  j>]M?cifl- 
eatiou  hoA  beeu  luft,  quute 
No.  and  date. 

No. 

Dftte. 


I 


PATENT,  j  Complete  Specification. 

i  (To  be  fdniiahed  in  Duplicate — one  unstamped.) 

Here  insert  title  as  in  declaration.^ 

Here  insert  name^  and  full  address  and  calling  of  applicant  or 
applicants  as  in  declaration]  do  hereby  declare  tiie  nature  of  this 
invention  and  in  what  manner  the  same  is  to  be  performed,  to  be 
particularly  described  and  ascertained  in  and  by  the  following  state- 
ment: 

[Here  insert  full  description  of  invention,  which  must  end  with  a 
distinct  statement  of  claim  or  claims,  in  the  following  form  : — 

'  Having  now  particularly  described  and  ascertadned  the  nature  of 
my  sa/id  Invention,  and  in  what  manner  the  same  is  to  he  performed, 
I  declare  that  what  I  claim  is : ' 

Here  state  distinctly  tlie  features  of  novelty  claimed,    1,  2,  8.] 

NoTB.— This  document  must  form  the  commencement  of  the  Ck)mplete 
Specification ;  the  continuation  to  be  upon  wide  ruled  foolscap  paper  (but 
on  one  side  only)  with  a  margin  of  two  inches  on  left  hand  of  paper.  The 
Ck>mplete  Specification  and  the  *  Duplicate*  thereof  must  be  signed  by 
the  applicant,  or  his  agent,  on  the  last  sheet,  the  date  being  first  inserted 
as  follows : 

*  Dated  this  day  of  18    .* 

To  the  Cofnptroller^ 

Patent  Office,  2/)  SoittJiampUm  Buildings, 
Chancery  Lane,  London,  W.C. 


PATENT. 


Form  D. 
Form  of  Opposition  to  Grant  of  Patent. 
[To  he  accompanied  hy  an  unsta/mped  copy»1 

I  [Here  state  name  and  full  address]  hereby  give  notice  of  my 
intention  to  oppose  the  grant  of  Letters  Patent  upon  application 
No.  of  ,  applied  for  by 

upon  the  ground  [Here  state  upon  which  of  the  grounds  of  opposiOon 
permitted  by  section  11  of  th^  Act  the  grant  is  opposed]. 

(Signed)  [Here  insert  signature  of  opponent] 
To  the  Comptroller, 

Patent  Office,  25  Southampton  Buildings, 
Chancery  Lane.  London,  W,C. 
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PATENT. 


PATENT. 


Form  E. 

Form  of  Application  for  Hearinq  by  the  Comptroller. 

In  cases  of  refusal  to  accept,  opposition,  or  applications  fob 

amendments,  etc. 

Sir, 

of  [Here  insert  address]  hereby 

apply  to  be  heard  in  reference  to 

and  request  that  I  may  receive  due  notice  of  the  day  fixed  for  the 

hearing. 

Sir, 

Your  obedient  Servant, 
To  the  Comptroller, 

Patent  Qfficey  25  Southampton  Buildings, 
Chancery  Lane,  London,  W.C. 

Form  F. 

Form  of  Application  for  Amendment  of  Specification  or 

Drawings. 

[Here  state  na/me  and  full  address  of  applicant  or  patentee]  seek 
leave  to  amend  the  specification  of  Letters  Patent  No.  of 

188  ,  as  shown  in  red  ink  in  the  copy  of  the  original  specification  here- 
unto annexed. 

My  reasons  for  making  this  amendment  are  as  follows  :  [Here  state 
reasons  for  seelcing  amendment;  and  where  tlw  applicant  is  not  the 
patentee,  state  what  interest  he  possesses  in  the  Letters  Patent], 

(Signed)  [To  he  signed  by  applicant,] 
To  the  Comptroller, 

Patent  Office,  25  SotUhampton  Buildings, 
Chancery  Lane,  London,  W.C. 


PATENT. 


Form  G. 

Form  of  Opposition  to  Amendment  of  Specification  or 

Drawings. 

[To  he  accompanied  by  an  unstamped  copy,] 

[Here  state  name  and  full  add/ress  of  opponent]  hereby  give  noticd 
of  objection  to  the  proposed  amendment  of  the  specification  or  draw- 
ings of  Letters  Patent  No.  of  188  for  the  following 
reason  :  [Here  state  reason  of  opposition], 

(Signed) 
To  tlie  Comptroller, 

Patent  Office,  25  Southampton  Buildings, 
Chancery  Lane,  London,  W.C. 
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Fomi  H. 
PATENi'.  Form  of  Application  for  Compulsory  Grant  of  Licence. 

[To  be  accompanied  by  an  unstamped  copyJ] 

r  [Here  state  nams  andfuU  address  of  appUca/nt]  hereby  request  you 
to  bring  to  the  notice  of  the  Board  of  Trade  the  accompanying  petition 
for  the  grant  of  a  licence  to  me  by  [Here  state  na/me  a/nd  address  of 
patentee  and  number  and  date  of  his  patent], 

(Signed) 

Note. — The  petition  must  clearly  set  forth  the  facts  of  the  case,  and  be 
accompanied  by  an  examined  copy  thereof.    See  Form  HI. 

To  the  Comptroller^ 

Patent  Office^  25  Southampton  Buildings^ 
Chancery  Lane,  London^  TF.C. 


Form  HI. 
Form  of  Petition  for  Compulsory  Grant  of  Licences. 
To  the  Lords  of  the  Committee  of  Privy  Council  for  Trade, 

The  petition  of  [Here  insert  name^  full  address,  and  description]  of 

in  the  county  of 
being  a  person  interested  in  the  matter  of  this  petition  as  hereinafter 
described : — 


Sheweth  as  follows : — 


No. 


was 


1.  A  patent  dated 
duly  granted  to 

for  an  invention  of  [Here  insert  title  of  invention]. 

2.  The  nature  of  my  interest  in  the  matter  of  this  petition  is  as 
follows: — [Here  state  fully  the  nature  of  petitioner's  interest], 

8.  [Here  state  in  detadl  the  circumstances  of  the  case  wader  section 
22  of  the  said  Act,  a/nd  show  that  it  a/rises  by  reason  of  the  default 
of  the  patentee  to  grant  licensees  on  reasonable  terms.  The  statement 
of  the  case  should  also  show  cm  far  as  possible  that  the  terms  of  the 
proposed  order  a/re  just  and  reasonable.  The  paragraphs  should  he 
numbered  consecutively,] 

Having  regard  to  the  ciroxunstanoes  above  stated,  the  petitioner 
alleges  that  by  reason  of  the  aforesaid  de&ult  of  the  patentee  to  grant 
licences  on  reasonable  terms.    [Here  state  the  ground  or  grounds  on 
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PATENT. 


PATBNT. 


which  relief  U  claimed  in  tlie  language  of  section  22,  aubaections  (a), 

(6),  or  (c),  a«  the  ca>se  may  6e.] 

Your  petitioner  therefore  prays  that  an 
order  may  be  made  by  the  Board  of  Trade 
\Here  state  the  purport  and  effect  of  the  pro* 
posed  order,  and  the  terms  a^  to  the  amount 
of  royalties,  secti/rity  for  payment,  or  other- 
wise,  upon  which  the  petitioner  claims  to  he 
entitled  to  tJie  relief  in  question],  or  that 
the  petitioner  may  have  such  other  relief  in 
the  premises  as  the  Board  of  Trade  may  deem 
just. 

Form  I. 

Form  of  Opposition  to  Compulsory  Grant  of  Licence. 

[Here  state  name  and  full  address]  hereby  give  notice  of  objection 
to  the  application  of 
for  the  compulsory  grant  of  a  licence  under  Patent  No. 

of  188  . 

(Signed) 
To  the  Comptroller^ 

Patent  Office,  25  Southampton  Buildings, 
Cliancery  Lane,  London,  W.C, 

Form  J. 

Application  for  Certificate  of  Payment  or  Renewal. 

hereby  transmit  the  fee  prescribed  for  the  continua- 
tion in  force  of  [Here  insert  name  of  patentee]  Patent  No.  , 
of  18      for  a  further  period  of 

Name  [Here  insert  name  and  full  address^ 

Address 
To  the  Comptroller, 

Patent  Offijce,  26  Southampton  Buildings, 

Chancery  Lane,  London,  W.C. 


(This  part  of  the  form  to  be  filled  in  at  the  Patent  Office.) 
Certificate  of  Payment  or  Renewal. 
Letters  Patent  No.  of  18    . 

18    . 
This  is  to  certify  that  did  this 

day  of  18  }  make  the  prescribed  payment 

of  £  in  respect  of  a  period  of  from 

and  that  by  virtue  of  such  payment  the  rights  of  the  Patentee  remain 
in  force. 
Act,  1888.; 

Patent  Office,  London. 


See  section  17  of  the  Patents,  Designs,  and  Trade  MarJcB 
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PATENT. 


I  PATKXT. 


Form  K. 

Form  of  Appucation  fob  Enlaeoement  of  Time  for  Payment 

OF  Renewal  Fee. 
Sir, 

I  hereby  apply  for  an  enlargement  of  time  for  month 

in  which  to  make  the  payment  of  £  upon 

my  Patent,  No.  ,  of  188  .    The  circumstances  in  which  the 

payment  was  omitted  are  as  follows  [See  Rule  49.] 

I  am, 
Sir, 
Your  obedient  Servant, 

\Here  insert  full  address  to  which  receipt  is  to  be  senti 

To  the  Comptroller, 

Patent  Office,  25  Southampton  Buildings, 
Chancery  Lane,  London,  W.C. 

Form  L. 

Form  of  Request  to  enter  Name  upon  the  Register  of 

Patents. 

I  \or  we.  Here  insert  na/me,full  address,  and  description^  hereby 
request  that  you  will  enter  [iny  or  our^  name  \pr  names]  in  the  Register 
of  Patents : — 

[I  or  we]  claim  to  be  entitled  [Here  insert  the  nature  of  the  clai^n] 
of  the  Patent  No.  of  188  ,  granted  to  [Here  give  name  and  address, 
etc,  of  patentee  or  patentees]  for  [Here  insert  title  of  the  invention] 
by  virtue  of  [Here  specify  the  particulars  of  such  document,  giving 
its  date,  and  the  parties  to  the  same,  and  showing  how  the  claim  here 
made  is  substantiated]. 

And  in  proof  whereof  I  transmit  the  accompanying  [Here  insert  the 
nature  of  the  document]  with  an  examined  copy  thereof.  [Where  awxf 
docu/ment  which  is  a  matter  of  record  is  required  to  be  left,  a  certi^ 
Jied  or  official  copy  in  lieu  of  an  attested  copy  must  be  left.] 

'I  am. 
Sir, 
Your  obedient  Servant, 

To  the  Comptroller, 

Patent  Office,  25  SoutJiampton  Buildings, 
Cliancery  Lane,  London,  U'.C. 


D  D 
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PATENT. 


PATENT. 


Form  M. 

Form  of  Bequest  to  enteb  Notification  of  Licence  in  the 

Begister  of  Patents. 

Sib, 

I  HEREBY  transmit  an  attested  copy  of  a  licence  granted  to  me 

by 

under  Patent  No.  of  188  ,  as  well  as  the  original  licence  for 

verification,  and  I  have  to  request  that  a  notification  thereof  may  be 

entered  in  the  Begister. 

I  am,  Sir, 

Your  obedient  Servant, 
[Here  insert  full  address,] 

To  the  Comptroller, 

Patent  Office,  25  Southampton  BuUdings, 
CJiancery  Lane,  London,  W,C. 

Form  N. 
Application  fob  Duplicate  of  Patent. 

Date. 

SiB, 

I  BEOBET  to  have  to  inform  you  that  the  Letters  Patent,  dated 
[Here  insert  daie^  No,,  name,  and  full  address  of  Patentee]    No. 

granted  to 
for  an  invention  of  [Here  insert  title  of  invention]  have  been  [Here 
insert  the  word  *  destroyed  *  or  '  lost,*  as  the  case  may  he], 

I  beg  therefore  to  apply  for  the  issue  of  a  duplicate  of  such  Letters 
Patent.  [Here  state  interest  possessed  hy  applicant  in  the  Letters 
Patent^ 

[Signature  of  Applicant.] 

To  the  Comptroller, 

Patent  Office,  25  Southampton  Buildings, 
Chancery  Lane,  London,  W.C, 


FormO. 

Notice  of  Intended  Exhibition  of  an  Unpatented  Invention. 

PATENT.  [Here  state  na/me  a/nd  full  address  of  Applicant]  hereby  give 

notice  of  my  intention  to  exhibit  a  of 

at  the 
Exhibition,  which  [State  *  opened  *  or  *  is  to  open ']  of  18    , 

under  the  provisions  of  the  Patents,  Designs,  and  Trade  Marks  Act  of 
1888. 

[Insert  brief  description  of  invention,  with  drawings  if  necessary] 

herewith  enclose 

(Signed) 
To  the  Comptroller, 

Patent  Office,  25  Southampton  BuUdingb, 
Chancery  Lane,  London,  W.C. 
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PATENT. 


PATENT. 


TATENT. 


PATEJiT. 


Form  P. 

FoBM  OF  Bequest  fob  Cobbection  of  Clebical  Ebbob. 
Sib, 

I  hebebt  request  that  the  following  clerical  error  [or  erron]  in 
the  [Here  state  whether  in  application,  specification,  or  register] 
No.  of  18    ,  may  be  corrected  in  the  manner  shown  in  red 

ink  in  the  certified  copy  of  the  original  [Here  state  whether  vn  appU- 
cation,  specification,  or  register]  hereunto  annexed. 

Signature 

Full  Address 
To  the  Comptroller^ 

Patent  Office,  25  Southampton  Buildings, 

Chancery  Lane,  London,  W,C, 

Form  Q. 

Cebtificate  of  Comptbolleb-Genebal. 

Patent  Office, 
London, 

188  . 

I,  ,  Comptroller-General  of  Patents, 

Designs,  and  Trade  Marks,  hereby  certify 

To  [Here  insert  name  and  full  address  of  person  requiring  the  informal 
tion]. 

Form  R. 

FoBM  of  Notice  fob  Altebation  of  an  Addbess  in  BEaisTSB. 

Sib, 

[Here  state  name  or  names  and  full  address  of  applicant  or  appli- 
cants], hereby  request  that  address  now  upon  the  Register  may 
be  altered  as  follows : — 

[Here  insert  full  address^ 

Sir, 
Your  obedient  Servant, 
To  tlie  Comptroller, 

Patent  Office,  25  Southampton  Buildings, 
Chancery  Lane,  London,  W.C. 

Form  S. 
FoBM  OF  Application  fob  Entby  of  Obbeb  of  Pbtvy  CoungiIi 

in  Begisteb. 
[Here  state  name  and  full  address  of  appUca/nt]  hereby  transmit  an 
office  copy  of  an  Order  in  Council  with  reference  Jto  [Here  state  the 
purport  of  the  order]. 

Your  obedient  Servant, 
To  the  Comptroller, 

Patent  Office,  25  Southampton  Buildings, 
CJiancery  Lane,  London,  W  0 

p  9  2 
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PATENT. 


FoniiT. 
Form  of  Appeal  to  Law  Officer. 

I,  [Here  insert  name  and  full  address  of  appellant]  hereby  give 
notice  of  my  intention  to  appeal  to  the  Law  Officer  from  [Here  insert 
the  *  decision '  or  *  that  part  of  the  decision^  a>s  the  case  may  he"]  of 
the  Comptroller  of  the  day  of  18    , 

whereby  he  [Here  insert  *  refused  [or  allowed]  application  for  Patent,^ 
or  *  refused  [or  allowed]  application  for  leave  to  amend  Patent,*  or 
otherwise  a«  the  case  may  he]  No.  [Insert  number  and  year]  of 

the  year  18    . 

Signature 
Date 

N.B. — This  notice  has  to  be  sent  to  the  Comptroller-General  at  the 
Patent  Office,  London,  W.C,  and  a  copy  of  same  to  the  Law  Officers* 
Clerk  at  Room  549,  Boyal  Courts  of  Justice,  London. 


Form  U. 

Form  of  Application  for  Extension  of  Time  for  leaving  a  Complete 
PATENT.  Specification. 

Sir, 

hereby  apply  for  extension  of  time  for  one  month  in 
which  to  leave  a  Complete  Specification  upon  application  No. 
dated 

The  circumstances  in  and  grounds  upon  which  this  extension  is 
applied  for  are  as  follows : — [See  Rule  50.] 

Sir, 
Your  obedient  Servant, 

[To  he  signed  hy  applicant 
or  ajjplicants  or  his  or 
their  agent,] 

To  the  Comptroller, 

Patent  Office,  26  SoutJiampton  Bidldings, 
Chancery  Lane,  London,  W.C. 


t 
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PATENT. 


Fonn  V. 

Form  of  Application  for  Extension  of  Time  for  Acceptance  of  a 

Complete  Specification, 

Sir, 

hereby  apply  for  extension  of  time  for 
month  for  the  acceptance  of  the  Complete  Specification  upon 

application  No.  dated 

The  circumstances  in  and  grounds  upon  which  this  extension  is 
Applied  for  are  as  follows : — [See  Rule  50.] 

Sir, 
Your  obedient  Servajit, 

[To  he  signed  by  applicant 
or  applicants  or  his  or 
their  agent] 

To  the  Comptroller^ 

Patent  Office^  25  Soutlmmpton  Buildings, 
Chancery  Lane,  London,  W.C. 

81st  March,  1890.        M.  E.  HICKS-BEACH, 

President  of  the  Board  of  Trade. 
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RULES  BEGULATING    THE  PRACTICE   AND  PRO- 
CEDURE ON  APPEALS  TO  THE  LAW  OFFICERS. 

I.  When  any  person  intends  to  appeal  to  the  law  ofScerfrom 
a  decision  of  the  Comptroller  in  any  case  in  which  such  appeal  is 
given  by  the  Acts,  he  shall  within  14  days  from  the  date  of  the 
decision  appealed  against  file  in  the  Patent  Office  a  notice  of 
such  his  intention. 

n.  Such  notice  shall  state  the  nature  of  the  decision  appealed 
against,  and  whether  the  appeal  is  from  the  whole,  or  part  only, 
and  if  so,  what  part  of  such  decision. 

III.  A  copy  of  such  notice  of  intention  to  appeal  shall  be  sent 
by  the  party  so  intending  to  appeal  to  the  law  officer's  clerk  at 
room  549,  Eoyal  Courts  of  Justice,  London ;  and  when  there  has 
been  an  opposition  before  the  Comptroller,  to  the  opponent  or 
opponents  ;  and  when  the  Comptroller  has  refused  to  seal  a  patent 
on  the  ground  that  a  previous  application  for  a  patent  for  the 
same  invention  is  pending,  to  the  prior  applicant. 

IV.  Upon  notice  of  appeal  being  filed,  the  Comptroller  shall 
forthwith  transmit  to  the  law  officer's  clerk  all  the  papers  relating 
to  the  matter  of  the  application  in  respect  of  which  such  appeal 
is  made. 

V.  No  appeal  shall  be  entertained  of  which  notice  is  not  given 
within  14  days  from  the  date  of  the  decision  appealed  against,  or 
such  further  time  as  the  Comptroller  may  allow,  except  by  special 
leave  upon  application  to  the  law  officer. 

VI.  Seven  days'  notice,  at  least,  of  the  time  and  place  ap- 
pointed for  the  hearing  of  any  appeal,  shall  be  given  by  the  law 
officer's  clerk,  unless  special  leave  be  given  by  the  law  officer  that 
any  shorter  notice  be  given. 

VII.  Such  notice  shall  in  all  cases  be  given  to  the  Comp- 
troller and  the  appellant;  and,  when  there  has  been  an  oppo- 
sition before  the  Comptroller,  to  the  opponent  or  opponents  ;  and 
when  the  Comptroller  has  refused  to  seal  a  patent  on  the  ground 
that  an  application  for  a  patent  for  the  same  invention  is  pending^ 
to  the  prior  applicant. 

Vin.  The  evidence  used  on  appeal  to  the  law  officer  shall  be 
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the  same  as  that  used  at  the  hearing  before  the  Comptroller ;  and 
no  further  evidence  shall  be  given,  save  as  to  matters  which  have 
occurred  or  come  to  the  knowledge  of  either  party,  after  the  date 
of  the  decision  appealed  against,  except  with  the  leave  of  the  law 
officer  upon  application  for  that  purpose. 

IX.  The  law  officer  shall,  at  the  request  of  either  party,  order 
the  attendance  at  the  hearing  on  appeal,  for  the  purpose  of  being 
cross-examined,  of  any  person  who  has  made  a  declaratiou  in 
the  matter  to  which  the  appeal  relates,  unless  in  the  opinion  of 
the  law  officer  there  is  good  ground  for  not  making  such  order. 

X.  Any  person  requiring  the  attendance  of  a  witness  for  cross- 
examination  shall  tender  to  the  witness  whose  attendance  is 
required  a  reasonable  sum  for  conduct-money. 

XI.  Where  the  law  officer  orders  that  costs  shall  be  paid  by 
any  party  to  another,  he  may  fix  the  amount  of  such  costs,  and 
if  he  shall  not  think  fit  to  fix  the  amount  thereof  he  shall  direct  by 
whom  and  in  what  manner  the  amount  of  such  costs  shall  be 
ascertained. 

Xn.  If  any  costs  so  ordered  to  be  paid  be  not  paid  within  14 
days  after  the  amount  thereof  has  been  so  fixed  or  ascertained, 
or  such  shorter  period  as  shall  be  directed  by  the  law  officer,  the 
party  to  whom  such  costs  are  to  be  paid  may  apply  to  the  law  officer 
for  an  order  for  payment  under  the  provisions  of  section  88  of  the 
Act. 

Xni.  All  documentary  evidence  required,  or  allowed  by  the 
law  officer  to  be  filed,  shall  be  subject  to  the  same  regulations, 
in  all  respects,  as  apply  to  the  procedure  before  the  Comptroller, 
and  shall  be  filed  ia  the  Patent  Office,  unless  the  law  officer  shall 
order  to  the  contrary 

XIV.  Any  notice  or  other  document  required  to  be  given  to 
the  law  officer's  clerk,  under  these  Rules,  may  be  sent  by  a  pre- 
paid letter  through  the  post. 

HENRY  JAMES,  A.G. 
FARRER  HERSCHELL,   S.G. 

[Not  dated,  but  issued  in  1888.] 
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pert:  council. 

BULES   IN  PATENT  CASES  BEFORE  THE 
JUDICIAL  COMMITTEE. 

Rules  to  be  observed  in  Proceedings  before  the 
Judicial  Committee  of  the  Privy  Council  under 
THE  Act  of  the  5th  &  6th  Wm.  IV.,  c.  88.* 

Bole  I. — Relates  to  proceedings  for  the  confirmation  of 
patents  under  the  second  section  of  the  repealed  Statute,  which 
has  not  been  re-enacted. 

Rule  n. — A  party  intending  to  apply  by  petition,  under 
section  4  of  the  said  Act  [sect.  25  of  Patents  Act,  1888],  shall, 
in  the  advertisements  directed  to  be  pubUshed  by  the  said  section, 
give  notice  of  the  day  on  which  he  intends  to  apply  for  a  time  to 
be  fixed  for  hearing  the  matter  of  his  petition  (which  day  shall 
not  be  less  than  four  weeks  from  the  date  of  the  pubUcation  of 
the  last  of  the  advertisements  to  be  inserted  in  the  '  London 
Gazette'),  and  that  on  or  before  such  day  caveats  must  be 
entered ;  and  any  person  intending  to  enter  a  caveat  shall  enter 
the  same  at  the  Council  Office,  on  or  before  such  day  so  named 
in  the  said  advertisements;  and  having  entered  such  caveat, 
shall  be  entitled  to  have  from  the  petitioner  four  weeks*  notice 
of  the  time  appointed  for  the  hearing.^ 

'  Although  more  than  six  years  have  elapsed  since  the  Patents  Act  of 
1883  was  passed,  the  Privy  Council  has  not  yet  issued  a  new  set  of  rules  in 
regard  to  applications  for  the  extension  of  patents.  The  rules  in  use  were 
framed  under  a  repealed  Act  of  Parliament  and  for  the  purpose  of  meeting 
the  requirements  of  that  Act.  Though  more  or  less  obsolete,  they  are  kept 
ftlive  by  the  operation  of  the  sixth  subseot.  of  the  twenty-fifth  sect,  of  the 
Patents  Act  of  1883  until  ;iew  rules  are  issued,  as  contemplated  by  the  same 

• 

'  The  fourth  section  of  the  5  and  6  Wm.  IV.  c.  83  required  the  applicant 
to  advertise  his  intention  to  apply  for  a  prolongation  three  times  in  the 
London  Otuette  and  in  three  London  papers,  and  three  times  in  some 
country  paper  published  in  the  town  where  or  near  to  which  he  carried  on 
any  manufacture  of  anything  made  according  to  his  specification,  or  near 
to  or  in  which  lie  resided  in  case  he  carried  on  no  such  manufacture, 
or  published  in  the  county  where  he  carried  on  such  manufacture  or 
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Rule  m. — Petitions  under  section  4  of  the  said  Act  [sect. 
25  of  Patents  Act,  1868]  must  be  presented  within  one  week  from 
the  insertion  of  the  last  of  the  advertisements  required  to  be 
published  in  the  '  London  Gazette.' 

Rule  IV. — All  petitions  must  be  accompanied  with  affidavits 
of  advertisements  having  been  inserted  according  to  the  provi- 
sions of  section  4  of  the  said  Act  [sect.  25  subs.  1  of  Patents 
Act,  1888]  and  the  1st  and  2nd  of  these  Rules,  and  the  matters 
in  such  affidavits  may  be  disputed  by  the  parties  opposing  upon 
the  hearing  of  the  petitions. 

Rule  V. — All  persons  entering  caveats  under  section  4  of  the 
said  Act  [sect.  25  subs.  2  of  Patents  Act,  1888]  and  all  parties 
to  any  former  suit  or  action  touching  letters  patent,  in  respect  of 
which  petitions  shall  have  been  presented  under  section  2  of  the 
said  Act,  and  all  persons  lodging  notices  of  opposition  under  the 
1st  of  these  Rules,  shall  respectively  be  entitled  to  be  served  with 
copies  of  petitions  presented  under  the  said  sections,  and  no 
apphcation  to  fix  a  time  for  hearing  shall  be  made  without  affi- 
davit of  such  service. 

Rule  VI. — All  parties  served  with  petitions  shall  lodge  at  the 
Council  Office,  within  a  fortnight  after  such  service,  notice  of  the 
grounds  of  their  objections  to  the  granting  of  the  prayers  of  such 
petitions. 

Rule  VII. — Parties  may  have  copies  of  all  papers  lodged 
in  respect  of  any  application  under  the  said  Act,  at  their  own 
expense. 

Rule  VIII. — The  Registrar  of  the  Privy  Council,  or  other 
officer  to  whom  it  may  be  referred  to  tax  the  costs  incurred  in 
the  matter  of  any  petition  presented  under  the  said  Act,  shall 
allow  or  disallow,  in  his  discretion,  all  pavments  made  to  per- 
sons of  science  or  skill  examined  as  witnesses  to  matters  of 
opinion  chiefly. 

Rule  IX.— A  party  applying  for  an  extension  of  a  patent 
under  section  4  of  the  said  Act  [sect.  25  of  Patents  Act,  1888] 
must  lodge  at  the  Council  Office  six  printed  copies  of  the  speci- 
fication, and  also  four  copies  of  the  balance-sheet  of  expenditure 

where  he  lived  in  case  there  should  not  be  any  paper  published  in  such 
town. 

In  Derosne's  Patent  (4  Moo.  P.  C.  416,  S.  C.  2  W.  P.  C.  2)  it  was  l.eld 
that  when  the  petitioner  resided  abroad  and  had  no  manufactory  in 
England,  he  would  sufficiently  comply  with  these  directions  if  he  inserted 
advertisements  in  the  newspapers  published  in  the  towns  or  county  where 
his  licensees  were  resident. 
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and  receipts  relating  to  the  patent  in  question,  which  accounts 
are  to  be  proved  on  oath  before  the  Lords  of  the  Committee  at 
the  hearing.  In  the  event  of  the  applicant's  specification  not 
having  been  printed,  and  if  the  expense  of  making  six  copies  of 
any  drawing  therein  contained  or  referred  to  woidd  be  consider- 
able, the  lodging  of  two  copies  only  of  such  specification  and 
drawing  will  be  deemed  sufficient. 

All  copies  mentioned  in  this  Rule  must  be  lodged  not  less 
than  one  week  before  the  day  fixed  for  hearing  the  appUca- 
tion. 

The  Judicial  Committee  will  hear  the  Attorney-General,  or 
other  Counsel,  on  behalf  of  the  Crown,  against  granting  any  ap- 
plication made  under  either  the  second  or  fourth  section  of  the 
said  Act  [sect.  25  of  Patents  Act,  1888]  in  case  it  shall  be  thought 
fit  to  oppose  the  same  on  such  behalf. 
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PATENTS,  DESIGNS,  AND   TRADE  MARKS 

ACT,  1888. 

Registeb  op  Patent  Agents  Rules,  1889. 

For  the  purpose  of  giving  effect  to  the  provisions  of  the 
Patents,  Designs,  and  Trade  Marks  Act,  1888,  relating  to  the 
registration  of  patent  agents,  the  Board  of  Trade,  hy  virtue  of 
the  provisions  of  the  said  Act,  hereby  make  the  following 
Rules: — 

1.  A  Register  shall  be  kept  by  the  Institute  of  Patent  Agents,  Register  to 
subject  to  the  provisions  of  these  Rules  and  to  the  Orders  of  the  ^^^^p*" 
Board  of  Trade,  for  the  registration  of  patent  agents  in  pursuance 

of  the  Act. 

2.  The  Register  shall  contain  in  one  list  all  patent  agents  contents  of 
who  are  registered  under  the  Act  and  these  Rules.  Register. 

Such  list  shall  be  made  out  alphabetically,  according  to  the 
surnames  of  the  registered  persons,  and  shcdl  also  contain  the 
fall  name  of  each  registered  person,  with  his  address,  the  date  of 
registration,  and  a  mention  of  any  honours,  memberships,  or 
other  additions  to  the  name  of  the  registered  person  which  the 
Council  of  the  Institute  may  consider  worthy  of  mention  in  the 
Register.  The  Register  shall  be  in  the  Form  1  in  Appendix  A., 
with  such  variations  as  may  be  required. 

8.  The  Institute  shall  cause  a  correct  copy  of  the  Register  to  Printed 
be,  once  every  year,  printed,  under  their  direction,  and  published  pSwtabed*^ 
and  placed  on  sale.    Such  correct  copy  shall,  in  the  year  1889,  SSS^bo 
be  printed  and  published  at  as  early  a  date  as  is  possible,  and  ^^^^j[ 
in  every  year  subsequent  to  the  year  1889  shall  be  printed  Register, 
and  published  on  the  81st  day  of  January.     A   copy  of  the 
Register  for  the  time  being  purported  to  be  so  printed  and  pub- 
lished shall  be  admissible  as  evidence  of  all  matters  stated 
therein,  and  the  absence  of  the  name  of  any  person  from 
the  Register  shall   be  evidence,  until  the  contrary  is   made 
to  appear,  that  such  person  is  not  registered  in  pursuance  of  the 
Act. 

4.  The  Institute  shall  appoint  a  Registrar,  who  shall  keep  iiegi!iti«r. 
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tlie  Register  in  accordance  with  the  provisions  of  the  Act  and 

these  Rules,  and,  subject  thereto,  shall  act  under  the  directions 

of  the  Institute  and  the  Board  of  Trade. 

RegiBtratiou         5.  A  persou  who  is  desirous  of  being  registered  in  pursuance 

vIuTwot/      of  the  Act  on  the  ground  that  prior  to  the  passing  of  the  Act  he 

age^  prior    had  been  bond  fide  practising  as  a  patent  agent,  shall  produce  or 

tag  of  i^    transmit  to  the  Board  of  Trade  a  statutory  declaration  in  the 

Act.  Form  2  in  Appendix  A. ;  provided  that  the  Board  of  Trade  may 

in  any  case  in  which  they  shall  think  fit,  require  further  or  other 

proof  that  the  person  had  prior  to  the  passing  of  the  Act  been 

bond  fide  practising  as  a  patent  agent.    Upon  the  receipt  of  such 

statutory  declaration  or  of  such  further  or  other  proof  to  their 

satisfaction  as  the  case  may  be,   the  Board  of  Trade  shall 

transmit  to  the  Registrar  a  certificate  that  the  person  therein 

named  is  entitled  to  be  registered  in  pursuance  of  the  Act,  and 

the  Registrar  shall  on  the  receipt  of  such  certificate  cause  the 

name  of  such  person  to  be  entered  in  the  Register. 

Final  quaii-  6.  Subjcct  to  the  provisious  of  the  Act  in  favour  of  every 

mSon  for™*    pcrson  who  provcs  to  the  satisfaction  of  the  Board  of  Trade  that 

registration,  pj^or  to  the  passing  of  the  Act  he  had  been  bond  fide  practising 

as  a  patent  agent,  no  person  shall  be  entitled  to  be  registered  as 

a  patent  agent  unless  he  has  passed,  and  produces  or  transmits 

to  the  Registrar  a  certificate  under  the  seal  of  the  Institute  that 

he  has  passed,  such  final  examination  as  to  his  knowledge  of 

patent  law  and  practice  and  of  the  duties  of  a  patent  agent  as 

the  Institute  shall  from  time  to  time  prescribe. 

Exemption  7.  Any  pcrson  who  has  been  for  at  least  seven  consecutive 

of  pupils  ami  ..  •■  ■,  .■,  •  ^       i  i 

udstanta,      years  contmuously  engaged  as  a  pupil  or  assistant  to  one  or  more 

SdtST       registered  patent  agents,  and  any  person  for  the  time  being 

preHmiiSi^*  entitled  to  practise  as  a  Solicitor  of  the   Supreme  Court  of 

eraminotioii.  Judicature  in  England  or  Ireland,  or  as  a  law  agent  before  the 

Court  of  Session  in  Scotland,  shall  be  entitled  to  be  registered 

without  passing  any  examination  other  than  the  final  examination 

provided  for  in  the  last  preceding  Rule.     The  Registrar  shall 

before  registering  the  name  of  any  such  person  as  a  patent  agent 

(in  addition  to  the  final  examination  certificate)  require  proof 

satisfactory  to  the  Registrar  that  such  person  has  been  for  at 

least  seven  consecutive  years  continuously  engaged  as  such 

pupil  or  assistant,  or  is  entitled  to  practise  as  such  Solicitor  or 

Law  Agent. 

QnaUflca.  8.  Any  person  who  is  not  quahfied  under  Rule  7  must,  in 

penons         Order  to  be  entitled  to  present  himself  for  the  final  quali^ing 

JSSitC  examination,  be~ 
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A  person  who  has  passed  one  of  the  preliminary  examinations 
mentioned  in  Appendix  B.,  or  such  other  examination 
as  the  Institute  shall,  with  the  approval  of  the  Board 
of  Trade,  by  regulation  prescribe. 
9.  The  Institute  shall  hold  at  least  once  in  the  year,  com- 
mencing with  the  first  day  of  July  1889,  and  in  every  other  suc- 
ceeding year,  a  final  qualifying  examination,  which  shall  be  the 
final  qualifying  examination  required  under  Rules  6  and  7  ;  and 
the  Institute  shall,  subject  to  these  Rules,  have  the  entire  manage- 
ment and  control  of  all  such  examinations,  and  may  from  time 
to  time  make  regulations  with  respect  to  all  or  any  of  the  follow- 
ing matters,  that  is  to  say, 

(a)  The  subjects  for  and  the  mode  of  conducting  the  exami- 

nation of  candidates ; 

(b)  The  times  and  places  of  the  examinations,  and  the  notices 

to  be  given  of  examinations  ; 

(c)  The  certificates  to  be  given  to  persons  of  their  having 

passed  the  examinations ; 
{d)  The  appointment  and  removal  of  examiners,  and  the 

remuneration,  by  fees  or  otherwise,  of  the  examiners 

so  appointed ;  and 
(e)  Any  other  matter  or  thing  as  to  which  the  Institute  may 

think  it  necessary  to  make  regulations  for  the  purpose 

of  carrying  out  this  Rule. 

10.  The  Registrar  shall  from  time  to  time  insert  in  the 
Register:  any  alteration  which  may  come  to  his  knowledge  in  the 
name  or  address  of  any  person  registered. 

11.  The  Registrar  shall  erase  from  the  Register  the  name  of 
any  registered  person  who  is  dead. 

12.  The  Registrar  may  erase  firom  the  Register  the  name  of 
any  registered  person  who.  has  ceased  to  practise  as  a  patent 
agent,  but  not  (save  as  hereinafter  provided)  without  the  consent 
of  that  person.  For  the  purposes  of  this  Rule  the  Registrar  may 
send  by  post  to  a  registered  person  to  his  registered  address  a 
notice  inquiring  whether  or  not  he  has  ceased  to  practise  or  has 
changed  his  residence,  and  if  the  Registrar  does  not  within  three 
months  aiter  sending  the  notice  receive  an  answer  thereto  from 
the  said  person,  he  may,  within  fourteen  days  after  the  expiration 
of  the  three  months,  send  him  by  post  to  his  registered  address 
another  notice  referring  to  the  first  notice,  and  stating  that  no 
answer  has  been  received  by  the  Registrar ;  and  if  the  Registrar 
either  before  the  second  notice  is  sent  receives  the  first  notice 
back  from  the  dead  letter  office  of  the  Postmaster-General,  or 


Final  quali- 
fying czami- 
nations  to  be 
lield  by  the 
lustitnte. 


Corrections 
of  names 
and 

addresses  in 
Register. 

Erasure  of 
names  of 
decca<.ed 
persons. 

Erasure  of 
names  of 
persons  who 
have  ceased 
to  practise. 
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Erasure  of 
name  for 
non-pay- 
ment of  fees. 


Registrar  to 
act  ou  eri- 
dence. 


Brasnreof 
incorrect  or 
frandnlent 
entries. 

BraAure  of 
names  of 
pcraons 
oonvictod  of 
crimes,  and 
persons 
found  guilty 
of  disgrace- 
ful coiidnct. 


Bestoration 
of  erased 
name. 


receives  the  second  notice  back  from  that  office,  or  does  not 
within  three  months  after  sending  the  second  notice  receive  any 
answer  thereto  from  the  said  person,  that  person  shall,  for  the 
purposes  of  this  Bale,  be  deemed  to  have  ceased  to  practise,  and 
his  name  may  be  erased  accordingly. 

18.  If  any  registered  person  shall  not,  within  one  month 
from  the  day  on  which  his  annual  registration  fee  becomes 
payable,  pay  such  fee,  the  Begistrar  may  send  to  such  registered 
person  to  his  registered  address  a  notice  requiring  him,  on  or 
before  a  day  to  be  named  in  the  notice,  to  pay  his  annual  regis- 
tration fee  ;  and  if  such  registered  patent  agent  shall  not  within 
one  month  from  the  day  named  in  such  notice  pay  the  regis- 
tration fee  so  due  from  him,  the  Begistrar  may  erase  his  name 
from  the  Begister :  Provided  that  the  name  of  a  person  erased 
from  the  Begister  under  this  rule  may  be  restored  to  the  Begister 
by  direction  of  the  Institute  or  the  Board  of  Trade  on  payment 
by  such  person  of  the  fee  or  fees  due  from  him,  together  with 
such  further  sum  of  money,  not  exceeding  in  amount  the  annual 
registration  fee,  as  tlie  Listitute  or  the  Board  of  Trade  (as  the 
case  may  be)  may  in  each  particular  case  direct. 

14.  In  the  execution  of  his  duties  the  Begistrar  shall,  subject 
to  these  Bules,  in  each  case  act  on  such  evidence  as  appears  to 
him  sufficient. 

15.  The  Board  of  Trade  may  order  the  Begistrar  to  erase  from 
the  Begister  any  entry  therein  which  is  proved  to  their  satisfac- 
tion to  have  been  incorrectly  or  fraudulently  inserted. 

IG.  If  any  registered  person  shall  be  convicted  in  her  Majesty's 
dominions  or  elsewhere  of  an  offence  which,  if  committed  in 
England,  would  be  a  felony  or  misdemeanor,  or,  after  due  inquiry, 
is  proved  to  the  satisfaction  of  the  Board  of  Trade  to  have  been 
guilty  of  disgraceful  professional  conduct,  or,  having  been  entitled 
to  practise  as  a  Sohcitor  or  Law  Agent,  shall  have  ceased  to  be  so 
entitled,  the  Board  of  Trade  may  order  the  Begistrar  to  erase 
from  the  Begister  the  name  of  such  person :  Provided  that  no 
person  shall  be  adjudged  by  the  Board  of  Trade  to  have  been 
guilty  of  disgraceful  professional  conduct  unless  such  person  has 
received  notice  of,  and  had  an  apportunity  of  defending  himself 
from,  any  charge  brought  against  him. 

17. — (1)  Where  the  Board  of  Trade  direct  the  erasure  from 
the  Begister  of  a  name  of  any  person,  or  of  any  other  entry,  the 
name  of  the  person  or  the  entry  shall  not  be  again  entered  in  the 
Begister,  except  by  order  of  the  Board  of  Trade. 

(2.)  The  Board  of  Trade  may  in  any  case  in  which  they  think 
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fit  restore  to  the  Eegister  any  name  or  entry  erased  therefrom 
either  without  fee,  or  on  payment  of  such  fee,  not  exceeding  the 
registration  fee,  as  the  Board  of  Trade  may  from  time  to  time 
fix,  and  the  Registrar  shall  restore  the  name  accordingly. 

(8.)  The  name  of  any  person  erased  from  the  Register  at  the 
request  or  with  the  consent  of  such  person  shall,  unless  it  might, 
if  not  so  erased,  have  heen  erased  by  order  of  the  Board  of  Trade, 
be  restored  to  the  Register  by  the  Registrar  on  his  application 
and  on  payment  of  such  fee,  not  exceeding  the  registration  fee, 
as  the  Institute  shall  from  time  to  time  fix. 

18.  For  the  purpose  of  exercising  in  any  case  the  powers  inqoixyby 
of  erasing  from  and  of  restoring  to  the  Register  the  name  of  a  Trad«  before 
person,  or  an  entry,  the  Board  of  Trade  may  appoint  a  com-  SSeftom 
mittee  consisting  of  such  persons  as  they  shall  think  fit.    Every  b«8»*«- 
application  to  the  Board  of  Trade  for  the  erasure  from,  or  restora- 
tion to,  the  Register  of  the  name  of  any  patent  agent  shall  be  re- 
ferred for  hearing  and  inquiry  to  the  committee,  who  shall 

report  thereon  to  the  Board  of  Trade,  and  a  report  of  the  committee 
shall  be  conclusive  as  to  the  facts  for  the  purpose  of  the  exercise 
of  the  said  powers  by  the  Board  of  Trade. 

19.  Any  person  aggrieved  by  any  order,  direction,  or  refusal  Appeal  to 
of  the  Institute  or  Registrar  may  appeal  to  the  Board  of  Trade.      Trede.^ 

20.  A  person  who  intends  to  appeal  to  the  Board  of  Trade  Notice  of 
under  these  Rules  (in  these  Rules  referred  to  as  the  appellant) 

shall  within  14  days  from  the  date  of  the  making  or  giving  of 
the  order,  direction,  or  refusal  complained  of,  leave  at  the  office 
of  the  Institute  a  notice  in  writing  signed  by  him  of  such  his 
intention. 

21.  The  notice  of  intention  to  appeal  shall  be  accompanied  by  Case  on 
a  statement  in  writing  of  the  grounds  of  the  appeal,  and  of  the  ^^^^ 
case  of  the  appellant  in  support  thereof. 

22.  The  appellant  shall  also  immediately  after  leaving  his  Tnuumis- 
notice  of  appeal  at  the  Institute  send  by  post  a  copy  thereof,  with  notice  of 
a  copy  of  the  appellant's  case  in  support  thereof,  addressed  to  B^Sfd  oV 
the   Secretary  of   the  Board  of  Trade,  7  Whitehall  Gardens,  ^"^*- 
London. 

28.  The  Board  of  Trade  may  thereupon  give  such  directions,  nirectionB 
if  any,  as  they  may  think  fit  for  the  purpose  of  the  hearing  of  oJappSL* 
the  appeal. 

24.  Seven  days'  notice,  or  such  shorter  notice  as  the  Board  Notice  of 
of  Trade  may  in  any  particular  case  direct,  of  the  time  and  place  appeaL^^ 
appointed  for  the  hearing  of  the  appeal  shall  be  given  to  the 
appellant  and  the  Institute  and  the  Registrar. 
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25.  Tbe  appeal  may  be  heard  by  the  President,  a  Secretary, 
or  an  Assistant- Secretary  of  tbe  Board  of  Trade,  and  tbe  decision 
and  order  tbereon  of  tbe  President,  Secretary,  or  Assistant- 
Secretary,  as  tbe  case  may  be,  sball  be  tbe  decision  of  tbe  Board 
of  Trade  on  sucb  appeal.  On  tbe  appeal  sucb  decision  may  be  given 
or  order  made  in  reference  to  tbe  subject-matter  of  tbe  appeal  as 
tbe  case  may  require. 

26.  Tbe  fees  set  fortb  in  Appendix  G.  to  tbese  Rules  sball  be 
paid  in  respect  of  tbe  several  matters,  and  at  tbe  times  and  in 
tbe  manner  tberein  mentioned.  Tbe  Board  of  Trade  may  from 
time  to  time,  by  orders  signed  by  tbe  Secretary  of  tbe  Board  of 
Trade,  alter  any  of,  or  add  to,  tbe  fees  payable  under  tbese  Rules. 

27.  Any  regulation  made  by  tbe  Institute  under  tbese  Rules 
may  be  altered  or  revoked  by  a  subsequent  regulation.  Copies 
of  all  regulations  made  by  tbe  Institute  under  tbese  Rules  sball, 
witbin  twenty-eigbt  days  of  tbe  date  of  tbeir  being  made,  be 
transmitted  to  tbe  Board  of  Trade,  and  if  witbin  twenty-eigbt 
days  after  a  copy  of  any  regulation  bas  been  so  transmitted,  tbe 
Board  of  Trade  by  an  order  signify  tbeir  disapproval  tbereof,  sucb 
regulation  sball  be  of  no  force  or  effect ;  and  if,  after  any  regula- 
tion under  tbese  Rules  bas  come  into  force,  tbe  Board  of  Trade 
signify  in  manner  aforesaid  tbeir  disapproval  tbereof,  sucb  regula- 
tion sball  immediately  cease  to  be  of  any  force  or  effect. 

28.  Tbe  Institute  sball  once  every  year  in  tbe  month  of 
December  transmit  to  the  Board  of  Trade  a  report  stating  the 
number  of  applications  for  registration  which  have  been  made  in 
the  preceding  year,  tbe  nature  and  results  of  the  final  examina- 
tions which  have  been  held,  and  tbe  amount  of  fees  received  by 
tbe  Institute  under  these  Rules,  and  sucb  other  matters  in  re- 
lation to  the  provisions  of  these  Rules,  as  the  Board  of  Trade 
may  from  time  to  time,  by  notice  signed  by  the  Secretary  of  the 
Board  of  Trade  and  addressed  to  the  Institute,  require. 

29.  In  these  Rules,  unless  the  context  otherwise  requires — 

'The  Act'  means  the  Patents,   Designs,  and  Trade 
Marks  Act,  1888. 

*  Tbe  Institute  *  means  the  Institute  of  Patent  Agents  act- 

ing through  the  Council  for  the  time  being. 

*  The  Registrar  '  means  the  Registrar  appointed  under  these 

Rules. 

*  Registered  patent  agent  '  means  any  agent  for  obtaining 

patents  in  the  United  Kingdom  whose  name  is  registered 
under  the  Act  and  these  Rules. 
80.  These  Rules  shall  commence  and  come  into  operation  on 
tbe  12th  day  of  Jmie  1889,  but  at  any  time  after  tbe  making 
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thereof  any  appointment  or  regulations  may  be  made  and  things 

done  for  tiie  purpose  of  bringing  these  Bules  into  operation  on 

the  said  day. 

81.  These  Bules  may  be  cited  as  the  Register  of  Patent  Title. 

Agents  Bules,  1889. 

By  the  Board  of  Trade, 

COUBTENAY  BOYLE, 
Assistant- Secretary,  Bailway  Department. 

The  11th  day  of  June,  1889. 


APPENDIX  A. 

Fonn  X. 
Form  of  Beoister. 


Name. 


Dedgnation. 


Address. 


Date  of 
BegistratitnL 


Forma. 

Form  of  Statutory  Declaration. 

Register  of  Patent  Agente  Bulea,  1889. 

I,  A»B.  [insert  full  name,  and  in  the  caee  of  a  member  of  a  firm 
add, '  a  member  of  the  firm  of  '  ],  of 

,  in  the  county  of  ,  Patent  Agent, 

do  solemnly  and  sincerely  declare  as  follows : — 

1.  That  prior  to  the  24th  December,  1888, 1  had  been  bond  fide 
practising  in  the  United  Kingdom  as  a  patent  agent. 

2.  That  I  acted  as  patent  agent  in  obtaining  the  following 
patents : — 

[CUve  the  official  numbers  and  dates  of  some  parents  for  the 
United  Kingdom,  in  the  obtaining  of  which  the  declarant  acted  as 
patent  agent,] 

8.  That  I  desire  to  be  registered  as  a  patent  agent  in  pursuance  of 
the  said  Act. 

And  I  make  this  solemn  declaration  conscientiously  believing  the 
same  to  be  true  and  by  virtue  of  the  provisions  of  the  Statutory  Decla- 
rations  Act,  1835. 

Declared  at 


E  B 
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APPENDIX  B. 
Pabticulabs  of  Preldiimart  Examinations. 

1.  The  Matriculation  Examination  at  any  Uniyersity  in  England 
Scotland,  or  Ireland. 

2.  The  Oxford  or  Cambridge  Middle  GlasB  Senior  Local  Examina- 
tions. 

8.  The  Examinations  of  the  Civil  Service  Commissioners  for  admis* 
sion  to  the  Civil  Service.^ 


APPENDIX  C. 
Fees. 


Nature  of  Fee. 

When  to  be  paid. 

To  whom  to  be 
paid. 

Amount. 

£    9.   d. 

For  registration  of  name  of 

On  application 

To  the  Begis- 

5   5     0 

patent    agent    who    had 
been  bond  fide  in  practice 

and     before 

trar    at  the 

registration. 

Institute. 

prior  to  the  passing  of  the 

Act. 

For  registration  of  name  of 

Do.        do. 

Do.        do. 

5    5     0 

any  person  other  than  as 

above. 

Annual  fee  to  be  paid  by 

On   or    before 

Do.        do. 

8   8    0 

every    registered    patent 

November  80 

agent. 

of  each  year, 
in  respect  of 
the  year  com- 
men  c  i  n  g 
January    Ist 
following. 

On  entry  of  a  candidate  for 

At  time  of  en- 

Do.       do. 

2   2    0 

the  final  qualifying  exa- 

tering name. 

mination. 

*  In  pursuance  of  Bule  8  the  Institute  has,  with  the  approval  of  the 
Board  of  Trade,  prescribed  the  following  additional  examinations : — 

4.  The  First  Public  Examination  before  Moderators  at  Oxford. 

5.  The  Previous  Examination  at  Cambridge. 

6.  The  Examination  in  Arts  for  the  second  year  at  Durham. 

7.  The  Examination  for  First  Class  Certificate  of  the  College  of  Pre- 
ceptors (40  &  41  Vict.  c.  25,  sec.  10). 

8.  An  examination  resulting  in  the  obtaining  of  a  Whitworth  Scholarship. 
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PART  II 
PATENT  LAWS  OF  FOREIGN  C0UNTBIE8 


AMEBICA,  U.  STATES 
OP 

ARGENTINE  REPUB- 
LIC 

AUSTRIA 

BELGIUM 

BOLIVU 

BRAZIL 

CHILI 

COLOMBIA 

CONGO  FREE  STATE 

COSTA  RICA 

DENMARK 

ECUADOR 


FINLAND 

FRANCE 

GERMANY 

GUATEMALA 

HAWAII 

HONDURAS 

ITALY 

JAPAN 

LIBERIA 

LUXEMBOURG 

MEXICO 

NICARAGUA 

NORWAY 

ORANGE  FREE  STATE 


PARAGUAY 

PERU 

PORTUGAL 

RUSSIA 

SALVADOR 

SPAIN 

SWEDEN 

SWITZERLAND 

TRANSVAAL 

TUNIS 

TURKEY 

URUGUAY 

VENEZUELA 


PATENT  LAWS  OF  BRITISH  COLONIES  AND  POSSESSIONS 

ABROAD 


BAHAMA  ISLANDS 
BARBADOES 
BORNEO,       BRITISH 

NORTH 
BRITISH  GUIANA 
BRITISH  HONDURAS 
CANADA 

CAPE  OF  GOOD  HOPE 
CEYLON 
FIJI 


HONG  KONG 

INDIA 

JAMAICA 

LEEWARD  ISLANDS 

MALTA 

MAURITIUS 

NATAL 

NEWFOUNDLAND 

N.  S.  WALES 

NEW  ZEALAND 


QUEENSLAND 

ST.  HELENA 

S.  AUSTRALIA 

STRAITS  SETTLE- 
MENTS 

TASMANIA 

TRINIDAD 

VICTORIA 

WESTERN  AUSTRA- 
LIA 


■  B  2 
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FOREIGN  PATENTS, 

* 

The  inventor  who  is  not  satisfied  "with  the  protection  afforled 
him  at  home  should  consider  well  the  countries  in  which  his  in- 
vention is  likely  to  come  into  use,  and  also  his  own  personal 
prospects  of  pushing  his  invention  abroad,  before  incurring  a  large 
outlay  in  applications  for  foreign  patents. 

There  are  many  rules  with  respect  to  foreign  patents  which 
differ  from  our  British  regulations :  for  instance,  the  patent  for 
an  imported  invention  frequently  expires  with  the  determination 
of  the  grant  in  that  country  from  which  the  invention  has  been 
imported,  and  the  inventions  patented  must  be  put  into  practice 
within  a  certain  definite  period  from  the  grant,  and  must  be  con- 
tinued in  use  year  by  year  during  the  term.  Annual  and  other 
duties  have  to  be  paid,  and  in  some  states  the  patented  articles 
must  be  made  in  the  country  itself,  and  cannot  be  imported,  and 
in  some  prioi:  publication  at  home  is  a  bar  to  obtaining  a  valid 
patent  afterwards. 

The  International  Convention  on  patents  is  printed  on  page 
878  of  this  appendix,  and  it  will  be  found  to  make  the  following 
important  provisions  as  to  patents  taken  out  by  subjects  of  the 
several  states  who  are  parties  to  it.  .First,  the  subjects  or 
citizens  of  each  of  the  states  of  the  Union  will  enjoy  in  all  the 
other  states  the  same  advantages  as  regards  patents  that  their 
respective  laws  grant  to  their  own  subjects  or  citizens.  Second, 
any  person  who  has  made  an  appUcation  for  a  patent  in  any  one 
of  the  states  enjoys,  as  regards  the  application  for  a  patent  in 
the  other  states,  a  right  of  priority  for  a  term  of  six  months  from 
the  date  of  the  earliest  application,  a  month  longer  being  allowed 
for  countries  beyond  the  sea.  Third,  the  introduction  by  the 
patentee  into  the  country  where  the  patent  has  been  granted  of 
objects  manufjB>ctured  in  any  of  the  other  states  does  not  entail 
forfeiture,  but  the  patentee  must  work  his  patent  in  conformity 
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with  the  laws  of  the  country  into  which  he  introduces  the  patented 
object.  Fourth,  the  several  states  agree  to  grant  temporary  pro- 
tection to  patentable  inventions  for  articles  appearing  at  officially 
recognised  International  Exhibitions.  The  states  which  are 
parties  to  this  Convention  are  indicated  by  an  asterisk :  thus : 
♦BrazU. 

The  following  summaries  of  Foreign  Patent  Laws  have  been 
carefully  revised  by  patent  agents  and  lawyers  practising  in  the 
respective  states. 

•  United  States  of  America. 

The  existing  laws  of  patents  in  the  United  States,  comprising 
various  Acts  of  Congress  passed  from  time  to  time,  have  been 
collected  and  embodied  in  the  Revised  Statutes,  approved  June  4, 
1874.  There  is  now  no  difference  in  fees  paid  by  citizens  and 
foreigners. 

Probably  in  no  country  in  the  world  are  the  rights  of  inventors 
more  cherished  than  in  the  United  States,  and  the  number  of 
patents  issued  there  annually  far  exceeds  that  granted  in  any 
other  country. 

The  facilities  for  obtaining  patents  have  been  largely  increased 
of  late  years,  and  no  application  for  an  invention  possessing  any 
features  of  novelty  and  utility  is  refused,  if  perseveringly  and  skil> 
fully  prosecuted. 

Every  original  and  first  inventor,  whether  native  or  foreign, 
may  obtain  a  patent  for  his  invention,  provided  only  it  has  not 
been  in  public  use  or  on  sale  in  the  United  States  for  more  than 
two  years  previously  to  his  application.  The  application  must  be 
in  the  name  of  and  be  executed  by,  the  inventor  himself,  and  must 
be  confined  strictly  to  a  single  invention. 

Patentable  invention  includes  new  and  useful  arts,  new 
machines  and  implements,  new  chemical  compounds,  and  new 
manu&ctures,  but  mere  applications  involving  no  new  results 
cannot  be  patented. 

By  executing  and  recording  in  the  Patent  Office  an  assign- 
ment, the  patent  may  be  issued  to  an  assignee. 

The  petition  to  the  Commissioner  of  Patents  must  be  accom- 
panied by  the  first  fee  of  15  dollars,  a  specification  fully  explaining 
the  nature  of  the  invention  and  the  best  mode  known  to  the  in- 
ventor of  carrying  the  same  into  effect ;  drawings,  if  the  invention 
be  susceptible  of  such  illustration,  and  an  oath  in  the  prescribed 
form.  The  requirement  of  a  model  is  now  practically  abolished, 
being  only  insisted  on  in  cases  where,  by  reason  of  its  compU- 
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cated  nature,  the  invention  cannot  be  understood  mthout  such 
aid. 

The  prosecution  of  cases  before  the  United  States  Patent  OfiBce 
is  conducted  under  a  complex  system  of  rules,  constantly  revised 
by  the  Secretary  of  the  Interior  and  Commissioner  of  Patents, 
which  renders  such  prosecution  difficult  and  uncertain,  and  re- 
quires the  exercise  of  great  care  and  skill  on  the  part  of  applicants 
and  their  attorneys. 

In  the  order  of  their  filing  applications  are  taken  up  for  ex- 
amination by  one  of  a  corps  of  thirty  skilled  examiners,  each  of 
whom  has  under  him  four  assistants  and  a  number  of  clerks. 
Precedence  is  given  to  applications  for  inventions  that  have  been 
patented  abroad. 

A  thorough  investigation  is  then  conducted  to  ascertain  the 
novelty  of  the  invention  claimed,  the  search  extending  through 
domestic  and  foreign  patents,  and  the  scientific  and  industrial 
publications  of  different  countries  bearing  on  the  invention  under 
examination. 

If  the  invention  is  found  to  be  wholly  or  partly  wanting  in 
novelty,  or  if  the  application  includes  more  than  one  invention, 
or  if  any  formal  defects  are  discovered,  the  application  is  rejected, 
the  reasons  therefor  being  clearly  pointed  out. 

The  application  may  be  again  presented,  either  with  or  without 
amendment,  and  a  reconsideration  obtained.  If  the  applicant  is 
dissatisfied  with  the  final  action  of  the  examiner  he  may  appeal 
upon  the  points  of  disagreement  to  the  Board  of  Examiners-in- 
Chief.  From  their  decision  appeal  lies  to  the  Commissioner  of 
Patents  in  person,  and  from  his  to  the  supreme  court  of  the  dis- 
trict of  Columbia.    For  such  appeals  additional  fees  are  required. 

It  often  happens  that  two  or  more  applicants  before  the 
Patent  Office  claim  the  same  invention,  or  that  an  appUcant  claims 
to  be  the  prior  inventor  of  a  thing  already  patented  to  another. 
In  such  case  the  Commissioner  declares  an  interference,  which  is 
a  proceeding  to  determine  which  of  the  rival  claimants  is  in  law 
the  prior  inventor  of  the  thing  in  dispute.  This  question  is  deter- 
mined, from  proofs  taken  in  writing,  in  the  first  instance  by  the 
Examiner  of  Interferences.  Appeals  may  be  taken  the  same  as 
in  uncontested  cases,  except  that  no  appeal  lies  to  the  supreme 
court  of  the  district. 

Provision  is  made  by  law  for  the  reissue  of  a  patent  in  case  of 
an  insufficient  or  defective  specification,  or  where  the  patentee  has 
claimed  more  than  is  new.  Owing  to  abuse  of  this  privilege, 
whereby  patents  have  been  unduly  expanded  and  made  to  cover 


424  UNITED  STATES  OF  AMERICA 

different  inventions  from  that  originally  patented,  the  courts  have 
of  late  years  been  very  severe  in  dealing  with  reissued  patents, 
invariably  declaring  invalid  all  those  that  appear  to  have  been 
unwarrantably  broadened  in  scope.  For  this  reason  reissues  are 
now  looked  upon  with  distrust  and  disfavour,  and  it  becomes  of 
great  importance  to  the  inventor  that  his  patent  should  be  taken 
out  in  the  first  instance  in  such  shape  as  to  fiilly  protect  the 
invention,  thus  avoiding  the  necessity  of  a  reissue. 

The  protection  afforded  by  caveats  is  now  generally  regarded 
as  of  little  importance,  and  is  seldom  sought.  The  protection  is 
only  open  to  citizens. 

All  patents  are  issued  for  a  term  of  seventeen  years,  but  if 
the  invention  has  been  previously  patented  abroad,  the  patent 
expires  with  the  foreign  patent,  or  if  there  be  more  than  one, 
with  that  having  the  shortest  term.  Under  this  provision  an 
inventor  suffers  great  disadvantage  by  delaying  his  United  States 
application.  The  practice  prevails  in  America,  when  an  invention 
is  to  be  patented  in  several  countries,  to  first  file  the  United 
States  application  and  prosecute  it  to  allowance.  The  day  for 
issue  of  the  patent  can  then  be  definitely  fixed,  and  the  patents 
in  other  countries  are  so  obtained  as  to  bear  the  same  date  with 
the  United  States  patent.  By  this  simultaneous  issue  the 
inventor  may  enjoy  the  full  term  of  all  his  patents.  This  course 
of  proceeding  is  not  generally  pursued  by  foreign  inventors,  who 
naturally  apply  in  the  first  instance  for  the  home  patent  as  being 
of  most  consequence  to  them. 

It  has  been  recently  decided  by  the  Supreme  Court  U.  S.  that 
the  United  States  patent  continues  in  existence  during  the  whole 
original  term  of  the  foreign  patent,  although  the  foreign  patent 
may  have  lapsed. 

Upon  allowance  of  a  patent  the  final  fee  of  20  dollars  must  be 
paid. 

Applications  not  prosecuted  for  two  years  become  abandoned. 

No  prolongations  of  patents  can  be  obtained  except  by  special 
Act  of  Congress.  Improvements  upon  the  original  invention 
must  be  protected  by  new  patents. 

After  issue  of  the  patent  there  are  no  further  taxes  required, 
and  no  conditions  are  imposed  upon  the  inventor  as  to  working  of 
his  invention. 

As  the  novelty  of  a  patented  invention  has  been  established 
by  the  Commissioner  of  Patents  after  a  searching  investigation^ 
the  presumption  of  law  is  that  the  patent  is  valid,  and  the  courta 
will  so  construe  it  as  to  sustain  it  if  possible. 
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Patents  will,  however,  be  declared  void — 

1.  If  the  specification  was  made  misleading  for  the  purpose 
of  deceiving  the  public. 

2.  If  the  thing  patented  were  really  the  invention  of  another 
than  the  patentee. 

8.  If  the  invention  had  been  patented  or  described  in  a 
printed  publication  before  the  invention  by  the  patentee. 

4.  If  the  invention  had  been  in  public  use  or  on  sale  in  the 
United  States  for  more  than  two  years  previously  to  the  filing  of 
the  application. 

Goods  made  abroad  according  to  the  invention  can  be  im- 
ported into  the  United  States  without  invahdating  the  patent. 

All  articles  made  under  the  patent  must  be  marked '  patented,' 
with  the  date  of  the  patent. 

Argentine  Eepublic. 

This  repubhc  has  established  a  Patent  Office  on  the  model  of 
that  of  the  United  States,  by  a  law  dated  October  11,  1864,  and 
decrees  and  regulations  of  October  10,  1864,  and  November  8, 
1866. 

Patents  are  granted  for  terms  of  five,  ten,  or  fifteen  years  for 
all  new  and  useful  inventions  and  discoveries  excepting  pharma- 
ceutical compositions,  providing  that  such  inventions  or  dis- 
coveries have  not  been  previously  published  in  the  republic. 

Patents  are  granted  to  the  inventor  or  to  the  assignees  of  his 
rights. 

The  Government  fees  on  a  patent  are  80,  200,  or  850  piastres 
(pesos  fuertes),  according  to  its  term  (in  addition  to  sundry  petty 
stamp  duties),  one-half  of  which  amount  has  to  be  paid  at  the 
time  of  the  application,  and  the  remainder  after  the  grant. 

Certificates  of  addition  or  improvement  are  also  granted 
both  to  the  original  patentee  and  to  others.  In  the  former  case 
one-fourth  of  the  fees  required  for  an  original  patent  have  to  be 
paid,  and  in  the  latter  case  one-half  of  the  said  fees. 

Provisional  patents  are  also  granted  for  one  year,  the  payment 
for  which  is  50  piastres.  These  patents  are  renewable  at  the 
expiration  of  each  year. 

Applications  for  patents  are  to  refer  to  a  single  chief  object 
with  its  accessories  and  applications. 

Patents  may  be  assigned.  A  patent  is  invalid  if  the  drawing 
or  specification  is  incorrect  or  incomplete.  It  also  becomes  void 
if  not  worked  within  two  years  from  the  date  of  issue,  or  if  the 
working  has  been  interrupted  for  a  similar  period,  except  by 
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circumstances  beyond  control  or  accident.  In  either  case  no 
special  judicial  decree  is  required  to  render  the  patent  null  and 
void. 

Proceedings  may  be  taken  for  infringement. 

Articles  made  abroad  according  to  the  patent  can  be  im* 
ported  into  the  republic  without  invalidating  the  grant. 

Austria. 

The  patent  law  of  this  empire,  which  has  been  in  force  since 
August  16»  1852,  for  Austria-Hungary  and  the  principahty  of 
Liechtenstein  (Germany),  has  been  extended  by  additional  decrees 
of  June  27,  1878,  and  December  20, 1879,  to  Bosnia  and  Herze- 
gowina,  and  establishes  the  following  regulations  throughout  the 
empire : — 

Patents  are  not  allowed  for  alimentary  preparations,  bever- 
ages, and  medicines,  nor  for  discoveries,  inventions,  or  improve- 
ments which  are  contrary  to  public  health,  public  wel£Eire, 
morahty,  or  the  interest  of  the  state.  Scientific  principles  or 
purely  scientific  theories  cannot  be  patented.  With  these  excep- 
tions, patents  are  granted  for  every  new  discovery,  invention,  or 
improvement,  having  for  its  object  (a)  a  new  industrial  product, 
(b)  a  new  means  of  producing,  or  (c)  a  new  method  of  producing — 
that  is  to  say,  new  within  the  empire. 

An  invention  is  deemed  new  when  it  has  not  been  put  into 
operation  or  been  made  public  in  the  empire  before  the  appli- 
cation for  the  patent  is  made. 

Foreigners,  as  well  as  Austrian  subjects,  may  be  patentees ; 
but  with  regard  to  inventions  made  by  foreigners  not  resident 
in  Austria,  patents  are  only  granted  when  a  patent  has  been 
previously  obtained  in  a  foreign  country  for  the  same  object,  and 
then  only  to  the  original  patentee,  or  his  legal  assignee,  during 
the  term  of  his  foreign  patent. 

Two  or  more  inventions  cannot  be  included  in  a  single  patent, 
unless  they  refer  to  the  same  subject-matter,  as  essential  parts  of  it. 

The  petition  for  a  patent  may  be  made  either  by  the  inventor, 
if  he  is  a  resident  of  the  empire,  or  by  his  legal  attorney. 
Foreigners  not  residing  must  have  a  legal  attorney.  It  must 
state  the  exact  title  of  the  invention,  and  the  number  of  years 
for  which  it  is  desired  to  pay  the  patent  tax,  as  the  maximum 
duration  of  all  patents  is  fifteen  years,  provided  the  tax  is  paid  at 
once  for  the  entire  number  of  years  or  by  instalments ;  the  term 
cannot  be  exceeded  except  by  special  imperial  authority. 
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The  amount  of  Government  tax  is  as  follows : — For  each  of 
the  first  five  years,  21.  128.  6d. ;  sixth  year,  Sh  18^.  9d. ;  seventh 
year,  il.  128.  Od.;  eighth  year,  61. 58.  Od.;  ninth  year,  61. 18s.  Od.; 
tenth  year,  62.  lis.  Sd.;  eleventh  year,  71.  lis.  &d.;  tweUthyear, 
91.  Ss.  9d. ;  thirteenth  year,  102.  10s.  Od. ;  fourteenth  year, 
112.  6s.  6d. ;  fifteenth  year,  182.  2s.  6d.,  or  for  the  entire  fifteen 
years,  918  florins  (922.).  In  addition  to  these  taxes  there  are  also 
stamps  npon  petitions,  upon  each  sheet  of  the  specification,  draw- 
ings, &c. 

A  description  mnst  accompany  the  petition,  and  this  must 
contain  a  full,  clear,  and  minute  explanation  of  the  invention 
and  claims,  so  as  to  enable  all  competent  persons  to  manufacture 
the  article  according  to  that  specification ;  if  drawings,  samples, 
or  models  are  required  for  the  full  comprehension  of  the  descrip- 
tion, they  must  bo  supplied  in  duplicates,  one  for  Austria,  one  for 
Hungary. 

A  patentee  is  entitled  to  establish  workshops  or  factories,  to 
employ  the  workpeople  he  may  find  requisite  to  carry  out  the 
object  of  the  patent  to  its  fullest  extent,  and  consequently  to 
form  establishments,  stores,  and  warehouses  for  the  manu- 
&cture,  within  the  entire  empire,  under  the  existing  legal  pre- 
scriptions. He  may  sell  and  dispose  of  the  proceeds,  and  license 
others  to  use  his  invention,  take  partners,  and  dispose  of  his 
patent  right  by  assignment  or  in  any  way  whatsoever. 

A  patent  will  be  cancelled  on  proof  that  the  legal  requisites 
for  a  patent  do  not  exist,  or  that  the  description  does  not  fulfil 
the  prescribed  conditions,  or  that  the  invention  is  not  new,  or, 
being  an  importation  from  abroad,  that  the  patentee  is  not  the  real 
owner  of  the  foreign  patent,  or  that  the  object  of  the  patent  is 
contrary  to  law,  or  to  the  health  or  morahty  of  the  public,  or  the 
interest  of  the  state. 

A  patent  will  expire  not  only  by  efflux  of  the  term,  but  also 
in  case  the  patentee  has  not  begun  to  work  his  invention  in  the 
empire  with  native  materials  within  a  year  from  the  date  of 
the  patent,  or  in  case  he  should  not  work  the  patented  invention 
to  its  whole  extent  during  every  two  years  following  the  first  begin- 
ning of  working.  Articles  made  abroad  according  to  the  patent 
can  be  imported  into  the  empire  without  invaUdating  the  patent. 
Patents  are  invalidated  if  it  is  proved  (a)  that  the  description  of 
the  patent  is  insufficient ;  {b)  that  the  patented  invention,  before 
the  date  of  the  official  certificate,  was  not  novel  in  the  empire,  or 
that  the  invention  had  been  imported  without  having  been  patented 
abroad,  or  that  the  Austrian  patent  has  not  been  granted  to  the 
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original  proprietor  of  the  foreign  patent  or  to  his  legal  assignee ; 
(c)  if  the  proprietor  of  a  valid  patent  proves  that  the  invention 
patented  at  a  later  period  is  identical  with  his  own  discoveiy  or 
invention  previously  patented. 

♦Belgium, 

An  Act  bearing  date  May  24, 1854,  and  a  royal  decree  of  the 
same  date,  and  an  amending  law  of  March  27>  1857,  determine 
the  law  of  patents  in  this  kingdom. 

Patents  are  granted  without  previous  examination,  at  the  sole 
risk  of  the  applicants.  They  may  be  obtained  by  the  inventor 
or  by  any  other  person  with  his  consent,  or  by  one  of  several  in- 
ventors having  a  foreign  patent.  They  may  be  obtained  in  the 
name  of  a  firm  or  company.  Patents  of  importation  can  be 
obtained  for  inventions  previously  patented  abroad  although  the 
invention  may  have  been  pubUshed  in  specifications,  &c.,  accord- 
ing to  legal  prescriptions. 

The  duration  of  patents  is  fixed  at  twenty  years,  except  in  the 
case  of  inventions  previously  patented  in  some  other  country, 
when  the  Belgian  patent  expires  with  the  prior  foreign  patent 
having  the  longest  term. 

Patents  are  subject  to  an  annual  and  progressive  tax,  viz. : — 
first  year,  10  frs.  (8s.) ;  second  year,  20  frs.  (16s.) ;  third  year, 
80  frs.  (24s.) ;  and  so  on  till  the  twentieth  year,  when  the 
tax  will  be  200  frs.  (8/.).  Each  annual  tax  is  to  be  paid  in 
advance. 

No  tax  is  payable  on  patents  for  improvement  when  delivered 
to  the  original  patentee ;  specifications  can  be  amended  by 
patents  of  addition;  such  patents  expire  with  the  original 
patent,  and  patents  also  expire  with  the  term  for  which  a  prior 
patent  having  the  longest  term  has  been  granted. 

Patents  confer  on  their  owners  or  assigns  the  exclusive  right 
of  working  the  invention  for  themselves,  or  having  it  worked 
by  persons  authorised  by  them.  Articles  made  according  to  the 
patent  can  be  imported  from  abroad  without  invahdating  the 
patent  so  long  as  the  principal  manufacture  is  in  Belgium.  Pro- 
ceedings for  infringement  may  be  taken  before  the  Belgian 
tribunals,  where  the  patentee's  rights  are  infringed  either  by  the 
manufacture,  holding,  selling,  or  exposing  for  sale  the  patented 
articles. 

Applicants  for  patents  are  required  to  lodge  at  the  proper 
ofSce,  in  duplicate,  a  fuU  description  of  the  invention,  with  draw- 
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ing,  models,  or  samples,  when  necessary.    The  first  annual  tax 
is  paid  when  the  documents  are  lodged. 

Specifications  of  patents  are  published  three  months  after  the 
grant.  The  annual  tax  can  be  paid  within  one  mbnth  after  the 
date  when  it  is  due  without  fine,  and  can  be  paid  within  five 
months  after  the  expiration  of  the  one  month  on  payment  of 
10  firs,  besides  the  annual  tax. 

The  owner  of  a  patent  must  work  the  invention  in  Belgium 
within  one  year  firom  its  having  been  worked  abroad ;  otherwise 
the  Government  will,  on  presentation  of  a  petition  to  that  effect, 
declare  the  patent  to  be  void,  and  this  will  be  the  case  if  a  sus- 
pension of  the  working  of  the  invention  for  one  year  takes  place, 
unless  good  reason  can  be  given. 

Patents  wiU  become  void  if  the  invention  is  destitute  of 
novelty,  either  by  reason  of  having  been  previously  worked  in 
Belgium  or  of  having  been  published  in  a  printed  work  (unless 
the  publication  be  entirely  the  result  of  legal  requirement) :  if  the 
specification  is  not  full  and  complete  ;  or  in  case  the  invention 
has  been  previously  patented  in  Belgium  or  abroad,  the  patentee 
not  being  the  proprietor  of  the  foreign  patent,  or  having  his 
authorisation. 

Bolivia. 

A  law  of  May  8,  1858,  gives  protection  to  inventors  and  to 
importers  of  new  inventions  for  not  less  than  ten  or  more  than 
fifteen  years,  but  the  protection  to  importers  of  inventions  known 
abroad  is  limited  to  the  locahty  in  which  the  imported  invention 
is  worked. 

The  State  is  authorised  to  buy  the  secret  of  any  invention 
which,  being  useful  to  industry,  may  be  for  the  general  benefit. 

The  applicant  for  protection  for  inventions  or  improvements 
must  lodge  a  specification,  explaining  them,  and  must  also  lodge  a 
specimen  of  the  manufacture  or  product  of  the  invention.  When 
the  applicant  is  an  importer  he  must  furnish  drawings  or  models 
or  a  detailed  description  of  the  principles,  methods,  and  processes 
of  the  industry  as  well  as  of  the  product.  A  commission  is  then 
appointed  to  examine  into  the  subject  of  the  application  and  to 
report  to  the  Secretary  of  the  Interior  thereon,  and  within  three 
months  of  the  report  the  patent,  if  allowed,  is  issued ;  the  patent 
does  not  guarantee  the  merit  or  utility  of  the  invention.  A 
patentee  may  vary  the  description  of  his  invention  either  before 
or  after  the  grant  of  a  patent.  All  trcmsfers  of  the  privileges  must 
be  by  registered  assignment. 
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Articles  made  abroad  aocording  to  the  invention  caa  be  im- 
ported into  Bolivia  without  risk  of  invalidating  the  patent. 

The  privileges  lapse  if  the  inventor  has  concealed  the  true 
methods  of  working  hiis  invention,  or  if  the  inventor  uses  secret 
methods  not  detailed  in  his  description,  or  if  the  invention  has 
been  published,  or  if  the  invention  is  not  fully  worked  within  a 
year  and  a  day  from  the  date  of  the  grant. 

•  Brazil. 

The  law  No.  8129  of  October  14, 1882,  regulates  the  granting 
of  patents  in  Brazil.  Patents  are  granted  in  Brazil  for  the  term  of 
fifteen  years,  and  patents  of  addition  are  also  granted  expiring 
with  the  original  patent.  Foreigners  having  obtained  patents 
abroad,  and  applying  for  their  patents  in  Brazil  within  seven 
months  from  the  date  of  the  grant  of  their  foreign  patent,  are  not 
then  prejudiced  by  any  other  application,  or  by  the  publication  of 
the  invention  in  Brazil  in  the  meantime. 

Inventors  can  also  publicly  exhibit  their  inventions  in  Brazil 
prior  to  their  applications  for  patents,  on  obtaining  the  necessary 
permission  for  the  purpose.  An  inventor  desiring  to  obtain  a 
patent  in  Brazil  must  deposit  in  duplicate  a  specification  in 
Portuguese,  together  with  drawings  of  the  invention.  The  appli- 
cation must  be  limited  to  one  invention  only ;  if  the  invention 
has  for  its  object  chemical,  pharmaceutical,  or  alimentary  pro- 
ducts, the  Government  will  order  an  examination  of  samples ; 
but  if  it  involves  none  of  these  things  the  patent  will  issue  as  of 
course.  During  the  first  year  of  the  patent  only  the  inventor 
can  obtain  a'patent  for  improvements.  Certificates  of  improve- 
ments are  given  to  the  original  inventors  and  appended  to  the 
patents. 

Goods  made  according  to  the  invention  can  be  imported  from 
abroad  without  injury  to  the  patent. 

The  patent  will  continue  valid  so  long  as  the  previous  foreign 
patent  remains  in^force,  on  payment  of  a  duty  of  21.  Is.  Sd.  for 
the  first  year,  SI.  10s.  lOd.  for  the  second  year,  4Z.  14*.  6^.  for 
the  third,  and  so'on,  increasing  11.  Ss.  7^d.  yearly.  All  assign- 
ments must  be  registered  in  the  Government  Office.  The  patent 
will  become  void  if  the  invention  is  not  carried  into  operation 
within  three  years  from  the  grant,  or  if  the  working  is  thereafter 
interrupted  for  more  than  a  year,  if  the  annuities  are  not  duly 
paid,  if  the  patentee  residing  out  of  the  country  has  no  repre- 
sentative in\Brazil,  and  upon  the  expiration  of  an  earlier  foreign 
patent  for  the  same  invention. 
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Legal  proceedings  can  be  taken  for  infringements,  and  the 
patentee  can  recover  damages.  Infringers  are  also  liable  to 
penalties  for  the  benefit  of  the  Treasury.  Where  the  infringer 
has  been  a  workman  of  the  patentee,  or  is  associated  with  such 
workman,  the  circumstances  are  considered  to  be  aggravated. 

Penalties  are  also  imposed  on  persons  who  wrongfully  state 
themselves  to  be  patentees,  or  continue  to  call  themselves 
patentees  after  the  lapse  of  the  patent,  and  on  patentees  adver- 
tising as  such  without  indicating  the  special  object  for  which  the 
patents  have  been  granted. 

Chili. 

Article  152  of  the  Chilian  Constitution,  dated  May  1883, 
accords  to  every  author  or  inventor  the  exclusive  proprietorship  of 
his  discovery  or  invention  for  a  limited  period  to  be  fixed  by. law. 

The  conditions  under  which  such  privileges  are  granted,  and 
the  duration  of  the  same,  are  regulated  by  a  law  passed  in  1840, 
supplemented  by  other  laws  decreed  and  promulgated  in  August 
1861,  and  August  16, 1866,  and  in  1872. 

The  inventor  of  a  new  invention  or  discovery  may  submit  the 
same  to  the  Home  Minister,  who  will  refer  the  application  to 
Commissioners  for  examination,  and  if  their  report  be  favourable 
the  Minister  will  grant  a  patent. 

The  term  of  a  patent  cannot  exceed  ten  years.  The  term  is 
fixed  by  the  Government.  The  patentee  has  to  pay  a  sum  of  lOZ. 
into  the  Treasury,  and  lOZ.  for  the  seal.  The  specification,  &c., 
is  kept  secret  until  the  expiration  of  the  term. 

Patents  may  be  extended  when  the  importance  of  the  inven- 
tion justifies  it,  but  application  must  be  made  therefor  six  months 
before  the  expiration  of  the  first  term. 

A  period  exclusive  of  the  term  of  the  patent  is  allowed  for  the 
erection  of  machinery,  &c.,  for  working  the  patent,  but  should 
the  inventor  fail  to  carry  out  the  same  within  that  period,  or 
discontinue  the  working  for  more  than  a  year,  or  produce  articles 
inferior  to  the  original  sample,  the  patent  becomes  void.  Articles 
made  according  to  the  invention  can  be  imported  from  abroad 
without  invalidating  the  patent. 

Patents  may  be  assigned.  Transfers  must  be  noted  in  the 
transfer  book.  Infringers  of  a  patented  article  are  liable  to  a 
fine  and  to  the  forfeiture  of  the  article  produced,  and  the  establish- 
ment and  implements  used  in  its  manufacture.  Any  person  not 
being  the  true  inventor  fraudulently  obtaining  a  patent Js  liable 
to  fine  or  imprisonment. 
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Colombia. 

The  power  to  grant  patents  in  Colombia  is  limited  and  defined 
by  the  law  of  May  18,  1869. 

A  patent  may  be  obtained  by  the  inventor,  importer,  or  holder 
of  a  foreign  patent  for  any  invention  or  improvement  of  mechanical 
apparatus,  combination  of  materials  or  process,  and  for  the 
making  and  sale  of  any  manufacture  or  industrial  product,  but 
not  for  the  importation  of  foreign  productions,  whether  natural  or 
manufactured. 

The  duration  of  a  patent  cannot  exceed  twenty  nor  be  less 
than  five  years,  and  in  the  case  of  an  invention  previously  patented 
abroad  such  duration  is  subject  to  the  earlier  expiration  of  the 
prior  foreign  patent. 

The  inventor  is  required  to  present  a  petition  to  the  executive 
power  setting  forth  the  nature  of  his  invention  or  improvement, 
and  stating  the  number  of  years  for  which  a  patent  is  desired ; 
and  if  the  decision  be  favourable,  he  must  furnish  within  forty 
days  a  full  description  of  the  invention,  accompanied  by  drawings 
or  models  if  necessary.  A  patent  will  then  be  issued  without 
any  previous  examination  as  to  the  novelty  or  utility  of  the 
invention.  Upon  the  grant  of  the  patent  a  fee  varying  from  ten 
to  twenty  dollars  for  every  year  of  the  patent  is  payable,  and  a 
sum  of  twenty  dollars  must  be  paid  on  presenting  the  petition. 

A  patent  is  refused  when  the  invention  endangers  public 
salubrity  or  security,  or  encroaches  upon  proprietary  rights 
already  acquired,  and  a  grant  may  be  subsequently  revoked  if  it 
is  found  to  violate  existing  rights.  A  patent  also  becomes  void 
if  during  a  whole  year  the  invention  is  not  worked,  unless  it  be 
from  unavoidable  circumstances,  but  the  importation  from  abroad 
of  articles  made  according  to  the  invention  does  not  invalidate 
the  patent.  The  descriptions  furnished  by  the  inventor  are  pub- 
lished only  on  the  expiration  of  the  grant. 

Infringers  may  be  prosecuted  in  accordance  with  the  penal 
laws  of  the  state. 

Congo  Free  State. 

A  law  of  October  29, 1886,  provides  for  the  protection  of  in- 
ventions within  this  state. 

Every  discovery  and  improvement  capable  of  being  worked 
as  an  object  of  industry  or  commerce  is  patentable.  Patents  of 
invention,  importation,  and  improvement  are  granted  without 
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previous  examination  at  the  risk  of  the  applicants  and  without 
guarantee. 

Patents  of  inventions  are  granted  for  twenty  years ;  patents 
of  importation  are  limited  to  the  term  of  the  foreign  patent ;  and 
patents  for  improvements  expire  with  the  original  patent. 

The  Government  fee  for  each  patent  is  100  firancs  paid  in 
advance.    No  duty  is  payable  on  patents  for  improvements. 

Patentees  have  power  to  prosecute  and  recover  damages  from 
infringers,  and  to  obtain  confiscation  of  the  infringing  articles. 

All  applications  for  patents  must  be  signed  by  the  applicant 
or  his  attorney,  and  the  application  must  be  accompanied  by  a 
specification  and  by  drawings,  models,  or  specimens  of  the 
invention. 

Patents  may  be  assigned,  and  notice  of  the  assignment  must 
be  given  to  the  Department  for  Foreign  Affairs. 

Costa  Bica. 

There  is  no  special  law  relating  to  the  grant  of  patents,  but 
the  republic  is  authorised  by  the  Constitution  to  grant  patents 
for  terms  fixed  by  Congress.  The  application  for  a  patent  is 
attended  with  considerable  expense,  and  the  terms  of  patents 
granted  are  similar  to  the  other  South  American  Bepublics. 

Denmabk. 

No  laws  have  been  passed  in  Denmark  for  the  protection  of 
inventions,  but  inventors,  whether  natives  or  foreigners,  as  well 
the  first  importer,  may  obtain  patents. 

All  inventions  or  improvements  are  patentable. 

The  patent  dates  from  the  day  of  the  signature  of  the  King 
to  the  patent. 

Patents  of  invention  and  of  importation  are  granted.  Im- 
provements can  be  protected  by  new  patents. 

The  term  of  patents  of  invention  is  fixed  by  the  Government, 
and  cannot  exceed  fifteen  years ;  patents  are  granted  to  foreigners 
for  five  years  only. 

A  uniform  tax  of  84  kroner  ( =  60  francs)  is  required  for  each 
application  for  a  patent.  Over  and  above  Uiese  sums  are  stamp 
duties  to  be  paid  in  advance. 

Prolongations  are  not  usually  granted  beyond  the  term  fixed 
by  Government  for  the  duration  of  the  patent. 

A  slight  examination  of  the  invention  is  made  before  granting 
the  patent. 
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Patents  are  not  published,  and  information  respecting  them 
cannot  be  obtained  without  the  intervention  of  the  Ministry  of 
the  Interior,  to  whom  a  demand,  with  the  special  motives  for  the 
same,  must  be  presented. 

The  working  of  the  invention  must  be  proceeded  with  during 
the  first  year  of  the  patent,  and  continued  without  interruption 
during  the  whole  term. 

The  patent  does  not  prevent  the  introduction  into  the  country 
of  similar  products  manufactured  abroad. 

Assignments  of  patents  are  not  authorised ;  they  may,  how- 
ever, be  accomplished  by  the  joint  demand  of  the  proprietor  and 
of  the  assignee  for  a  new  patent  in  the  name  of  the  latter. 

The  petition  to  the  King  must  indicate  the  object  of  the  in- 
vention. 

The  patent  becomes  void  if  the  invention  is  not  new,  or  if  it 
has  not  been  worked  within  the  given  time. 


ECUADOB. 

The  law  for  the  protection  of  inventions  within  this  State  is 
dated  October  18,  1880. 

Inventions  are  protected  for  not  less  than  ten  or  more  than 
fifteen  years.  Importers  of  machinery  or  of  new  methods  of 
manufacture  not  previously  known  in  the  republic  are  entitled 
to  exclusive  privileges.  Ji  the  establishment  of  the  machine 
or  industry  imported  requires  an  outlay  of  twenty-five  thousand 
dollars  protection  is  granted  for  three  years,  if  fifty  thousand 
dollars  for  six  years,  and  if  a  hundred  thousand  or  more  for  ten 
years. 

The  applicant  for  any  of  the  classes  of  privilege  must  petition 
the  executive  power,  explaining  in  what  the  invention  consists, 
and  delivering  a  specimen  of  the  manufacture,  also  a  specification  of 
the  invention  ;  the  Government  thereupon  appoints  a  Commission 
of  three  persons  to  examine  and  report  thereon  to  the  Minister 
of  the  Interior,  who  presents  the  papers  to  Congress,  and  Congress 
after  examining  the  same  will  grant  or  refuse  the  patent. 

All  assignments  must  be  made  by  public  instruments. 

Where  there  are  conflicting  applications  priority  is  decided  by 
the  certificate  of  the  Under  Secretary  of  the  Interior.  Papers 
relating  to  patents  are  registered  in  a  special  register  at  the 
Ministry  of  the  Interior.  The  grant  of  privileges  is  communicated 
by  the  Ministry  of  the  Interior  to  the  Provincial  Governors,  and 
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published  in  the  official  journal.  On  the  expiration  of  the 
privilege,  the  petition,  description,  and  other  papers  are  to  be 
published  and  deposited  in  the  pubUc  Hbrary  of  the  capital  of 
the  republic. 

The  Act  contains  provisions  for  enabling  the  patentee  to  take 
proceedings  against  and  recover  damages  from  infringers. 

The  privilege  lapses  when  the  invention  is  declared  as  contrary 
to  the  laws  of  the  state,  to  pubUc  safety,  or  to  the  police  regu- 
lations, and  also  if  the  inventor  is  convicted  of  having  omitted 
from  his  description  the  true  method  of  carrying  his  invention  into 
practice,  or  of  using  secret  methods  not  detailed  in  his  description, 
or  if  the  invention  has  been  described  and  pubUshed  in  the  press 
within  or  without  the  republic ;  or  if  the  invention  is  not  put 
into  complete  practice  within  a  year  and  a  day  from  the  grant, 
or  if  the  obligations  of  the  patent  are  not  complied  with. 

Finland. 

Russian  letters  patent  do  not  cover  the  Grand  Duchy  of 
Finland.  Patents  have  been  granted  in  Finland  since  the  year 
1842 ;  a  patent  law  was  passed  March  80,  and  came  into 
operation  on  June  1,  1876. 

Patents  are  granted  for  inventions  or  improvements  in  arts 
and  manufactures.  Medicines  and  inventions  contrary  to  morals 
or  public  safety  are  not  patentable.  Patents  are  granted  only 
to  the  true  inventor,  whether  native  or  foreigner. 

As  long  as  the  ownership  of  the  invention  is  not  contested, 
the  person  to  whom  the  privilege  is  granted  has  a  right — 

1.  To  the  absolute  property  in  the  invention  for  the  time 
specified  in  the  letters  patent. 

2.  To  use  the  invention  himself,  and  to  sell  its  results  to  the 
public,  or  to  transfer  the  patent  to  another  person. 

d.  To  prosecute  persons  infringing  the  patent  in  the  courts  of 
law,  and  to  recover  an  indemnity  for  the  loss  sustained  by  the 
infringement. 

4.  To  treat  as  an  infringement  the  making  of  articles  in  a 
similar  manner  with  unessential  differences. 

The  person  applying  for  a  patent  must  deliver  to  the  Govern- 
ment an  exact  description  of  his  invention,  with  all  essential 
details  and  the  mode  of  carrying  it  into  effect,  and  also  the 
necessary  plans  and  drawings,  and  models,  if  deemed  necessary, 
not  keeping  back  anything  requisite  to  be  known.  The  inventor 
has  also  to  state  in  what  respects  his  invention  is  new,  or  whether 
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it  is  an  improvement  upon  an  invention  already  used ;  the  novelty 
of  the  invention  or  improvement  must  be  specified  in  the 
claims. 

Inventions  made  in  foreign  countries  may  be  patented  in 
Finland  when  no  detailed  description  has  been  published,  and 
when  they  have  not  been  already  introduced  into  the  Grand 
Duchy.  Where  an  inventor  has  a  patent  for  his  invention  in  a 
foreign  country,  and  has  been  compelled  to  publish  a  specification 
showing  the  mode  of  carrying  his  invention  into  effect,  such 
publication  does  not  prejudice  the  granting  of  a  patent  in 
Finland. 

If  the  invention  has  been  previously  patented  abroad,  an  au- 
thenticated statement  must  be  given  as  to  when  the  patent  was 
issued  and  for  what  term.  In  such  a  case  the  duration  of  the 
Finnish  patent  cannot  extend  beyond  the  expiration  of  the  patent 
taken  out  abroad  by  the  inventor. 

Patent  applications  are  subject  to  an  investigation  into  the 
novelty  and  merits  of  the  invention. 

Patents  are  granted  for  the  terms  of  from  three  to  twelve 
years  (the  extreme  limit).  The  duration  of  the  patent  is  fixed  by 
the  Government  in  accordance  with  the  state  of  that  part  of 
Fiimish  industry  to  which  the  invention  appertains  or  with  which 
it  is  most  nearly  connected.  No  prolongation  of  the  term  origi- 
nally grunted  can  be  obtained.  The  Government  tax  is  20  Finnish 
marks  (1  Finnish  mark  s  1  franc)  for  each  year  of  the  duration  of 
the  patent,  but  there  are  extra  charges  of  the  Finnish  Senate  to 
be  paid,  for  registering  the  application,  the  issue  of  the  certificate 
of  application,  stamps,  poor  rates,  the  sealing,  &c.,  amounting  to 
some  hundred  marks. 

The  patentee  is  bound,  within  two  months  from  the  date  of 
issue  of  the  letters  patent,  to  publish  the  specification  of  his 
patented  invention  in  two  Finnish  newspapers,  in  the  Swedish  and 
Finnish  languages. 

The  time  prescribed  within  which  the  patented  invention  must 
be  worked  is  generally  two  years,  but  this  time  may  be  reduced 
to  one  year,  or  extended,  by  application,  to  a  period  not  exceeding 
four  years.  After  this,  proof  of  the  working  must  be  given  every 
year. 

The  patent. will  be  annulled  if  the  patentee  has  not  published 
the  specification  of  his  patented  invention,  or  proved  the  working 
of  it  within  the  time  prescribed ;  if  it  should  be  proved  by  verdict 
of  a  jury  that  the  same  invention  or  improvement  for  which  a 
patent  has  been  granted  was  already  in  use  in  Finland  or  else- 
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Inhere,  or  patented  by  another  person  before  the  application  was 
made  ;  or  if  it  should  turn  out  that  the  patent  is  contrary  to  morals 
or  public  safety. 

In  case  of  the  absence  of  the  inventor,  the  person  applying 
for  the  patent  must  be  duly  authorised  by  power  of  attorney. 

For  improvements  in  a  patented  invention  a  new  patent  must 
he  applied  for. 

♦France. 

As  the  country  nearest  our  own  shores,  and  with  which  our 
intercourse  is  so  close,  it  is  desirable  all  inventors  should  be  well 
informed  on  the  subject  of  the  French  laws. 

Letters  patent  for  inventions  {brevets  d'invention)  are  princi- 
pally regulated  in  France  by  a  law  bearing  date  July  5, 1844,  the 
material  parts  of  which  are  as  follows  : — 

Every  new  discovery  or  invention  in  any  branch  of  industry 
confers  upon  its  author,  under  the  conditions  and  for  the  time 
hereafter  mentioned,  the  exclusive  right  of  working  the  same  for 
his  own  benefit.  Such  right  is  constituted  by  the  documents 
issued  by  Government  denominated  brevets  dHnvention,  or  brevets 
d'importation. 

The  following  cannot  be  patented : — (1)  Pharmaceutical 
compomids,  or  medicines  of  any  kind,  these  being  governed 
by  special  laws  and  regulations,  principally  by  a  decree  of 
August  18,  1810  ;  (2)  schemes  and  projects  of  credit  and  finance. 

The  duration  of  patents  is  fifteen  years;  the  payment  in 
respect  of  a  patent  for  fifteen  years  is  1,500  francs.  This 
sum  is  to  be  paid  by  yearly  instalments  of  100  francs,  and  the 
patent  will  expire  if  default  is  made  in  payment  of  any  one 
instalment.  The  duties  may  all  be  paid  up  in  advance  when 
desired. 

Foreigners  may  obtain  patents  in  France  ;  and  persons  who 
have  patented  inventions  abroad  may  obtain  patents  for  them  in 
France,  the  French  patent  expiring  when  the  foreign  patent 
expires. 

Persons  desirous  of  obtaining  a  patent  must  apply  by  peti- 
tion to  the  Minister  of  Agriculture  and  Commerce,  and  give  a 
description  of  the  discovery,  invention,  or  appUcation  forming 
the  subject  of  the  proposed  patent,  accompanied,  when  needful, 
by  drawings. 

The  petition  must  be  in  the  French  language,  and  must  be 
restricted  to  a  single  principal  object,  with  the  necessary  details 
and  its  proposed  applications.    It  must  mention  the  duration 
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which  the  applicant  desires  for  the  patent.  It  most  also  give 
a  title,  comprehending  a  summary  and  precise  designation  of  the 
subject  of  the  invention. 

No  documents  will  be  received  except  on  production  of  a  re- 
ceipt proving  payment  of  a  sum  of  100  francs  (4Z.),  on  account 
of  the  tax  on  the  patent. 

The  patents  which  have  been  applied  for  in  due  form  are 
delivered  without  previous  examination,  at  the  risk  of  the  appli- 
cants, and  without  Government  guarantee,  either  as  to  the 
reality,  the  novelty,  or  the  merit  of  the  invention,  or  as  to  the 
fidelity  or  accuracy  of  the  description. 

The  patentee  or  the  person  entitled  to  the  patent  has  the 
right,  during  the  currency  of  the  patent,  to  make  alterations, 
additions,  or  improvements  in  the  invention,  and  the  proceed- 
ings for  their  protection  are  similar  to  those  required  to  be  taken 
in  applying  for  an  original  patent.  The  petition  is  subjected  to 
a  tax  of  20  francs  only.  The  certificates  of  addition  obtained 
by  any  one  person  entitled  under  the  patent  accrue  to  the  benefit 
of  all. 

A  patentee  who,  in  respect  of  an  alteration,  addition,  or  im- 
provement, desires  in  place  of  a  certificate  of  addition  expiring 
with  the  original  patent  to  take  out  a  principal  patent  must  pay 
the  annual  tax  levied  on  original  patents. 

Only  the  patentee  and  those  claiming  under  him  can,  dur- 
ing a  year,  obtain  a  valid  patent  for  an  alteration,  improvement, 
or  addition  to  the  invention  forming  the  subject  of  the  original 
patent ;  nevertheless,  every  person  wishing  to  obtain  a  patent  for 
an  alteration,  improvement,  or  addition  to  a  discovery  already 
patented  may  in  the  course  of  the  said  year  make  a  formal  appli- 
cation to  the  Minister  of  Agriculture  and  Commerce,  which  is  to  be 
transmitted  to  him,  and  remains  deposited  under  seal.  At  the 
expiration  of  the  year  the  seal  is  broken  and  the  patent  issued ; 
but  the  original  patentee  always  has  the  preference  in  respect  of 
alterations,  improvements,  and  additions  for  which  he  himself 
shall  during  the  year  have  demanded  a  certificate  of  addition  or 
patent. 

A  patentee  may  assign  the  whole  or  part  of  his'property  under 
a  patent.  The  entire  or  partial  assignment  of  a  patent,  whether 
as  a  gift  or  for  valuable  consideration,  can  only  be  made  by  a 
notarial  act,  and  after  payment  of  all  the  instalments  of  the  tax. 
No  assignment  is  valid  with  respect  to  third  parties  until  after 
registration,  but  it  is  not  necessary  to  register  a  simple  licence  to 
manufacture. 
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The  descriptions,  drawings,  specimens,  and  models  of  patents 
issued  remain  deposited,  mitil  the  expiration  of  the  patents,  with 
the  Minister  of  Agriculture  and  Commerce,  where  they  may  he 
inspected  hy  any  one,  free  of  charge.  After  their  expiration 
patents  can  he  inspected  gratuitously  at  the  Conservatory  of  Arts 
and  Commerce. 

Patents  are  null  and  of  no  effect  in  the  following  cases,  viz. : 

(1)  If  the  discovery,  invention,  or  application  is  not  new  ;  (2)  if 
the  discovery,  invention,  or  application  is  not  patentable ;  (3)  if 
they  refer  to  principles,  methods,  systems,  discoveries,  and  theo- 
retical or  purely  scientific  conceptions,  the  industrial  applications 
of  which  are  not  shown ;  (4)  if  the  discovery,  invention,  or  appli- 
cation is  contrary  to  the  order,  safety,  morals,  or  laws  of  France  ; 
(5)  if  the  title  under  which  the  patent  has  been  applied  for 
fraudulently  indicates  something  which  is  not  the  true  subject- 
matter  of  the  invention ;  (6)  if  the  description  annexed  to  the 
patent  is  insufficient  for  carrying  the  invention  into  effect,  or  if 
it  does  not  completely  and  feurly  state  the  real  methods  adopted 
by  the  inventor. 

No  discovery  is  held  new  which,  previously  to  the  d^te  of  the 
deposit  of  the  petition,  has  received  publicity  in  France,  or  in  a 
foreign  country,  sufficient  to  enable  anyone  to  execute  it,  except 
in  the  case  of  an  application  made  within  the  terms  of  the  Inter- 
national Convention. 

A  patentee  will  be  deprived  of  his  rights  under  the  following 
circumstances :  (1)  If  he  should  fail  to  pay  the  annual  payment 
before  the  commencement  of  each  year  of  the  term  of  the  patent ; 

(2)  if  he  does  not  put  his  invention  or  discovery  into  execution 
in  France  within  two  years  from  the  date  of  the  signature  of  the 
patent,  or  if  he  shall  cease  for  the  space  of  two  consecutive  years  to 
work  the  patent — unless,  in  either  case,  he  can  justify  his  inaction  ; 

(3)  and,  in  the  case  of  patents  applied  for  before  the  International 
Convention  came  into  force,  if  he  introduces  into  France  objects 
made  in  a  foreign  country  similar  to  those  protected  by  his  own 
patent.  This  did  not  apply  to  models  introduced  by  the  patentee 
with  the  permission  of  the  Government. 

Whoever,  in  his  trade  inscriptions,  advertisements,  prospec- 
tuses, marks,  or  stamps,  shall  assume  the  title  of  patentee,  with- 
out possessing  a  patent  issued  according  to  law,  or  after  the  ex- 
piration of  a  patent ;  or  who,  beiDg  a  patentee,  shall  describe 
himself  as  a  patentee,  or  refer  to  his  patent,  without  adding 
thereto  the  words — '  sans  garantie  du  gouvemenient '  (without  the 
guarantee  of  the  Government),  or  the  letters  S.  G.  D.  G.,  is  liable 
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to  a  penalty  of  from  50  to  1,000  francs.    In  case  of  a  repetition 
of  the  offence  the  penalty  may  be  doubled. 
The  patent  covers  all  the  French  colonies. 

Gebmany. 

The  law  of  the  Empire  of  Germany  with  respect  to  patents  is 
regulated  by  an  Act  which  was  passed  May  25, 1877i  and  came 
into  operation  July  1,  1877.  By  this  law  patents  are  granted  for 
new  inventions  which  admit  of  industrial  use,  with  the  exception 
of :  (1)  Inventions  the  use  of  which  would  be  incompatible  with 
the  laws  or  the  public  morals  ;  (2)  inventions  relating  to  articles 
of  food  (for  nouriahment  or  luxuries),  of  medicines,  and  of  sub- 
stances produced  by  chemical  process,  so  far  as  the  invention 
does  not  relate  to  the  method  of  producing  such  articles. 

An  invention  is  not  regarded  as  new  if  it  has  already  been 
described  in  a  printed  pubUcation  in  any  country,  or  publicly  used 
in  Germany  at  the  time  of  appUcation  for  a  patent. 

The  first  appUcant  for  a  patent  of  invention  is  entitled  to  the 
grant.     , 

The  claim  of  the  petitioner  to  the  grant  of  a  patent  is  void  if 
the  essential  contents  of  his  application  have  without  permission 
been  taken  from  the  descriptions,  drawings,  models,  implements, 
or  arrangements  of  another  person,  or  from  a  method  of  manufac- 
ture used  by  the  same,  and  if  such  person  raises  opposition  on 
that  account. 

The  patent  has  no  effect  against  a  person  who,  at  the  time  the 
patentee  made  his  application,  had  already  been  using  the  inven- 
tion in  Germany,  or  who  had  made  the  necessary  preparations 
for  using  the  same  ;  neither  has  it  any  effect  in  so  fftr  as  the  in- 
vention is  intended  to  be  used  for  the  army  or  navy  or  in  the  in- 
terest of  public  welfj&re.  In  such  a  case  the  patentee  is,  however, 
entitled  to  an  adequate  compensation  by  the  empire  or  the  state 
In  whose  special  interest  a  Umitation  of  the  effect  of  the  patent 
has  been  appUed  for.  The  amount  of  such  compensation  is  fixed 
by  a  court  of  law  in  case  an  agreement  cannot  be  arrived  at. 
The  patent  does  not  affect  means  of  conveyance  coming  tempo- 
rarily within  the  empire. 

Patents  are  granted  for  fifteen  years,  commencing  with  the 
day  following  the  day  of  application.  If  an  invention  is  an  im- 
provement upon  an  earHer  invention  patented  by  the  appHcant, 
he  may  apply  for  a  supplementary  patent,  which  expires  with  the 
original  patent. 
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A  fee  of  80  marks  is  to  be  paid  on  the  issue  of  the  patent,  and 
a  farther  fee  mast  be  paid  for  each  patent  at  the  commencement 
of  the  second  and  every  subsequent  year,  amounting  in  the  first 
instance  to  50  marks,  and  increasing  by  60  marks  per  annum  for 
the  time  of  daration  of  the  patent. 

The  patent  expires  if  the  patentee  resigns  the  same,  or  if  he 
fails  to  pay  the  fees  within  three  months  at  the  latest  after  they 
have  become  due. 

Patents  are  to  be  annulled  if  it  is  found  that  the  invention 
was  not  patentable  according  to  the  law,  or  if  the  essential  con- 
tents of  the  application  have,  without  permission,  been  taken 
from  the  descriptions,  drawings,  models,  implements,  or  arrange- 
ments of  another  person,  or  from  a  method  of  manufacture  used 
by  another. 

The  patent  can  be  revoked  after  the  expiration  of  three  years 
if  the  patentee  fails  to  carry  out  his  invention  in  Germany  to  a 
suitable  extent,. or  at  least  to  do  everything  that  he  can  to  carry 
it  out,  or  if  the  grant  of  licence  to  others  for  using  the  invention 
appears  to  be  in  the  interest  of  public  welfare,  but  the  patentee 
refuses  to  grant  such  licence  upon  an  adequate  compensation. 

Persons  not  residing  in  the  empire  can  only  claim  grants 
of  patents  on  the  appointment  of  a  representative  resident  in 
Germany. 

The  granting,  annulment,  and  revocation  of  patents  is  vested 
in  the  Patent  Office,  which  has  its  seat  at  Berlin. 

The  decisions  of  the  Patent  Office  are  subject  to  appeal. 

At  the  request  of  the  law  courts  the  Patent  Office  is  bound  to 
give  opinion  in  all  questions  concerning  patents. 

A  register  is  kept  at  the  Patent  Office,  in  which  the  subject- 
matter  and  the  duration  of  granted  patents  will  be  entered,  as 
well  as  the  names  and  addresses  of  the  patentees  and  of  the  repre- 
sentatives appointed  by  them  on  presentation  of  their  applications. 
The  commencement,  the  termination,  the  expiration,  the  decree 
of  annulment,  and  the  revocation  of  patents  must  be  entered  in 
this  register,  and  simultaneously  pubUshed  in  the  'Beichsan- 
zeiger.' 

The  essential  parts  of  specifications  and  drawings,  so  far  as 
their  inspection  is  permitted  to  the  public,  will  be  published  by 
the  Patent  Office  in  an  official  paper. 

The  application  for  the  grant  of  a  patent  for  an  invention 
must  be  made  in  writing  to  the  Patent  Office.  For  each  inven- 
tion a  separate  application  is  required.  The  application  must 
contain  the  petition  for  the  grant  of  a  patent,  and  must  point  out 
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in  a  precise  manner  the  Bubject-matter  which  is  to  be  patented. 
It  must  also  be  accompanied  by  drawings  or  other  representa- 
tions, models,  and  samples,  where  necessary.^ 

A  fee  of  20  marks  must  be  paid  on  filing  the  application. 

When  the  invention  is  approved  by  the  Patent  Office,  the 
subject-matter  of  the  application  will  be  provisionally  protected 
in  favour  of  the  petitioner,  and  a  notification  of  the  same  will  be 
officially  published. 

If  the  Patent  Office  is  of  opinion  that  the  invention  cannot  be 
considered  as  patentable,  the  application  will  be  rejected.  The 
applicant  can,  however,  make  one  appeal  from  such  a  decision. 

After  expiration  of  eight  weeks  from  the  day  of  publication 
the  Patent  Office  has  to  decide  as  to  granting  the  patent.  Until 
that  date  objections  against  the  granting  can  be  lodged  with  the 
Patent  Office.  They  must  be  made  in  writing  and  be  accompanied 
by  arguments. 

Before  finally  deciding,  the  Patent  Office  may  summon  both 
parties  to  attend  and  be  heard ;  it  may  also  cause  the  objections 
to  be  examined  by  suitable  persons  skilled  in  some  branch  of 
technical  science,  and  otherwise  institute  inquiries  for  elucidating 
the  matter. 

Against  a  decision  by  which  an  application  is  rejected,  the 
petitioner  may  appeal  within  a  stated  time,  usually  four  or  six 
weeks  after  its  notification,  and  against  the  decision  concerning 
the  granting  of  the  patent  on  opposition,  the  petitioner  or  the 
opponent  may  appeal  within  a  similar  stated  time.  On  filing  the 
appeal  20  marks  must  be  paid. 

As  soon  as  the  granting  of  a  patent  has  been  decided  upon, 
the  Patent  Office  wiU  cause  a  notice  to  that  effect  to  be  publi^ed, 
and  then  issue  the  patent. 

If  a  patent  is  refused,  this  will  also  be  publicly  notified. 
Upon  the  refusal,  the  provisional  protection  shall  be  considered 
as  not  having  taken  effect. 

No  action  will  be  taken  upon  applications  which  are  not  written 
in  the  German  language. 

The  term  within  which  an  action  may  be  brought  for  an  in- 
fringement of  patent  right  is  limited  to  three  years  with  regard 
to  any  single  case  by  which  such  action  may  be  supported. 

>  In  the  case  of  applications  for  hand  fire-arms,  skates,  and  for  spindles 
for  spinning-machines,  models  are  always  required,  and  samples  of  the 
product  and  intermediate  products  in  chemical  process  cases ;  if  the  pro- 
duct is  a  tar  dyestufif,  samples  of  dyed  material  in  three  shades  must  also 
.be  filed ;  they  may  be  demanded  in  other  cases. 
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The  question  whether  damage  has  been  caused,  and  to  what 
amount,  will  be  decided  by  the  court  after  due  consideration  of 
all  circumstances. 

Sentence  will  be  passed  for  payment  of  a  fine  not  exceeding 
150  marks  or  imprisonment : 

1.  On  any  person  placing  on  articles,  or  their  packing,  any 
designation  calculated  to  cause  the  erroneous  impression  that 
such  articles  are  protected  by  a  patent  in  accordance  with  this 
law. 

2.  On  any  person  who  in  public  advertisements,  on  sign-boards, 
on  business  cards,  or  in  similar  notifications,  employs  a  designa- 
tion calculated  to  cause  the  erroneous  impression  that  the  articles 
thus  mentioned  are  protected  by  a  patent  in  accordance  with  this 
law. 

The  requirements  of  the  Patent  Office  are  so  stringent,  espe- 
cially in  respect  to  '  subject-matter,'  that  only  about  40  per  cent, 
of  the  applications  are  granted.  Patents  are  frequently  refused 
on  most  inadequate  grounds,  and  the  procedure  of  the  office 
frequently  entails  great  and  unnecessary  expense  upon  the  appli- 
cant.   The  German  mark  is  about  equal  to  the  British  shilling. 


•  Guatemala. 

The  Eepublio  of  Guatemala  has  by  a  law  of  May  21, 1886, 
defined  the  rights  of  inventors. 

Patents  are  granted  for  terms  of  from  ten  to  fifteen  years  to 
natives  of  Guatemala  or  to  domiciled  foreigners,^  or  persons  who 
have  appHed  for  patents  in  other  countries  of  the  International 
Convention. 

For  these  patents  application  must  be  made  to  the  Ministry 
of  the  Interior,  explaining  the  invention  or  improvement,  and 
soliciting  the  privilege.  When  the  patent  is  granted,  one  exact 
drawing  of  the  machine,  or  a  detailed  description  of  the  process, 
with  a  specimen  of  the  manufacture  or  product,  must  be  fur- 
nished. 

Patents  will  be  void  when  they  have  been  issued  prejudicially 
to  the  rights  of  a  third  party,  when  the  invention  is  not  put  into 
practice  within  a  year  from  the  date  of  the  grant,  or  when  aban- 
doned for  more  than  a  year,  or  when  the  products  are  inferior  to 
the  specimens  lodged. 

Every  person  has  the  right  of  improving  the  invention,  but 

'  A  BiU  was  presented  in  Congress  to  modify  this  disposition. 
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not  of  using  the  original  invention,  and  the  original  inventor 
eannot  use  the  improvements  made  by  another  except  by  agree- 
ment. Articles  made  abroad  according  to  the  invention  can  be 
imported  without  rendering  the  patent  invalid. 

When  the  term  fixed  by  the  grant  has  expired  the  specifica- 
tion is  published. 

A  tax  is  reserved  by  the  patent  of  from  five  to  fifty  dollars  for 
each  year  of  the  grant,  payable  in  advance. 

The  same  law  also  provides  for  making  grants  in  favour  of 
undertakings  of  public  utility  in  Guatemala  or  in  favour  of  the 
estabUshment  of  new  industries  or  improvements  upon  those 
already  existing. 

Hawaii. 

An  Act  of  August  29,  1884,  regulates  the  granting  of  patents, 
sects.  258  and  256  of  the  Civil  Code  having  previously  provided 
that  the  Minister  of  the  Interior  might  issue  patents  for  any  time 
not  exceeding  ten  years  upon  the  inventor  or  importer  delivering 
to  the  Minister  a  full  specification,  and  in  the  case  of  a  machine 
full  drawings  and,  if  required,  a  complete  model  thereof. 

Where  the  invention  is  of  a  composition  of  matter,  specimens 
of  the  ingredients  sufficient  for  experiment  must  be  furnished. 

Where  foreign  patents  are  in  existence,  patents  may  be  ob- 
tained unless  the  thing  patented  has  been  introduced  into  public 
use  in  the  Hawaiian  Islands  for  more  than  one  year  prior  to 
the  application.  The  patent  expires  on  the  expiration  of  the 
earliest  prior  foreign  patent. 

If  upon  an  examination  of  the  invention  by  the  Commissioner 
of  Patents,  he  considers  that  the  claimant  is  justly  entitled  to  a 
patent,  and  that  the  invention  is  sufficiently  useful  and  im- 
portant, the  Minister  of  the  Interior  will  issue  the  patent.  The 
law  also  gives  the  inventor  power  to  file  a  caveat,  which  is  kept 
secret  and  gives  priority  for  one  year. 

Goods  made  according  to  the  invention  abroad  can  be  im- 
ported without  invalidating  the  patent. 

The  fees  payable  for  the  application,  commissioner's  report, 
and  the  sealing  amount  to  80  dollars. 


*  Holland. 
No  patents  are  granted  for  Holland. 
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HONDUBAB. 

The  republic  has  not  passed  any  special  law  relative  to  the  pro- 
tection of  inventions,  but  patents  are  granted  for  terms  fixed  in  each 
case.  The  terms  of  the  patents  granted  are  similar  to  those  of 
the  other  Central  American  Republics. 


*  Italy. 

The  law  which  governs  the  grants  of  patents  for  the  kingdom 
of  Italy  is  dated  from  January  81,  1864,  confirming  the  earlier 
Sardinian  law  of  October  SO,  1869. 

The  inventor  only,  whether  a  native  or  a  foreigner,  or  his 
assign,  can  obtain  a  patent  of  invention. 

Inventions  are  considered  patentable  which  have  for  their  im- 
mediate object :  (1)  An  industrial  product  or  result ;  (2)  any 
instrument,  machine,  &c.,  or  mechanical  arrangement ;  (3)  any 
process  or  method  of  industrial  production  ;  (4)  a  motor,  or  the 
industrial  application  of  a  force  already  known ;  (5)  lastly,  the 
technical  application  of  a  scientific  principle  in  such  a  condition 
that  it  will  produce  direct  industrial  results. 

The  invention  must  be  novel. 

A  new  invention  or  industrial  discovery  patented  abroad  and 
not  yet  imported  into  Italy,  although  already  published  by  means 
of  such  foreign  patent,  confers  the  right  to  the  inventor,  or  his 
assign,  of  obtaining  a  patent  in  Italy,  provided  the  application  be 
made  before  the  expiration  of  the  foreign  patent,  and  before  the 
importation  or  use  of  the  invention  by  another  than  the  inventor. 

A  patent  of  invention  takes  effect  from  the  date  of  the  appli- 
cation, and  its  duration  from  the  last  day  of  that  one  of  the  months 
of  March,  June,  September,  and  December  which  follows  next 
after  the  date  of  the  application. 

Certificates  of  addition  are  granted,  and  are  annexed  to  the 
principal  patent.  Applications  for  certificates  of  addition  made 
during  the  first  six  months  by  the  owner  of  a  patent  have  pre- 
ference over  applications  for  new  patents  made  for  the  same 
invention  by  others. 

Certificates  of  reduction,  or  disclaimers,  may  be  demanded  by 
a  patentee  within  the  first  six  months  of  his  patent,  for  the  pur- 
pose of  reducing  the  patent  to  one  or  more  parts  of  the  invention 
forming  the  object  of  the  description  annexed  to  the  original 
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of  the  inventions  proscribed  by  the  law ;  (2)  if  the  title  fraudu- 
lently sets  forth  another  object  than  the  true  object  of  the  inventioii 
or  discovery  ;  (8)  if  the  description  does  not  fully  and  faithfully 
point  out  the  necessary  means  of  carrying  out  the  invention ;  (4) 
if  the  invention  is  not  new  or  useful ;  (5)  if  the  patent  has  formed 
the  subject  of  a  certificate  granted  to  a  third  party  for  modifi- 
cation of  an  invention  within  the  six  months  reserved  to  the 
author  or  his  assigns ;  (6)  if  the  tax  be  not  paid  within  the  three 
months  from  the  date  at  which  it  is  due ;  (7)  if  the  patent  has  not 
been  worked  within  the  prescribed  period ;  (8)  if  the  patent  has 
been  granted  to  any  other  than  the  inventor  or  his  agent. 

Japan. 

The  following  regulations  as  to  patents  are  included  in  the 
Imperial  Proclamation  No.  84,  dated  December  18,  1888. 

Inventors  must  apply  for  protection  to  the  Minister  of  Agri- 
culture and  Commerce,  who  will  give  the  necessary  certificates. 
Articles  of  food,  drink,  fashion,  or  medicine  are  not  patentable. 
Three  copies  of  the  specification  with  drawings  (if  necessary) 
must  accompany  the  application,  of  which  two  copies  are  required. 
All  the  persons  connected  with  the  invention  must  sign  the  papers. 
Patent  rights  are  granted  for  five,  ten,  or  fifteen  years. 

Patents  for  inventions  applicable  to  war  purposes,  or  those 
the  general  use  of  which  is  deemed  important,  can  be  refused,  or 
have  conditions  imposed  by  the  Minister. 

Articles  that  are  improvements  upon  existing  patents  can  only 
be  protected  with  the  consent  of  the  original  pat^tee,  but  if  this 
consent  is  not  accorded  the  Minister  has  still  power,  if  he  con- 
siders the  refusal  obstructive  to  the  improvement  of  the  invention, 
to  grant  the  improver  special  permission  to  use  the  original  inven- 
tion together  with  the  improvement,  in  which  cases  the  improvers 
will  be  ordered  to  pay  appropriate  sums  of  money  to  the  original 
patentee. 

Articles  patented  must  be  marked  with  a  mark  settled  by  the 
Minister,  and  anyone  neglecting  to  mark  the  articles  cannot 
obtain  damages  from  infringers. 

Provisions  are  made  for  the  Patents  Bureau  acting  as  arbi- 
trators in  questions  connected  with  the  rights  of  patentees. 

Patents  will  become  void  when  articles  made  according  to 
the  patented  invention  are  imported  and  sold,  or  the  patentee 
ignores  importation  and  sale  which  infiringes  his  rights,  or  when 
without  good  reason  the  invention  has  not  been  practically  applied 
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in  pablio  within  three  years  from  the  date  of  the  certificate,  or 
when  the  working  is  suspended  for  three  years  without  good  reason. 

The  fee  payable  on  applications  for  patents  is  about  12^., 
and  in  addition,  on  the  issue  of  the  certificate,  the  fees  for  five 
years  amount  to  about  2L,  for  ten  years  about  dL,  and  for  fifteen 
years  about  il. 

Infringers  are  liable  to  imprisonment  (not  exceeding  one  year) 
and  to  fines  not  exceeding  40^. 

All  transfers,  licences,  and  other  dealings  with  patents  must 
be  registered.  The  patentee  has  power  to  rectify  omissions  or 
misstatements  in  his  original  application  and  specification.  In 
practice  the  Japanese  authorities  refuse  a  patent  to  anyone  who 
has  patented  the  invention  in  another  country. 

Liberia. 

An  Act  of  the  Senate  and  House  of  Bepresentatives  of  the 
Bepublic  of  Liberia,  by  Act  of  December  28,  1864,  has  provided 
for  the  protection  of  inventions  within  the  republic. 

This  Act  provides  for  the  estabUshment  of  a  Patent  Office 
under  the  control  of  the  Secretary  of  State.  AU  patents  are  issued 
in  the  name  and  under  the  seal  of  the  repubhc,  and  signed  by 
the  President  and  the  Secretary  of  State. 

Citizens  of  Liberia  or  aliens  may  obtain  patents  on  applica- 
tion in  writing  to  the  Secretary  of  State  accompanied  by  proper 
specifications  and  drawings ;  the  Secretary  of  State  having  made 
an  examination  of  the  alleged  new  invention,  and  being  satisfied 
as  to  its  novelty,  will  issue  a  patent  therefor.  Aliens  who  have 
obtained  patents  must  put  the  inventions  into  actual  operation 
in  the  republic  within  three  years  from  the  grant.  The  fee 
payable  by  a  citizen  on  appUcation  for  a  patent  is  25  dollars,  by 
an  alien  50  dollars.^ 

Patents  are  assignable  in  whole  or  in  part,  and  all  assignments 
and  business  must  be  registered  in  the  office  of  the  Secretary  of 
State  within  one  year  from  their  execution. 

Proceedings  for  infringement  must  be  taken  in  the  Supreme 
Court  of  the  Bepublic. 

LUXEMBUBQ. 

Patents  are  granted  under  the  law  of  June  80, 1880,  for  the  term 
of  fifteen  years  upon  payment  of  an  annual  tax  of  10  francs  for 

>  The  Bpeoifioaiions  and  drawings  are  open  for  public  inspection  in  the 
office  of  the  Secretary  of  State,  and  certified  copies  may  be  obtained. 
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the  first  year ;  20  francs  for  the  second  year,  and  so  on,  progress- 
ing at  the  rate  of  10  francs  for  each  year.  Patents  of  addition 
are  also  granted,  expiring  with  the  original  patent.  No  prolongs- 
tions  are  granted  beyond  the  original  term.  Patents  are  granted 
without  examination  and  at  the  risk  of  the  applicants.  The  in- 
vention protected  must  be  put  in  operation  in  Luxemburg  within 
three  years  from  the  date  of  the  patent.  Patents  can  be  assigned ; 
the  deed  of  assignment  must  be  registered.  Applicants  for  patents 
must  present  their  petitions,  accompanied  by  descriptions  of  the 
invention  in  French  or  German,  and  drawings,  models,  or  speci- 
mens, when  necessary  to  the  comprehension  of  the  invention. 
Patents  become  void  by  default  in  payment  of  the  taxes  within 
three  months  of  the  time  fixed ;  or  if  a  similar  patent  is  not 
applied  for  within  three  months  in  the  states  with  which  the 
Grand  Duchy  is  allied  by  Customs  Treaty.  The  patent  will  also 
be  void  if  the  invention  is  not  good  subject-matter  for  patent ; 
if  the  description  of  the  invention  lodged  is  insufficient,  or  does 
not  give  to  the  best  of  the  inventor's  ability  the  means  for  carrying 
out  the  invention.  Articles  made  abroad  according  to  the  patent 
can  be  imported  into  Jjuxemburg  without  invahdating  the  patent. 
Infringers  of  patents  are  liable  to  payment  of  penalties  varying 
from  100  to  2,000  francs,  irrespective  of  damages. 

*  Mexico. 

A  decree  of  May  7, 1832,  governs  the  grant  of  patents  in  Mexico. 
Every  discovery  or  new  invention  can  be  patented  in  Mexico. 
Patents  are  granted  to  the  first  introducer  of  a  new  invention 
which  has  not  been  used  in  Mexico ;  and  applications  for  patents 
by  inventors  who  have  already  foreign  patents  for  the  same 
objects  are  accorded  a  preference  over  others,  but  this  preference 
does  not  extend  to  cases  where  the  foreign  patent  has  lapsed. 
Pharmaceutical  compositions,  plans  for  working  estates,  or  for 
financial  combinations,  and  the  application  of  known  motors  to 
industrial  purposes  also  known  are  not  patentable. 

Patents  are  granted  for  six  or  ten  years.  Patents  for  improve- 
ments are  granted  for  the  time  which  remains  of  the  original 
patent,  if  such  duration  exceeds  six  years  ;  if  such  duration  is  less 
than  for  six  years,  patents  for  importation  are  granted  for  only 
five  years. 

Every  applicant  for  a  patent  must  address  to  the  Minister  of 
Commerce  a  petition  setting  out  that  the  petitioner  is  either  the 
inventor  or  is  the  assignee  of  the  inventor,  together  with  a  descrip- 
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tion  of  the  invention,  and  such  drawings,  specimens,  or  models 
as  may  be  necessary  for  the  proper  comprehension  of  the  inven- 
tion. 

The  application  must  be  limited  to  one  principal  object,  with 
such  accessories  as  are  necessary  for  carrying  out  the  invention. 
This  description  must  be  written  in  Spanish,  and  must  be  without 
alterations  or  corrections.  The  drawings  must  be  made  in  ink 
and  to  scale,  and  must  be  in  duplicate.  All  the  documents  must 
be  signed  by  the  inventor  or  by  his  attorney.  The  duration  of 
the  patent  will  commence  from  the  date  of  the  grant. 

These  documents  are  examined  by  officials,  and  the  applica- 
tions are  then  published  in  the  official  and  other  journals,  and 
oppositions  to  the  grants  can  be  made  within  two  months  from 
such  pubHcation.  The  Government  does  not  guarantee  the 
utility,  novelty,  or  validity  of  the  patent. 

The  Government  publishes  every  three  months  the  lists  of 
patents  granted.  The  description  and  drawings  of  the  invention 
can  be  modified  at  any  time  during  the  duration  of  the  patent. 
Patents  of  addition  will  be  granted  for  improvements  upon  the 
original  invention.  These  patents  for  improvements  can  be 
granted  to  the  original  inventor  or  his  assigns  only,  for  the  first 
year  of  the  patent. 

Patents  can  be  assigned  in  whole  or  in  part,  and  assignments 
must  be  registered.  Assignees  are  not,  however,  entitled  to  patents 
for  improvements  without  assignments  of  those  improvements. 
The  Minister  of  Commerce  publishes  every  year  a  catalogue  of 
the  specifications  with  illustrations  of  the  drawings.  Patents 
granted  will  be  annulled  if  the  alleged  discovery  is  found  to  be 
old ;  if  it  does  not  come  within  the  terms  of  the  law  for  which 
patents  are  to  be  granted  ;  if  it  is  contrary  to  public  poUcy ;  if  the 
specification  upon  which  the  grant  has  been  made  is  fraudulently 
expressed  in  indicating  an  object  different  from  the  true  object  of 
the  invention  ;  if  the  description  lodged  is  insufficient  to  enable 
the  invention  to  be  put  in  operation  ;  if  the  invention  is  not  put 
into  operation  in  Mexico  within  two  years  from  the  date  of  the 
grant,  or  if  its  working  is  interrupted  for  two  years,  unless  the 
cause  of  inaction  is  satisfactorily  accounted  for  ;  and  also  if  the 
patentee  introduces  into  the  country  the  patented  articles  manu- 
factured abroad  (except  under  the  provisions  of  the  International 
Convention).  The  permission  of  the  Minister  can,  however,  be 
obtained  for  the  introduction  of  models.  All  patented  articles  must 
bear  the  word  '  Patented,'  and  '  Sans  garantie  du  Gouvemement. 
Patents  are  now  obtained  without  difficulty  in  Mexico  when  tha 
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applications  are  made  in  proper  form,  and  the  inventor  is  repre- 
sented by  a  competent  agent. 

NlCABAQUA. 

The  resolutions  of  the  Spanish  Cortes  have  by  decree  been 
declared  in  force  in  this  repubhc.  By  virtue  thereof  any  person 
who  invents,  imports,  or  introduces  an  invention  may,  by  ap- 
plication to  the  prefect  of  the  department  or  the  municipahty, 
obtain  a  certificate  granting  him  an  exclusive  right  to  such  in- 
vention. The  duration  of  the  privilege  is  to  an  inventor  ten 
years,  to  an  improver  seven  years,  and  to  an  introducer  five  years. 
These  terms  may  be  extended  by  the  sovereign  power.  The 
invention  must  be  worked  in  the  republic  within  two  years  or 
the  privilege  will  cease. 

In  practice,  however,  the  rules  of  the  decrees  are  not  closely 
followed,  but  an  arbitrary  power  is  vested  in  Congress,  which 
grants  a  patent  or  withholds  it  as  it  sees  fit. 

*  Norway. 

Patents  for  new  inventions  beneficial  to  industry  are  granted 
in  Norway  under  a  law  of  June  16,  1886.  An  invention  is  not  * 
considered  to  be  new  if  before  the  appHcation  for  a  patent  it  is 
already  so  far  known  that  it  can  be  carried  out  by  experts,  but 
publication  in  print  or  by  public  exhibition  for  a  period  not  exceed- 
ing six  months  before  the  appHcation  will  not  prevent  the  grant. 

The  applicant  must  be  the  first  inventor,  or  a  person  who  has 
obtained  the  right  from  him.  The  proprietor  of  a  patent  has  for 
a  period  of  two  years  from  the  date  of  his  application  the  sole 
right  to  obtain  a  patent  for  improvements  or  additions  to  the 
invention. 

Patents  are  granted  for  fifteen  years  from  the  date  of  the  appli- 
cation. 

Improvements  or  additions  may  be  protected  either  by  in- 
dependent patents  or  by  patents  of  addition  expiring  with  the 
original  grant. 

A  fee  of  80  crowns  (  =  11. 18«.  Id.)  is  to  be  paid  on  lodging 
any  application,  and  an  annual  tax  is  also  payable  of  10  crowns 
(  =  lis.)  for  the  second  year,  and  increasing  5  crowns  ( =  5s.  Qd.) 
each  year. 

The  patent  has  no  effect  against  persons  who  have  nsed  the 
invention  or  have  made  the  necessary  preparations  for  the  use  of 
the  same  before  the  application. 
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A  patented  invention  may  be  used  for  the  service  of  the 
Government  without  consent  of  the  patentee,  but  in  that  case  the 
patentee  is  entitled  to  compensation,  to  be  paid  by  the  Govern- 
ment, the  amount  of  which,  in  case  of  dispute,  is  settled  by  arbitra- 
tion ;  and  a  patented  invention  of  essential  value  to  any  particular 
trade  or  industry  may  be  appropriated  to  private  use,  but  the' 
patentee  is  entitled  to  compensation,  to  be  paid  by  the  person 
using  the  invention,  the  amount  of  which,  in  case  of  dispute,  is 
settled  by  arbitration. 

The  examination  of,  and  decision  upon,  applications  rests 
with  a  Patent  Commission,  consisting  of  a  president  qualified  for 
the  bench,  and  five  members  (at  least)  experts  in  technical  pur- 
suits. 

Applicants  must  lodge  with  the  Patent  Commission  a  petition 
and  description  and  drawings  (in  duphcate)  of  the  invention  ;  if 
the  applicant  is  not  resident  in  Norway  he  must  appoint  a 
resident  attorney  to  represent  him.  The  specification  must  con- 
clude with  a  definite  statement  of  what  the  applicant  considers  to 
be  his  invention  and  wishes  to  protect. 

If  the  application  is  approved  it  is  advertised ;  the  papers  are 
open  to  the  public  inspection  during  eight  weeks,  and  any  person 
may  lodge  an  opposition  to  the  grant ;  the  Commission  then  decides 
upon  the  application,  and  if  the  applicant  is  dissatisfied  with  the 
decision  he  may  apply  for  the  reconsideration  of  the  matter,  and 
may  also  appeal  to  a  superior  Patent  Commission  of  seven 
members  appointed  for  that  purpose. 

The  invention  must  be  put  into  operation  in  Norway  within 
three  years  from  the  date  of  the  grant,  and  the  working  must  not 
be  afterwards  discontinued  for  one  year. 

A  register  of  assignments  is  kept  in  which  all  the  dealings 
with  patents  must  be  entered. 

Actions  may  be  brought  for  the  repeal  of  the  patent,  and 
against  infringers,  from  whom  damages  may  be  obtained  by  the 
patentee  as  well  as  penalties  by  the  Crown. 

Articles  made  abroad  according  to  the  patent  can  be  imported 
without  invalidating  the  grant. 

Obanoe  Fbee  State. 

The  Legislative  Council  have,  by  an  Ordinance  No.  10  of  1888, 
repealed  the  Ordinance  No.  12  of  1884,  and  have  established 
a  law  of  patents  similar  to  that  of  the  Transvaal  (See  page 
464.) 
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The  fees  for  obtaining  patents  are  also  similar,  except  that  the 
fee  payable  on  sealing  the  patent  is  not  less  than  lOZ.  or  more 
than  50^.  All  documents  must  be  in  the  Dutch  language,  and 
applications  have  to  be  advertised  at  the  applicant's  expense. 

Paraguay. 

There  is  no  special  law  enabling  inventions  to  be  patented  in 
this  country,  but  patents  can  be  obtained  by  inventors  whether 
citizens  or  strangers,  and  also  by  the  first  introducers  of  inven- 
tions from  abroad.    Patents  can  be  assigned  in  whole  or  in  part. 

All  new  discoveries  and  improvements  are  patentable,  and  no 
examination  is  instituted  prior  to  the  grant. 

Patents  date  from  the  day  of  the  grant.  The  term  fixed 
varies  from  five  to  ten  years,  and  is  fixed  by  Government  decree. 
Prolongations  of  the  original  terms  can  be  obtained  where  the 
circumstances  justify  such  prolongations. 

Legal  proceedings  can  be  taken  against  the  persons  infringing 
the  patent. 

Peru. 

Article  27  of  the  Constitution  declares  useful  discoveries  to  be 
the  property  of  the  authors,  and  that  introducers  may  enjoy  like 
privileges  for  limited  periods  granted  to  them. 

The  Law  of  January  28,  1869,  repeats  the  same  declaration, 
but  enacts  that  the  right  must  be  established  by  a  certificate  or 
patent.  The  duration  of  patents  is  not  to  exceed  ten  years,  and 
a  fee  of  about  201.  per  annum  is  payable  to  the  fund  of  public 
works  of  the  province  in  which  the  invention  is  exercised  or 
estabUshed. 

The  application  must  comprise  a  description  of  the  invention, 
with  plans  or  models,  and  a  clear  statement  of  the  principal  ob- 
ject, with  details  and  an  explanation  of  the  application,  the  term 
sought  for,  and  the  nature  of  the  security  offered  for  the  realisa- 
tion of  the  project. 

If  a  foreigner  is  an  applicant,  he  must  renounce  all  diplomatic 
intervention  and  submit  himself  absolutely  and  irrevocably  to  the 
laws  of  the  republic. 

An  official  inquiry  is  made  in  each  case,  and  the  Ministry  will 
girant  or  refuse  the  patent  upon  the  result. 

Prolongations  and  modifications  or  alterations  can  only  be 
granted  by  legislative  resolution. 

The  patents  are  null :  If  the  discovery,  invention,  or  applica- 
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tion  is  not  new,  or  the  application  is  not  for  new  industrial  pro- 
ducts or  new  applications  of  those  already  known ;  if  based  upon 
theoretical  or  scientific  principles,  methods,  systems,  or  disco- 
veries, the  industrial  application  of  which  is  not  indicated ;  if 
the  discovery  appears  to  be  contrary  to  law  or  order ;  if  the  appli- 
cation was  fraudulent ;  or  if  the  invention  cannot  be  carried  out 
according  to  the  description  lodged. 

The  invention  is  not  to  be  deemed  new  if  it  had  sufficient 
publicity  to  be  put  in  practice  in  Peru  or  abroad  prior  to  the  date 
of  application. 

The  patentee  will  lose  his  rights  if  the  annuity  is  not  paid,  if 
he  does  not  work  the  invention  within  two  years  from  the  date 
of  the  grant,  and  if  he  imports  from  abroad  articles  made  accord- 
ing to  the  patent. 

Persons  interested  may  demand  the  nullity  or  cessation  of  the 
patent,  and  such  demands  will  be  considered  by  the  Ministry. 

♦  Portugal. 

Boyal  decrees,  dated  December  81, 1852,  and  March  17, 1868, 
regulate  the  law  of  patents  in  Portugal,  including  the  Portuguese 
possessions  abroad.  Their  principal  provisions  are  to  the  follow- 
ing effect : — 

Authors  of  new  inventions,  whether  native  or  foreign,  are 
entitled  to  secure  an  exclusive  right  to  them  by  patent ;  but  the 
patent  will  be  no  guarantee  of  the  reality,  priority,  or  merit  of  the 
invention.  An  invention  can  be  patented,  though  in  use  in  foreign 
countries,  if  it  be  new  in  Portugal. 

The  duration  of  a  patent  privilege  cannot  exceed  fifteen  years ; 
but  the  inventor  may  obtain  it  for  a  less  period,  from  one  year 
upwards.  To  inventors  who  have  already  obtained  a  patent  in  a 
foreign  country,  no  longer  term  will  be  granted  than  is  sufficient 
to  make  up  fifteen  years  from  the  date  of  the  foreign  patent.  The 
importer  of  an  invention  (not  being  the  inventor  himself)  can  only 
obtain  a  patent  for  five  years. 

Prolongations  are  granted  when  demanded  within  the  term  of 
the  first  demand. 

On  applying  for  a  patent,  an  inventor  must  deliver  to  the 
proper  office  an  exact  description,  under  seal,  of  the  principles, 
means,  and  processes  which  constitute  the  invention,  with  the 
necessary  plans  in  duplicate,  sections,  and  drawings. 

A  patent  will  not  be  allowed  to  comprise  more  than  one  sub- 
ject-matter of  invention. 
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Articles  made  abroad,  according  to  the  invention,  can  be  im- 
ported  without  invalidating  the  grant,  but  patentees  are  required 
to  work  their  patents  officially  in  Portugal  within  two  years  from 
the  date  of  the  patent,  and  the  working  must  not  cease  for  two 
years.  The  law  does  not,  however,  require  actual  construction  in 
the  country.  An  imported  article  properly  vouched  by  an  inde- 
pendent  person  as  being  made  in  accordance  with  the  specification 
is  considered  to  be  a  sufficient  working,  whilst  advertisements  in 
the  newspapers  are  held  to  be  sufficient  evidence  of  subsequent 
workings. 

A  tax  of  5,000  reis  (about  285.)  is  imposed  in  respect  of  each 
year  of  the  patent,  and  is  paid  in  advance. 

Patent  rights  pass  by  assignment  or  by  will. 

A  patent  becomes  void  if  the  invention  be  not  carried  into 
effect  within  two  years,  or  if  the  manufacture  be  adjudged  & 
nuisance  by  a  competent  tribunal. 

Russia. 

The  law  as  to  privileges  for  inventions  in  Russia,  including 
Poland  and  Siberia,  but  excluding  Finland,  was  declared  by  an 
imperial  decree  of  June  17,  1812.  On  November  22,  1838,  the 
terms  of  this  decree  were  altered,  and  amendments  were  made : 
November  2, 1886 ;  July  8,  1887 ;  October  28,  1840 ;  August  15, 
1845 ;  July  7,  1852 ;  May  22,  1862  ;  July  11, 1864  ;  October  26, 
1864 ;  November  20,  1864  ;  February  16,  1867  ;  April  22,  1868 ; 
March  80, 1870 ;  June  7, 1872  ;  December  80,  1872 ;  January  10, 
1878  ;  October  20,  1874 ;  and  April  27,  1876. 

The  privQege  granted  for  discoveries,  inventions,  or  improve- 
ments  in  arts  and  manufactures  is  founded  upon  the  letters  patent 
and  a  certificate  (obtained  on  presenting  a  petition  to  Government 
accompanied  by  a  full  description  of  the  invention,  with  the 
drawings  belonging  to  it,  and  paying  the  Government  tax), 
which  certificate  states  that  the  invention  therein  mentioned  was 
presented  at  such  a  date  and  hour  to  the  Government,  and  that 
the  Government  tax  has  been  paid.  The  term  of  the  patent 
begins  from  the  day  of  issue  of  the  letters  patent,  but  infringers 
may  be  prosecuted  from  the  date  of  the  certificate  of  application. 

Patent  appHcations  are  subject  to  an  investigation  into  the 
novelty,  and  partly  into  the  merits  of  the  invention. 

No  patents  are  granted  for  munitions  of  war  (as,  for  instance, 
guns,  projectiles,  torpedoes,  etc.)  imless  adapted  to  other  purposes 
(as,  for  instance,  sporting  fire-arms,  metallic  cartridges,  etc.),  when 
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the  grant  will  be  made  subject  to  the  rights  of  the  Oovemment  to 
use  the  same  without  compensation. 

The  Government  does  not  guarantee  that  the  invention  belongs 
to  the  person  who  makes  the  appHcation ;  it  only  certifies  that 
for  the  same  invention  no  privilege  has  been  granted  to  anybody 
in  Bussia  before. 

The  privilege  granted  by  the  Government  does  not  prevent 
the  true  inventor  from  proving,  in  legal  form,  that  the  invention 
does  not  belong  to  the  person  who  obtained  the  patent  of  in- 
vention. 

Until  the  ownership  of  the  invention  is  contested  the  person 
to  whom  the  privilege  was  granted  has  a  right : 

1.  To  the  absolute  property  in  the  invention  for  the  specified 
time. 

2.  To  use  the  invention  himself,  and  to  sell  its  results  to  the 
public,  or  to  transfer  the  privilege  to  another  person. 

8.  To  prosecute  persons  infringing  the  privilege  in  the  courts 
of  law,  and  to  recover  an  indemnity  for  the  loss  sustained  by  the 
infringement. 

4.  To  treat  as  an  infringement  the  making  of  articles  in  a 
similar  manner,  even  with  improvements  upon  them,  as  long  as 
the  essential  parts  of  the  first  discovery  are  copied. 

The  appUcant  for  a  patent  privilege  must  deliver  to  the  Gov- 
ernment an  exact  description  of  his  invention,  with  all  essential 
details,  and  the  mode  of  carrying  it  into  effect ;  and  also  furnish 
the  necessary  plans  and  drawings,  not  keeping  back  anjthing 
requisite  to  be  known  to  enable  the  invention  to  be  carried  out. 
The  inventor  must  state  what  he  claims  as  novel.  If  the  invention 
relates  to  sporting  fire-arms,  or  surgical  instruments,  a  model  or 
specimen  will  be  required  in  most  cases. 

Inventions  made  in  foreign  countries  may  be  patented  in 
Bussia  when  no  detailed  description  has  been  published,  and 
when  the  inventions  have  not  been  already  introduced  into  the 
Bussian  Empire  and  the  foreign  patents  have  not  expired. 

A  patent  for  an  imported  invention  has  the  same  vahdity  as 
one  granted  for  an  invention  made  in  Bussia,  until  it  is  shown 
that  the  invention  had  been  brought  into  use  before  the  grant 
or  that  it  had  been  described  in  pubUshed  books  or  papers  in  such 
a  way  that  it  could  have  been  carried  into  effect  without  the 
patentee's  description. 

Patent  privileges  for  original  inventions,  whether  made  in 
Bussia  or  in  a  foreign  country,  patented  or  not  patented  abroad, 
are  granted  to  the  Bussian  or  foreign  inventor,  or  his  assignee,  for 
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three,  five,  or  ten  years  (the  extreme  limit),  at  the  option  of  the 
applicant.  Patent  privileges  applied  for  by  the  mere  importer  for 
inventions  still  remaining  mider  patent  protection  abroad  are 
granted  for  one,  two,  three,  four,  five,  or  six  years  (the  extreme 
limit),  at  the  option  of  the  applicant,  but  cannot  endure  beyond 
the  expiration  of  the  patent  taken  out  abroad  by  the  inventor 
himself.  The  Government  charges  amount  on  patents  of  inven- 
tion for  three  years  to  90  roubles,  for  five  years  to  150  roubles, 
and  for  ten  years  to  450  roubles ;  whilst  for  patents  of  importa- 
tion the  Government  charges  60  roubles  for  each  year  of  the 
duration  of  the  patent.  If  the  appHcation  be  refused  the  Govern- 
ment tax  is  refunded,  with  the  exception  of  firom  11  to  15  roubles 
for  the  advertisements  of  the  appUcation  in  the  newspapers. 

A  patent  will  be  void  when  it  is  shown  to  the  proper  tribunal 
that  a  patent  of  invention  has  been  applied  for  without  the  con- 
sent of  the  true  inventor,  or  that  the  invention  has  been  already 
practised  in  Russia,  or  that,  at  the  time  of  the  presentation  of  a 
petition  for  a  patent,  the  invention  had  been  previously  described 
in  books  or  periodicals  published  in  Eussia  or  elsewhere,  so  that 
it  might  have  been  carried  into  effect  without  further  descrip- 
tion. It  will  also  be  void  where  it  is  impossible  to  arrive  at  the 
promised  result  by  following  the  directions  of  the  patentee,  or  if 
the  certificate  of  working  has  not  been  filed  within  the  time  pre- 
scribed. 

No  power  of  attorney  is  required  for  the  person  applying  for 
the  patent  in  case  of  the  absence  of  the  inventor  or  importer. 

No  prolongation  of  the  term  originally  granted  can  be  ob- 
tained. For  improvements  in  a  patented  invention  a  new  patent 
must  be  applied  for.  An  invention  for  which  a  patent  has  been 
obtained  must  be  carried  into  effect  in  Russia  within  one  quarter 
of  the  term  for  which  the  patent  was  granted,  and  within  six 
months  after  this  a  certificate  of  working  from  some  local  autho- 
rity must  be  filed  at  the  Ministry  which  issued  the  patent.  To 
prove  the  working  of  the  patented  article,  it  may,  if  it  be  a  machine, 
be  imported,  but  if  the  patent  is  for  a  process,  the  manufacture 
must  be  carried  out  in  Russia. 


San  Salvadob  (Central  America). 

The  Constitution  gives  power  to  the  executive  to  grant  privi- 
leges to  the  authors  of  useful  inventions,  but  no  special  law  exists 
for  regulating  the  grant  of  such  privileges.    It  is  customary. 
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however,  for  the  executive  in  the  exercise  of  its  prerogative  to 
follow  the  practice  of  civilised  Govemments. 


•Spain. 

INCLUDIKa   THE   SPANISH   COLONIES  OF  CUBA,   POBTO   BICO,  AND   THE 

PHILIPPINE   ISLANDS. 

A  greatly  improved  law  with  respect  to  patents  for  inventions 
came  into  operation  on  Augast  1,  1878. 

Under  this  law  facihties  are  afforded  for  the  introduction  into 
Spain  of  numerous  inventions  which  the  restrictions  and  cost  of 
obtaining  patents  under  the  old  law  precluded.  A  valuable 
feature  of  the  present  law  is,  that  one  patent  includes  not  only 
Spain,  but  the  colonies  of  Cuba,  Porto  Bico,  and  the  Philippine 
Islands,  for  each  of  which  a  separate  and  most  costly  patent  was 
formerly  requisite.  To  render  the  patent  vahd  in  the  Spanish 
colonies  it  must  be  registered  in  the  Colonial  Office  at  Madrid. 

The  rights  of  foreigners  as  regards  obtainment  of  patents  are 
the  same  as  those  of  natives. 

Two  classes  of  patents  are  granted,  one  to  inventors,  and 
another  to  those  who,  without  being  inventors,  introduce  or 
import  a  new  industry  into  Spain  or  the  colonies. 

The  proprietorship  of  a  patent  is  hereditary,  and  can  be  sold 
or  negotiated,  just  as  any  other  property,  according  to  the  existing 
laws  in  Spain. 

Patents  are  granted  to  one  or  more  individuals,  or  to  a  society 
or  company. 

Patents  of  invention  are  granted  to  all  who  soHcit  them, 
without  previous  examination  as  to  the  novelty  or  usefulness  of 
the  invention. 

AppUcants  for  full-term  patents  in  Spain  must  file  their 
petition  before  their  inventions  are  published  or  made  known 
elsewhere,  so  that  the  invention  may  be  considered  new  in  Spain ; 
in  such  cases  the  patent  will  be  granted  for  twenty  years.  But 
if  the  appUcation  be  delayed  until  after  the  publication  has  taken 
place  in  any  other  country  the  appUcant  is  still  entitled  to  a 
ten  years*  patent  in  Spain,  provided  that  two  years  have  not 
elapsed  since  such  pubhcation.  Should  more  than  two  years  have 
elapsed  he  is  then  in  the  same  position  as  an  importer  or  intro- 
ducer of  the  invention,  and  can  only  obtain  a  five  yea/rs*  patent. 
The  introducer  not  being  the  inventor  is  not  entitled  to  a  grant 
for  more  than  five  years. 
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If  the  applicant  obtains  a  longer  time  than  he  is  legally  entitled 
to,  he  incurs  the  risk,  on  the  intervention  of  a  third  person,  of  the 
Courts  declaring  the  patent,  ipso  facto,  null  and  void.  But  the 
patentee  would  be  entitled  to  present  a  fresh  application  for  the 
term  then  open  to  him  under  the  law,  provided  no  other  appli- 
cation had  been  filed  in  the  meantime. 

The  annual  taxes  are  10  pesetas  (10  francs)  for  the  first  year ; 
20  pesetas  (20  francs)  the  second  year ;  80  pesetas  (80  francs)  the 
third  year,  and  so  on  successively,  each  year  10  pesetas  (10 
francs)  more  than  the  previous  year. 

The  following  documents  are  needed  on  application  for  a 
patent : — 

1st.  A  power  of  attorney  in  Spanish,  indicating  the  name  and 
residence  of  the  person  in  whose  name  the  patent  is  to  be 
granted. 

2nd.  A  complete  specification,  explaining  the  invention  and 
the  points  claimed.  The  patent  will  be  granted  on  the  point  or 
points  specified  in  the  claims.  The  references  to  weights  or 
measures  in  the  specifications  must  be  made  in  accordance  with 
the  French  metrical  system. 

8rd.  The  drawings  must  be  on  tracing  cloth,  in  black  ink, 
without  colours  or  colouring,  on  the  French  metrical  scale,  and 
in  dupUcate. 

If,  on  the  Patent  Office  authorities  examining  the  documents 
and  papers,  it  should  be  found  that  they  are  incomplete,  or  not 
presented  according  to  this  law,  two  months  will  be  allowed  to  the 
applicant  to  correct  the  error  if  the  inventor  resides  in  Europe ; 
four  months  if  he  resides  in  America ;  and  eight  months  if  he 
resides  in  Asia.  No  secrecy  will  be  observed,  as  formerly,  with 
regard  to  the  patents  granted.  The  specifications  and  drawings 
are  open  to  the  pubhc  in  the  Patent  Office  after  the  grant  has 
been  made. 

Certificates  of  addition  are  granted.  During  the  whole  term 
of  a  patent,  the  owner,  his  heirs,  or  the  person  representing  his 
rights  can  obtain  protection  for  improvements  on  or  additions 
to  his  original  patent.  No  annuities  are  payable  on  certificates 
of  addition,  but  the  further  improvements  protected  must  be  put 
into  working  in  the  same  way  as  the  original  patent,  and  either 
at  the  same  time  or  separately. 

The  certificates  of  addition  will  be  granted  and  considered  as 
parts  of  the  original  patents.  They  are  solicited  in  the  same 
manner  as  the  patent,  and  terminate  when  it  terminates.  In- 
stead of  soHciting  a  certificate  of  addition,  a  new  patent,  inde- 
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pendent  of  the  principal  one,  can  be  obtained  for  improve- 
ments. 

The  sale,  cession,  or  negotiation  of  patents  can  be  made 
before  a  notary  in  any  country.  If  the  cession  is  made  in  Spain 
a  special  power  must  be  sent  for  it.  If  the  cession  is  made  before 
a  foreign  notary,  out  of  Spain,  the  document  or  contract  must  be 
made  directly  in  Spanish,  or  must  be  officially  translated  at  the 
Spanish  Legation  or  Consulate. 

All  documents  sent  to  the  Patent  Office  department  must  be 
legaUsed  at  the  Spanish  Legations  or  Consulates  of  the  places 
whence  they  come.  In  the  contracts  of  sale  or  cession,  a  certifi- 
cate from  the  Patent  Office  of  Spain  must  be  transcribed  to  prove 
that  the  annual  taxes  on  the  patent  are  paid  up  to  the  date  of  the 
contract,  and  that  the  patent  is  in  full  force,  and  that  the  patentee 
has  not  disposed  of  his  interest.  The  sale  or  cession  of  the  patents, 
with  all  the  requisite  formalities,  must  be  registered  in  the 
Gobiemo-Civil  at  Madrid. 

Two  years  are  allowed  for  the  official  working  of  the  patent 
in  Spain,  but  this  term  can  be  prorogued  by  a  special  law  passed 
in  the  Cortes  to  that  effect ;  this  can  only  be  obtained  under  very 
exceptional  circumstances,  with  much  difficulty  and  at  great  cost. 

Patents  will  be  declared  void  when  their  owner  ceases  to  pay 
the  annual  charges,  or  when  he  has  not  proved  officially  that  he 
has  worked  the  patent  within  the  two  years. 

Patents  may  be  annulled  at  the  instance  of  a  third  person  and 
by  the  sentence  of  a  Spanish  court  in  case  it  is  proved  the 
invention  was  not  within  the  terms  of  the  law  when  appUed  for, 
or  if  the  specification  does  not  sufficiently  describe  the  manner 
in  which  the  invention  is  to  be  worked. 

A  patent  may  also  be  annulled  at  the  instance  of  a  third 
person  if  it  can  be  proved  that  the  invention  has  not  been  put  into 
operation  within  a  year  and  a  day  from  the  date  of  the  patent. 
Advertisements  of  the  invention  inserted  in  local  newspapers  are, 
however,  sufficient  to  prove  that  the  invention  had  been  intro- 
duced. Where  the  invention  is  in  actual  operation  in  Spain  or 
its  colonies  a  certificate  attested  by  a  notary  must  be  obtained 
from  the  seller  or  manufEusturer. 

The  infiringement  of  a  patent  is  punishable  with  a  fine.  All 
articles  wrongly  manufactured  under  the  patent  infringed  are  to  be 
delivered  to  tiie  rightful  owner  of  the  patent,  and  the  patentee 
has  a  right,  besides,  to  claim  damages.  If  the  infringer  is  not 
able  to  pay  the  fine,  he  will  be  imprisoned  for  a  proportionate 
length  of  time. 
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Counterfeiters  of  patents  will  be  also  punished  according  to 
the  Spanish  Criminal  Code. 

Governors  of  the  Spanish  colonies  can  no  longer  grant 
patents. 

•  Sweden. 

Patents  for  new  inventions  of  industrial  products  or  for  special 
methods  for  the  manufacture  of  such  products  are  granted  in 
Sweden  under  a  law  of  May  16, 18B4.  An  invention  is  not  con- 
sidered to  be  new  if,  before  the  apphcation  for  a  patent,  the  in- 
vention is  already  by  pubHcation  or  working  so  far  known  that  it 
can  be  worked  by  experts,  but  publication  in  print  or  by  exhibition 
in  an  international  exhibition  will  not  for  a  period  of  six  months 
before  the  lodging  of  the  Swedish  apphcation  prevent  the  grant 
of  a  patent. 

The  apphcant  must  be  the  first  inventor,  or  a  person  who  has 
properly  obtained  the  rights  from  him. 

Patents  of  addition  are  granted. 

Patents  are  granted  for  fifteen  years  from  the  date  of  the  ap- 
plication. 

A  fee  of  50  crowns  {21,  15s,)  is  to  be  paid  on  lodging  the 
application  and  a  fee  of  25  crowns  (IZ.  75.  6d,)  at  the  grant. 
Annuities  must  also  be  paid  :  25  crowns  {11,  7s.  Qd,)  during  each 
of  the  2nd,  8rd,  4th,  and  6th  years,  60  crowns  {21.  15s,)  during 
each  of  the  next  five  years,  and  76  crowns  {il.  2s.  9d.)  during 
each  of  the  last  five  years. 

The  patent  has  no  effect  against  persons  who  have  used  the 
invention  or  have  made  the  necessary  preparations  for  the  use 
of  the  same  before  the  lodging  of  the  apphcation. 

A  patented  invention  may  be  used  for  the  public  service  or  the 
Government  without  the  consent  of  the  patentee,  but  in  that  case 
the  patentee  is  entitled  to  full  compensation,  which,  in  case  of 
dispute,  is  settled  by  arbitration. 

The  examination  and  decision  upon  appHcations  rests  with 
the  Patent  Office,  consisting  of  a  commissioner,  a  chief-engineer, 
and  a  number  of  engineers. 

Apphcants  must  lodge  with  the  Patent  Office  a  petition, 
specification  with  claims  and  drawings,  in  dupHcate.  If  the 
apphcant  is  not  resident  in  Sweden  he  must  appoint  a  resident 
attorney  to  represent  him. 

If  the  apphcation  is  approved  it  is  advertised  and  the  papers  are 
open  to  the  pubhc  inspection  during  two  months,  and  any  person 
may  lodge  an  opposition  to  the  grant ;  the  Patent  Office  then  de- 
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cides  upon  the  application.    If  the  application  is  rejected,  the 
applicant  may  appeal  to  the  King. 

The  patented  invention  must  be  commercially  worked  in 
Sweden  within  three  years  from  the  grant  of  the  patent,  and  this 
working  must  not  be  afterwards  discontinued  for  one  year.  The 
time  for  the  working  may,  upon  application  to  the  Patent  Office, 
be  prolonged  to  four  years. 
f  Assignments  must  be  registered. 

Actions  may  be  taken  for  the  repeal  of  the  patent  and  against 
infringers,  from  whom  damages  may  be  recovered  by  the  patentee 
as  well  as  penalties  by  the  Crown. 

Articles  made  abroad  according  to  the  patent  can  be  imported 
without  invalidating  the  grant. 

•  Switzerland. 

The  Swiss  Confederation  has,  by  a  law  which  came  into  force 
Nov.  15, 1888,  provided  for  the  grant  of  patents  for  inventions. 

Patents  are  granted  for  fifteen  years  from  date  of  application, 
subject  to  the  payment  in  advance  of  annuities  of  20  francs  for  the 
first  year,  80  for  the  second,  40  for  the  third,  and  so  on  up  to  the 
fifteenth  year. 

Patents  of  addition  are  granted  upon  payment  of  a  single  tax 
of  20  firancs. 

Patents  are  forfeited  if  the  annual  taxes  are  not  paid  within 
three  months  from  their  falling  due,  and  are  liable  to  forfeiture 
if  the  invention  is  not  carried  into  practice  in  Switzerland  within 
three  years  from  the  grant,  or  if  the  patented  article  is  imported 
from  abroad,  the  patentee  having  refused  equitable  offers  for  Swiss 
licences. 

Patents  will  also  be  declared  null  if  the  invention  is  not  new 
or  cannot  be  carried  into  effect,  if  the  patentee  is  not  the  inventor 
or  his  successor,  if  the  title  of  the  patent  is  misleading  with 
fraudulent  intent,  and  if  the  specification  is  not  sufficient  or  does 
not  accord  with  the  model.  Any  interested  person  can  bring  an 
action  for  annulment. 

Applicants  for  patents  not  residing  in  Switzerland  must 
appoint  an  agent  of  Swiss  domicile. 

A  patentee  finding  he  cannot  work  his  invention  without 
using  a  previously  patented  invention  may  obtain  a  licence  if 
three  years  have  lapsed  since  the  lodging  the  application  for  the 
first  patent ;  if  such  licence  is  granted  the  proprietor  of  the  first 
patent  may  also  obtain  a  licence  to  use  the  improvement. 
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When  the  public  interest  requires  it,  the  Federal  Assemblj 
may,  at  the  request  of  the  Federal  Council  or  of  a  Canton,  decree 
the  appropriation  of  a  patent  at  the  expense  of  the  Confederation 
or  of  a  Canton  for  the  common  use  of  the  republic,  upon  payment 
to  the  patentee  of  an  indemnity  fixed  by  the  Federal  tribunal. 

AppHcation  for  the  patent  must  be  made  to  the  Federal  Office 
of  Industrial  Property ;  the  appHcation  must  be  in  German,  French, 
or  Italian,  and  must  be  hmited  to  a  single  principal  inyention 
with  details,  and  must  be  accompanied  by  a  specification,  with 
drawings,  if  necessary,  and  proof  that  a  model  of  the  invention 
or  the  article  itself  exists,  and  the  application  fee  of  40  francs, 
together  with  10  francs  for  the  examination  if  no  model  is  pro- 
duced.   The  Federal  Council  may  also  require  a  model. 

A  provisional  patent  for  two  years  may  be  obtained. 

The  complete  patent  must  be  obtained  within  the  term  of  the 
provisional  patent. 

A  register  of  patents  granted  is  kept  in  which  all  changes 
relating  to  the  existence,  ownership,  and  enjoyment  of  the  patent 
are  entered,  and  a  note  is  also  made  in  the  register  of  the  lapsing, 
nullity,  and  appropriation  of  the  patent,  as  well  as  of  all  com- 
pulsory hcences  granted. 

Articles  manufactured  under  the  patent,  or  the  packages 
containing  the  articles,  are  to  be  marked  with  the  Federal  Cross 
and  the  number  of  the  patent. 

The  Federal  Office  publishes  the  descriptions  and  drawings 
annexed  to  appUcations ;  this  publication  may  be  postponed  for 
six  months  to  allow  of  taking  out  foreign  patents. 

Civil  or  criminal  proceedings  may  be  taken  against  infringers 
and  against  persons  assisting  infringers,  against  persons  who 
have  refused  to  disclose  the  origin  of  infringing  articles  found  in 
their  possession,  and  against  persons  who  have  wrongfully  put 
upon  their  commercial  papers,  notices,  or  products  indications 
tending  to  cause  beUef  in  the  existence  of  a  patent  when  none 
exists. 

Provision  is  made  for  placing  Switzerland  under  the  terms  of 
the  International  Convention,  and  for  the  protection  of  inventions 
exhibited  in  national  or  international  exhibitions  in  Switzer- 
land. 

Transvaal  (South  African  Republic). 

Letters  patent  for  this  state  are  granted  under  a  law  of  June  1, 
1887. 

All  persons,  whether  citizens  or  aliens,  can  obtain  letters  patent 
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for  new  industrial  inventions.     Corporations  and  companies  of 
which  the  inventor  is  a  member  have  the  same  rights. 

Application  may  be  made  in  general  terms  at  the  office  of  the 
Attorney-General  in  the  language  of  the  Act,  and  must  be  accom- 
panied by  a  description  of  the  invention  in  Dutch  and  by  payment 
of  the  fee  undermentioned.  Upon  this  application  being  accorded 
provisional  protection  is  obtained  for  six  months,  or  the  applicant 
may  lodge  a  detailed  description,  upon  which  he  may  also  obtain 
provisional  protection.  The  applicant  cannot  take  any  proceed- 
ings until  the  patent  is  sealed. 

When  the  applicant  is  desirous  of  completing  his  patent  he 
must  give  notice  of  his  intention  to  proceed :  this  notice  is  ad- 
vertised, and  persons  desirous  of  opposing  can  then  do  so.  Oppo- 
sitions are  heard  by  the  Attorney-General,  who  can  call  in  expert 
assistance.  The  Attorney-General  then-  issues  his  certificate, 
upon  which  the  letters  patent  are  sealed. 

The  sealing  will  be  refused  if  the  application  for  it  is  made 
more  than  three  months  after  the  date  of  the  Attorney-General's 
certificate,  or  if  the  application  is  made  after  expiration  of  the 
term  of  provisional  protection. 

Patents  are  granted  for  fqurteen  years,  subject  to  the  payment 
of  additional  duties  at  the  end  of  three  and  of  seven  years. 

The  patent  will  cease  with  the  expiration  of  any  prior  foreign 
patent  for  the  same  invention. 

Alterations  in  specifications  by  way  of  effacing,  improving, 
or  adding  thereto  may  be  made  on  application  to  the  Attorney- 
General  for  that  purpose. 

Proceedings  may  be  taken  to  obtain  grants  of  compulsory 
licences  where  the  patent  right  is  not  used  in  the  state,  or  where 
the  ordinary  demand  for  the  patented  article  cannot  be  supplied, 
or  where  anyone  is  prevented  from  deriving  the  fall  benefit  of  an 
invention  in  his  possession. 

The  Act  gives  power  to  grant  prolongations  for  additional 
terms  (not  exceeding  fourteen  years)  if  applied  for  six  months 
prior  to  the  expiration  of  the  original  term. 

Registers  of  patent  deeds  and  of  proprietors  of  patents  are  kept, 
and  all  transfers,  hcences,  etc.,  must  be  entered  therein. 

Apphcations  to  the  High  Court  may  be  made  by  the  Attorney- 
General  and  by  persons  interested  for  the  cancellation  of  a  patent 
upon  the  usual  grounds. 

A  penalty  not  exceeding  251.  is  imposed  upon  any  person 
selling  an  article  as  patented  which  has  not  been  patented,  and  a 
penalty  not  exceeding  501,  is  imposed  upon  any  person  selling 
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an  article  as  having  a  patent  right  for  it,  when  another  pexson 
has  the  patent  right. 

Actions  for  infringements  must  be  taken  in  the  High  Ck>iirt, 
and  the  Act  gives  fall  directions  as  to  pleadings  and  the  condaci 
of  such  proceedings. 

The  lawful  representatives  of  a  deceased  inventor  may  obtain 
a  patent  right  for  the  invention  on  making  application  within  six 
months  of  the  death. 

Protection  for  inventions  shown  at  international  or  industrial 
exhibitions  is  provided  for. 

The  Government  may  demand  from  the  inventor  a  model 
of  his  invention  at  any  time  on  paying  the  cost  of  making 
same. 

The  fees  payable  for  pateiits  are : 

On  the  deposit  of  the  application  •  £1    Is. 

issuing  of  certificate        .  •         11 

sealing  the  patent            •  .         11 

Before  the  expiration  of  three  years  •         6    0 

„      »          ,f         tt    ten      „  .  10    0 

*  Tunis. 

The  Law  of  December  26,  1888,  provides  for  the  protection 
of  inventions  by  patents  for  terms  of  five,  ten,  or  fifteen  years, 
subject  to  an  annual  tax  of  100  piastres. 

Petition  must  be  made  to  the  Prime  Minister,  accompanied  by 
a  specification  in  French,  and  drawings  (in  duplicate),  together 
with  100  piastres.  Notice  of  the  application  is  then  published, 
and  oppositions  can  be  entered  within  two  months.  The  specifi- 
cations, drawings,  and  models  are  open  to  pubhc  inspection. 

Alterations,  improvements,  and  additions  maybe  made  by  the 
patentee  or  person  entitled  to  the  patent  during  its  whole  term. 
Certificates  of  addition  are  given  subject  to  payment  of  a  fee  of 
20  piastres.  None  but  the  patentee  or  persons  interested  through 
him  can,  during  the  first  year,  legally  obtain  patents  for  alterations, 
additions,  or  improvements,  the  original  patentee  having  the 
preference  for  that  year. 

Patents  may  be  assigned  in  whole  or  in  part  by  notarial  deeds, 
and  all  assignments  must  be  registered.  Licensees  of  the  original 
patent  have  the  benefit  of  all  certificates  of  addition. 

Protection  is  given  to  inventions  exhibited  at  pubhc  exhibi- 
tions. 

Foreigners  may  obtain  patents,  but  where  a  patent  has  been 
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already  granted  abroad,  the  duration  of  the  Tunis  patent  must 
not  exceed  that  of  the  foreign  patent. 

Patents  are  null  if  the  invention  is  not  new,  if  the  title  of  the 
patent  is  fraudulent,  and  if  the  specification  is  insufficient.  No 
invention  is  considered  new  which  has  been  pubhshed  in  Tunis 
or  abroad  before  the  date  of  the  appUcation,  sufficiently  to  enable 
it  to  be  worked. 

The  patentee  is  deprived  of  his  rights :  On  non-payment  of  the 
annuity  before  the  beginning  of  each  year ;  if  the  invention  is  not 
worked  within  two  years  from  the  date  of  the  patent,  or  has  ceased 
to  be  worked  for  two  consecutive  years,  or  where  the  patentee  has 
introduced  into  Tunis  articles  manufactured  in  foreign  countries 
similar  to  those  which  are  protected  by  the  patent ;  but  authority 
may  be  obtained  for  the  introduction  of  models  or  of  articles 
intended  for  pubhc  exhibitions  or  for  trials. 

Whoever  calls  himself  patentee  having  no  patent,  or  who, 
being  a  patentee,  mentions  his  patent  without  the  words  '  without 
guarantee  of  the  Tunisian  Government,'  is  liable  to  a  fine. 
Action  can  be  taken  for  the  annulment  of  the  patent  by  any 
l^erson  interested, 

Infringers  can  be  prosecuted  and  punished  by  fine,  and,  in  the 
case  of  a  workman  or  an  associate  of  a  workman  of  the  patentee, 
by  imprisonment. 

Turkey. 

The  Ottoman  Government  grants  patents  to  natives  or 
foreigners  for  five,  ten,  or  fifteen  years,  subject  to  an  annual  tax 
of  two  Turkish  pounds,  but  the  Turkish  patent  will  expire  with 
the  termination  of  any  earlier  foreign  patent.  Pharmaceutical 
compounds  or  medicines  and  financial  combinations  are  not 
patentable,  and  the  inventions  must  not  have  been  pubhshed  in 
Turkey  or  abroad.  The  appUcant  for  a  patent  must  supply  a 
petition,  a  description  and  drawings,  or  samples  to  explain  the 
invention.  The  petition  must  be  hmited  to  a  single  object,  with 
the  details  which  form  part  of  it,  and  must  indicate  the  term  for 
which  the  patent  is  solicited.  The  term  of  the  patent  is  reckoned 
from  the  date  of  filing  the  application.  Patents  are  granted 
without  examination  and  at  the  inventor's  own  risk.  Inventions 
relating  to  instruments  of  warfare  are  submitted  to  the  War 
Department,  and  such  as  are  approved  by  the  department  are 
bought  by  the  State.  Inventions  of  this  kind  which  are  not 
favourably  reported  upon  are  rejected. 
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The  term  of  the  patent  can  only  be  prolonged  by  special 
legislation. 

Certificates  of  alteration,  addition,  or  improyement  are 
granted.  The  patentee  is,  however,  alone  entitled  to  receive  a 
certificate  of  addition  during  the  first  year  of  his  patent.  If  such 
applications  are  made  by  others  they  will  be  kept  secret  until  the 
first  year  of  the  patent  has  expired,  and  will  then  be  granted. 

Patents  may  be  assigned  in  whole  or  in  part  by  a  deed  of 
assignment,  which  must  be  registered  with  the  Minister  of  Com> 
merce ;  and  the  specifications,  drawings,  and  models  are  acces- 
sible to  the  pubUc,  and  may  be  copied. 

Patents  are  invahd  when  the  invention  is  not  new  or  when 
they  are  for  mere  principles,  when  the  invention  is  contrary  to 
public  morals,  when  the  title  of  the  patent  is  fraudulently  mis- 
leading, or  when  the  specification  is  insufficient.    Patents  wUl 
become  void  in  default  of  payment  of  the  annuities,  when  the 
invention  is  not  worked  in  Turkey  within  two  years  from  the  date  of 
the  patent,  or  if  the  working  is  thereafter  discontiuued  for  two  con- 
secutive years,  unless  the  patentee  can  show  cause  to  justify  his 
inaction,  or  by  the  introduction  of  articles  manufactured  abroad 
according  to  the  invention,  unless  by  special  authorisation  of  the 
Government. 

Any  interested  person  may  bring  an  action  before  the  Tri- 
bunal of  First  Instance  to  rescind  the  patent,  and  infringers  of 
patents  are  liable  to  a  fine  of  from  five  to  one  hundred  Turkish 

pounds. 

Ubuguay. 

The  Law  of  November  12,  1885,  authorises  the  executive  to 
grant  patents  for  inventions  for  terms  of  three,  six,  or  nine  years 
at  the  applicant's  option,  and  subject  to  an  annual  payment  of 
25  dollars.  After  the  grant  is  made  the  executive  fixes  a 
period  within  which  the  patented  invention  must  be  worked  in 
Uruguay. 

Application  for  the  patent  must  be  made  by  petition  to  the 
Minister  of  the  Interior,  stating  the  term  desired,  accompanied 
by  a  specification  and  specimens,  drawings,  or  models.  The 
Patent  Office  is  to  pubhsh  every  two  years  all  the  privileges 
granted,  with  the  specifications  and  drawings. 

Patents  of  addition  may  be  obtained.  Patents  may  be  assigned 
by  public  deed. 

Provision  is  made  for  nullity  and  forfeiture  of  patents,  and  for 
the  protection  of  patentees  agaiust  infringements. 

A  register  of  patents  is  kept. 
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Venezuela. 


A  law  of  May  25,  1882,  provides  for  the  grant  of  patents  for 
five,  ten,  or  fifteen  years  for  inventions  not  already  known  and 
used  in  the  country,  or  patented  or  described  in  a  printed  publi- 
cation in  the  republic  or  abroad,  or  having  been  in  public  use  for 
more  than  two  years  prior  to  the  appHcation,  unless  such  use  has 
been  abandoned. 

Applications  for  patents  must  be  addressed  to  the  Federal 
executive  power  through  the  Minister  of  the  Interior.  The 
applicant  must  declare  on  oath  that  he  is  the  inventor.  The 
patent  for  an  original  invention  is  subject  to  payment  of  about 
80  francs  per  annum  for  the  whole  term  of  the  patent. 

Persons  who  have  obtained  patents  in  foreign  countries  can 
obtain  patents  for  Venezuela,  but  such  patents  are  only  granted 
for  the  number  of  years  the  foreign  patent  has  to  run. 

The  description  of  the  invention  patented  is  published  in  the 
Official  Gazette  after  the  expiration  of  the  patent,  or  after  the 
patent  is  declared  null. 

Actions  for  infringements  may  be  tried  before  the  Federal 
tribunals. 
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The  term  of  the  patent  can  only  be  prolonged  by  special 
legislation. 

Certificates  of  alteration,  addition,  or  improyement  are 
granted.  The  patentee  is,  however,  alone  entitled  to  receive  a 
certificate  of  addition  during  the  first  year  of  his  patent.  If  snch 
applications  are  made  by  others  they  will  be  kept  secret  until  the 
first  year  of  the  patent  has  expired,  and  will  then  be  grajited. 

Patents  may  be  assigned  in  whole  or  in  part  by  a.  deed  of 
assignment,  which  must  be  registered  with  the  Minister  of  Com- 
merce ;  and  the  specifications,  drawings,  and  models  are  acces- 
sible to  the  pubHc,  and  may  be  copied. 

Patents  are  invalid  when  the  invention  is  not  new  or  when 
they  are  for  mere  principles,  when  the  invention  is  contrary  to 
pubHc  morals,  when  the  title  of  the  patent  is  fraudulently  mis- 
leading, or  when  the  specification  is  insufficient.    Patents  will 
become  void  in  default  of  payment  of  the  annuities,  when  the 
invention  is  not  worked  in  Turkey  within  two  years  from  the  date  of 
the  patent,  or  if  the  working  is  thereafter  discontinued  for  two  con- 
secutive years,  unless  the  patentee  can  show  cause  to  justify  his 
inaction,  or  by  the  introduction  of  articles  manufactured  abroad 
according  to  the  invention,  unless  by  special  authorisation  of  the 
Government, 

Any  interested  person  may  bring  an  action  before  the  Tri- 
bunal of  First  Instance  to  rescind  the  patent,  and  infringers  of 
patents  are  Hable  to  a  fine  of  from  five  to  one  hundred  Turkish 

pounds. 

Uruguay. 

The  Law  of  November  12,  1885,  authorises  the  executive  to 
grant  patents  for  inventions  for  terms  of  three,  six,  or  nine  years 
at  the  applicant's  option,  and  subject  to  an  annual  payment  of 
25  dollars.  After  the  grant  is  made  the  executive  fixes  a 
period  within  which  the  patented  invention  must  be  worked  in 
Uruguay. 

Application  for  the  patent  must  be  made  by  petition  to  the 
Minister  of  the  Interior,  stating  the  term  desired,  accompanied 
by  a  specification  and  specimens,  drawings,  or  models.  The 
Patent  Office  is  to  pubUsh  every  two  years  all  the  privileges 
granted,  with  the  specifications  and  drawings. 

Patents  of  addition  may  be  obtained.  Patents  may  be  assigned 
by  public  deed. 

Provision  is  made  for  nulHty  and  forfeiture  of  patents,  and  for 
the  protection  of  patentees  against  inMngements. 

A  register  of  patents  is  kept. 
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Venezuela. 


A  law  of  May  25,  1882,  provides  for  the  grant  of  patents  for 
five,  ten,  or  fifteen  years  for  inventions  not  already  known  and 
used  in  the  country,  or  patented  or  described  in  a  printed  publi- 
cation in  the  republic  or  abroad,  or  having  been  in  pubhc  use  for 
more  than  two  years  prior  to  the  application,  unless  such  use  has 
been  abandoned. 

AppHcations  for  patents  must  be  addressed  to  the  Federal 
executive  power  through  the  Minister  of  the  Interior.  The 
applicant  must  declare  on  oath  that  he  is  the  inventor.  The 
patent  for  an  original  invention  is  subject  to  payment  of  about 
80  francs  per  annum  for  the  whole  term  of  the  patent. 

Persons  who  have  obtained  patents  in  foreign  countries  can 
obtain  patents  for  Venezuela,  but  such  patents  are  only  granted 
for  the  number  of  years  the  foreign  patent  has  to  run. 

The  description  of  the  invention  patented  is  pubhshed  in  the 
Official  Gazette  after  the  expiration  of  the  patent,  or  after  the 
patent  is  declared  null. 

Actions  for  infringements  may  be  tried  before  the  Federal 
tribunals. 
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ABROAD. 

Since  the  Imperial  Government  declined  in  the  year  1852  to  issue 
any  grants  of  patents  for  the  colonies,  most  of  our  possessions 
abroad  have  themselves  established  patent  laws,  principally  framed 
upon  the  British  law.  The  number  of  patents  granted  in  Canada, 
India,  and  the  Australian  colonies  is  large  and  is  increasing.  It 
will  be  seen  from  the  following  abstracts  that  there  is  now  no 
important  colony  in  which  inventions  cannot  be  protected. 

By  an  Order  in  Council  dated  February  8, 1890,  New  Zealand 
is  made  a  party  to  the  International  Convention  for  the  Protec- 
tion of  Industrial  Property.  Victoria,  Queensland,  Tasmania, 
and  Natal  are  the  only  other  colonies  which  have  at  present 
passed  the  necessary  laws  to  enable  them  to  join  the  convention. 

The  Bahama  Islands. 

The  Colonial  Act,  52  Vict.  cap.  28,  assented  to  May  28, 1889, 
makes  provision  for  protecting  inventions  in  these  islands. 

Every  person  desirous  of  obtaining  letters  patent  must  file  a 
complete  specification  in  the  ofiice  of  the  Begistrar  of  Records, 
and  must  pay  to  the  registrar  8^.  Persons  residing  abroad  must 
file  with  the  specification  a  certified  copy  of  any  letters  patent 
which  they  have  obtained  abroad  for  the  same  invention.  The 
applicant  must,  within  ten  days  after  filing  his  complete  specifica- 
tion, present  a  petition  to  the  €rovemor,  accompanied  by  a  copy  of 
the  specification,  praying  for  the  grant.  The  Governor  will  there- 
upon issue  letters  patent  for  the  invention  for  the  term  of  seven 
years,  unless  he  is  of  opinion  the  invention  is  not  new,  is  not 
patentable  in  law,  is  already  in  the  possession  of  the  public,  has 
been  previously  described  in  a  printed  publication,  or  has  already 
been  patented  in  the  colony.  Specifications  are  open  to  the 
public  in  the  office  of  the  Begistrar  of  Becords. 

Legal  proceedings  for  infringement  may  be  taken  in  the  Courts 
of  the  islands,  the  remedies  being  similar  to  those  given  by  the 
English  law,  and  the  defendant  may  plead  any  matter  which  can 
be  pleaded  in  English  Courts. 
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Where  the  invention  is  not  brought  into  operation  within 
three  years  after  filing  the  specification,  the  exclusive  privilege  is 
forfeited  and  ceases  to  exist. 

Patents  are  assignable,  in  whole  or  in  part,  by  instruments 
in  writing,  which  must  be  registered  in  the  office  of  the  Registrar 
of  Records. 

Upon  application  to  the  Governor  in  Council  patents  may  be 
renewed  for  a  further  term  of  seven  years  on  payment  of  lOZ., 
and  for  a  third  term  of  seven  years  on  payment  of  20/. 

Registers  of  patents  and  of  proprietors  are  kept  at  the  office 
of  the  Registrar  of  Records,  in  which  the  grants  of  patents, 
assignments,  and  hcences  are  entered.  Writs  of  scire  facias  to 
repeal  patents  may  be  issued  to  the  Provost  Marshal  if  the 
grantee  resides  in  the  colony  ;  if  not  resident,  such  writs  are  to 
be  filed  in  the  office  of  the  prothonotary  of  the  General  Courfe, 
and  notice  thereof  in  writing  is  to  be  served  at  the  last  known 
residence  or  place  of  business  of  the  grantee. 


Barbados. 

An  Act  dated  December  12,  1888,  amended  by  an  Act  of  1888, 
provides  for  the  grant  of  privileges  to  inventors. 

Every  person  filing  a  complete  specification  of  his  invention, 
with  a  copy,  in  the  Colonial  Secretary's  Office  of  the  island,  and 
paying  a  fee  of  8Z.  65.  8(2.,  is  entitled  to  the  exqlusive  right  of  the 
invention  for  a  term  of  seven  years. 

The  privileges  may  be  protected  from  infinngement  by  proceed- 
ings taken  in  the  courts  of  the  island,  the  pleadings  and  proceed- 
ings being  similar  to  those  taken  in  the  High  Court  of  Justice  in 
England. 

The  exclusive  privilege  will  be  void  unless  the  invention  is 
new,  in  case  the  applicant  is  not  the  first  and  true  inventor,  or  if 
at  the  time  the  specification  was  filed  the  invention  was  well 
known  elsewhere,  and  also  known  to  some  other  person  or  persons 
in  the  island. 

The  exclusive  right  will  cease  if  the  invention  is  not  brought 
into  operation  in  the  island  within  three  years  after  filing  the 
specification. 

The  privilege  may  be  renewed  for  two  additional  terms  of  seven 
years  each  on  application  being  made  before  the  expiration  of 
the  original  or  renewed  privilege,  and  on  payment  of  lOL  for  the 
second  term,  and  20Z.  for  the  third  term. 


472         BORNEO  (BRITISH  NORTH)— BRITISH  GUIANA 

Articles  made  abroad  according  to  the  invention  protected 
can  be  imported  withoat  invalidating  the  privilege  granted. 


Borneo  (Bbitibh  Nobth). 

The  Governor  of  British  North  Borneo,  by  Proclamation  1  of 
1887,  enacted  that  the  Ordinance  of  the  Legislative  Gomicil  of  the 
Straits  Settlements  numbered  XII.  of  1871 ,  entitled  'An  Ordinance 
for  granting  exclusive  privileges  to  inventors,'  was  adopted  as 
the  law  of  British  North  Borneo,  and  any  reference  to  persons, 
places,  or  subjects  in  the  said  Ordinance  should  be  taken  as  refer- 
ring to  corresponding  or  analogous  persons,  places,  or  subjects 
within  British  North  Borneo.  (The  Straits  Settlements  Law 
is  given  at  p.  494.) 

Bbitish  Guiana. 

The  law  relating  to  patents  is  governed  by  an  ordinance  dated 
July  12,  1861,  No.  18. 

Every  inventor  desirous  of  obtaining  a  patent  must  petition 
the  Governor  for  the  grant.  The  form  of  the  documents  is  very 
similar  to  those  in  use  in  Great  Britain,  and  the  proceedings 
under  the  petition  are  also  similar,  there  being  a  reference  to  the 
Attorney-General,  whose  duties  in  respect  to  patents  nearly 
resemble  those  of  the  same  officer  at  home.  Provisional  protec- 
tion is  granted  for  twelve  months.  The  patent  expires  with 
the  expiration  of  an  earlier  patent  for  the  same  invention  else- 
where. 

The  conditions  of  the  patents  granted  are  nearly,  if  not 
precisely,  similar  to  those  of  the  British  grants.  A  duty  of 
100  dollars  is  payable  in  the  seventh  year  of  the  term.  The 
patent  is  granted  for  fourteen  years,  and  the  Governor  has  power 
to  prolong  the  patent  for  a  term  not  exceeding  seven  years.  A 
further  duty  of  100  dollars  is  payable  on  sealing  a  patent  for  a 
prolongation. 

The  ordinance  also  contains  provisions  as  to  disclaimers  similar 
to  those  in  operation  at  home.  Proceedings  for  infringement 
must  be  taken  in  the  Supreme  Court  of  the  island,  or  before  the 
Chief  Justice.  Confirmation  of  a  patent  can  be  obtained  when  the 
patentee  is  proved  not  to  be  the  first  inventor,  though  he  believed 
himself  to  be  so.  The  letters  patent  will  not  prevent  the  use  of 
the  invention  in  foreign  ships  resorting  to  the  ports  of  the 
colony. 
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British  Hokdubas. 


Patents  are  granted  for  this  colony,  under  the  Act  for  amending 
the  law  for  granting  patents  for  inventions,  dated  September  10, 
1862,  now  chapter  74  of  the  consolidated  laws  of  British  Hon- 
duras. 

The  provisions  of  this  Act  bear  a  general  resemblance  to  those 
in  the  British  Patent  Law  Amendment  Act  of  1852.  Commis- 
sioners of  patents  for  inventions  are  appointed,  who  have  power 
to  make  rules  regulating  grants.  Every  applicant  must  petition 
ihe  Commissioners,  and  the  petition  and  accompanying  specifi- 
cation are  referred  to  the  Attorney-General  for  the  colony.  The 
applicant  can  lodge  either  a  provisional  or  a  complete  specification 
in  the  first  instance.  The  Attorney- General  grants  a  certificate  of 
allowance,  which  certificate  is  filed  in  the  office  of  the  Colonial 
Secretary,  whereupon  the  invention  is  protected  for  six  months. 
This  protection  is  advertised,  and  the  applicant  is  at  liberty  to 
give  notice  to  proceed ;  and,  on  the  expiration  of  the  time  allowed 
for  oppositions,  letters  patent  are  granted  for  fourteen  years. 
The  letters  patent  are  void  unless  duties  are  paid  at  the  expiration 
of  three  and  seven  years  from  the  grant.  The  letters  patent 
expire  on  the  determLtion  of  any  earUer  patent  granted  for  the 
invention  in  Great  Britain  or  in  any  foreign  country  or  British 
colony.  The  letters  patent  will  not  prevent  the  use  of  the  inven- 
tion in  foreign  ships  within  the  ports  of  the  colony.  This  Act  also 
provides  for  a  *  Register  of  Patents  *  and  a  *  Register  of  Proprie- 
tors '  being  kept.  AH  assignments  and  licences  must  be  registered. 
Patentees  may  also  enter  disclaimers  or  memoranda  of  alteration. 
The  Commissioners  of  Patents  are  authorised  to  grant  prolonga- 
tions of  the  original  term  not  exceeding  fourteen  years.  Actions 
for  infidngements  must  be  brought  in  the  Supreme  Court  of  the 
'Colony. 

The  Government  fees  are : 

Dollars 
On  sealing  letters  patent         ...  80 

Third  year's  duty  .  .         ,         .  50 

Seventh  year's  duty      ....         100 

Canada. 

The  Law  of  Patents  for  the  Dominion  of  Canada  is  regulated 
hy  the  Patent  Act  No.  61  of  1886. 

This  Act  provides  for  the  constitution  of  a  Patent  Office  and 
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the  appointment  of  a  Commissioner  of  Patents,  who  is  the  Minister 
of  Agriculture  for  the  time  heing,  also  for  a  deputy  commissioner 
and  such  clerks  and  officers  as  are  necessary.  A  seal  is  also 
provided  for,  with  which  all  patents  and  other  documents  issuing 
from  the  Patent  Office  are  to  be  sealed. 

Patents  may  be  obtained  by  inventors  or  their  assignees,  or^ 
in  case  of  death,  their  legal  representative,  for  all  inventions  not 
known  or  used  by  other  persons  before  the  invention  thereof,  and 
which  have  not  been  in  public  use  or  on  sale  with  the  consent  of 
the  inventor  for  more  than  one  year  previous  to  the  apphcation 
in  Canada.  If  the  inventor  be  ahve  he  must  himself  sign  the 
application  papers,  as  the  applicant  is  required  to  make  oath  that 
he  is  the  inventor,  or,  if  the  inventor  is  dead,  that  the  applicant 
believes  the  person  whose  assignee  or  legal  representative  he  is 
was  the  inventor,  and  must  mention  as  his  domicile  some  known 
and  specified  place  in  Canada.  Where  a  foreign  patent  exists  the 
Canadian  application  must  be  made  before  the  foreign  patent  has 
been  in  existence  for  twelve  months,  and  any  person  who  has 
commenced  the  manufjBLcture  during  such  twelve  months  has  the 
right  to  continue  notwithstanding  the  patent;  the  Canadian 
patent  expires  at  the  earliest  tlate  at  which  any  foreign  patent  for 
the  same  invention  expires.  Improvements  upon  original  patents 
may  be  patented  giving  the  inventor  no  right  to  use  the  original 
invention,  nor  does  the  original  patent  give  any  right  to  use  the 
patented  improvement. 

A  specification  of  the  invention,  accompanied  by  drawings 
where  necessary,  must  be  lodged  in  duplicate  with  the  petition 
for  the  patent,  and  this  specification  must  clearly  describe  the  in- 
vention and  state  clearly  what  is  claimed  as  new.  A  working 
model,  or  specimens  of  the  ingredients  and  of  the  composition  of 
matter,  sufficient  for  experiments,  must  also  be  furnished,  unless 
specially  dispensed  with. 

The  Commissioner  may  refuse  patents : 

(a)  When  he  is  of  opinion  that  the  invention  is  not  pateiltable 
in  law. 

{b)  When  he  is  of  opinion  that  the  invention  is  already  in 
possession  of  the  public  with  the  consent  of  the  inventor. 

(c)  When  he  considers  there  is  no  novelty ; 

{d)  Or  that  the  invention  has  been  described  in  a  printed  book 
or  publication  before  the  application,  or  is  otherwise  in  the 
possession  of  the  public. 

(e)  When  the  invention  has  already  been  patented  in  Canada 
or  elsewhere,  unless   the   Commissioner  has  doubts  whether 
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the  previous  patentee  or  the  second  applicant  is  the  first  in- 
ventor. 

The  applicant  is  at  liberty  to  appeal  to  the  Governor  in 
Council  from  an  adverse  decision  of  the  Commissioner. 

Conflicting  applications  are  submitted  to  three  arbitrators,  one 
to  be  chosen  by  each  party  and  the  third  by  the  Commissioner. 

The  term  of  each  patent  is  fifteen  years,  and  the  full  fee  may 
be  paid  on  application  for  the  whole  term,  or  for  five  or  for  ten 
years  only ;  and  if  a  partial  fee  only  is  paid  the  patent  will  expire  at 
the  termination  of  the  term  for  which  the  fee  is  paid,  unless  the 
fee  for  the  further  term  is  paid  before  the  expiration  of  the  term 
for  which  the  fee  is  originally  paid,  and  a  certificate  of  such 
further  payment  obtained  from  the  Patent  Office. 

Patents  may  be  surrendered  and  new  patents  issued  with 
amended  specifications  where  it  appears  there  has  been  an  in- 
sufficient description  or  specification,  or  the  patentee  has  claimed 
more  than  was  new,  if  such  error  has  arisen  from  inadvertence, 
accident,  or  mistake,  and  separate  patents  may  be  issued  for  dis- 
tinct and  separate  parts  of  the  invention  patented. 

The  patentee,  his  assignee,  or  legal  representatives  may  dis- 
claim anything  included  in  the  patent  by  mistake,  but  such  dis- 
claimer will  not  affect  pending  suits. 

Patents  are  assignable  as  to  the  whole  or  any  part,  and  assign- 
ments must  be  registered  in  the  Patent  Office. 

The  patent  will  be  held  void  if  any  material  allegation  in  the 
application  is  untrue,  or  if  the  specification  contains  more  or  less 
than  is  necessary,  when  such  addition  or  omission  is  wilfully  made ; 
but  if  it  appears  to  the  Court  that  such  omission  or  addition  was 
involuntary,  and  it  is  proved  that  the  patentee  is  entitled  to  the 
remainder  of  his  patent  |7ro  ton  to,  the  Court  will  hold  the  patent 
valid  for  such  parts  as  the  patentee  is  entitled  to. 

Remedies  are  given  for  the  recovery  of  damages  for  infiinge- 
ment,  and  patentees  may  obtain  injunctions  to  restrain  infringe- 
ments and  orders  for  accounts,  etc. 

Where  the  plaintiff  fails  to  sustain  his  action  because  his 
specification  and  claim  are  too  wide,  whilst  the  defendant  is  found 
to  have  infringed  a  part  of  the  patent  which  is  properly  specified 
and  claimed,  the  Court  may  discriminate  and  give  judgment 
accordingly. 

Proceedings  to  repeal  patents  may  be  taken  by  action  of  scire 
facias. 

Patents  granted  are  void  unless  the  construction  or  manu- 
facture of  the  patented  invention  is  commenced  in  Canada  within 
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two  years  from  the  date  of  the  patent,  and  is  thenceforward  con- 
tinuously carried  on.  The  patent  will  also  he  void  if  the  patentee 
imports  articles  made  according  to  the  invention  into  Canada 
after  the  expiration  of  twelve  months  from  the  date  of  the  grant ; 
the  term  for  manufacture  in  Canada  may  be  extended  for  a  further 
term  of  two  years  if  the  patentee  can  prove  that  for  reasons 
beyond  his  control  he  was  prevented  from  complying  with  the 
above  conditions.  The  term  for  importations  may  also  be  extended 
for  an  additional  term  of  one  year  on  satisfactory  cause  being 
shown.  An  intending  applicant  not  having  perfected  his  invention 
may  file  a  description  of  it  in  the  Patent  Office,  and  is  thereby 
entitled  to  receive,  during  one  year  from  the  date  of  his  filing, 
notice  of  all  applications  of  a  conflicting  nature. 

The  fees  payable  to  the  Commissioner  of  Patents  are :  For  the 
full  term  of  fifteen  years,  60  dollars  ;  for  ten  years,  40  dollars  ; 
for  five  years,  20  dollars ;  for  a  further  term  of  ten  years,  40 
dollars ;  for  a  further  term  of  five  years,  20  dollars ;  and  for 
lodging  a  caveat,  5  dollars. 

The  Government  of  Canada  may  use  any  patented  invention, 
paying  to  the  patentee  such  sum  as  the  Commissioner  reports  to 
be  a  reasonable  compensation ;  the  use  of  the  invention  in  any 
foreign  ships  is  not  prevented  by  the  patent. 

All  patented  articles,  or  the  package  containing  them,  must  be 
stamped  or  marked  with  the  word  *  Patented,'  and  with  the  year 
of  the  grant :  the  patentee  is  liable  to  a  fine  of  100  dollars 
for  selling  or  offering  for  sale  any  patented  article  not  so 
marked.  Marking  an  article  *  Patented  '  which  is  not  patented 
is  a  misdemeanor,  and  persons  so  offending  are  liable  to  fine 
and  imprisonment. 

All  patents  issued  prior  to  the  Act  for  any  province  now 
forming  part  of  Canada  remain  in  force  for  the  residue  of  the 
term  granted,  and  any  patent  previously  granted  for  any  pro- 
vince may,  if  the  patent  has  not  been  known  or  used,  or  has  not 
been  on  sale  with  the  consent  of  the  patentee  in  the  other  pro- 
vinces, be  extended  over  the  whole  of  Canada  for  the  remainder 
of  the  term  mentioned  in  the  provincial  patent,  and  every  patent 
previously  issued  upon  which  the  fee  required  for  the  whole  term 
has  been  paid  shall  be  deemed  to  have  been  issued  for  the  term 
of  fifte^i  years,  subject  to  its  ceasing  on  the  same  conditions  as 
those  on  which  patents  thereafter  issued  are  to  cease  uader  this 
Act. 
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Cape  of  Good  Hope. 

This  Colonial  Legislature  has  adopted  a  system  very  similar 
to  that  of  1852  of  the  mother  country,  governed  by  an  Act  passed 
in  1860  (No.  17). 

The  applicant  for  a  patent  must  deposit  at  the  office  of  the 
Colonial  Secretary  a  specification  of  his  invention,  which  is  re- 
ferred to  the  Attorney-General,  who  reports  upon  it  and  issues  a 
warrant  for  the  grant. 

A  writ  of  scire  facias  may  be  sued  out  for  the  repeal  of  the 
patent. 

The  letters  pat^t  are  void  unless  a  stamp  duty  of  lOZ.  is  paid 
before  the  expiration  of  the  third  year,  and  of  20Z.  before  the 
expiration  of  the  seventh  year  of  the  grant.  Confirmation  of  a 
patent  can  be  obtained  when  the  patentee  is  proved  not  to  be  the 
first  inventor,  although  he  believed  himself  to  be  so. 

Extensions  for  a  term  not  exceeding  fourteen  years  may  be 
obtained. 

Letters  patent  for  foreign  inventions  expire  with  the  foreign 
grant.  The  grant  does  not  prevent  the  use  of  the  invention  in 
foreign  ships  resorting  to  ports  in  the  colony. 

The  regulations  as  to  disclaimers  and  legal  proceedings  are 
similar  to  those  of  the  home  patents. 

A  register  of  patents  and  of  proprietors  is  kept,  and  all 
assignments  Emd  licences  must  be  registered. 

There  is  a  penalty  of  lOOZ.  for  the  unauthorised  use  of  the 
word  *  Patent.* 

Particulars  of  breaches  and  of  objections  are  to  be  given  in 
patent  actions. 

Ceylon. 

The  Inventions  Ordinance  No.  6  of  1859  governs  the  law  of 
patents  in  this  colony. 

The  inventor  of  any  new  manufacture  may  petition  the 
Governor  for  leave  to  file  a  specification  thereof ;  such  petition 
must  be  in  writing,  and  be  signed  by  the  petitioner  or  his  agent, 
and  must  state  the  name,  condition,  and  place  of  residence  of 
the  petitioner,  and  the  nature  of  the  invention,  upon  which  the 
Governor  may  order  the  petitioner  to  file  a  specification. 

The  specification  must  be  filed  within  six  months  from  the 
date  of  the  order,  upon  which  the  Governor  may  grant  to  the 
inventor  the  sole  and  exclusive  privilege  of  making,  selling,  and 
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using  the  said  invention  in  Ceylon  for  the  term  of  fourteen  years 
from  the  time  of  filing  such  specification ;  and  for  a  farther  term 
not  exceeding  fourteen  years,  upon  petition  to  be  presented  by  such 
inventor,  not  more  than  one  year  and  not  less  than  six  months 
before  the  expiration  of  the  exclusive  privilege  granted. 

The  specification  must  be  in  writing,  and  be  signed  by  the 
petitioner,  and  must  particularly  describe  and  define  the  nature 
of  the  invention,  and  the  manner  in  which  the  same  is  to  be 
earned  out.  The  use  of  an  invention  in  public  by  the  inventor, 
his  servants,  agents,  or  licensees  is  not  deemed  a  public  use 
within  the  meaning  of  the  ordinance. 

The  exclusive  privilege  will  cease  if  the  invention  or  the 
mode  in  which  it  is  exercised  is  declared  by  the  Governor  to  be 
mischievous  to  the  State,  or  generally  prejudicial  to  the  public. 

No  specification  can  be  filed  until  the  petitioner  has  paid  all 
fees.    The  fee  on  filing  a  specification  is  10/. 

Fiji. 

The  legislation  with  respect  to  the  protection  of  inventions  by 
letters  patent  is  comprised  in  the  Ordhiances  No.  8  of  1879  and 
No.  7  of  1882. 

The  inventor,  his  heirs,  executors,  administrators,  or  assigns 
can  obtain  letters  patent  for  the  term  of  fourteen  years  by 
filing  in  the  ofiice  of  the  Colonial  Secretary  a  petition  accom- 
panied by  a  specification  and  declaration.  Provisional  protection 
is  granted  for  six  months. 

The  rights  granted  in  the  colony  will  cease  with  the  expi- 
ration of  any  earlier  patent  obtained  elsewhere. 

All  letters  patent  and  assignments  are  to  be  registered  in  the 
office  of  the  Registrar  General. 

Letters  patent  may  be  conceded  or  revoked  by  order  of  the 
Supreme  Court  or  a  judge  if  the  invention  is  of  no  utility,  if  the 
invention  was  not  new  at  the  time  of  presenting  the  petition,  if 
the  petitioner  is  not  the  true  and  first  inventor,  or  if  the  petition 
or  specification  contains  a  wilfully  false  statement. 

The  Supreme  Court  has  power  to  order  any  specification  or 
petition  to  be  amended. 

The  fees  payable  are  : 

On  depositing  petition  and  specification  .  £5    5s. 
For  certificate  of  provisional  protection  .     3     3 
For  obtaining  letters  patent    .        .        .   10  10 
Filing    memorandum    of   alterations  in 

amendment  of  specification        .        .11 
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Hong  Kong. 

The  Ordinance  for  this  colony  is  No.  14  of  1862,  by  which  all 
British  patents  can  be  extended  to  Hong  Kong.  A  petition, 
specification,  aoid  declaration  are  to  be  filed  in  the  office  of  the 
Colonial  Secretary,  and  notice  thereof  and  of  the  intention  to 
apply  for  letters  patent  and  of  the  time  of  the  sitting  of  the 
Executive  Council,  before  whom  the  matter  of  the  petition  will 
come  for  discussion,  together  with  such  other  particulars  as  the 
Qovemor  shall  require,  must  be  inserted  twice  in  the  Hong  Kong 
Government  Gazette.  The  Governor  will  either  grant  or  refuse 
the  patent  according  to  the  advice  of  the  Executive  Council.  The 
letters  patent,  when  granted,  are  directed  to  be  in  the  form  pre- 
scribed by  the  Patent  Law  Amendment  Act,  1852,  for  British 
letters  patent,  and  the  letters  patent,  if  granted,  confer  privileges 
similar  to  those  granted  by  British  letters  patent  and  for  the 
term  of  that  patent.  The  letters  patent  can  be  extended  in  cases 
where  the  British  patent  has  been  extended. 

The  petitioner  must,  in  all  cases,  be  either  the  patentee  or  the 
owner  by  assignment  of  the  patent  in  Great  Britain. 

India. 

The  law  of  patents  in  India  is  now  governed  by  the  Inventions 
and  Designs  Act,  1888. 

The  inventor  of  a  new  manufacture  desirous  of  obtaining  pro- 
tection in  India  must  apply  in  writing  to  the  Governor-General 
in  Council  for  leave  to  file  a  specification  thereof.  He  must  state 
his  name,  occupation,  and  address,  and,  if  a  patent  has  been  ob- 
tained in  England,  the  date  of  the  patent,  and  must  also  fiimish 
a  specification  and  drawings,  and  state  the  particular  novelty 
whereof  it  consists.    A  model  may  also  be  required. 

The  Governor-General  may,  after  such  inquiry  as  he  sees  fit 
(including,  where  he  thinks  it  necessary,  a  reference,  at  the  cost  of 
the  appUcant,  to  some  person  named  by  him),  authorise  the  appli- 
cant to  file  a  specification. 

If  two  or  more  inventors  apply  on  tibe  same  day  to  file 
specifications  of  identical  inventions,  the  Governor-General  may 
authorise  both  or  all  the  applicants  to  file  specifications :  if  they 
apply  on  different  days,  the  first  applicant  has  a  preference. 

If  the  applicant  causes  a  specification  of  his  invention  to  be 
filed,  and  pays  the  required  fee  within  six  months  from  the  date 
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of  the  order  giving  him  leave  to  file,  the  applicant  is  entitled 
to  the  exclusive  privilege  within  British  India  for  fourteen  years  ; 
this  privilege,  however,  ceases  if  the  prescribed  fees  are  not  duly 
paid.  The  periods  allowed  for  filing  the  specification,  and  also  for 
payment  of  the  fees,  may  be  extended  on  application  made. 

The  specification  must  be  in  writing  signed  by  the  apphcant, 
and  must  set  forth  the  precise  invention,  with  such  full  particulars 
as  will  enable  others  to  put  the  invention  into  practice,  and,  if 
the  invention  is  for  an  improvement  only,  the  specification 
must  distinguish  explicitly  between  what  is  old  and  what  is 
new. 

Four  copies  (at  least)  of  the  specification  and  drawings  are 
required,  one  for  the  Secretary  and  the  others  for  the  Governors 
of  Fort  Qeorge,  Bombay,  and  the  Chief  Commissioner  of  Burma ; 
and  the  specifications  are  to  be  open  for  inspection  at  places  to 
be  appointed  by  these  authorities. 

The  Secretary  is  to  keep  a  book,  called  the  '  Register  of  In> 
ventions,'  in  which  is  entered  every  application  for  leave  to  file 
a  specification,  any  order  made  thereon,  any  specification  filed, 
and  any  subsequent  proceeding  relating  to  the  invention. 

The  Secretary  is  also  to  keep  an  address  book,  where  any  per- 
son interested  in  any  application  or  privilege  may  cause  to  be 
stated  some  place  in  British  India  where  notice  of  any  rule  or 
proceeding  relating  to  the  privilege  may  be  served  upon  him. 

The  inventor  of  a  new  manufacture  may,  at  any  time  not  more 
than  one  year  and  not  less  than  six  months  before  the  time 
limited  for  the  expiration  of  an  exclusive  privilege,  apply  to  the 
Govemor-Qeneral  for  an  extended  term,  and  the  Oovemor- 
Qeneral  may,  if  he  is  of  opinion  that  the  inventor  has  not  been 
adequately  remunerated,  make  an  order  extending  the  term  for  a 
further  term  not  exceeding  seven  or,  in  exceptional  cases,  fourteen 
years,  and  upon  payment  of  prescribed  fees. 

The  exclusive  privilege  has  the  like  efifect  against  her  Majesty 
as  against  a  subject,  but  the  officers  of  her  Majesty  may  use  the 
invention  on  terms  to  be  agreed  upon  with  the  inventor,  or,  in  de- 
fault of  such  agreement,  on  such  terms  as  may  be  settled  by  the 
Governor  in  Council. 

Defective  or  too  extensive  specifications  may  be  amended. 

The  exclusive  privilege  will  not  be  granted :  (a)  Kthe  invention 
is  of  no  utility,  {b)  if  it  is  not  new,  (c)  if  the  applicant  is  not  the 
inventor,  (d)  if  the  specification  does  not  fulfil  the  requirements 
of  the  Act,  (e)  if  the  application  contains  a  wilful  or  fraudulent 
misstatement,  (/)  if  the  application  is  made  after  the  expiration  of 
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a  year  after  the  acquisition  of  a  foreign  patent  for  the  same 
invention. 

The  invention  will  be  deemed  new  if  it  has  not  before  the 
application  been  publicly  used  in  British  India  or  the  United 
Kingdom,  or  publicly  known  there  by  means  of  a  written  publi- 
cation ;  but  the  public  use  or  knowledge  is  not  deemed  so  within 
the  meaning  of  the  Act  if  the  knowledge  has  been  obtained  surrep- 
titiously or  communicated  to  the  public  in  fraud  of  the  inventor 
or  in  breach  of  confidence,  provided  the  inventor  has  not  acquiesced 
in  the  public  use,  and  that  he  has  applied  for  leave  to  file  a 
specification  within  six  months  after  commencement  of  that  use. 

The  use  of  the  invention  in  public  by  the  inventor  or  his 
Ucensee  for  a  period  not  exceeding  one  year  prior  to  his  appUcation 
is  not  deemed  a  public  use  within  the  Act. 

If  a  British  patentee  makes  an  application  in  India  within  a 
year  of  the  sealing  of  the  British  patent  the  invention  shall  be 
deemed  new  if  the  invention  was  not  publicly  used  or  known  in 
India  before  the  appUcation,  notwithstanding  it  may  have  been 
known  or  used  in  India  or  the  United  Kingdom  before  the  date  of 
the  Indian  application ;  and  the  same  protection  is  given  to  the 
inventor  where  the  invention  may  have  become  known  or  used 
during  a  pending  application  in  the  United  Kingdom,  provided 
that  there  is  not  more  than  twelve  months'  interval  between 
the  British  and  Indian  applications.  The  inventor  is  also  pro- 
tected against  an  exhibition  of  his  invention  at  an  industrial 
or  international  exhibition  certified  as  such  by  the  Governor- 
General. 

The  exclusive  privilege  will  cease  if  it  is  declared  to  be 
mischievous  to  the  State,  or  prejudicial  to  the  public,  or  upon  the 
revocation  or  expiration  of  the  British  or  any  foreign  patent 
obtamed  for  the  same  invention. 

The  Act  also  contains  a  series  of  provisions  relating  to  the 
proceedings  which  may  be  instituted  for  infringements. 

The  exclusive  privilege  may  be  declared  void  on  proceedings 
being  taken,  resulting  in  declarations  of  the  Indian  High  Court 
that  the  invention  is  of  no  utility  or  not  new,  that  the  applicant  was 
not  the  inventor,  that  the  spedfication  is  insufficient,  or  contains 
wilful  or  fraudulent  misstatements,  or  that  the  invention  is 
injurious  to  the  public. 

If  the  actual  inventor  proves  to  the  Court  that  the  applicant 
was  not  the  actual  inventor  and  that  the  privilege  was  obtained 
in  fraud  of  the  inventor,  the  Court  may  make  a  decree  vesting  the 
exclusive  privilege  in  the  actual  inventor,  and  may  require  the 
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applicant  to  pay  over  to  the  actual  inventor  the  profits  derived  by 
him  from  the  invention. 

On  petition  of  any  person  interested,  and  proof  that  the  ex- 
clusive privilege  is  not  worked  in  India,  or  that  the  reasonable 
requirements  of  the  public  cannot  be  supplied,  or  that  any  person 
is  prevented  from  using  or  working  an  invention  of  which  he  is 
possessed,  the  Governor-General  may  order,  or  may  himself  grant, 
licences  in  such  terms  as  he  may  deem  just. 

Assignments  may  be  made  for  any  local  area. 

The  fees  payable  under  the  Act  are  as  follows  : 

Bapees 

AppUcation  for  leave  to  file  a  specification      .  10 

Filing  a  specification 80 

Extension  of  time  for  filing  ....  20 

Before  the  expiration  of  the  4th,  5th,  6th,  7th, 

and  8th  years  of  the  privilege  .  •  50 
Before  the  expiration  of  the  9th,  10th,  11th, 

12th,  and  18th  years      .        .        .        .100 

Application  for  extension  for  a  farther  term  50 

Continuance  of  term 100 

Application  for  amendment  ....  20 

Petition  for  compulsory  licence      ...  50 

Jamaica. 

The  law.  of  patents  in  this  island  is  governed  by  the  Act, 
chap.  80,  of  1857. 

Every  inventor  desirous  of  obtaining  a  patent  must  petition 
the  Governor ;  the  petition,  accompanied  by  a  declaration  as  to 
the  invention,  and  a  specification  fully  describing  the  same,  is  then 
referred  to  the  Attorney-General,  who  gives  a  certificate  of  his 
allowance,  upon  which  the  Governor  issues  letters  patent. 

Drawings  are  to  be  fmrnished  in  duplicate. 

The  patent  must  be  brought  into  operation  in  Jamaica  within 
two  years  from  the  date  of  the  patent. 

The  term  of  the  grant  is  for  fourteen  years,  and  may  be 
extended  for  a  further  period  of  seven  years. 

The  patentee  is  at  liberty  to  assign  all  or  any  part  of  his  rights, 
and  patents  may  be  issued  to  assignees  of  any  persons  who  have 
obtained  patents  in  other  countries. 

The  Act  makes  provision  as  to  disclaimers,  and  provides  that 
a  patentee  may  add  a  specification  or  description  of  any  improve- 
ment upon  the  original  invention,  and  have  the  same  annexed  to 
the  original  specification. 
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Provisions  are  also  made  as  to  pleadings  and  costs  in  actions, 
as  to  the  writ  of  scire  facias,  and  as  to  the  appointment  of 
Commissioners. 

If  it  is  proved  in  any  action  that,  by  mistake,  accident,  or 
inadvertence,  the  patentee  has  claimed  something  of  which  he  was 
not  the  inventor,  the  patent  shall  be  deemed  valid  for  so  much  of 
the  invention  as  shall  actually  be  his  own.  Treble  damages  are 
recoverable  by  a  patentee  from  unlawful  users  of  his  patented  in- 
vention.  The  wrongful  marking  of  goods  in  imitation  of  a 
patentee's  mark  is  subject  to  a  penalty. 

All  applications  for  patents  must  be  accompanied  by  a  power 
of  attorney,  bearing  the  English  stamp  duty ;  proved  as  required 
by  the  local  statute,  27th  Victoria,  chap.  17. 

The  letters  patent  bear  a  stamp  duty  of  6Z.  10s. 

The  fee  for  reference  to  the  Attorney- General  is  51. 

Leewabd  Islands. 

The  Leeward  Islands  consist  of  Antigua,  MontseiTat,  St. 
Christopher,  Nevis,  Dominica,  Anguilla,  and  the  Virgin  Islands. 
The  law  of  patents  is  contained  in  the  Acts  No.  12  of  1876  and  No. 
16  of  1878.  The  Attorney-General,  the  Auditor-General,  and  the 
Treasurer  of  the  Presidency  of  Antigua,  with  such  other  persons 
as  may  be  appointed  by  the  Governor,  are  the  Commissioners  of 
Patents.  Patents  are  granted  for  the  term  of  fourteen  years  on 
applications,  including  a  petition,  declaration,  and  specification. 
The  proceedings  in  applications  for  patents  are  very  similar  to 
the  proceedings  under  the  British  Patent  Law  Amendment  Act 
of  1852.  The  patent  becomes  void  with  the  expiration  or  deter- 
mination of  any  earlier  patent  elsewhere  for  the  same  invention, 
and  no  patent  granted  in  the  colony  after  the  determination  of  any 
earlier  patent  elsewhere  is  valid.  The  Acts  provide  for  the  printing 
of  all  specifications,  registers  of  patents,  and  registers  of  proprietors. 
Actions  for  infringements  are  regulated  by  the  Code  of  Civil  Pro- 
cedure. The  Government  fees  amount  to  28Z.  in  the  case  of  every 
unopposed  patent.  A  duty  of  lOZ.  is  payable  at  the  termination  of 
three  years,  and  a  duty  of  20Z.  is  payable  at  the  end  of  seven  years. 
The  stamp  duty  on  a  disclaimer  is  8/.,  and  a  fee  of  2Z.  is  also 
payable  to  the  Attorney-General  in  respect  of  each  disclaimer. 

Malta. 

An  ordinance  (No.  18  of  1889)  enacted  by  the  Governor  with 
the  consent  of  the  Council  provides  for  the  protection  of  inventions 
in  Malta. 
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Patents  may  be  obtained  by  first  and  true  inventors  for 
mechanical  contrivances,  processes  of  manufEicture,  patterns  or 
designs,  for  a  term  not  exceeding  fourteen  years. 

The  applicant  must  file  in  the  Chief  Secretary's  office  two 
copies  of  a  specification,  containing  a  declaration  that  the  appli- 
cant is  himself,  or  is  the  authorised  agent  of,  the  true  and  first 
inventor,  a  description  of  the  invention,  illustrated  with  necessary 
drawings,  and  claims  for  the  inventions  or  combinations  claimed 
as  new  and  for  which  a  patent  is  asked. 

A  fee  of  1^.  is  to  be  paid  on  each  application,  and  every  two 
years  a  further  fee  of  11.,  with  5  per  cent,  upon  the  profits  which 
have  arisen  from  the  exclusive  manufacture,  the  amount  of 
which  is  to  be  declared  by  an  affidavit  of  the  applicant. 

The  patent  is  to  cease  whenever  it  is  proved  before  the  com- 
petent  Civil  Court  that  the  invention  claimed  has  been  previously 
made  publicly  known  in  the  islands  or  elsewhere,  or  that  the 
applicant  is  not  the  first  inventor  or  his  representative. 

.  The  inventor  may  be  required  to  assign  his  right,  or  to  grant 
the  use  thereof,  for  a  consideration  to  be  determined  by  the  Civil 
Court  if  the  invention  has  not  been  put  into  action  within  twelve 
months  subsequent  to  the  concession,  or  if  its  working  shall 
have  been  suspended  for  twelve  months  continuously. 

Copies  of  specifications  may  be  inspected  in  the  PubHc  Registry 
and  in  the  Chief  Secretary's  office. 

An  inventor  on  filing  his  specification  may  request  that  it 
be  not  pubHshed,  and  may  within  a  year  file  a  second  amended 
specification,  modifying  the  first  and  setting  out  improvements 
of  details. 

Patents  granted  in  the  United  Kingdom,  in  the  Colonies,  or 
in  other  countries  may  be  extended  to  Malta  for  the  unexpired 
term  of  the  original  patent. 

Maubitius. 

The  law  of  patents  for  this  colony  is  regulated  by  an  ordinance 
of  the  Governor  of  Mauritius  dated  May  22, 1875.  The  Governor, 
with  the  consent  of  the  Council  of  Government,  is  empowered  to 
grant  patents  for  inventions  for  a  period  not  exceeding  fourteen 
years,  and  for  such  further  term,  not  exceeding  fourteen  years, 
as  the  Governor  in  Council  may  think  fit.  The  patent  may  be 
applied  for  either  by  the  inventor  or  by  his  executors,  adminis- 
trators, or  assigns. 

The  appUcation  must  be  in  the  form  of  a  petition  and  decla- 
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I'ation,  and  must  be  accompanied  by  a  specification  and  drawings. 
These  papers  are  referred  to  the  Procureur- General ;  and  if  he 
approves  of  them,  he  is  authorised  to  issue  a  certificate  to  that 
effect,  and  the  inventor  is  thereby  pro\isionally  protected.  A 
payment  of  lOZ.  is  to  be  made  to  the  Procureur- General  upon  the 
issue  of  his  ceiiiificate.  After  the  issue  of  the  certificate  the  appli- 
cation is  advertised  in  the  Gazette,  and  any  opposition  thereto 
must  be  entered  within  one  month  from  the  advertisement.  If  there 
is  no  opposition  the  patent  is  sealed  upon  payment  of  21.  to  the 
Receiver- General,  and  upon  deposit,  in  the  office  of  the  Colonial 
Secretary,  of  a  printed  copy  of  the  petition  and  specification. 

The  patentee  has  power  to  petition  the  Governor  for  allow- 
ance to  amend  the  specification.  No  patent  is  to  be  granted  for  an 
invention  in  respect  of  which  a  patent  has  been  granted  out  of  the 
colony  and  has  expired.  The  importer  into  Mauritius  of  a  new  in- 
vention is  not  deemed  an  inventor  unless  he  is  the  actual  inventor. 
The  use  of  an  invention  in  pubhc  by  the  inventor,  or  by  his  ser- 
vants or  agents,  or  by  any  other  person  with  his  Hcence,  for  a 
period  not  exceeding  one  year  prior  to  the  date  of  the  petition,  is 
not  deemed  a  pubhc  use  within  the  meaning  of  the  ordinance. 

An  inventor  having  obtained  British  letters  patent  may  obtain 
a  patent  in  Mauritius  provided  the  apphcation  be  made  within 
twelve  months  from  the  date  of  the  letters  patent,  although 
previously  known  or  used  in  Mauritius,  provided  that  such  know- 
ledge or  use  in  Mauritius  was  not  prior  to  the  date  of  the  British 
patent. 

The  ordinance  also  regulates  the  proceedings  in  cases  of  in- 
fringement of  letters  patent. 

Natal. 

The  law  of  patents  for  this  colony  is  governed  by  the  Colonial 
Act  No.  4  of  1870,  *  To  provide  for  the  granting  in  this  colony  of 
patents  for  inventions,'  and  is  based  on  the  provisions  of  the 
British  Patent  Law  Amendment  Act  of  1852.  The  law  No.  82 
of  1884  provides  for  the  extension  to  this  colony  of  the  provisions 
of  the  International  Convention. 

The  power  of  granting  letters  patent  for  fourteen  years  is 
vested  in  the  Lieutenant-Governor.  Apphcants  are  required  to 
deposit  in  the  office  of  the  Attorney-General  a  description  of  the 
invention  or  a  provisional  specification ;  a  certificate  of  such  deposit 
is  given  to  the  apphcant,  whereupon  the  invention  is  protected 
for  six  months.    In  lieu  of  the  provisional  specification  the  appli- 
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cant  may,  if  he  thinks  fit,  deposit  a  complete  specification  with 
the  Attorney-General.  The  applicant  may  give  notice  to  proceed 
immediately  after  the  deposit  of  his  specification.  This  notice 
to  proceed  is  advertised  in  the  Government  Gazette.  After  the 
expiry  of  the  period  allowed  for  oppositions,  the  Attorney-General 
grants  his  warrant,  upon  which  letters  patent  are  sealed.  The 
letters  patent  are  void  miless  certain  duties  are  paid  at  the  expira- 
tion of  three  and  of  seven  years.  The  letters  patent  also  expire 
with  the  determination  of  any  British  or  foreign  patent  of  an 
earlier  date.  Patentees  are  at  liberty,  with  leave  of  the  Attorney- 
General,  to  enter  disclaimers  or  memoranda  of  alteration.  The 
Lieutenant-Governor  is  empowered  to  grant  prolongations  of  the 
original  term  not  exceeding  fourteen  years.  The  law  provides 
that  a  '  Begister  of  Patents  *  and  a  '  Register  of  Proprietors ' 
shall  be  kept. 

All  actions  for  infringements  are  to  be  brought  in  the  Supreme 
Court. 

The  fees  for  sealing  the  letters  patent  are    £1  10s. 

Third  year's  duty 6    0 

Seventh  year's  duty         .        .        .        .    10    0 

Newfoundland. 

The  ?aw  of  patents  for  this  colony  is  defined  by  the  Consoli- 
dated Statutes  XV.,  chap.  54,  sect.  1. 

Inventors  desirous  of  obtaining  patents  in  Newfoundland 
must  present  a  petition  to  the  Governor  for  the  grant,  and  must 
dehver  into  the  office  of  the  Colonial  Secretary  a  specification  of 
the  invention,  and,  in  case  of  a  machine,  a  model  also.  The 
patent  is  granted  upon  this  petition,  after  a  reference  to  the 
Attorney-General. 

The  patent  is  granted  for  fourteen  years,  but  may  be  extended 
for  a  further  term  of  seven  years.  The  invention  must  be  worked 
in  the  colony  within  two  years  from  the  date  of  the  grant. 

The  patent  expires  with  the  determination  of  any  earlier 
patent  elsewhere. 

New  South  Wales. 

The  Acts  of  the  Colonial  Legislature  relating  to  patents  are 
dated  December  6, 1882,  June  19, 1879,  and  July  8, 1887. 

Every  person  who,  upon  claiming  to  be  the  author  or  designer 
of  any  invention  by  his  agent  or  assignee,  shall  be  desirous  of 
obtaining  letters  patent,  shaU  pay  to  the  Colonial  Treasurer  the 
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sum  of  5Z.,  and  shall,  after  such  payment,  lodge  a  petition  to  the 
Governor  setting  forth  that  he  is  the  author  or  deviser  of  such 
invention,  or  the  agent  or  assignee  of  the  author  or  deviser,  and 
specifying  the  particulars  of  such  invention,  and  that  he  has  paid 
to  the  Colonial  Treasurer  the  sum  of  51.,  whereupon,  if  the  applica- 
tion is  approved  hy  the  Minister  of  Justice,  the  Governor  may 
grant  letters  patent. 

Certificates  of  provisional  protection  may  be  obtained  for 
twelve  months,  on  payment  to  the  Colonial  Treasurer  of  21. 

The  Governor  will  grant  letters  patent  to  the  holder  of  a  certifi- 
cate of  provisional  protection  on  a  complete  specification  being 
filed,  and  on  further  payment  of  dZ.  to  the  Treasurer. 

Letters  patent  are  dated  and  sealed  as  of  the  day  of  the  deposit 
of  the  apphcation  for  provisional  protection,  but  no  action  can 
be  taken  in  respect  of  any  infringement  committed  before  the 
deposit  of  the  complete  specification.  Patents  are  granted  for 
not  less  than  seven  or  more  than  fourteen  years. 

Certificates  of  provisional  protection  and  letters  patent  are 
assignable.  Every  assignment  and  Ucence  must  be  registered  in 
the  office  of  the  Examiner  of  Patents.  Assignments  executed  in 
the  United  Kingdom  or  elsewhere  (not  being  within  the  Australian 
colonies)  must  be  registered  within  ninety  days  from  the  date  of 
execution. 

The  Governor  may  appoint  an  examiner  of  patents,  who,  under 
the  direction  of  the  Minister  of  Justice,  shall  examine  and  report 
to  that  officer  upon  all  petitions  for  letters  patent. 

The  Act  gives  no  power  to  amend  specifications  after  the 
patent  is  issued,  and  there  are  no  provisions  for  compulsory 
working. 

♦New  Zealand. 

The  law  of  patents  for  this  colony  has  been  consolidated  by 
Act  No.  12  of  1889,  upon  the  lines  of  the  British  Patents 
Act,  1888. 

The  Governor  is  empowered  to  appoint  a  Begistrar  and 
deputy  Begistrar  of  Patents,  a  place  to  be  the  Patent  Office, 
and  local  offices,  and  Patent  Office  agents. 

Any  person  may  make  application  for  a  patent,  and  a  patent 
may  be  granted  to  several  persons  jointiy,  of  whom  one  only  is 
the  inventor.  Patents  may  be  obtained  by  the  representatives  of 
deceased  inventors,  if  such  applications  are  made  within  six 
months  of  the  decease  of  the  inventor.  Mere  importers  cannot 
pbtain  patents. 
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Applications  are  to  be  made  in  the  form  set  out  in  the 
schedule  to  the  Act,  and  must  be  left  at  or  sent  by  post  to  the 
Patent  Office,  or  left  at  a  local  Patent  Office. 

The  application  must  be  accompanied  by  the  declaration  of 
the  inventor,  and  by  either  a  provisional  or  complete  specifica- 
tion signed  by  the  inventor ;  the  specification  must  be  limited  to 
one  invention. 

The  Registrar  must  examine  every  apphcation,  to  ascertain 
whether  the  nature  of  the  invention  is  described,  that  the  papers 
are  prepared  as  prescribed,  and  that  the  title  sufficiently  describes 
the  subject-matter  of  the  invention.  The  Registrar  has  power  to 
refuse  the  apphcation,  or  to  require  its  amendment. 

If  a  provisional  specification  has  been  first  deposited,  the 
complete  specification  must  be  lodged  within  nine  months  from 
the  date  of  acceptance  of  the  apphcation,  the  Registrar  must  ex- 
amine both  specifications  for  the  purpose  of  ascertaining  that 
the  complete  specification  has  been  prepared  as  prescribed,  and 
that  the  invention  is  substantially  the  same  as  that  described  in 
the  provisional  specification.  If  the  conditions  have  not  been 
complied  with,  the  Registrar  may  refuse  to  accept  the  complete 
specification  until  it  is  amended  to  his  satisfaction,  but  such  re- 
fusal is  subject  to  appeal  to  the  Court.  The  application  is  void  if 
the  specification  is  not  accepted  within  twelve  months  from  the 
date  of  apphcation. 

The  acceptance  is  advertised  in  the  Gazette,  and  oppositions 
may  be  entered,  notice  being  lodged  within  two  months  of  the 
advertisement. 

The  Registrar  is  empowered  to  hear  the  appHcant  and  the 
opposer,  and  to  determine  whether  the  grant  shall  be  made  or 
not ;  this  decision  is  subject  to  an  appeal  to  the  Court. 

On  the  expiration  of  two  months  from  acceptance,  if  there  is 
no  opposition,  or,  in  case  of  opposition,  if  the  determination  is  in 
favour  of  the  grant,  the  Registrar  is  to  seal  the  patent  with  the  seal 
of  the  colony.  Every  patent  is  to  be  sealed  as  of  the  date  of 
acceptance,  but  no  proceedings  can  be  taken  in  respect  of  an 
infringement  committed  before  the  publication  of  the  specifica- 
tion. The  patent  when  sealed  covers  the  entire  colony  and 
its  dependencies  for  fourteen  years,  unless  the  patentee  fails  to 
make  the  prescribed  payments  within  the  prescribed  times.  Every 
patent  is  to  be  granted  for  one  invention  only,  but  may  contain 
more  than  one  claim;  but  no  objection  can  be  taken  to  the 
patent  on  the  ground  that  it  covers  more  than  one  invention. 
Power  is  given  to  the  Registrar  to  allow  enlargement  of  the 
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terms  (not  exceeding  three  months)  for  making  the  prescribed 
payments,  where  not  made  by  accident,  mistake,  or  inadvertence. 

Inventions  may  be  used  during  the  term  of  provisional  pro- 
tection, without  prejudice  to  the  patent  to  be  granted. 

Amendments  of  the  specifications  may  be  made  by  leave  of 
the  Eegistrar  subject  to  appeal  to  the  Court,  and  applications  for 
amendments  may  be  opposed  by  any  person.  No  amendment 
is  to  be  allowed  that  will  make  the  specification,  as  amended, 
claim  an  invention  substantially  larger  than,  or  substantially 
different  from,  the  invention  originally  claimed.  Leave  to  amend 
is  conclusive  as  to  the  right  of  the  party  to  make  the  amendment 
allowed,  except  in  case  of  fraud.  Amendments  may,  by  leave  of 
the  Court  or  a  judge,  be  made  during  actions. 

The  Governor  is  empowered  to  order  the  patentee  to  grant 
licences,  on  such  terms  as  he  may  think  right,  where  it  is  proved 
that,  by  the  default  of  the  patentee  to  grant  licences  on  reasonable 
terms,  the  patent  is  not  being  worked  in  the  colony,  or  the 
reasonable  requirements  of  the  public  are  not  supplied,  or  where 
any  person  is  prevented  from  working  to  the  best  advantage  an 
invention  of  which  he  is  possessed. 

The  Governor  may  grant  extensions  of  the  term  of  patents 
for  terms  not  exceeding  seven,  or,  in  exceptional  cases,  fourteen 
years,  upon  the  report  of  the  Court  that  the  patentee  has  not 
been  adequately  remunerated. 

Bevocations  of  patents  may  be  obtained  on  petition  to  the 
Court.  The  proceedings  with  respect  to  revocations  are  sub- 
stantially similar  to  those  contained  in  the  British  Act.  The 
proceedings  with  respect  to  infringements  are  also  substantially 
the  same  as  in  the  English  Courts. 

A  Begister  of  Patents  is  to  be  kept,  containing  the  names  and 
addresses  of  grantees  of  patents,  notifications  of  assignments 
and  licences,  and  of  extensions,  amendments,  and  revocations. 

Patents  may  be  assigned  or  licensed  for  the  whole  colony,  or 
for  any  particular  part  of  it. 

The  exhibition  of  any  invention  at  industrial  or  intercolonial 
exhibitions  will  not  prejudice  the  patent  right  on  the  prescribed 
proceedings  being  taken. 

The  Begistrar  may  require  the  patentee  to  furnish  a  model,  on 
payment  to  the  patentee  of  the  costs  of  its  manufacture. 

A  patent  will  not  prevent  the  use  of  an  invention  for  the 
navigation  of  a  foreign  vessel  within  the  colonial  jurisdiction ; 
but  this  protection  does  not  extend  to  vessels  of  any  foreign  state 
having  patent  laws  which  prevent  the  use  of  such  inventions  in 
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British  vessels  in  waters  within  the  jmisdiction  of  such  foreign 
states. 

The  Governor  has  power  to  deal  with  appUcations  for  patents 
for  improvements  in  instruments  or  munitions  of  war,  so  that 
the  same  may  be  kept  secret,  pending  a  reference  to  her  Majesty's 
Principal  Secretary  of  State  for  the  War  Department. 

By  an  Order  in  Council  the  provisions  of  sect.  108  of  the 
British  Patents  Act,  1888,  is  applied  to  New  Zealand,  and  any 
person  who  has  applied  for  protection  in  England  or  in  any  foreign 
state  a  party  to  the  International  Convention  is  entitled  to  a 
patent  in  the  colony  in  priority  to  other  applicants,  and  such 
patents  shall  take  effect  from  the  same  date  as  the  application  in 
England  or  such  foreign  state,  provided  that  the  application  in  the 
colony  is  made  within  twelve  months  from  the  date  of  the  English 
or  foreign  application ;  and  the  benefit  of  the  same  provision  is 
extended  to  all  other  colonies  brought  within  the  same  provisions. 

The  registers  under  the  Act  are  open  to  pubUc  inspection, 
and  extracts  may  be  obtained  of  all  entries  therein.  Entries  in 
the  registers  may  be  corrected  by  the  Court. 

Appeals  from  the  Registrar  are  heard  before  the  Court  sitting 
at  Wellington. 

Every  person  making  false  writing  in  registers  is  guilty  of  a 
misdemeanor. 

The  Registrar  has  power  to  correct  clerical  errors,  to  call  and 
examine  witnesses  on  oath,  papers  and  documents,  to  require  the 
parties  to  make  deposits  to  meet  costs,  to  order  payment  of  costs, 
and  to  adjourn  hearings ;  in  opposed  cases  he  must  have  the 
applicant  and  the  opposer  and  their  witnesses.  The  Registrar  is 
required  to  make  an  annual  report. 

No  person  is  entitled  to  call  himself  a  patent  agent  unless 
registered  as  a  patent  agent  in  pursuance  of  the  Act,  under  a 
penalty  of  201. 

The  Governor  in  Council  is  empowered  to  make  general  rules, 
as  to  publishing  copies  of  specifications,  drawings,  amend- 
ments, and  other  documents ;  and  as  to  publishing  and  selling 
indexes  and  abridgments  of  specifications,  providing  for  the 
inspection  of  Patent  Office  documents,  the  registration  of  patent 
agents,  and  generally  for  regulating  the  business  of  the  Patent 
Office,  and  all  things  placed  under  the  direction  or  control  of  the 
Registrar. 

No  provisions  for  compulsory  working  are  imposed. 

Penalties  are  imposed  on  persons  falsely  representing  articles 
to  be  patented. 
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The  fees  prescribed  on  applications  for  and  renewals  of  patents 
are : 

On  lodging  application  with  provisional  or 

with  complete  specification    . 
On  filing  complete  specification 
On  application  to  amend    .... 
On  obtaining  letters  patent 
On  or  before  the  expiration  of  the  foarth 

year 

On  or  before  the  expiration  of  the  seventh 

year 

On  presenting  petition  for  extension  of  term 

Queensland. 

The  law  of  patents  for  this  colony  is  defined  by  Acts  No.  18  of 
October  18, 1884,  and  No.  5  of  September  4, 1886.  The  Act  of 
1884  established  a  Patent  Office  for  the  colony  under  the  control 
of  a  Registrar  of  Patents. 

Th«  provisions  of  the  Act  are  to  a  great  extent  similar  to 
those  of  the  British  Act  of  1888,  and  the  appHcations  and  proceed- 
ings thereunder  bear  a  strong  resemblance  to  those  of  the  mother 
country.  When  an  inventor  is  out  of  the  colony,  application  for 
the  patent  may  be  made  by  his  assignee. 

Applications  may  be  made,  accompanied  by  either  provisional 
or  complete  specifications  ;  these  applications  are  referred  to  ex- 
aminers, who  report  thereon  to  the  Registrar,  and  the  Registrar 
may  upon  this  report  either  refuse  applications  or  require  them 
to  be  amended.  The  complete  specification  must  be  left  within 
nine  months  from  the  application.  The  examiner  compares  the 
complete  with  the  provisional  specification  and  reports  to  the 
Registrar  thereon.  Unless  the  complete  specification  is  accepted 
within  twelve  months  from  the  date  of  appUcation  the  appUcation 
becomes  void.  These  dates  can,  however,  be  extended  on  applica- 
tion and  payment  of  prescribed  fees. 

The  grants  may  be  opposed,  the  Registrar  hearing  and  decid- 
ing on  oppositions  subject  to  appeals  to  the  law  officers. 

Patents  are  dated  as  of  the  day  of  application.  No  proceed- 
ings for  infringements  can  be  taken  until  after  the  grant  of  the 
patent. 

The  patent  is  granted  for  the  term  of  fourteen  years,  subject  to 
the  payment  of  the  duties  mentioned  below ;  the  times  for  making 
the  payments  may  be  extended  for  three  months. 
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Powers  are  given  for  amending  specifications  and  for  disclaim- 
ing any  actions,  and  for  the  grant  of  compulsory  licences,  and 
for  the  revocation  of  patents  similar  to  those  in  force  at  home. 

A  register  of  patents  is  kept,  in  which  all  deeds,  licences,  etc., 
must  be  entered. 

The  Governor  in  Council  has  power  to  grant  extensions  of  the 
terms  of  patents  for  terms  not  exceeding  seven  or,  in  exceptional 
cases,  fourteen  years,  the  powers  given  being  very  similar  to  those 
of  the  Privy  Council  with  respect  to  British  patents. 

Patents  bind  the  Crown,  but  officers  of  the  Crown  may  use  the 
invention  for  the  Crown  service  on  terms  to  be  agreed  on  with 
the  approval  of  the  Minister,  or,  in  default  of  agreement,  terms 
settled  by  the  Minister  after  hearing  the  parties. 

Provision  is  made  for  the  protection  of  patentees  by  legal 
proceedings,  and    remedy  is    given    to    persons   aggrieved  by  1 

groundless  threats  of  legal  proceedings 

The  representatives  of  a  deceased  inventor  may  obtain  patents. 

The  exhibition  of  an  unpatented  invention  at  industrial  or 
international  exhibitions  will  not  prejudice  patents  subsequently 
obtained  in  due  time. 

The  Minister  has  power  to  compel  the  patentee  to  furnish  a 
model  of  his  invention  on  payment  to  the  patentee  of  its  cost. 

The  patent  will  not  prevent  the  use  of  an  invention  for  the 
purposes  of  the  navigation  of  foreign  vessels  in  Queensland  waters. 

In  case  her  Majesty  makes  an  Order  in  Council  to  apply  the 
provisions  of  the  lOSrd  section  of  the  British  Act  of  1888  to 
Queensland,  the  international  arrangements  for  the  protection  of 
the  inventions  are  adopted,  and  similar  arrangements  are  made 
with  respect  to  India  or  any  other  British  possession  where  pro- 
visions exist  for  protecting  inventions  patented  in  Queensland. 

The  Governor  in  Council  has  power  to  make  general  rules  for 
the  regulation  of  the  business  of  the  Patent  Office. 

Persons  falsely  representing  articles  to  be  patented,  are  Uable 
to  fines  not  exceeding  51.  in  each  case,  and  there  is  also  a  penalty 
(not  exceeding  20Z.)  imposed  on  an  unauthorised  assumption  of 
the  royal  arms. 

No  conditions  for  compulsory  working  are  imposed. 

The  fees  to  be  paid  are  as  under : 

On  application  for  provisional  protection      .    £2    Os. 
On  filing  complete  specification    .        .        .80 

or 
On  filing  complete  specification  with  first 

application 5    0 
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Before  the  end  of  four  years         .        .        .£50 
Before  the  end  of  eight  years       .        .        .     10    0 

Or  in  lieu  of  the  51.  and  101,  fees  : 

Before  the  expiration  of  each  of  the  4th,  5th, 

6th,  and  7th  years 10 

Before  the  expiration  of  each  of  the  8th  and 

9th  years 1  10 

Before  the  expiration  of  each  of  the  10th, 

11th,  12th,  and  13th  years      .         .        .20 

St.  Helena. 

Under  Ordinance  No.  8  of  1872,  British  letters  patent  may 
be  extended  to  this  island.  The  patent  right  is  only  granted  to 
grantees  of  a  British  patent,  his  executors,  administrators,  or 
assigns.  The  duration  of  the  patent  is  limited  to  that  of  the 
British  patent.  To  obtain  protection  the  applicant  must  deposit 
certified  copies  of  the  British  patent  and  specification  in  the 
Begistry  of  the  Supreme  Court  of  the  island.  These  documents 
are  open  to  public  inspection.  A  fee  of  11.  Is.  is  payable  on  filing 
the  specification. 

It  is  provided  that  all  cases  of  doubt  or  difficulty  not  pro- 
vided for  by  the  ordinance  shall  be  guided  and  governed  by 
the  English  law. 

South  Austbalia. 

The  patent  law  of  this  colony  is  now  embodied  in  several  Actsr, 
namely,  *  The  Patent  Act,  1877 '  (which  was  passed  December  21, 
1877),  and  the  Acts  No.  101  of  1878,  No.  201  of  1881,  and 
No.  421  of  1887. 

Every  applicant  for  letters  patent  must  present  a  petition  and 
declaration,  together  with  specification  and  drawings  in  duplicate. 
These  must  be  signed  by  the  applicant,  who  may  be  either  the 
inventor  or  his  assignee,  or  legatee  or  executor  of  a  deceased 
inventor;  the  declaration  being  made  before  any  competent 
authority,  and  the  specifications  and  drawings  attested  by  two 
witnesses.  The  place  and  date  of  signature  must  also  be  stated 
in  every  case.  The  documents  may  be  signed  under  power  of 
attorney  from  the  applicant.  The  exhibition  of  an  invention 
within  six  months  of  the  date  of  filing  the  petition  is  not  a  ground 
for  the  refusal  of  a  patent. 

Provisional  protection  can  be  obtained  for  twelve  months 
Patents  are  granted  for  fourteen  years,  and  expire  with  the  de- 
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termination  of  any  earlier  foreign  patent.  Extensions  may  be 
obtained  for  any  term  not  exceeding  seven  years.  A  fee  of  201,  is 
payable  upon  such  extension.  The  invention  protected  may  be  used 
in  foreign  vessels  navigating  the  colonial  waters,  notwithstanding 
the  patent.  The  Government  may  use  the  patented  invention  on 
payment  of  an  agreed  royalty.  In  case  of  difference  the  amount 
to  be  paid  is  settled  by  arbitration.  When  a  patent  is  deemed 
defective  in  consequence  of  the  specification  being  insufficient,  or 
by  the  patentee  having  claimed  more  than  he  had  a  right  to  claim, 
the  Commissioner  may,  on  being  satisfied  that  the  error  arose 
from  inadvertence,  accident,  or  mistake,  and  was  not  fraudulent, 
and  upon  the  surrender  of  the  patent  and  the  filing  an  amended 
specification,  grant  a  new  patent  for  the  unexpired  term  of  the 
original  grant.  A  fee  of  lOZ.  is  payable  upon  such  a  grant. 
Disclaimers  or  memoranda  of  alteration  may  also  be  filed,  a  fee 
of  2Z  10s.  being  payable  on  each  apphcation.  Confirmation  of  an 
invaUd  patent  may  be  obtained  when  it  is  proved,  or  has  been 
found  by  the  verdict  of  a  jury,  that  the  patentee  was  not  the 
true  and  first  inventor  by  reason  of  some  other  person  having 
invented  the  same  prior  to  the  date  of  the  patent.  A  fee  of  501. 
is  payable  for  such  confirmation.  A  caveat  may  be  filed,  and  the 
person  filing  the  same  will  be  entitled  to  notice  of  any  apphca- 
tion being  made  for  a  patent  for  a  similar  invention,  within 
twelve  months  from  the  date  of  filing.  There  is  a  fee  of  11, 
payable  upon  each  caveat. 

Patents  may  be  revoked  by  the  Governor  if,  after  three  years 
from  the  date  of  the  patent,  it  is  proved  that  neither  the  patentee 
nor  his  assignee  or  Ucensee  has  used  the  patented  invention  to  a 
reasonable  extent  for  the  pubHc  benefit.  No  revocation  under  this 
clause  has  up  to  this  time  taken  place. 

Proceedings  may  also  be  taken  to  revoke  a  patent  by^ciV^ 
facias. 

All  assignments  and  licences  must  be  registered  in  the 
Register  of  Proprietors.    The  registration  fee  is  IZ.  in  each  case. 

Penalties  are  imposed  for  unauthorised  use  of  the  name  of  a 
patentee,  or  for  counterfeiting  his  stamps,  mark,  or  devices. 

Fees  of  2Z.  10s.  each  have  to  be  paid  at  or  before  the  expira- 
tion of  the  third  and  seventh  years  respectively. 

Stbaits  Settlements. 

The  ordinance  for  granting  exclusive  privileges  to  inventors 
is  No.  12  of  1871,  dated  Noyember  15, 1871. 
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Exclusive  privileges  may  be  obtained  by  actual  inventors  or 
j&rst  importers  of  inventions  not  publicly  used  or  known  in  the 
colony.  An  invention  shall  be  deemed  new  if  it  shall  not,  prior 
to  the  time  of  applying  for  leave  to  file  a  specification,  have  been 
publicly  used  by  other  than  the  inventor  in  the  United  Kingdom 
or  the  colony  ;  but  inventors  having  obtained  British  or  British- 
colonial  patents  may  obtain  exclusive  privileges  during  the 
remainder  of  the  term  for  which  such  British  or  British-colonial 
patents  may  have  been  granted. 

Exclusive  privileges  are  obtained  by  inventors  petitioning  the 
Governor  in  Council  for  leave  to  file  a  specification,  whereupon 
the  Governor  may  make  an  order  authorising  the  petitioner  to 
file  a  specification.  If  the  specification  be  filed  within  six  months 
after  the  date  of  the  Governor's  order,  the  Governor  may  grant 
the  petitioner  an  exclusive  right  to  use  the  invention  in  the  colony 
for  the  term  of  fourteen  years,  and  for  such  further  term,  not  ex- 
ceeding the  term  of  fourteen  years,  as  the  Governor  may  direct, 
upon  petition  presented  to  him  at  any  period  not  more  than  one 
year,  and  not  less  than  six  months,  before  the  expiration  of  the 
original  term  of  the  exclusive  privilege.  Errors,  defects,  or  in- 
sufficiency  in  specifications  may  be  corrected  by  disclaimers  or 
by  filing  amended  specifications. 

Actions  for  infringement  of  the  exclusive  privileges  may  be 
maintained  in  the  Supreme  Court  of  the  colony ;  and  the  rules 
regulating  such  proceedings  appear  to  be  greatly  in  favour  of  the 
holders  of  exclusive  privileges.  Appeals  firom  the  Supreme  Court 
may  be  made  to  her  Majesty  in  Privy  Council. 

The  stamp  on  a  petition  for  the  grant  of  an  exclusive  privilege 
is  50  dollars.    No  further  duties  are  payable. 

Tasmania. 

The  law  of  patents  in  this  colony  was  established  by  an  Act 
passed  November  5,  1858,  amended  by  an  Act  passed  in  1888. 
Patents  are  always  granted  for  fourteen  years.  They  expire  with 
the  determination  of  any  earlier  foreign  patent  for  the  same 
invention.  They  will  not  prevent  the  use  of  the  invention  in 
foreign  ships  resorting  to  the  colony.  There  is  no  provision  for 
compulsory  working.  Although  the  law  provides  for  the  grant 
of  provisional  protection,  it  is  only  granted  on  very  fall  specifi- 
cations. 

The  proceedings  to  obtain  patents  are  very  similar  to  those 
at  home,  and  the  provisions  with  respect  to  actions,  disclaimers. 
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etc.,  are  also  much  the  same.    Patents  may  be  repealed  by  action 
of  sdre  facias. 

The  Government  fees  are  about  IL  10s.  on  application,  and  a 
stamp  duty  of  151.  is  to  be  paid  at  the  expiration  of  the  third  year, 
and  201.  at  the  expiration  of  the  seventh  year  of  the  grant.  By 
law  No.  2  of  October  20, 1884,  after  reciting  section  104  of  the 
Patents  Act  (United  Kingdom),  1888,  it  is  enacted  that  any  person 
who  has  apphed  for  protection  for  any  invention  in  the  United 
Kingdom  shall  be  entitled  to  a  patent  for  his  invention  in  pri- 
ority to  other  applicants,  and  such  patents  shall  have  the  same 
date  as  the  protection  obtained  in  the  United  Kingdom,  provided 
the  colonial  application  is  made  within  seven  months  &om  the 
apphcation  for  protection  in  the  United  Kingdom ;  publication  in 
Tasmania  within  that  period  shall  not  invalidate  the  patent. 


Trinidad. 

The  ordinance  for  granting  exclusive  privileges  to  inventors 
is  No.  25,  dated  September  2,  1867. 

On  application  to  the  Registrar-General  of  the  island,  aifd  on 
deUvery  to  him  of  a  declaration,  accompanied  by  a  specification, 
he  will  issue  a  certificate,  which  must  be  advertised  in  the  Official 
Gazette.  The  specification  may  be  delivered  open  or  in  a  sealed 
envelope.  In  the  latter  case  the  Registrar-General  will,  at  the 
end  of  six  calendar  months  from  the  date  of  the  certificate,  or  at 
an  earlier  day  at  the  request  of  the  patentee,  break  the  seal  of  the 
envelope  and  register  the  specification. 

The  certificate  vests  in  the  applicant  the  exclusive  right  to 
the  invention  within  the  island  for  fourteen  years ;  but  if  at  any 
time  during  that  term  it  shall  be  made  to  appear  that  the  in- 
vention is  not  new  as  to  the  public  use  and  exercise  thereof  in  the 
island,  or  that  the  invention  is  prejudicial  or  inconvenient  to 
the  public,  then  the  applicant's  exclusive  privileges  will  become 
void. 

The  fees  payable  to  the  Registrar-General  on  leaving  the 
declaration  and  specification,  and  for  publication  of  same  in 
Gazette,  amount  to  101. 10s, 

Disclaimers  may  be  entered,  a  fee  of  21.  being  payable  on 
each  entry. 

The  patentee  has  the  like  remedies  against  infringers  as  the 
grantee  of  any  letters  patent  would  be  entitled  to  in  the  like  case 
in  England. 
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Victoria. 

The  Act  6S  Viot.  cap.  84,  passed  November  25,  1889, 
coming  into  operation  March  1,  1890,  consolidates  the  law  of 
patents  in  this  colony  and  repeals  all  former  Acts.  This  Act 
is,  in  most  respects,  similar  to  the  British  Patents  Act,  1888, 
but  there  are  differences  which  will  be  mentioned. 

The  Governor  in  Gomicil  is  empowered  to  appoint  and  remove 
a  Commissioner  of  Patents,  and  also  as  many  examiners  as  may 
be  necessary.  The  Commissioner  is  to  have  a  seal  with  which  all 
patents  are  to  be  sealed. 

Any  person,  whether  a  British  subject  or  not,  may  apply  for 
a  patent.  The  applicant  may  be  the  actual  inventor;  or  his 
assigns ;  or  the  actual  inventor  jointly  with  the  assigns  of  a  part 
interest  in  the  invention ;  or  the  legal  representatives  of  a  deceased 
inventor,  or  his  assigns ;  or  (where  the  inventor  is  not  resident  in 
the  colony)  any  person  to  whom  the  invention  has  been  commu- 
nicated by  the  actual  inventor,  his  legal  representatives,  or 
assigns. 

The  application  must  be  made  in  the  form  given,  and  must 
be  accompanied  by  either  a  provisional  or  complete  specification. 
The  application  is  referred  by  the  Commissioner  to  an  examiner, 
who  must  ascertain  and  report  whether  the  nature  of  the  inven- 
tion is  fairly  described,  and  whether  the  application,  specification, 
and  drawings  are  prepared  in  the  prescribed  manner,  and 
whether  the  title  sufficiently  indicates  the  subject-matter  of  the 
invention,  and  whether,  to  the  best  of  the  knowledge  of  the 
examiner,  such  invention  is  not  novel,  or  is  already  in  the 
possession  of  the  public,  with  the  consent  of  the  inventor,  and 
upon  such  matters  as  the  Commissioner  may  require.  On  the 
report  of  the  examiner,  the  Commissioner  may  refase  the  appli- 
cation, or  require  its  amendment.  The  applicant  has  power  to 
appeal  from  any  adverse  decision  to  the  Law  Officer,  who  is 
required  to  hear  the  applicant  and  the  Commissioner,  and  to 
decide  whether  the  application  shall  be  accepted  or  not. 

If  a  complete  specification  is  not  left  with  the  application,  it 
may  be  left  any  time  within  nine  months  from  the  application ; 
if  not  so  left,  the  application  is  deemed  to  have  been  abandoned. 
The  Commissioner  has  power  to  extend  the  time  for  leaving  the 
complete  specification  for  one  month. 

The  complete  and  provisional  specifications  are  referred  by 
the  Commissioner  to  an  examiner,  who  is  to  ascertain  whether 
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the  complete  specification  is  prepared  in  the  prescribed  manner, 

and  whether  the  complete  specification  describes  substantially  the 

same  invention  as  that  described  by  the  provisional  specification. 
The  Commissioner  may  refuse   the  application  upon  this 

report,  but  such  refasal  is  subject  to  appeal  to  the  Law  Officer. 

The  examiner's  reports  are  not  to  be  published  or  open  to 
pubbc  inspection. 

The  Commissioner  must  advertise  the  acceptance  of  the  com- 
plete specification,  and  the  application  is  then  open  to  public 
inspection,  and  any  time  within  two  months  from  the  date  of 
the  advertisement  any  person  may  give  notice  of  opposition  to 
the  application,  on  the  ground  of  the  applicant  having  fraudu- 
lently, or  without  his  authority,  obtained  the  invention  from 
him,  or  from  a  person  of  whom  he  is  the  legal  representative 
or  assignee ;  or  on  the  ground  that  the  invention  has  not  been 
communicated  to  the  applicant  by  the  actual  inventor,  his  legal 
representative,  or  assigns  (if  not  resident  in  Victoria) ;  or  on  the 
ground  that  the  invention  has  been  patented  in  Victoria  on  an 
appUcation  of  prior  date  ;  or  on  the  ground  of  want  of  novelty, 
or  of  the  invention  having  been  already  published  or  publicly 
used,  or  that  the  complete  specification  describes  an  invention 
other  than  that  described  in  the  provisional  specification,  and 
that  such  other  invention  forms  the  subject  of  an  application, 
made  by  the  opponent,  in  the  interval  between  the  leaving  of  the 
provisional  and  complete  specifications,  but  on  no  other  ground. 

The  opposition  is  heard  and  determined  by  the  Commissioner, 
there  being  an  appeal  from  his  decision  to  the  Law  Officer.  If 
the  Commissioner  is  satisfied  with  the  novelty  of  the  invention, 
and  there  is  no  opposition,  or,  in  case  of  opposition,  if  the  deter- 
mination is  in  favour  of  the  applicant,  the  Commissioner  issues  a 
warrant  for  the  sealing  of  the  patent,  and  the  patent  is  sealed  as 
soon  thereaftier  as  may  be.  The  patent  is  sealed  as  of  the  day  of 
application,  but  no  legal  proceediags  can  be  taken  in  respect  of 
any  infringement  committed  before  the  publication  of  the  com- 
plete specification. 

Inventions  are  protected  from  the  consequences  of  use  and 
publication,  between  the  date  of  application  and  the  date  of  seal- 
ing the  patent.  No  proceedings  can  be  taken  for  infringement 
until  the  patent  has  been  granted. 

Every  patent  covers  the  entire  colony,  and  is  for  fourteen 
years,  subject  to  payments  of  21. 10s.  before  the  expiration  of  the 
third  and  of  the  seventh  years  of  the  term. 

An  applicant  or  patentee  is  empowered  to  amend  the  specific 
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cation,  and  the  amendment  may  be  opposed,  these  proceedings 
being  similar  to  those  in  force  in  England. 

A  patentee  can  also  apply  to  amend  during  the  progress  of 
legal  proceedings  for  infringement  or  revocation. 

Where  an  applicant,  patentee,  petitioner,  or  objector  is  dis- 
satisfied with  the  decision  of  the  Law  OfBcer,  he  can  appeal  to 
the  Supreme  Court. 

A  Register  of  Patents  is  to  be  kept,  containing  in  chronological 
order  a  statement  of  all  patents  granted,  with  the  names  and 
addresses  of  the  grantees,  notifications  of  assignments  and 
licences,  memoranda  of  the  deposit,  and  filing  of  specifications, 
and  disclaimers,  of  amendments  of  patents,  and  specifications, 
and  of  the  expiry,  revocation,  or  other  determination  of  patents. 

Prolongations  may  be  obtained  of  patents  for  inventions  of 
merit  which  have  not  been  remunerative,  for  a  term  not  exceed- 
ing fourteen  years. 

Confirmation  of  invalid  patents  may  also  be  obtained,  in 
cases  where  it  has  been  found  by  a  court  of  law  that  a  portion  of 
the  invention  was,  unknown  to  the  patentee,  old  at  the  date  of 
the  apphcation. 

Proceedings  may  be  taken  in  the  Supreme  Court  for  the 
revocation  of  patents,  upon  grounds  similar  to  those  of  the 
British  Patents  Act  of  1888,  with  the  additional  ground,  in  the 
case  of  patents  for  communications,  that  the  invention  was  not 
communicated  by  the  actual  inventor  or  his  assignee. 

Patent  rights  are  good  against  the  Crown,  but  may  be  used  for 
the  public  service  on  terms  agreed  upon  or  settled  by  arbitration. 
The  proceedings  and  pleadings  in  actions  for  infringements,  or 
revocation,  are  very  similar  to  the  British  proceedings.  Remedy 
is  given  to  any  person  aggrieved  by  groundless  threats  of  legal  pro- 
ceedings. 

The  Act  contains  clauses  for  enabling  the  Governor  in  Coun- 
cil to  make  arrangements  for  the  mutual  protection  of  inventions 
with  any  of  the  other  Austrahan  Colonies,  New  Zealand,  or  Fiji, 
and  also  for  the  purpose  of  applying  the  provisions  of  sect.  108 
of  the  British  Patents  Act  of  1888  to  the  colony. 

Patents  for  foreign  inventions  may  be  granted  at  any  time 
within  one  year  of  the  date  of  the  foreign  patent,  notwithstanding 
prior  use  in  Victoria  during  that  period,  providing  such  use  has 
not  been  with  the  consent  of  the  inventor. 

A  patent  may  be  obtained  by  the  representatives  of  a  deceased 
inventor,  if  the  application  be  made  within  twelve  months  of  the 
death  of  the  inventor. 
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Tbe  exhibition  of  inventions  at  industrial  or  international 
exhibitions  will  not  prejudice  patent  rights,  if  the  exhibitor  gives 
the  Commissioner  one  month's  notice  of  his  intention  to  exhibit, 
and  application  for  the  patent  is  made  within  twelve  months 
from  the  opening  of  the  exhibition. 

The  patent  will  not  prevent  the  use  of  the  invention  in  foreign 
ships  in  the  colonial  waters,  but  this  provision  does  not  apply  to 
the  protection  of  subjects  of  foreign  states  not  conferring  recipro- 
cal advantages. 

Penalties  are  imposed  on  persons  marking  goods  with  the 
name  of  a  patentee,  without  leave  in  writing  of  the  patentee ; 
or  who  mark  goods  '  Patent '  with  the  intention  of  imitating  the 
stamps  or  marks  of  the  patentee ;  or  who  put  to  sale  as  patented 
in  Victoria  any  article  not  patented  there,  for  the  purpose  of 
deceiving  the  pubhc. 

Wbstebn  Australia. 

The  law  of  patents  in  this  colony  is  comprised  in  an  Act  to 
amend  and  consolidate  the  law  relating  to  patents  for  inventions 
which  passed  the  Colonial  Legislature,  November  26,  1888. 

The  Patent  Office  is  attached  to  thedepartment  of  the  Registrar- 
General.  Any  person  may  apply  for  a  patent,  and  a  person  not 
the  inventor  may  join  in  the  application  and  be  a  co-patentee. 
A  patent  will  also  be  granted  to  the  legal  representatives  of  a 
deceased  inventor.  The  apphcation  must  be  accompanied  by 
either  a  provisional  or  complete  specification.  The  apphcation 
is  referred  to  an  examiner,  and  upon  his  report  the  Registrar 
will  accept  or  refuse  the  apphcation.  The  complete  specification 
must  be  left  within  nine  months  &om  the  date  of  apphcation. 
Persons  interested  may  oppose  the  grant  on  the  ground  of  the 
opposer  being  interested  in  an  apphcation  of  prior  date,  or  that 
the  examiner  has  reported  that  the  specification  comprises  the 
same  invention  as  is  described  in  a  previous  apphcation.  The 
proceedings  before  the  Registrar  are  subject  to  appeal  to  the 
Attorney-General.  Specifications  are  not  pubhshed  unless  the 
apphcations  are  accepted.  Provisional  protection  is  granted  for 
the  period  between  the  date  of  apjphcation  and  the  sealing  the 
patent. 

Patents  are  granted  for  fourteen  years,  but  cease  in  case  the 
prescribed  payments  are  not  duly  made. 

The  Registrar  has  power  to  grant  leave  to  amend  specifica- 
tions, and  his  decision  in  apphcations  for  amendments  is  subject 
to  appeal  to  the  Attorney-General. 
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The  Governor  in  Council  can  grant  licences  in  cases  where  he 
is  satisfied  that  by  the  patentee's  default  to  grant  licences  the 
patent  is  not  worked  in  the  colony,  or  that  the  reasonable  require- 
ments of  the  public  are  not  supplied,  or  where  any  person  is  pre- 
vented from  working  or  using  to  the  best  advantage  any  invention 
of  which  he  is  possessed. 

A  Register  of  Patents  is  kept,  and  all  assignments,  Ucences, 
etc.,  must  be  registered  therein. 

The  Governor  in  Council  may  prolong  the  term  of  the  patent 
for  a  further  term  not  exceeding  seven  or,  in  exceptional  cases, 
fourteen  years. 

Proceedings  may  be  taken  for  revocation  of  patents,  the  pro- 
ceeding by  scire  facias  being  abolished. 

A  patent  is  valid  against  the  Crown,  but  the  Crown  officers 
may  use  the  invention  by  agreement,  or,  failing  agreement,  on 
terms  to  be  settled  by  the  Court. 

The  proceedings  relating  to  infringement  are  similar  to  those 
in  force  at  home.  Remedy  is  granted  against  patentees  in  case  of 
groundless  threats  of  legal  proceedings. 

Provision  is  made  for  the  protection  of  unpatented  inventions 
at  industrial  or  international  exhibitions. 

No  person  can  receive  a  patent  for  an  invention  which  has 
been  previously  patented  in  Great  Britain  or  any  other  country, 
but  the  Governor  is  empowered  to  grant  letters  of  registration 
to  the  holder  or  assignee  of  any  such  patent  upon  payment  of  16Z., 
and  such  letters  of  registration  shall  be  deemed  to  be  letters 
patent  issued  under  the  Act,  and  shall  have  the  same  force  as 
letters  patent.  The  law  does  not  compel  any  working  of  the 
invention. 

The  fees  payable  before  the  expiration  of  four  years  and  of 
seven  years  are  4Z.  in  each  case,  and  a  fee  of  20Z.  is  payable  on 
every  extension  beyond  fourteen  years. 
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ACCOUKT  OF  PbOFITS 

in  action  for  infringement,  292.    See  Dauaoeb 
before  filing  of  biU,  not  ordered  where  unnecessary  delay,  293 
in  taking,  plaintiff  entitled  to  know  defendant's  profits  prior  to  use  of 
his  invention,  293 

ACCOXTNTS 

necessary  on  petition  for  extension  of  patent,  199.    See  Extension,  etc. 


Action  fob  Infbinoement,  272.    See  iNFBiNaEHEKT 

may  be  brought  in  any  division  of  High  Court  of  Justice,  272 
cannot  be  brought  before  patent  has  been  granted,  105,  272 
or  for  infringements  committed  before  publication  of  complete  specifi- 
cation, 272 
or  in  interval  between  expiration  of  patent  and  grant  of  new  term,  206 
plaintiff  cannot  have  both  damages  and  account  of  profits  in,  292 

„       may  lose  damages  for  infringements  committed  while  fees 
unpaid,  294 
who  may  bring — 

unregistered  assignee  cannot,  216,  230 

except  against  licensees  from  assignor  subsequent  to  and  with 
notice  of  assignment,  216,  230 

assignee  of  separate  part  of  a  patent  may  bring  separate,  218 

survivor  of  two  assignees  may,  218 

exclusive  licensee  cannot,  without  joining  patentee,  225 

unregistered  owner  may,  where  name  on  register  is  that  of  trustee 
for  him,  232 
particulars  of  breaches  to  be  delivered  in,  279.    See  Pabticulabs 
several,  by  one  plaintiff  may  be  consolidated,  276 

but  not  until  each  defendant  has  given  full  discovery,  276 
defence  to,  4 

invention  of  improvements  is  not,  246 

common  dilemma,  247 

particulars  of  objections  to  be  delivered  with,  280.  See  Pabticulabs 

secret  process  set  up  as,  286 

every  ground  for  repealing  patent  by  scire  facias  is,  309 
issues  in,  276.    See  Issues 
inspection  in,  277.    See  Inspection 

„         of  documents,  283 
interrogatories,  282,  284 

production  of  models  before  trial  of,  refused,  283 
trial  of,  to  be  without  jury  unless  otherwise  ordered,  284 

of  issues  of  fact  in,  may  be  before  a^  referee,  285 

whose  report  equivalent  to  finding  of  a  jury,  285 

assessor  may  be  called  in  on,  285 


504  INDEX 

Action  fob  Infbingement— con^inu«<2 

on  trial  of,  Court  may  order  that  competent  person  shoold  ascertain 

facts  or  make  experiments,  285 
Court  may  allow  patentee  in,  to  apply  to  amend  specification,  286 
evidence,  287  • 

experiments  made  for,  distrusted  by  Court,  287 

of  infringement  or  objections  not  admitted,  except  by  leave,  unlesa 
particulars  delivered,  287 

of  general  public  knowledge,  280 

of  anticipations,  281 

onus  of  proof,  287 

of  patentee,  how  far  admissible,  288 

further,  on  appeal,  288 

scientific  witnesses,  288 
functions  of  judge  and  jury  at  trial  of,  289 
damages,  292.     See  Damages 
account  of  profits,  292.    See  Account  of  Profits 
injunctions,  272,  294.     See  Injunction 
delivery  up  or  destruction,  295 

in  general,  no  stay  of  proceedings  pending  appeal,  294 
in  Scotland,  295 
in  Ireland,  296 
in  Isle  of  Man,  296 

provision  as  to  leave  to  serve  writ  in  Scotland  or  Ireland,  296 
certificates  and  costs,  297.    See  Certificate  ;  Costs 
pending  an,  plaintiff  may  be  restrained  from  advertising  positive  state- 
ment that  defendant  has  infringed,  305 

and  where  he  has  obtained  leave  to  amend  specification  may  be 
restrained  from  issuing  threatening  circulars  to  defendfuit*a 
customers,  306 

Action  to  Restrain  Threats,  303 

may  be  brought  under  section  32  of  the  Act,  303 

unless  person  threatening  commences  and  prosecutes  with  du» 
diligence  action  for  infringement,  803 
which  includes  action  for  royalties  on  articles  alleged  to  be 

outside  licence,  308 
and  if  action  fails  he  is  not  liable  in  threat  action  unless 

evidence  of  malice,  804 
infringement  action  need  not  be  against  plaintiff  in  threat 
action,  307 
but  infringement  of  person  sued  must  be  of  same  cha- 
racter, 307 
interpretation  of  words  '  due  diligence,*  807 
plaintiff  in,  must  show  non-infringement  or  that  patent  invalid,  804 
if  the  latter,  defendant  entitled  to  particulars  of  objections  and 
other  rights  as  if  plaintiff  in  action  for  infringement,  304 
result  of  cases  relating  to,  304 
threats : — 

letter  from  patentee*s  solicitor,  305 
notices  by  patentee  to  users  of  plaintiff's  invention,  305 
letter  written  *  without  prejudice,'  805 
private  letter  to  customer  of  plaintiff,  305 
interlocutory  injunctions  in,  806 

must  not  be  moved  for  ex  parte,  306 

refused  where  defendant  undertakes  to  bring  with  due  diligence 
action  for  infringement,  306 
but  granted  if  undertaking  not  performed,  306 
granted  to  restrain  threats  by  plaintiff  in  pending  action  for  in* 
fringement  after  leave  to  apply  for  disclaimer  obtained,  806 
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Action  to  Bebtrain  Thbeats — continued 
damages  in,  803,  308 

no  certificate  in,  that  validity  of  patent  came  in  question,  308 
costs,  308 

Adtebtisement 

of  acceptance  of  application,  95 

of  complete  specification,  104 
of  application  for  amendment,  178 
of  amendments  made,  180 
of  application  for  extension,  198 

Agents.    5ee  Patent  Agent 
may  act  for  applicants,  378 
may  not  sign  applications,  378 
may  not  apply  in  name  of  owner  for  injunction,  225 
for  infringers  liable  for  infringements,  265 
cannot  present  petition  for  revocation,  810 

Amendment  of  Specification,  178 

might  be  by  disclaimer  under  old  law,  178 

but  now  under  Act  of  1883  by  disclaimer,  correction,  or  explana- 
tion, 178 

meaning  of  '  explanation,*  183 
where  action  for  infringement  or  proceeding  for  revocation  of  patent 
pending,  leave  of  Court  must  be  obtained  to  apply  for,  179, 184 
and  must  be  by  way  of  disclaimer,  184 
terms  upon  which  leave  given,  185 
discretion  of  the  Court  is  absolute,  185 
office-copy  of  judge*s  order  must  be  left  at  Patent  Office,  184 
writ  of  prohibition  to  prevent  comptroller  proceeding,  refused,  184 
after  Judgment,  leave  of  Court  unnecessary,  184 
where  several  proceedings  pending,  unnecessary  to  apply  for  leave 
in  all,  184 
after  specification  becomes  public  must  be  under  section  18, 179 

other  amendments  must  be  under  sections  7  and  9, 179 
procedure  as  to,  under  section  18 : — 

request  in  writing  for  leave  for,  to  be  made,  178 

and  to  be  advertised,  178 
any  person  may  give  notice  of  opposition  to,  within  one  month,  178 
comptroller  to  notify  opposition  to,  to  applicant,  178 

and  hear  and  decide  case,  subject  to  appeal  to  law  officer^ 
178 
law  officer,  if  required,  to  hear  applicant,  and  opponent  if 
entitled  to  be  heard,  179 
and  decide  if,  and  on  what  conditions,  to  be  allowed,  179 
where  no  opposition,  or  opponent  does  not  appear,  comptroller  to 
decide  if,  and  on  what  conditions,  to  be  allowed,  179 
if  leave  refused  applicant  may  appeal  to  law  officer,  179 
law  officer,  if  required,  to  hear  applicant  and  comptroller^ 
and  may  decide  if,  and  on  what  conditions,  to  be  allowed,  179 
when  made,  to  be  advertised,  180 
rules  as  to,  377,  891 
form  of  application  for,  386,  398 

not  allowed  to  substantially  enlarge  or  alter  invention  claimed,  179, 186 
no  prohibition  lies  to  law  officer,  180 

but  amendment  allowed  by  comptroller  or  law  officer  may  be 
questioned  in  court  of  law,  180 
ought  to  be  allowed  at  patentee's  peril,  when  question  doubt* 
ful,  186 
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allowed  for  insertion  of  correct  description  of  drawing,  184 
leave  for,  conclusive  as  to  right  of  party  to  make,  179 

except  in  case  of  fraud,  179 
when  allowed,  deemed  to  form  part  of  the  specification,  179 
opposition  to : — 

opponent  must  have  interest,  180 

grounds  of,  181 
comptroller  may  impose  conditions  on  giving  leave  for,  180 

but  cannot  give  costs,  180 

conditions  under  old  law,  181, 182 
„  „      the  Act  of  1883,  188 

restriction  on  recovery  of  damages  for  use  of  invention  before,  183,  294 
by  disclaimer : — 

may  reject  claim  to  any  of  the  parts  where  both  combination  and 
subordinate  parts  claimed,  186 

may  not  strike  out  whole  of  claim  and  insert  claim  to  subordinate 
part,  186 

should  leave  sufficient  to  support  patent,  187 

may  out  down  claim  for  all  methods  to  particular  method  de- 
scribed, 187 

cases  under  the  old  law,  187-189 
powers  of  the  Master  of  the  Bolls  as  to,  189 
as  to  clerical  errors,  190 
costs  of,  190 

Amendment  of  documents  by  comptroller,  324 

Amsbica,  United  States, 
patent  laws  of,  421 

Anticipation.    See  Publication  ;  Usee 

Appeal 

from  comptroller  to  law  officer,  95, 103, 159, 178 

none  from  law  officer  in  cases  of  opposition  to  grant  of  patent  or  of 

amendment  of  specification,  161, 180 
none  from  Board  of  Trade  in  cases  of  compulsory  licences,  226 
rules  on  appeals  to  law  officers,  406 
form  of  notice  of,  404 

Applicant.    See  Application  fob  Patent 

for  letters  patent  must  be  inventor  or  inventors,  86,  30 

but  non-inventors  may  join  in  application,  86 
who  may  be,  86-88 

any  person,  British  subject  or  not,  86.    See  Fobeion  Patents 

body  corporate,  86 

first  importer,  86.    See  Communication,  etc. 
but  must  reside  in  United  Kingdom,  87 

infants  and  women,  88 

legal  representative  of  deceased  inventor,  88 
on  death  of,  patent  may  be  granted  to  legal  representative,  88 

who  may  perhaps  leave  complete  specification,  104 

and  patent  may  be  sealed  within  twelve  months  after,  171 

Applications, 

patents  for,  76.    See  Subject-mattes 
cases  as  to,  77-85 

Application  fob  Patent, 

who  may  make,  86-88.    See  Applicant 
joint  applications,  86 
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Application  fob  Patent — continued 

may  be  opposed,  159.    See  Opposition  to  Gbakt 
to  be  made  in  prescribed  form,  89 

and  left  at,  or  sent  by  post  to  Patent  Office,  89 

with  specification,  provisional  or  complete,  89.    See  Specification 
to  be  referred  to  examiner  together  with  specification,  89 

on  whose  report  comptroller  may  require  amendment,  89 
subject  to  appeal  to  law  officer,  95 
acceptance  of,  to  be  notified  to  applicant  and  advertised  in  official 

journal,  95 
if,  after  being  made,  another  application  with  similar  title  is  made, 

comptroller  may  decline  to  proceed  with  latter,  95 
rival  applications,  164-166 

if  abandoned  or  become  void,  specification  not  to  be  published,  96 
deemed  abandoned,  if  complete  specification  not  left  within  due  time,  103 
becomes  void  unless  complete  specification  accepted  within  due  time,  104 
by  representative  of  deceased  inventor,  must  be  within  six  months,  96 
form  of,  893 

form  of,  on  communication  from  abroad,  395 
rules  regulating  procedure  ota,  380,  381 

Abobntine  Republic, 
patent  laws  of,  425  • 

ASSBSSOB 

Judicial  Committee  in  extension  cases  may  call  in  the  aid  of,  195 
may  be  called  in  in  an  action  or  proceeding  for  infringement  or  revoca- 
tion of  a  patent,  285 

Assignee  of  Lettebs  Patent.    See  Assionscents 
may  disclaim,  181 

of  part  may  bring  separate  action  for  infringement,  218 
of  share  of  profits  may  call  on  licensee  for  account,  218 
of  original  assignee  takes  subject  to  covenants  if  he  has  notice,  218 
survivor  of  two,  may  sue  for  an  infringement  committed  during  life  of 

the  other,  218 
for  valuable  consideration,  in  infringement  action  against  patentee 
assignor,  defence  of  waut  of  novelty  not  available,  219 
unless  patent  made  invalid  by  assignee's  disclaimer,  219 
or  assigned  to  him  by  trustee  of  bankrupt  patentee,  219 
position  of,  before  registration  of  assignment,  230 

Assignments  of  Lettebs  Patent,  216-219.    See  Assignee 
should  be  registered,  216 
rules  as  to  registration  of,  216 
registry  of,  216,  228 
ought  to  be  by  deed,  216 
proper  covenants  in,  216 
if  patent  obtained  under  Act  of  1852,  217 
for  a  place  or  district,  217 

no  implied  warranty  of  the  patent  on  contract  for,  217 
purchaser  should,  prior  to  entering  into  contract  for,  have  search  made 

as  to  novelty  of  patent,  217 
joint  patentee  can  only  assign  his  share,  218 
co-owner  of  patent  may  sue  alone  for  recovery  of  profits,  218 
by  partner  to  third  party  with  notice  of  partnership,  219 
may  include  contract  to  assign  future  patents  relating  or  similar  to 

assigned  patent,  219 
body  corporate  may  take,  and  be  registered  as  proprietor  in  corporate 

name,  219 
by  executors  good,  though  probate  registered  after  it,  231 
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where  two  or  more  conflicting,  registered,  231 
to  Secretary  of  War  for  certain  inventions,  175 
cases  on,  216-219 

Australian  Colonses, 

patent  laws  of.    See  under  names  of  the  different  colonies. 

Austria, 

patent  laws  of,  426 

Bahama  Islands, 

patent  laws  of,  470 

Barrabos, 

patent  laws  of,  471 

Beloiuv, 

patent  laws  of,  428 

Board  or  Trade, 

power  to  order  patentee  to  grant  licences,  225.    See  Licences,  Gok< 

PUL80RT 

no  appeal  from  such  order,  226 

no  power  to  award  costs,  226 

power  to  make  roles,  825,  831 

appoints  officers  of  the  Patent  Office,  323 

Bouvia, 

patent  laws  of,  429 

Borneo  (British  North), 
patent  laws  of,  472 

Brazil, 

patent  laws  of,  430 

Breaches.    See  Particulars  of,  etc. 

British  Guiana, 

patent  laws  of,  472 

British  Honduras, 
patent  laws  of,  478 

Canada, 

patent  laws  of,  473 

Cape  of  Good  Hope, 
patent  laws  of,  477 

Carriers, 

of  infringing  articles,  265 

Cases, 

amendments  of  specifications,  179-190 

amount  of  invention  required  to  support  patent,  67-76 

applications,  patents  for,  77-85 

assignments  and  licences,  216-225 

chemical  processes  and  products,  19,  254-260 

combinations,  70-75 

claims,  140-161, 157, 158 

drawings,  106,  107 
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Cases  —conHnued 

extension  of  patent,  192-215 

infringement,  234-302 

injunction,  272-276 

inventor,  trae  and  first,  29-33 

licences,  220-225 

novelty,  27-65 

oppositions  to  grant  of  patents,  160-169 

patentee,  who  may  be,  86-88 

partnership,  225 

principles,  6-11 

processes,  11-13,  254-260 

prior  user  by  inventor,  45,  58 

experiments,  62 
public  user,  34-51 
publication  in  printed  books,  51-53 
publication  in  specification  under  prior  patent,  54-58 
registration,  229-232 
revocation  of  patents,  309-313 
specification,  provisional,  97-99, 107-112 

„  complete,  103-151 

„  interpretation  of,  152-158 

subject-matter,  6-20 
threats,  303-308 
title  of  patent,  91-93 
utility,  21-26 
Beports  of  Patent,  to  be  issued,  324 

Caveat 

against  extension  of  patent,  194 

as  to  grants  of  patents  and  amendments,  104 

Certificate 

in  action  for  infringement,  297,  299 

when  given  to  entitle  plaintiff  to  full  costs  in  future  actions,  300 

not  avsulable  in  action,  begun  before  certificate  given,  301 

what  is  sufficient,  301 

whether  given  in  action  to  restrain  threats,  308 

not  given  on  petition  for  revocation,  313 

Vice-Chancellor  of  County  Palatine  of  Lancaster,  301 
under  hand  of  comptroller,  primd-fade  evidence,  326 
of  payment  or  renewal,  385 
form  of  application  for,  400 
form  of,  400 

Cetlon, 

patent  laws  of,  477 

Channel  Islands, 

not  now  included  in  patent,  171 

Chemical  Processes, 
when  patentable,  19 
and  products,  cases  as  to  infringement  of  patents  for,  254-260 

Chili, 

patent  laws  of,  431 

Claims.    See  Specification,  Complete 

complete  specification  must  contain,  102 
suggestions  as  to  preparing,  140 
interpretation  of,  157.    See  Constbuction 
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Classes  of  Patentable  Intentions,  14.    See  Subject-matteb 

Clebicaii  Ebbobs, 

correction  of,  in  letters  patent,  174 
form  of  request  for  correction  of,  403 
in  specificationB,  etc.,  105, 190,  324 

Colombu, 

patent  laws  of,  432 

CoLONUL  Abbanoements,  322,  359 

Colonies  (Bbitibh), 
patent  laws  of,  470 

Combinations,  247.    See  Subject-matteb 
of  known  parts  are  patentable,  15 
how  to  be  treated  in  specifications,  131 
cases  on,  70-75 

cases  as  to  infringement  of  patents  for,  248-254 
propositions  as  to,  250 
if  patent  is  solely  for,  nothing  can  be  infringed  but  the  use  of  the  entire 

combination,  251 
to  protect  subordinate  parts  and  minor  combinations  it  is  necessary  to 

claim  them,  249,  250 

and  they  must  be  new,  useful,  and  patentable  per  sc,  250 
the  taking  of  subordinate  part  or  parts  of  may  be  an  infringement  of 

patent,  252 
manufacture  and  export  of  parts  of,  253 

Complete  Specification.    See  Specification,  Complete 

Communication  fbom  Abboad, 

patent  for  invention  which  is,  may  be  obtained,  86 

but  applicant  must  be  resident  in  United  Kingdom,  87 
no  patent  for  communication  by  British  subject  residing  in  United 

Kingdom  to  another,  88 
form  of  application  for  patent  for,  395 

Company.    See  Cobpobate  Body 

Comptbolleb-Qenebal  of  Patents, 
duties  of,  323 

may  require  amendment  of  documents,  95,  102, 103 
appeal  lies  to  law  officer  from,  95, 103,  159, 178 
may  require  statement  in  writing  from  applicant,  379 
can  authorise  amendment  of  specification,  179 
may  refuse  patent  if  contrary  to  law  or  morality,  324 
may  correct  clerical  errors,  106,  324 
other  powers  of,  324 

discretionary  power  of,  not  to  be  exercised  adversely  to  applicants  with- 
out giving  them  opportunity  of  being  heard,  324 
decisions  of,  to  be  notified  to  parties,  379 
general  powers  of  amendment  by,  324 
power  of,  to  dispense  with  evidence,  324 
may  apply  to  law  officers  for  directions,  325 
certificate  of,  to  be  evidence,  326 
is  to  issue  Illustrated  Journal  of  Patented  Inventions,  824 

and  reports  of  patent  cases,  324 

and  other  publications,  824 
to  make  annual  report,  825' 
if  absent.  Board  of  Trade  may  appoint  officer  in  his  place,  825 
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g01ipx7i490bt  licsnces,  225.    scb  llcbkces|  compulsory 

Congo  Fbeb  State, 
patent  laws  of,  432 

Construction  of  Specification,  162 

specification  to  be  construed  according  to  ordinary  meaning,  153 

and  with  reference  to  state  of  knowledge  when  it  was  prepared,  156 

benevolent  construction,  153 
both  words  and  drawings  looked  at,  106 
prior  specifications  as  showing  anticipation,  154 
evidence  to  explain  technical  terms,  155 

patenffee's  evidence  as  to  meaning  of  specification  inadmissible,  155 
claims,  construction  of,  157 

with  reference  to  whole  context,  142,  157 

when  two  meanings  possible,  157 

constmed  as  merely  appendant,  157 

cases  as  to,  158 

Convention,  International,  373.     See  Foreign  Patents;   International 
Convention 

Copies  of  Patent  Office  Docuicents, 

certified  and  sealed,  receivable  in  evidence,  326 

to  be  furnished  on  payment  of  fee,  327 
sent  to  Scotland,  Ireland,  and  the  Isle  of  Man,  326 

and  to  be  evidence  in  courts  there,  327 

Correction.    See  Amendment  of  Specification 

Corporate  Body; 

and  inventor  may  apply  jointly  for  patent,  86 

may  take  assignment  of  patent,  219 

may  be  registered  as  proprietor  by  its  name,  219 

Costa  Bica, 

patent  laws  of,  433 

Costs, 

comptroller  no  authority  to  award,  169 

Board  of  Trade  no  power  to  award,  226 

law  officer  may  order,  in  any  proceeding  before  him,  169,  349,  407 

on  oppositions  to  patents,  169 

on  amendments  of  specifications,  180, 190 

on  application  for  extension  of  patent,  208 

on  revocation  of  patent,  313 

in  action  for  threats,  308 

in  actions  for  infringement,  297 

directors  of  limited  company  infringing,  may  be  ordered  to  pay 

personally,  301 
if  court  certifies  that  validity  of  patent  came  in  question,  plaintiff 
may  have  full  costs  in  subsequent  actions,  300 
tiiough  patent  not  contested  in  subsequent  action,  301 
but  if  contested  on  different  grounds,  full  costs  refused,  800 

Crown,  The, 

power  of,  to  grant  patent,  1-3 
does  not  guarantee  the  validity  of  letters  patent,  5 
must  be  supplied  with  invention  if  required  or  patent  becomes  void,  173 
letters  patent  obtained  under  Patent  Act,  1883,  of  same  effect  against,  as 
against  subject,  175,  267 
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officers  of  departments  in  service  of,  may  ose  invention  on  term  approved 

or  settled  by  Treasury,  175,  267 
may  use  invention  withoat  royalty  where  patent  applied  for  before  com* 

mencement  of  Patents  Act,  1883, 174,  266 
patents  of  monitions  of  war,  rights  of  as  to,  175 
may  oppose  extension  of  patent,  194 
saving  for  prerogative  of,  363 
if  misled  as  to  novelty  of  invention,  patent  void,  28 

Cuba, 

patent  laws  of.    See  Spain 

Damages  fob  iNFBiNaEXENT,  292 
how  estimated,  292,  294,  308 

cannot  be  granted  in  addition  to  account  of  profits,  292 
but  where  separate  proceedings  against  manufacturer  and  user,  plaintiff 

may  have  account  of  profits  against  former  and  damages  against 

latter,  293 
inquiry  as  to,  292 
plaintiff  not  compelled  to  accept  same  royalty  from  litigant  as  from 

others,  293 
in  estimating,  material  question  is  patentee's  actual  loss,  not  infringer's 

profit,  293 
for  use  of  invention  before  amendment,  294 
for  ii^ringement  conmiitted  while  duty  overdue  on  patent,  294 

Date  of  Lettebs  Patent,  171 

Death 

of  inventor  before  applying  for  patent,  legal  representative  may  apply 

within  six  months,  88 
of  applicant,  legal  representative  may  obtain  patent,  88 
and  may  perhaps  leave  complete  specification,  104 
patent  may  be  sealed  within  twelve  months,  171 
of  patentee,  probate  of  his  will  or  letters  of  administration  should  be 
registered,  229 

Declabations, 

how  to  be  made,  380,  393,  395 

on  application  for  patent,  89 

evidence  taken  by,  in  opposition  to  patents,  160,  384 

and  to  amendments  of  specifications,  386 

evidence  may  be  by,  in  compulsory  licences,  387 

Definitions  of  Tebus  in  Patents  Act,  1883,  353,  363 

Deliveby  up  and  Destbuction 

of  infringing  articles  may  be  ordered  in  action,  295 
practice  as  to,  when  patent  is  for  combination,  295 

Denmabk, 

patent  laws  of,  433 

Disclaimeb.    See  Amendment  of  Spbcificatior 

DiscovEBT.    See  Invention 

when  several  concurrent  actions,  actions  not  consolidated  till  all  defen* 
dants  have  given,  276 

Documents, 

size,  etc.,  of,  378 
amendment  of,  324 
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DocuHSNTs  -cofUmued 

may  be  sent  by  post,  356,  379 
certified  copies  of,  365,  390 

Dbawzngs 

to  accompany  specification,  if  required,  94, 106 

but  complete  specification  may  refer  to  those  in  provisional,  106, 369 
not  to  be  referred  to  as  descriptive  of  part  not  described  in  letterpress  of 

specification,  107 
omitted  by  inadvertence  cannot  be  supplied,  107 
erroneous,  will  not  in  all  cases  vitiate  patent,  130 
amendment  of,  102, 178 
rules  as  to,  382 

Duplicate  of  Patent, 

if  original  lost  or  destroyed,  may  be  granted,  174 
form  of  application  for,  402 

Duration  of  Patent,  170 

may  be  extended  by  petition  to  the  Queen  in  Council,  191.    See  Extkn- 
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Ecuador, 

patent  laws  of,  434 

Enactments  Bbpealed,  362,  366 

Enlarobmxnt 

of  time  for  paying  fees,  342,  386 

for  leaving  specification,  102,  404 
for  accepting  specification,  104,  405 
for  sealing  patent,  170 
forms  of  application  for,  401,  404,  405 

Errors.    See  Clerical  Errors 

Evidence, 

in  opposition  to  grant  of  patents,  160,  384 
to  amendments  of  specifications,  387 
on  applications  for  compulsory  Ucences,  387 
on  applications  for  extensions,  195-197 

on  actions  for  infringement,  287.     See  Action  for  Infrinosuent 
official  documentary,  326 
certified  copies  of  specifications,  etc.,  to  be,  826 

Examiners, 

reports  of,  105 
duties  of,  95, 102, 103 

Exhibition,  Public, 

protection  to  unpatented  invention  exhibited  at,  65 

under  International  Convention,  320 
form  of  notice  to  comptroller,  402 

ExisTmo  Patents.    See  Letters  Patent 

not  affected  by  provisions  of  new  act  binding  Crown,  or  as  to  compul- 
sory licences,  175 
how  far  affected  by  25th  section  of  Act  of  1852,  176 

Experiments 

abandoned,  do  not  avoid  subsequent  patent,  36,  46-49 
by  inventor,  not  publication,  62 

made  to  procure  evidence  for  trial  distrusted  by  Court,  287 
Court  may  direct,  to  be  made  for  its  guidance,  285 
may  authorise,  to  be  tried,  278 

li  L 


514  INDEX 

Explanation.    See  Amendment  of  Specification 

Extension  of  Letters  Patent,  191 

larst  provided  for  by  5  &  6  William  lY.  c.  83,  191 

now  by  section  25  of  the  Act  of  1883,  191,  345 
is  matter  of  favour,  not  of  right,  202 

and  may  be  granted  subjeot  to  oonditiona,  206 
patentee  may  present  petition  to  Qneen  in  Council  for,  192,  345 

definition  of  *  patentee,'  88,  353 
assignee  is  not  in  as  favourable  position  as  inventor,  192 

but  his  having  assisted  inventor  is  regarded,  192 
procedure  on  applying  for,  193,  408 

patentee's  intention  to  apply  to  be  advertised,  198 
petition  to  be  presented  six  months  before  expiration,  193 

or  at  any  time  before  expiration  where  patent  existed  .before 

1884, 192,  193 
must  set  forth  all  material  facts,  193, 194 
parties  to,  193 
caveat  against,  any  person  may  enter,  at  Gouneil  Office,  194 

and  is  then  entitled  to  notice  from  petitioner  of  any  specii^ 

application  and  of  hearing,  194 
and  may  be  heard  before  Judicial  Committee,  194 

as  to  right  of  alien  abroad  to  be  heard,  194 
caveat  must  be  entered  in  name  of  actual  opponent,  194 
within  fortnight  after  service  of  petition  opponent  must  lodge 
notice  of  grounds  of  objection,  194 
copies  of  specification  and  of  accounts  to  be  filed,  194 
formal  proofs  may  be  taken  by  clerk  of  Privy  Council,  195 
rules  regulating  proceedings,  408 
hearing  of  petition,  195 

assessor  may  be  called  in  by  Judicial  Committee,  195 
petitioner  and  opponents  may  appear  in  person,  195 
Attomey-Qeneral  appears  for  the  Crown,  195 

and  may  adduce  evidence  against  patent  irrespective  of  objec- 
tions, 194 
as  to  evidence  petitioner  should  produce,  195, 196 
merit  and  substantial  utility  to  be  shown,  196 

invention  not  brought  into  use,  presumption  against  utility, 
196 
but  this  may  be  explained  or  rebutted,  196 
as  to  evidence  opponents  may  produce,  197 
no  objection  that  others  have  improved  patentee's  invention  since 
lus  patent,  197 
or  that  maimer  of  working  has  been  varied,  197 
patent  assumed  to  be  valid,  unless  dearly  not  flo,  198, 199 
accounts,  196,  202 

must  be  full,  clear,  unreserved  and  properly  proved,  199 
what  profits  must  be  shown,  300,  301 
what  deductions  may  be  made,  201,  202 
deductions  claimed  should  appear  in  petition  or  accounts,  302 
grounds  for  granting,  or  for  refusing,  petition,  197-199,  201 

Judicial  Committee  to  have  regai^  to  nature  and  merits  of  inven- 
tion in  relation  to  public,  193 
to  profits  made  by  patentee  as  such,  192 
and  to  all  the  circumstances  of  the  case,  192 
agreement  by  patentee  to  grant  exclusive  licence,  and  obtain 
extension,  contrary  to  policy  of  Act,  199 
grounds  of  decision  upon  the  merits,  202 

question  not  simply  what  patentee  has  received,  but  what  patent 

has,  or  ought  properly  to  have,  gained,  203 
amount  of  inventive  power  and  of  time  and  trouble  in  experiment- 
ing to  be  considered,  208 
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amallnesB  of  improvement  may  be  no  measure  of  merit,  208,  204 
benefit  conferred  on  public  to  be  regarded,  203 
where  patent  is  for  invention  imported  from  abroad,  but  also  patented 

in  foreign  country,  205 
decides  nothing  as  to  validity  of  patent,  198 
grant  of,  to  be  considered  as  grant  of  new  patent,  198 
usually  effected  by  grant  of  new  patent,  206 
the  new  patent,  206 

is  dated  day  after  expiration  of  original  term,  206 
is  subject  to  all  provisions  of  the  Act  of  1883,  206 
will  be  invalid  if  original  patent  found  invalid,  198 
term  of,  204,  209 
may  be  for  fourteen  years,  192,  206 

but  to  justify  more  than  seven,  invention  must  have  excep- 
tional merit  and  public  usefulness,  204,  214,  215 
Crown  may  recall  warrant  for,  at  any  time  before  sealing,  205 
use  of  invention  after  expiration  of  original  term,  and  before  grant 
of,  not  infringement,  206 
and  parties  investing  capital  in  the  interval  in  working  it,  may 
oppose  or  claim  protection,  206 
restrictions,  conditions  and  provisions  may  be  inserted,  206 
may  be  granted  for  one  head  only  of  invention,  206 
may  provide  for  payment  by  assignee  to  patentee  of  annual  sum  or 

share  of  profits,  206,  213 
instances  of  other  conditions  and  provisions  in,  207 
when  once  granted,  committee's  jurisdiction  exhausted,  207 
office  copy  of  order  for,  must  be  left  at  Patent  Office,  206,  389 
costs  of  proceedings  for,  208 
selected  decisions  of  the  Privy  Ck>unoil,  209-215 

Extent  op  Patent,  171 

does  not  include  Channel  Islands,  171 

Fees,  173,  391 

non-payment  of,  within  prescribed  time,  renders  patent  void,  172 

but  in  certain  cases  comptroller  to  enlarge  time,  173 
may  be  paid  in  certain  cases  on  day  following  due  date,  174 
rules  as  to  payment  of,  for  continuance  of  patent,  385,  389,  390 
Ust  of,  391 

Fui, 

patent  laws  of,  478 

Finland, 

patent  laws  of,  435 

FoBBioN  Application  fob  Patents,  381.    See  Intebnational  Convention 

FoBEioN  Patents, 

laws  of  foreign  states,  421 

right  of  priority  of  foreign  applicant  under  International  Convention, 

87,  318 
international  arrangements  as  to,  318 
publication  of  complete  specification  in  England  may  bar  right  to,  101 

FoBBioN  Vessels, 

use  of  invention  on  board  of,  in  British  waters,  265 

FOBHS 

issued  by  the  Patent  Office,  377,  393 

ll2 


516  INDEX 

France, 

patent  laws  of,  486 

Germany, 

patent  laws  of,  440 

Guatemala, 

patent  laws  of,  448 

GXTIANA  (BbITISH), 

patent  laws  of,  472 

HAWAn, 

patent  laws  of,  444 

HSASINaB  BEFOBE  GOMPTBOLLEB, 

notice  of,  885 

form  of  application  for,  898 

Holland, 

patent  laws  of,  444 

Honduras, 

patent  laws  of,  445 

Honduras  rBsirisH), 
patent  laws  of,  472 

HONO   EONO, 

patent  laws  of,  479 

Illustrated  Journal  of  Patented  iNVEimoNS, 

Importer  of  Invention.    See  Invention,  Ck)MMUNicATioN  from  Abroad 
entitled  to  a  patent,  86 
may  obtain  extension,  192,  205 

Improvements, 

whether  result  of  sufficient  invention  to  support  patent,  68 

on  existing  patents,  21,  85,  246 

quantum  of,  not  material,  23 

where  patent  is  for,  in  complicated    machine,  specification  should 

distinctly  point  it  out,  134 
in  known  process,  applied  to  same  process  as  subsequently  altered  will 

be  protected,  288 
in  old  machine  and  no  novelty  in  result,  patentee  held  strictly  to  his 

description,  243 

Incobpobated  Company.    See  Gobporate  Body 

Indexes, 

alphabetical  and  subject-matter  of  specifications,  828 
of  patents,  chronological  and  reference,  828 

Indu, 

patent  laws  of,  479 

Industrial  or  International  Exhibitions, 
protection  of  inventions  at,  65,  820 

Infant 

may  be  grantee  of  patent,  88 

Infringement,  238.    See  Action  fpr  Infringement 
modes  of,  288 
substantive  law  of.  234-271 
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Bubetitatiiig  chemical  or  mechanical    equivalent    for   acme  part  of 

patented  invention  is,  234,  245 

where  eqaivalent  is  known  to  be  sach  at  date  of  patent,  258,  260 
colourable  alteration  is,  234 

immaterial  alterations  in  order  to  evade  a  patent,  237 
substantial  similarity  is,  237,  240 
when  principle  is  new,  238 
where  patent  is  for  new  result  and  process  for  arriving  at  it  is  described, 

different  process  for  same  result  is,  240 
where  principle  is  not  new  different  method  of  applying  it  is  not,  242 
in  cases  of  interfering  patents,  245 
patenting  improvement  on  existing  patent  is  not,  246 

bat  using  it  is,  246 
using  substantial  part  of  existing  patented  invention  in  carrying  out 

new  invention  is,  246 
of  part  of  process  actionable  if  that   part  might  itself  be  subject- 
matter,  250,  253 
on  question  of,  essential  nature  of  invention  will  be  regarded,  253 
manufacture  and  export  of  parts  of  patented  combination,  253 
of  any  one  head  of  an  invention  actionable,  253 
of  patents  for  combinations,  247-254.     See  Combinations 
if  substance  of  combination  is  borrowed  there  will  be,  252 
of  patents  for  chemical  processes  and  products,  254-260 
by  dealing  in  articles  made  by  infringing  patent,  261 
by  user,  263 

user  of  patented  article  made  abroad  is,  263 
as  to  liability  even  when  user  is  passive,  263 

where  committed  through  agent,  both  employer  and  agent  liable,  265 
by  the  Grown,  266 

user  by  foreign  vessels  in  British  waters,  265 
construction  as  an  amusement  or  model  not,  267 
cases  of  non-infringement,  267-269 
use  of  new  and  material  part  of  an  arrangement  for  a  purpose  different 

from  that  in  patented  combination  not,  268 
use  of  natural  substance  in  place  of  artificial  substance  of  same  chemical 

constitution  not,  268 
acts  done  on  British  vessel  at  Malta  or  on  high  seas  not,  269 
sale  of  chemicals  to  be  used  in  infringing  a  patent  is  not,  269 

neither  is  indemnity  to  buyer  against  proceedings,  269 
use  of  invention  after  expiration  of  patent  and  before  extension  granted 

is  not,  206 
intention  of  infringer  not  material,  269-271 
practice  in  oases  of,  272-302.     See  Action  for  Infringement 
question  of,  one  of  mixed  law  and  fact,  291 
may  be  tried  by  itself,  277 

Injunction, 

plaintiff  is  entitled  to  protection  of,  272 

granted  to  restrain  sale  after  patent  expired,  of  articles  made  before 

276 
licensee  may  not  apply  in  name  of  owner  for,  225 

neither  may  agent  of  patentee,  225 
bill  for,  dismissed  where  infringement  innocent,  accidental  and  trivial, 

and  no  substantial  damage,  270 
interlocutory,  272 
rules  as  to,  273 

granted  in  proper  eases  before  trial  of  action,  273 
granted  if  patent  established  in  other  actions,  even  though  fresh 
facts  against  patent  brought  forward,  274 
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if  not  granted,  defendant  nsnally  ordered  to  keep  an  account,  275 
if  granted,  plaintiff  must  give  undertaking  as  to  damages,  275 
granted  where  defendant  intends  and  claims  right  to  infringe,  276 
mere  general  offer  held  no  evidence  of  intention  under  the 
circumstances,  287 
to  restrain  threats,  303.     See  Action  to  Restrain  Threats 
plaintiff  entitled    to  perpetual,  when  validity  of   patent    has  been 

established  and  infringement  proved,  294 
if  defendant  submits  may  be  obtained  without  trial,  294 
cannot  be  enforced  against  infringer,  if  patentee  afterwards  enters 

disclaimer,  295 
cases  on,  272-276 

Inspection  in  Patent  Actions,  277 
ordered  by  the  Court,  278 
includes  analysis,  277 
licensee  not  a  party  not  compelled  to  give,  in  action  against  his  licensor, 

279 
of  documents,  283 

communications  between  inventor  and  his  patent  agent  not  privi- 
leged, 283 

Institute  of  Patent  Agents,  330.    See  Patent  Agent 

Intention 

of  infringer  immaterial,  269 

International  Arrangements,  318,  359.     See  International  Convention 

International  Convention,  319,  373.     See  Foreign  Patents 
parties  to,  319 

rights  of  subjects  of  state  in  union  under,  317,  373 
protection  to  inventions  at  exhibitions,  320 
international  office,  320-322 
monthly  periodical,  322 
rules  as  to  applications  for  patents  under,  321,  381 
patents  under,  only  granted  in  England  to  person  making  foreign 

application,  322 
rights  of  priority  of  foreign  applicant,  318,  373 
Act  applies  although  foreign  state  has  only  acceded  after  date  of  foreign 

application,  322 

Interpretation  of  Specifications,  152.    See  Construction 

Invention.    See  also  Inventor 

not  every  kind  patentable,  3,  5,  14 
what  is  patentable,  5.    See  Surject-M4Tter 
classes  of  patentable  inventions,  14-20 
amount  of,  required  to  support  patent,  67 

very  small  may  be  sufficient,  70 

cases  where  invention  insufficient,  72-76 
by  two  persons,  patent  must  be  taken  out  in  both  names,  30 
must  be  useful,  21.    See  Utilitt 
must  be  new,  27.    See  Novelty 
if  several  heads  included  in  one  patent,  one  useless  or  old  invalidates 

the  whole  patent,  21,  27 
importer  of,  to  this  country  from  abroad  can  apply  for  patent,  86 
should  be  disclosed  in  general  terms  in  title,  89 
question  of  what  is  the,  claimed  by  specification,  is  for  Court,  288 
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one  inyention,  ptttent  to  be  for,  96 

alternative  devices  to  effect  same  object  are,  97 
if  Grown  misled  as  to  extent  of,  patent  void,  27 
relating  to  munitions  of  war,  175 
definition  of,  as  used  in  Patents  Acts,  358 
science  and  art  department  may  require  model  of,  for  Patent  Mnseum, 

on  payment,  329 
cases  on,  67 

Invbntob, 

true  and  first  inventor,  29,  30 
a  patentee  must  be,  4 
firat  importer  of  new  foreign  invention  is,  29n.,  86.    See  Coii- 

MUNICATION  FBOM  AbBOAD 

he  who  first  produces  in  commercial  quantities  substances  only  pre- 
viously produced  in  small  quantities,  is,  20 
where  joint  inventors,  all  should  apply  for  patent,  30 

and  may  each  work  invention  independently  of  the  other,  176 
notwithstanding  assistance  of  workmen,  employer  may  be  sole,  30-32 

but  he  must  be  more  than  mere  employer,  33 
as  to  verbal  information  received  from  another  person,  33 
publication  of  patented  invention  by,  before  date  of  grant,  58.    See 

Publication 
does  not  lose  his  right  to  patent  by  keeping  invention  to  himself  pro- 
vided he  makes  no  profitable  use  of  it,  58,  62.     See  Useb 
two  independent — first  patentee  held  to  be  true  and  first,  30 
patentee   may  be,  though  another  had   previously  made,  but   not 

published,  same  experiments,  36 
legal  representative  of,  may  obtain  patent  if  inventor  dies  before 
applying,  88 
or  after  applying  but  before  patent  sealed,  88 
must  apply  within  six  months,  96 
where  rival  inventors,  patent  may  be  vested  in  trustees,  164 
patent  to  true,  not  invalidated  by  application  in  fraud  of  him,  175 
conununications  between,  and  his  patent  agent  not  privileged,  283 
cases  as  to,  29-33 

Ibeland,  296,  312,  327,  361 
patent  extends  to,  172 

Isle  of  Mait,  296,  316,  317,  327 
patent  extends  to,  172 

Issues 

of  fact  may  be  granted  in  actions,  276 

and  tried  before  a  referee,  285 

whose  report  is  equivalent  to  the  finding  of  a  jury,  280 
not  granted  as  a  matter  of  course,  277 
what  are  usual,  276 

Italy, 

patent  laws  of,  445 

Jauaica, 

patent  laws  of,  482 

Japan, 

patent  laws  of,  448 

Joint  Invention.    See  Inventob 

Joint  Patentees,  176.    See  Patentees,  Pabtnebship 
each  may  use  invention,  176 
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one  granting  licences  must  account  to  other  for  royalties,  222 

inventor  and  non-inventor  may  be,  86 

one  of,  cannot  assign  more  than  his  share,  217,  218 

Judicial  Committee.    See  Extension,  etc. 
roles,  408 

Jury 

question    whether    specification    describes    material    with    sufficient 
accuracy  is  for,  121 
so  also  is  its  identity  with  old  prior  specification,  154 
question  of  utility  is  for  them  to  decide,  22 

but  they  have  not  to  consider  its  extent,  23 
trial  by,  cannot  be  in  Chancery  Division,  272 
trial  to  be  without,  unless  Court  otherwise  directs,  284,  311 
functions  of,  on  action  for  infringement,  289 

Law  Officers, 

rules  regulating  proceedings  on  appeals  to,  406 

appeals  to,  from  comptroller,  95, 103, 160, 180 

no  appeal  from  decision  of,  161, 180 

no  prohibition  lies  to,  180 

may  make  rules,  349 

may  examine  witnesses  on  oath,  180 

may  order  costs  in  any  proceeding  before  him,  349,  407 

definition  of,  363 

Leeward  Islands, 

patent  laws  of,  483 

Legal  Proceedings.     See  also  Actions,  BeVocation 

for  infringement,  not  to  be  taken  until  patent  granted,  105 
not  to  be  taken  for  infringement  committed  before  publication  of  com- 
plete specification,  272 
plaintiff  need  not  apply  to  defendant  before  commencing,  272 

nor  rely  on  promise  not  to  infringe  again,  272 
for  infringement,  particulars  of  breaches  and  of  objections  must  be 
delivered  in,  279,  280 
which  may  be  amended,  279,  280 
amendment  of  specification  may  be  made  during  progress  of,  184,  and 

see  Amendment 
reports  of,  to  be  published  by  comptroller,  324 
action  to  restrain  threats  of,  303 

Letters  Patent, 

are  taken  out  at  risk  of  inventor,  5, 172 
requisites  to  being  held  valid  in  court  of  law, 

that  invention  possess  utility,  4,  21.    See  Utility 
display  novelty,  4,  27.     See  Novelty 
show  some  measure  of  ingenuity,  4,  67.    See  Invention 
that  patentee  be  true  and  first  inventor,  4,  29,  86.    See  Inventor. 
unless  communicated  from  abroad,  4,  86.      See  Communica- 
tion, etc. 
that  Specification  be  sufficient,  4,  94,  100.    See  Specification, 
Complete,  Provisional. 
for  what  inventions  obtainable,  5.    See  Subject-matter 
by  whom  obtainable,  86.    See  Applicant 
how  obtained,  89.     See  Application  for  Patent 
title  of,  90.    See  Title  of  Patent 
opposition  to  grant  of,  159.    See  Opposition  to,  etc. 
amendment  of,  178.     See  AsraNDMENT 
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assignment  of,  216.    See  AssiamcsNTS 

licences  ander,  219.     See  Licences 

registration  of,  228.     See  Bboistbation 

infringements  of,  283.     See  Infrinqeiibnts,  Action  fob  Infringements 

revocation  of,  309.    See  Revocation 

sealing  of,  170, 171 

extend  throughout  United  Kingdom  and  Isle  of  Man,  171 

but  not  the  Channel  Islands,  171 
duration  of,  limited  to  fourteen  years  from  date,  171 
dated  and  sealed  as  of  day  of  application,  171 
extension  of,  191.     See  Extension 
form  of,  172,  364 

Board  of  Trade  has  power  to  alter,  172 
become  void  if  patentee  does  not  pay  fees,  172,  173 

or  if  service  of  the  Crown  not  supplied  with  invention  if  required,  172 

and  only  special  Act  of  Parliament  can  restore  validity,  174 
fees  on,  payment  of,  173,  391.     See  Fees 
clerical  errors  in,  may  be  amended,  174 
if  lost  or  destroyed  duplicate  may  be  sealed,  174 

form  of  application  for  duplicates,  402 
rights  of  the  Crown  as  to,  174.     See  Crown 
for  munitions  of  war,  may  be  acquired  by  Secretary  of  State,  175 
granted  or  applied  for  before  1884,  not  subject  to  compulsory  licences,  175 

provisions  respecting,  175,  353 
granted  before  1884,  effect  on,  of  lapse  of  foreign  patent  for  same  inven- 
tion, 175,  176 
obstructive,  not  permitted,  21 
may  be  had  for  improvements  on  previous  patent,  85 
may  be  refused  for  invention  contrary  to  law  or  morality,  171 
to  be  for  one  invention  only,  172 

but  no  objection  can  be  taken  in  a  proceeding  on  grotmd  that  it 
comprises  more  than  one,  172 
not  invalidated  by  application  in  fraud  of  inventor,  175 
rival  applications  for,  164-167 
partnership  in,  219.     See  Partnership 

joint  grantees  of,  may  each  use  invention  independently  of  the  other,  176 
where  vested  in  trustees  for  two  or  more  as  tenants  in  common,  177 
one  co-owner  of,  may  sue  alone  for  recovery  of  profits,  218 
interest  of  intestate  patentee  under,  passes  to  personal  representative,  177 
of  bankrupt  vest  in  trustee,  177,  218 

who  may  sue  for  previous  infringements,  218 
foreign  laws  of,  421 
colonial  laws  of,  470 

indexes  and  abrMgments  of,  published,  324,  328 
illustrated  journal  of,  published,  324 
reports  of  oases  on,  published,  324 

Liberia, 

patent  laws  of,  449 

Library,  Public,  at  Patent  Office,  328 

Licences,  216,  219-227.    See  also  Licensee 
should  be  registered,  216 
rules  as  to  registration  of,  216,  389 

Board  of  Trade  may  order  patentee  to  grant,  225.    See  below. 
exception  as  to  patents  granted  before  commencement  of  Act,  226 
various  forms  of,  219 
exclusive  licence,  what,  220 

registration  of,  for  a  district  ii^  not  notice  to  the  world,  232 
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LiosHCH — eonHnmed 

uBuaX  consideration  for,  220 

may  unintentionally  create  partnership,  220 

proper  covenants  in,  220 

effect  of  recitals  by  way  of  estoppel,  220 

where  terms  of,  broken,  Hoensor  may  determine,  221 

not  assignable  to  third  person  in  the  absence  of  express  or  implied 

power,  221 
money  paid  for,  recoverable  where  consideration  fails,  222 

but  annual  payments  not  recoverable  if  patent  void,  223 
during  continuance  of,  licensee  may  not  dispute  validity  of  patent,  223 

but  may  have  limits  of  patentee's  rights  ascertained,  223 
to  be  in  writing  and  under  seal,  225 
stamp  on,  225 
patentee  not  allowed  to  publish  advertisements  calculated  to  deter  public 

from  dealing  with  his  licensee,  225 
cases  as  to,  220-225 

LiCENCBS,  COKPULSOBT,  225,  320 

order  of  Board  of  Trade  for,  absolute  and  final,  226 

petition  for,  and  procedure,  etc.,  887 

form  of  application  for,  399 

form  of  petition  for,  399 

form  of  opposition  to,  400 

provisions  to  apply  only  to  patents  under  Act  of  1883,  226 

LiCENSBB.    See  also  Licences 

during  the  licence  may  not  dispute  validity  of  patent,  223 
even  where  no  formal  licence,  if  royalty  paid,  223 
but  may  after  licence  determined,  224 
must  pay  royalties,  although  patent  found  invalid  in  suit  against  other 

parties,  223 
has  a  right  to  have  the  patentee's  invention  defined,  223 
exclusive,  for  certain  district  cannot  restrain  use,  by  persons  without 

notice,  of  articles  bought  outside  district,  224 
exclusive,  may  not  bring  infringement  action  without  joining  patentee,  224 
may  not  apply  in  name  of  owner  for  injunction  to  restrain  infringe- 
ments, 225 
assignee  of  share  of  profits  may  call  on,  for  account,  218 

Lost  Patent, 

replacement  of,  174,  349-402 

LUXEMBOUBO, 

patent  laws  of,  449 

Mai^ta, 

patent  laws  of,  483 

BiLkNUTACTUBSS, 

interpretation  of  the  legal  term,  13 

Mauritius, 

patent  laws  of,  484 

Mexico, 

patent  laws  of,  460 

Mistakes.    See  Clebical  Ebbors 

Models, 

power  of  science  and  art  department  to  require,  829 
order  for  production  of,  before  trial  of  action,  refused,  288 
not  in  evidence,  may  be  used  to  explain  argument,  286 
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MONOPOLZBS, 

power  of  Crown  to  grant,  1,  3 
statute  of  James  I.  against,  2,  336 

Munitions  of  Wab, 
patents  for,  175 

Museum,  Patent,  329 

Natal, 

patent  laws  of,  485 

Newfoundland, 

patent  laws  of,  486 

New  South  Wales, 
patent  laws  of,  486 

New  Zealand, 

patent  laws  of,  487 

Nicaragua, 

patent  laws  of,  452 

Norway, 

patent  laws  of,  452 

Notices, 

may  be  sent  by  post,  356,  379 

Novelty.    See  Inventor.    Publication.    User 
necessary  element  of  patentable  invention,  27 
if  any  part  claimed  as  invention  not  novel,  patent  void,  27 
head  of,  includes  questions  whether  patentee  true  and  first  inventor,  28 
29-33.    See  Inventor 
whether  invention  new  to  public  at  date  of  patent,  28.    See  Publi- 
cation.   User 
defeated  by  prior  public  user,  34,  68.     See  User 
by  secret  user  by  inventor  for  profit,  45 
by  publication  in  printed  books,  51.     See  Pttblicatiqn 
in  prior  specifications,  54 
by  inventor,  58 
by  other  persons,  63 
not  defeated  by  application  in  fraud  of  inventor,  45 
by  abandoned  experiments  of  others,  86,  46 
by  prior  imperfect  machlnee,  49 
by  earlier  inventions  having  similar  object,  49 
by  confidential  communications,  60 
by  experiments  by  inventor,  62 
by  authorised  use,  <ftc.,  at  exhibitions,  65 
of  combination  wHl  support  a  patent,  15.    See  Combinations 
onus  of  proving  want  of,  is  on  defendant,  287 

Objection 

that  patent  comprises  more  than  one  invention  cannot  be  taken,  172 
particulars  of,  in  patent  action,  280.    See  Particulars 
to  grant  of  patent,  159.    See  Opposition  to,  etc. 

Offences  and  Penalties,  314.    See  Penalties 

Official  Documentary  Evidence,  326 

Official  Bxferee,  285 
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Oppositions 

to  amendment  of  speeifioation,  180.    See  Axxndment 

to  compulsoiy  grant  of  licence,  888,  400 

to  extension  of  patent,  194.     See  Extension 

to  grant  of  patent,  159.    See  Opposition  to  Grant 

Opposition  to  Gbant  of  Patent,  169 
procedure  on 

notice  of,  to  be  given  within 'two  months  of  date  of  advertisement 
of  acceptance  of  specification,  159 

and  to  state  grounds  of  opposition,  159 

form  of,  397 
comptroller  to  give  notice  of,  to  applicant,  159 

to  hear  applicant  and  opponent  if  desired,  159 

to  decide  case,  subject  to  appeal  to  law  officer,  159 

may  allow  amendment  in  notice  of  opposition,  160 

rules  regulating  proceedings  before,  385 
evidence  to  be  by  statutory  declarations,  160 

onus  of  proof  lies  on  opponent,  160 
at  hearing  of,  parties  may  appear  in  person  or  otherwise,  160 
notice  of  appeal  to  law  officer  to  be  filed,  160 
law  officer  to  hear  parties  if  required,  340 

may  obtain  assistance  of  expert,  340 

no  appeal  from  decision  of,  161 

rules  regulating  proceedings  before,  406 
costs  of,  can  only  be  had  before  law  officer,  169 
grounds  of,  three  only,  159 

(1)  that  applicant  obtained  invention  from  opponent,  or  from 

person  of  whom  he  is  legal  representative,  162 

(2)  that  invention  patented  in  this  country  on  application  of  prior 

date,  162 

(3)  that  complete  specification  describes  or  claims  invention  other 

than  that  in  provisional,  and  that  such  other  invention  is 
subject  of  application  by  opponent  in  the  interval,  159 
As  to  first  ground  of  opposition, 
assistance  of  workmen,  162 
meaning  of  *  legal  representative,*  162 
As  to  second  ground  of  opposition, 

opponent  must  have  interest,  162, 168 
may  be  founded  on  expired  prior  patent,  168 

but  invention  is  not  patented  if  only  described,  and 

not  claimed,  in  prior  patent,  163 
invention  only  provisionally  protected,  no  ground,  168 
person,  whose  complete  specification  accepted,  may 

oppose,  163 
disclaiming  clauses  may  be  required,  168, 164 
rival  applications,  164 
joint  inventors,  164 

one  applicant  inventor  of  part,  and  other  of  other  part,  165 
mala  fides,  167 
in  cases  of  doubt,  patent  granted,  161,  162 

Orange  Free  State, 
patent  laws  of,  453 

Paraguay, 

patent  laws  of,  454 

Particulars  of  Breaches  and  of  Objections, 

defendant,  in  action  for  threats,  may  be  entitled  to,  304 
required  in  action  for  infringement,  279,  280 
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Pabticxtlabs  of  Bbbaches  and  of  Objections — continued 
may  be  amended,  279,  280,  282 
insufficient,  better  may  be  required,  279,  282 
costs  of,  297 

certificate  by  Ck>urt  or  judge  as  to,  297 
cases  as  to,  279-282 
except  by  leave  of  Court,  evidence  not  admitted  outside  of,  287 

Pabtnxbship.     See  Asbiones,  Assionment,  Joint  Patentees 
co-owner  of  patent  may  sue  alone  for  recovery  of  profits,  218 
licence  may  unintentionally  create,  220 

at  will  for  working  invention,  patent  becomes  partnership  assets,  218 
and  each  partner  acquires  right  to  work,  219 
which  not  taken  away  by  registered  owner  assigning  to  third  party 
with  notice  of  partnership,  219 
oases,  225 

Patent.    See  Lbttebs  Patent 

penalty  for  describing  goods  as  patented  when  no  patent  has  been 

granted  for  same,  814 
filmg  of  provisional  specification  does  not  justify  use  of  word  on  label, 

316 
use  of  word  on  label  when  patent  expired,  814 
how  affected  by  Merchandise  Marks  Act,  1887,  815 

Patentabus  Invention.    See  Invention,  Subject-uatteb 

Patent  Act,  1852 

effect  of  repeal  of,  175, 176 

assignment  of  patents  obtained  under,  217 

Patent  Agent.    See  Aobnts 

communications  between  inventor  and,  not  privileged,  288 

person  describing  himself  as,  when  not  on  register,  liable  to  penalty, 

816 
Institute  of,  330 

to  keep  register  of,  331 
who  may  be  registered  as,  331 
rules,  411 

Patent  Office,  323 

is  open  to  the  public,  323 

comptroller-general,  powers  and  duties,  323.    See  Comptbolleb 

general  rules,  325.    See  Bules 

the  Patent  Office  seal,  326 

official  documentary  evidence  of,  326 

registers,  327.    See  Beoistbation 

publications  and  indexes  of,  327 

public  library  of,  328 

Patent  Museum,  329 

Patents,  etc.  Acts,  1883  to  1888.    See  Statutes 
conmiencement  of  Act  of  1883,  837 

Patents  Bulbs,  1890,  377 

Patentee.    See  Inventob,  Joint  Patentees 
who  may  be,  86.    See  Applicant 
definition  of  word,  as  used  in  the  Act,  88 
may  assign  and  license,  216 
if  joint,  cannot  assign  more  than  his  share,  217 
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Beoibtration — contin/ued 
'  register  to  be  kept,  228 

what  partioulArs  to  be  entered  in,  228 

is  2>rimd-/act6  evidence,  228 

notice  of  tmst  not  to' be  entered  in,  229 

probate,  and  letters  of  administration,  must  be  entered  in,  229 

jurisdiction  of  Court  as  to  entries  in,  229,  231 

is  subject  to  appeal,  230 
jurisdiction  of  Master  of  the  Bolls,  231,  282 
rectification  of,  on  application  of  person  aggrieved,  229 
correction  of  clerical  error  in,  230 
falsification  of  entries  in,  a  misdemeanor,  230,  317 
open  to  inspection  of  the  public,  230,  827 
certified  copies  of  entries  in,  may  be  had,  280,  826 
Forms, 

of  request  to  enter  name  in,  401 
for  notification  of  licence  in,  402 
for  alteration  of  address  in,  408 
for  entry  of  Order  of  Privy  Council  in,  403 
procedure  as  to,  229 
rules  as  to,  888 
fee  payable  on,  229 
refused  until  patent  sealed,  229 
deeds  left  for,  must  be  duly  stamped,  229 

of  assignments,  necessary  to  enable  assignee  to  maintain  infringement 
action,  230 
relates  back  to  date  of  assignment,  231 
of  two  or  more  conflicting  assignments,  231 
of  exclusive  licence  for  a  district  is  not  notice  to  the  world,  232 
cases  on,  229-232 

Renewal, 

certificate  of,  863,  400 

Repeal  of  formbb  Acts,  862 

Revocation  of  Patents,  809 

proceedings  by  scirtfiuAaA  abolished,  309 

but  every  ground  for  repealing  by,  still  a  ground  for,  309 
obtained  on  petition,  309 
grounds  for,  309,  811 

by  whom  petition  for,  may  be  presented,  810 
all  persons  beneficially  interested  in  patent  to  be  respondents  to  petition 

for,  310 
service  of  petition  for,  out  of  the  jurisdiction,  812 
proceedings  at  trial  for,  similar  to  those  in  action  where  validity  of 

patent  in  dispute,  811 
plaintiff  to  deliver  particulars  of  objection,  which  may  from  time  to 

time  be  amended,  310 
in  proceeding  for,  Court  may  call  in  the  aid  of  an  assessor,  285,  811 

may  allow  patentee  to  apply  to  amend  specification,  811 
order  for,  must  be  registered,  312 
Scotch  proceedings  for,  812 
in  Ireland,  312 
when  patent  revoked  on  ground  of  fraud,  new  patent  may  be  granted  to 

true  inventor,  812 
costs,  813 

Rival  Applications  for  Patent,  164-167 

Royal  Arms, 

penalty  on  unauthorised  assumption  of,  816 
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Rules, 

Board  of  Trade  may  make,  325,  331,  357 

which  are  of  same  effect  as  if  contained  in  the  Act,  325,  358 

but  either  House  of  Parliament  may  annul  within  limited  time,  326 

patents  rules,  1890,  377 

patent  agents  rules,  411.     See  Patent  Agent 

international  and  colonial  arrangements,  321,  373.     See  Intkunational 
Convention 

law  officers  may  make,  349 

of  law  officers,  406 

of  judicial  committee,  408 

Russia, 

patent  laws  of,  456 

St.  Helena, 

patent  laws  of,  493 

Sale  of  Patent.     See  Assiuniient 

San  Salvadob, 

patent  laws  of,  458 

Scientific  Investigation, 

in  cases  requiring,  issues  of  fact  may  be  sent  for  trial  before  a  referee, 
285 

Scire  Facias, 

action  of,  abolished,  309 

Scotland, 

patent  extends  to,  172 

as  to  action  for  infringement  in,  295 

transmission  of  specifications  to,  326 

legal  proceedings  in,  295,  312,  316,  327 

revocation  of  patent  in,  to  be  by  action  of  reduction,  312 

although  patentee  in,  petition  for  revocation  can   be  presented   iu 

England,  312 
order  of  Courts  as  to  rectification  of  registers,  361 

Seal  of  Patent  Office,  170,  326 

patent  to  be  sealed  within  fifteen  months  from  application,  170 
except  when  delayed  by  appeal  or  by  opposition,  170 
or  death  of  applicant  within  that  period,  170 

in  which  case  twelve  months  from  his  death  allowed,  170 
but  time  extended  by  four  months  where  time  for  leaving  and 
accepting  specification  has  been  enlarged,  170 
to  be  dated  and  sealed  as  of  day  of  application,  171 
more  than  one  patent  for  same  invention  may  be  sealed,  171 
sealing  of  official  documentary  evidence  with,  326 

Second  Patents,  22,  85 

Secret  Process, 

course  when  infringement  alleged  to  be,  280 

user  of,  may  render  subsequent  patent  invalid,  3i,  45 

Size 

of  documents,  873 

South  Australia, 

patent  laws  of,  403 

Spain, 

patent  laws  of,  459 

M  M 
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Specifications.     See  Specification,  Complete,  Provisional 
abridgments  of,  published,  324,  328 
indexes  of,  published,  324,  828 

sealed  copies  of,  to  be  sent  to  Edinburgh  Museum  of  Science  and  Art, 
the  Enrolments  Office  in  Ireland,  and  Bolls  Office  in  Isle  of  Man,  32G 
certified  copies  of,  or  extracts  from,  may  be  had,  327 
and  will  be  evidence  in  the  respective  Courts,  327 
printed  copies  of  may  be  purchased,  327 
not  to  be  published  unless  application  accepted,  105 

Specification,  Complete,  100 
procedure  as  to, 

to  be  left  with  application,  101.     See  Application  fob  Patent 
or  within  nine  months  after  its  date,  102 
unless  comptroller  extends  time,  102 
form  of  application  for,  404 
if  not  left  within  due  time,  application  deemed  abandoned,  103 
if  applicant  dies  before  leaving,  effect  uncertain,  104 
will  be  referred  to  examiner,  102, 103 

on  whose  report  comptroller  may  require  amendment,  102, 103 

subject  to  appeal  to  law  officer,  103 
his  report  not  to  be  open  to  public  inspection,  105 
unless  accepted  within  twelve  months  of  application  (save  in  case 
of  appeal),  application  to  become  void,  104 
but  comptroller  may  extend  time,  104 
form  of  application  for,  405 
acceptance  of  to  be  advertised  and  notice  given  to  applicant,  102, 
104 
and  application  and  specifications  then  to  be  open  to  public,  104 
and  applicant  then  to  have  certain  rights,  104 
form  of,  397 

must  commence  with  title,  102.    See  Title 
must  end  with  statement  of  invention  claimed,  102.     Sc€  below 
must  be  accompanied  by  drawings  if  required,  106.     Sec  Drawinos 
must  particularly  describe  and  ascertain  nature  of  invention,  and 
m  what  manner  to  be  performed,  102 
which  invention  must  be  substantially  same  as  that  described 
in  provisional  specification,  105 
relation  of,  to  provisional  specification,  107 

may  drop  some  features  of  provisional  specification,  107 

within  certain  limits,  108 
must  not  materially  add  to,  or  deviate  from,  invention  in  pro- 
visional specification,  108 

but  developments  within  its  scope  allowed,  108, 109 
even  if  invented  since.  111 
provisional  specification  may  not  be  read  to  supply  defect  in,  112 
preparation  of,  rules  to  be  observed  in,  112-151,  378,  382 

security  of  patentee's  privileges  largely  depends  on  shape  of,  100 

invention  as  described  in,  must  fall  within  title,  111 

good  faith  must  be  observed,  and  full  disclosure  of  invention  made, 

112 
definition  of  invention  to  be  accurate,  that  reader  may  understand 

of  what  it  consists,  112 
when  patent  is  for  improvements  on  earlier  patent,  they  must  be 

clearly  distinguished,  113 
if  invention  is  partly  communicated  from  abroad,  this  should  be 

distinguished,  113 
where  invention  imported,  if  specification  in  fact  insufficient,  it  is 
no  an  swer  that  patentee  has  stated  all  that  was  communicated 
to  him  from  abroad,  114 
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Specification,  Co^ivj^ete-  contimied 

but  if  sufficient,  it  is  no  objection  that  foreign  inventor  pos- 
sessed information  not  set  forth,  114 
must  fully  describe  the  means  of  carrying  the  invention  into  effect, 
114 
description  must  not  be  vagu^  and  general,  117 
must  precisely  describe  all  materials  and  ingredients,  118 
must  describe  the  best  method  of  operating,  121 
must  communicate  the  latest  information,  110, 123 
need  not  set  forth  every  application,  125 
must  be  intelligible  to  workmen  of  ordinary  skill,  125 
combinations,  131 

must  point  out  the  novelty  otherwise  than  by  general  descrip- 
tion, 131 
limits  of  this  rule,  132 
all  parts  old — only  combination  should  be  claimed,  143 
ambiguity  to  be  eschewed,  135 

must  not  set  forth  two  methods  when  only  one  is  effective,  136, 143 
must  not  contain  misdirections  or  misrepresentations,  137 
technical  and  scientific  terms,  139 
simple  mistakes,  139 

must  end  with  distinct  statement  of  invention  claimed,  140.     See 
below.  Claims  in 
this  requirement  only  directory,  141 
claims  in,  140 

large  number  of,  dangerous,  141 

everything  not  claimed  is  impliedly  disclaimed,  141 

ought  to  show  clearly  what  is  claimed,  142 

but  not  intended  to  aid  the  description,  143 
if  all  the  parts  old,  only  combination  should  be  claimed,  143 
new  parts  and  minor  combinations  must  be  expressly  claimed,  145 
must  not  cover  too  much,  145 
vague,  speculative  claims  to  be  avoided,  149 
drawings  in,  106.     See  Drawings 
interpretation  of,  152.     See  Construction 
amendment  of,  178.     See  Amendment  op  Specification 

Specification,  Provisional,  94 

to  SLCcompany  application  for  patent  unless  complete  specification  does, 
94 

must  describe  nature  of  invention,  94 

must  be  accompanied  by  drawings  if  required,  94 

must  begin  with  title,  94 

ought  not  to  comprise  more  than  one  invention,  94,  96 
if  it  does,  may  be  amended,  94 
and  separate  patents  had  for  other  inventions,  94 

examiner  to  report  on,  95 

comptroller  may  require  amendment  of,  95 
but  applicant  may  appeal  to  law  officer,  95 

acceptance  of,  how  notified,  95 

after  acceptance  of,  invention  may  be  used  and  published  without  pre- 
judice to  patent,  99 

general  description  of  invention  enough  for,  97,  98 

office  of,  97,  98 

may  be  abandoned  and  another  lodged,  98 

its  relation  to  complete  specification,  107 

form  of,  396 

cases  on,  96-98 

St.  Helena, 

patent  laws  of,  493 
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Statutes 

21  Jac.  I.  0.  3  (1023),  2,  335 
46  &  47  Vic.  c.  57  (1883),  337 

48  &  49  Vic.  c.  63  (1885),  367 

49  &  60  Vic.  c.  37  (1886),  369 
51  &  52  Vic.  c.  60  (1888),  370 

Stbaits  Settlements, 
patent  laws  of,  494 

SUBJECT-MATTBB  OP  LETTERS   PATENT,  6-20.       Sce  INVENTION 

must  be  some  *  manner  of  new  manufactures,'  5 

wide  interpretation  of  these  words,  5,  13 
bare  principles  are  not,  6.     See  Principles 
general  principles  applied  to  a  manufacture  for  the  first  time,  10 
manufacture  of  old  substance  by  new  process,  12,  14 
new  contrivances  applied  to  new  objects  or  purposes,  14 
new  contrivance  to  effect  old  object,  14 

known  purpose  effected  by  new  materials,  15 
direct  instead  of  indirect  method  of  miUdng  known  product,  15 
new  combination  of  known  parts  or  old  processes  producing  new 
result,  15,  70 
or  an  old  result  more  economically  or  more  perfectly,  15,  70 
new  shape  of  old  elements  of  old  combination  invoking  physical  law 

otherwise  left  on  one  side,  16,  70,  71 
new  mode  of  applying  a  known  thing  where  novelty  in  application,  16. 

See  belotOt  Applications 
chemical  processes,  sometimes  in  combination  with  mechanical  con- 
trivances, 19 
production  as  a  merchantable  commodity  of  substance  already  produced 

in  laboratories  as  a  chemical  curiosity,  20 
applications,  76 

application  of  known  machines  to  analogous  purpose,  77,  80 

unless  application  is  out  of  the  track  of  the  former  use  and 
requires  invention,  82 
application  of  known  article  to  produce  another  known  article,  78 

or  of  new  material  to  produce  known  article,  78 
rule  as  to  applications  does  not  necessarily  apply  to  chemical 
oases,  84 
mere  discovery  of  better  mode  of  using  known  machines  not  sufficient, 
72,  74 
nor  mere  combination  of  two  old  apparatus,  means  of  combination 

being  obvious,  74 
nor  mere  substitution  of  one  material  for  another  in  a  known 
article,  76,  81 ' 
improvements  on  invention  subject  of  existing  patent,  85 

Sweden, 

patent  laws  of,  462 

Switzerland, 

patent  laws  of,  463 

Tasmanu, 

patent  laws  of,  496 

Term  of  Patent,  171 

Threats  of  Legal  PROCEEDiNriS 

may  be  restrained  if  action  not  brought,  303.     Sec  Action  to  Restrain 
Threats 
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Title  of  Patent,  90 

specification  (provisional  and  complete)  must  begin  with,  89 

to  be  reported  on  by  examiners,  89 

what  it  is,  90 

Comptroller  may  require  amendment  of,  89 

directions  as  to  and  illostrations  of,  90 

invention  and  specification  mast  fall  within,  90,  111 

title  and  specification  read  together,  93 

cases  on  91-93 

TliANSVAAL. 

patent  laws  of,  464 

Trinidad, 

patent  laws  of,  496 

TiiuE  AND  First  Inventor.    See  Inventor 
cases  on,  29-33 

Trusts, 

not  to  be  entered  in  registers,  229 

Trustee, 

where  rival  inventors,  patent  may  be  vested  in,  164 
rights  of  parties  where  patent  vested  in,  177 
of  bankrupt  patentee,  patent  vests  in,  218 

and  he  may  sue  for  infringements,  218 

rights  of  assignee  from,  219 

Tunis, 

patent  laws  of,  466 

Turkey, 

patent  laws  of,  467 

United  States  of  Aiierica, 
patent  laws  of,  421 

Uruguay, 

patent  laws  of,  468 

User,  Prior.    See  Publication 

what  will  avoid  patent,  34-36    > 
prior  to  application  by  inventor,  34-36 

in  colony  does  not  affect  patent  subsequently  obtained  for  same  inven- 
tion in  United  Kingdom,  44 
meaning  of  '  public  use,'  38 
user  in  public  avoids  patent,  34,  36,  37 

manufacture  and  sale  of  article,  35,  40,  59 
even  if  to  be  sent  abroad,  39 

public  exhibition  of  article,  38 

sale  of  articles  made  abroad,  44 

actual  sale  not  necessary  if  article  in  public  use,  42,  44 

need  not  be  continuous  up  to  date  of  patent  to  avoid  patent,  45 
mere  experimental,  does  not  avoid  patent,  36,  46-49 

nor  prior  imperfect  machine  for  same  object,  49,  50 
secret  user  by  inventor,  43-45 

confidential  communications,  60 
under  provisional  protection  obtained  in  fraud  of  true  inventor,  45 

UlILITY, 

necessary  incident  of  patentable  invention,  21 
*  does  not  mean  abstract  utility,'  22 
patent  for  useless  invention  void,  21 


5:U  INDEX 

Utility—  continued 

also  if  a  material  part  is  useless,  21 

but  uselessnesB  of  part  will  not  vitiate  the  patent  unless  that  part  is 

described  as  essential,  24 
a  question  for  a  jury,  22 
slightest  amount  of,  is  sufficient,  23,  26 
must  be  in  invention,  not  merely  in  the  thing  produced,  23 
improvement  in  trade,  in  consequence  of  invention,  good  test,  24 
public  use  of  invention,  a  test  of,  24 
patent  for  an  invention  not  commercially  useful  is  not  necessarily 

bad,  25 
quantity  of,  not  important,  23 
invention  not  meeting  with  public  acceptance  is  some  presumption 

against  its,  25 
must  be  judged  by  reference  to  state  of  things  at  date  of  patent,  25 
that  invention  is  not  worked  by  inventor  is  primd-facie  evidence  of 

want  of,  26 
cases  on,  21-26 

Validity  op  Lbttbbs  Patent, 
requisites  to,  4 
certificate  in  action  for  infringement  that  the,  came  in  question,  300 

Venezuela, 

patent  laws  of,  469 

Vessels,  Foreign, 

use  of  invention  in,  in  British  waters,  265 

Victoria, 

patent  laws  of,  497 

War,  Secretary  for, 

empowered  to  purchase  inventions  for  munitions  of  war,  175,  351 

Western  Australu, 
patent  laws  of,  500 

Workmen, 

suggestions  and  assistance  of,  will  not  invalidate  a  patent,  33 
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